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EXPLANATION  OF  NOTES. 


The  Text  of  the  Opinion. 

The  text  of  the  opinion  of  the  ooort  is  taken  wholly  fitnn  the  record,  and  not 
from  the  official  reporter.  The  reason  for  this  is  that  the  record  is  the  original 
source  from  which  the  reporter  himself  obtains  his  matter ;  that  it  is  complete, 
DO  cases  decided  by  the  court  being  omitted  therefVom  ;  that  on  application  to 
the  derk  of  the  conrt  for  a  certified  copy  of  an  opinion,  it  is  the  copy  of  the 
opinion  as  it  appears  in  the  record,  and  not  as  printed  in  the  official  report  that 
he  famishes. 


Prominent  among  the  advantages  secnred  by  printing  the  record,  is  the  fact 
that  the  statement  of  the  case,  involying  all  those  facto  which  the  conrt  consid- 
ers material  to  the  nnderstanding  of  ito  opinion  is  made  by  the  conrt  itself, 
strictly  in  view  of  ito  decision,  concisely  and  judicially,  whereas  the  official  re- 
porters, Wallace  and  Otto,  have  omitted  whole  pages  of  the  statement  as  made 
by  the  conrt,  substituting  their  own,  or  have  so  amended  and  varied  the  court's 
statement  as  to  make  it  practically  a  new  one.  The  case  of  Packing  Company 
Cases,  reported  in  volume  14,  p.  49,  is  a  notable  example,  on  consulting  which 
the  foot-notes  appended  will  be  found  to  point  out  the  variation  of  the  official 
reporter  from  the  original  record. 


It  will  also  be  observed  that  this  practice  of  these  reporters  has  often  been  the 
cause  of  omitting  in  their  reporte  the  introductory  part  of  the  opinion  as  given 
in  the  lecoid,  supplying  it  from  their  own  point  of  view  and  actually  beginning 
the  report  of  the  opinion  at  an  intermediate  point  of  the  record. 


Hie  text  in  this  work  has  been  prepared  fVom  printed  certified  copies  of  the 
lecoid,  and  has  undeigone  a  second  comparison  while  in  type  before  printing, 
made  diiectly  with  the  original  record  in  the  Supreme  Court,  giving  an  assu- 
rance that  no  effort  has  been  spared  to  secure  accuracy. 


It  has  further  been  compared  with  the  officially  published  reporte  and  the 
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diveigenoes  of  the  latter  6om  the  reooid  pointed  out  in  foot-notes  to  each  case 
where  they  occur,  in  justification  of  the  course  pursued  by  the  editor,  and  for 
the  convenience  of  the  profeesion. 


The  Syllabi,  or  The  HMUl«NoCea 


The  head-notes  have  been  prepared  with  care  and  considerable  elaboration, 
the  editor  deeming  it  more  convenient  to  the  profession  that  he  should  err  on  the 
side  of  too  great  minntia  in  calling  their  attenti<m  even  to  what  may  be  re- 
garded as  dicta  of  the  court.  At  the  end  of  each  head-note  will  be  found,  be- 
tween brackets,  the  page  of  the  opinion  of  which  it  is  a  digest.  The  head-notes 
are  numbered  consecutively,  and  at  the  end  of  each  case  there  will  be  found  un- 
der the  corresponding  number  of  the  head-note  a  note  of  Supreme  Oonrt  Patent 
Oases,  in  chronological  order,  relative  to  the  subject-matter  of  the  head-note. 


The  Annotations,  or  Notes  at  endinir  of  Case. 

Notes  at  endixur  of  case  are  of  three  kinds :  those  in  the  form  of  notes 
to  the  head-notes ;  those  relating  to  the  patent  in  suit ;  and  those  relating  to 
cases  in  which  the  particular  case  reported  has  been  cited. 


Notes  to  the  head-notes.  These  consist  of  Supreme  Oourt  Patent  Cases, 
arranged  in  chronological  order,  in  which  the  substance  of  the  head-note  has 
been  restated,  affirmed,  or  applied,  as  the  case  may  be ;  these  have  been  brought 
down  to  the  latest  decisions  of  the  court  accessible  at  the  date  of  printing  the 
Tohime. 


The  patent  in  suit  is  next  given  with  its  reissues,  if  any,  followed  by  a 
chronological  list  of  all  reported  Federal  suits  in  which  the  patent  has  been  in- 
volved. 


Citations  of  the  partioular  opinion.  Then  follows  a  list  of  those  cases 
in  which  the  opinion  reported  has  been  cited.  This  list  includes  Federal,  State, 
and  Canadian  Cases,  opinions  of  the  Attorney-General,  and  of  the  Commissioner 
of  Patents,  and  the  latest  text-books,  Curtis,  4th  Edit. ,  Walker,  Merwin,  and 
Abbott. 


All  the  lists  are  chronological  in  arrangement  and  in  the  list  of  citations  the 
dates  are  appended. 
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AdditionAl  References,  fto. 

To  facilitate  the  finding  of  any  case  appearing  in  the  notes,  not  only  is  the 
original  report  given,  bnt  also  volume  and  page  of  Kobb,  Fisher,  Banning  and 
Arden,  and  others  in  which  it  is  reprinted. 


Both  in  the  opinion  and  arguments  the  rule  has  been  followed  of  adding  the 
names  to  cases  cited  by  page  and  volume  only,  these  additions  to  the  text  being 
included  in  brackets. 


Blank  lined  spaces  after  each  note  and  a  blank  page  at  the  end  of  each  case 
are  left  for  the  insertion  of  additional  citations  and  of  general  notes. 

Tables. 

There  are  added  a  number  of  tables  and  two  indexes  for  ready  reference. 
These  are  Tables  of  Gases,  Reference  Table  of  Cases,  Table  of  Patents  in  Suit, 
of  Gases  Cited,  of  Abbreviations,  of  Names  of  Justices,  of  Names  of  Counsel,  an 
Index  Digest,  and  a  Digest  of  Notes. 

Reference  is  made  througbout  the  work  to  the  volume  and  page  of  the  Eng- 
lish cases  already  published  as  part  of  this  series,  wherever  they  occur. 

WOODBURY  LOWERY. 
Washington.  D.  C. 
Apra  1, 1690. 
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fringed. 

BURTIS,  THATCHER  HEATING  CO.  r 37 

CITY  OP  NEW  YORK  t».  MUN80N.    See  MUNSON  v.  MAYOR,  ETC., 
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iions,     R,  S.  sec,  4896.     Particular  patent  in  part  aban- 
doned, 
SNOW  r.  LAKE  SHORE  AND  MICHIGAN  SOUTHERN  RY.CO.  121  U. 

S.  617-680.    Oct.  Term,  1886 76 

[Bk.  30,  L.  ed.  1004;  39  O.  G.  1061.] 
Affirming /frtd,  18. Fed.  Rep.  602. 

Particular  patent  construed  and  not  infringed.  Construction  of 
claims.     Limitation  of  an  element  of  a  combination. 

SPRAGUE,  SMITH  &  GRIGGS  MNFG.  CO.  r 243 

THATCHER  HEATING  CO.  v,  BURTIS.     121   U.   8.  286-295.    Oct. 

Term,  1886 37 

[Bk.  30,  L.  ed.  942;  39  O.  G.  587.] 
Affirming  Ibid,  12  Fed.  Rep.  569. 

Particular  patent  construed.     Aggregation.     Absence  of  inven- 
tion, 
TILGHMAN  v,  PROCTOR.    125  U.  S.  186-161.    Oct.  Term,  1887  .   .    552 
[Bk.  31,  L.  ed.  664;  43  O.  G.  628.] 

Interest  in  process  for  infringement  and  interest  in  patent.  Puni- 
tive damages — ai  law.  Damages  in  equitg.  Measure  of 
damages,  LiabUity  of  infringer.  Equity  relief.  Mas- 
ter's report.     Profits,     Burden  of  proof  ,     Interest, 

WEIR  V,  MORDEN.    125  U.  S.  98-108.    Oct  Term,  1887 530 

[Bk.  31,  L.  ed.  645;  43  O.  G.  753.] 

Particular  patent  construed,  limited  and  uianting  in  invention, 

WIESE,  DRYFOOS  v 425 

WOOD,  HUMISTON  « 413 

WORDEN  tJ.  SEARLS.    121  U.  S.  14-27.    Oct  Term,  1886 16 

[Bk.  30,  L.  ed./853;  39  O.  G.  359.] 

Reversing  Searls  v.  Worden,  11  Fed.  Rep.. 501;  and  13  Fed. 

Rep.  716. 
Particular  reissued  patent  unduly  enlarged  and  invalid.     Viola- 
tion of  preliminary  injunction.     Validity  of  patent.     Con- 
tempt. 

YALE  CLOCK  CO.,  PARKER  &  WHIPPLE  v 194 

YALE  LOCK  MNFG.  CO.  r.  JAMES.    125  U.  S.  447464.    Oct  Term, 

1887 603 

[Bk.  31,  L.  ed.  807;  43  O.  G.  881.] 
Affirming  22  Blatch.  294;  28  O.  G.  917. 
Particular  reissued  patent  construed. 
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The  object  of  oompariiig  the  pages  in  these  cases  is  for  convenieiioe  of  refer- 
ence showing  where  the  text  in  the  opinion  of  the  court  on  each  page  of  the  Of- 
ficial Report  is  found  in  this  edition,  or  if  an  attorney  wishes  to  cite  the  Official 
Reports  while  using  these  volumes,  he  can  readily  do  so  by  turning  to  this  table 
and  finding  on  what  page  in  the  official  edition  any  page  of  the  Opinum  of  the 
Court  in  this  volume  may  be  found. 

In  making  this  Comparison,  out  of  justice  to  ourselves,  where  we  have  in- 
serted new  material,  such  as  drawings,  specifications,  arguments  of  counsel, 
statements,  and  parts  of  the  opinion  tem  the  records  which  are  not  found  in  the 
Official  edition,  we  have  so  indicated. 

As  an  example  in  the  use  of  this  table  take  the  case  of  Siemens  r.  Sellers, 
in  this  volume  which  begins  in  123  U.  S.  on  page  276 — see  first  column; 
in  our  volume,  page  284 — see  third  column ;  the  opmion  of  the  court  begins  in  U. 
S.  on  page  276--eee  second  column ;  in  our  volume,  page  327 — see  fourUi  column, 
and  thus  through  the  opinion  each  page  is  compared.  We  have  inserted  in  this 
volume  many  drawings  and  specifications  which  are  not  found  in  the  Official 
Reports,  and  omissions  in  the  consecutive  numbering  of  the  pages  can  be 
accounted  for  in  the  same  manner. 
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WILLIAM  H.  PLUMMER,  Administrator  of  Hiram 
Tucker,  Deceased,  APPELLANT,  v.  SARGENT  AND 
COMPANY.* 

190  U.  8.  449-4Sa    Oct.  Term,  1886. 

[Bk.  30,  L.  cd.  737.] 

Affirming  Tucker  v.  Sargent  A  Co.,  10  Blatch.  538. 

Argued  January  10,  11,  1887.     Decided  March  7,  1887. 

/^articular  patents  limited  and  not  infringed.    Process  and  pro- 
duct.   Identity  of  products — of  processes. 

I.  Reissued  letters  patent,  Nos.  2,355,  process,  and  2,356,  product, 
September  11,  1866,  (original  No.  40,964,  H.  Tucker,  Decem- 
ber 15,  1863,)  Bronzing  or  Coloring  Iron,  limited  in  view  of 
the  state  of  the  art  to  a  simultaneous  and  joint  oxidation  of 
the  iron  and  the  oil  after  the  application  of  the  oil  to  a  cleansed 
surface  of  cast  iron.  The  process  heldy  not  infringed  ;  the 
product  limited  to  an  article  made  by  the  particular  process, 

*8ee  Explanation  of  Notes,  paf(e  III. 
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held,  not  infringed  by  an  article  made  by  a  different  process, 
though  not  distinguishable  by  mere  inspeQtion.  (p.  11.) 
2.  The  fact  that  by  careful  workmanship  the  products  of  two  pro- 
cesses are  indistinguishable  by  mere  inspection,  does  not  es- 
tablish the  identity  of  the  processes ;  and  as  the  patent  for 
*  the  product  must  be  limited  to  the  particular  process,  the  in- 
quiry must  be  determined  by  a  comparison  between  the  meth- 
ods actually  employed,     (p.  13.) 

[dtatioDS  in  the  opinion  of  the  court :] 

Tacker  v.  Tacker  Mnfg.  Co.,  4  Cliff.  397.    p.  B. 
Tucker  v.  Bnrditt,  5  Fed.  Kep.  808.    p.  8. 
Tacker  v.  Dana,  7  Fed.  Rep.  213.    p.  8. 
Tacker  v,  Saigent,  1ft  Blatch.  538.     p.  8. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
District  of  Connecticut.     Reported  below,  19  Blatch.  538. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

Messrs.  James  JE.  Maynadier  avd  Elihu  O.  Loomis^  for 
appellant : 

The  Brocksieper  picture-frame  is  the  only  exhibit  claimed 
to  have  been  made  prior  to  the  date  of  Tucker's  invention. 
The  bronze  antique  articles,  and  the  English-finish  carriage- 
knobs,  and  the  check  cancellors  were  made  by  the  same  pro- 
cess, so  far  as  thickness  of  coat  is  concerned,  and  exposed 
to  the  same  degree  of  heat. 

The  burden  of  proof  is  on  the  appellee  to  show  the  exist- 
ence of  oxidized  oil  and  oxidized  iron  combined  on  the  sur- 
face of  this  exhibit,  and  of  the  other  bronze  antique  goods 
claimed  to  have  been  made  by  them  prior  to  the  date  of 
this  invention.  That  they  have  failed  to  do  so  is  evident 
from  inspection  of  the  Brocksieper  picture-frame,  and  com- 
parison with  the  other  exhibits  in  this  case,  admitted  to  be 
Tucker  bronze. 

This  exhibit  is  clearly  different  in  color,  ap];)earance,  and 
finish  of  surface  from  the  other  articles  made  by  defend- 
ants' witnesses  to  represent  ''antique  bronze"  for  the  pur- 
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poses  of  this  case,  and  these  are  admitted  to  be  good  Tucker 
bronze. 

Although  the  process  described  by  the  defendants  is 
practiced  in  four  steps,  rather  than  three,  by  a  division  of 
the  process  of  oxidation  into  two  steps,  viz :  oxidation  of 
the  iron,  before  oiling,  at  a  high  heat,  and  a  subsequent 
oxidation  of  the  oil  coating,  the  defendants^  process  is  sub- 
stantially the  same  as  that  described  by  the  complainant's 
patents,  because  it  produces  results  substantially  the  same. 

The  results  of  the  two  processes  are  the  same  and  difFer 
from  any  other  previously-known  finish,  substantially  as 
Tucker  bronze  does.  The  conclusion  is  irresistible  that  the 
two  processes  are  substantially  the  same. 

The  only  difference  between  Tucker's  process  and  Sar- 
gent' s  process  is  not  in  the  things  done  to  the  iron,  or  in 
the  relation  which  these  things  bear  to  each  other  or  to  the 
entire  process  or  to  the  result,  but  is  merely  in  the  order  of 
their  doing. 

The  difference  is  one  of  form  and  not  of  substance,  in* 
volving  no  change  of  principle.  The  object  is  the  same, 
viz :  to  coat  the  iron  with  a  film  compounded  of  oxidized 
iron  and  oxidized  oil,  and  the  modes  of  obtaining  it  are 
substantially  the  same. 

Mowry  v.  Whitiiey,  14  Wall.  647  [9  Am.  &  Eng.  1 ;]  Cur- 
tis  on  Pats.,  §  320 ;  Wheeler  v.  Clipper  M.  &  R.  Co.,  6 
Pish.  24 ;  Cannington  v.  Nutall,  Law  Reports,  5  H.  of  L. 
220 ;  Jenkins  v.  Walker,  5  Pish.  352 ;  Goodyear  v.  Rail- 
road,  2  Wall.,  Jr.,  359. 

The  only  remaining  question  is  whether  the  complain- 
ant's patent  is  broad  enough  to  cover  such  modification  of 
his  process,  or  whether  he  has  limited  himself  to  a  precise 
sequence,  in  which  the  acts  prescribed  in  the  patent  are  to 
be  done. 

It  is  a  settled  rule  of  interpretation  of  patents  that  they 
shall  be  construed  liberally,  and  that  the  patent  shall  be 
held  to  be  co-extensive  with  the  invention  if  it  can  be  niade 
to  do  so  without  violence  to  its  language. 
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Klein  v.  Russell,  19  Wall.  466  [9  Am.  &  Eng.  244 ;]  Carew 
V.  Boston  Elastic  Fabric  Co.,  5  Pish.  103 ;  Hawortht).  Hard- 
castle,  Web.  Pat.  Cas.  480  [2  Am.  &  Eng.  19 ;]  Ryan  t?. 
Goodwin,  3  Samn.  519. 

Messrs,  John  S.  Beach^  John  K.  Beach,  and  Charles  E, 
Mitchell^  for  appellees : 

Manifestly  if  the  defendants  make  the  patented  bronze, 
they  make  it  by  a  different  process  from  that  described  in 
the  process  jmtent. 

The  infringement,  if  any,  is  of  the  patent  for  the  article 
of  manufacture ;  and  the  claim  of  that  jyatent  is:  '*Tlie 
new  manufacture  herein  above  described,  consisting  of  iron 
ornamented  in  imitation  of  bronze  by  the  application  of  oil 
and  heat,  substantially  as  described." 

Assume  that  the  claim  is  capable  of  two  constructions 
1st.  By  referring  the  words  substantially  as  described  to 
the  phrase  ^^application  of  oil  and  heat,"  the  claim  can  be 
so  limited  as  to  be  simply  for  the  product  of  the  process 
described ;  or,  2d.  By  referring  the  words  substantially  as 
described  to  the  words  ' '  iron  ornamented  in  imitation  of 
bronze,"  the  claim  may  be  construed  so  as  to  cover  the  arti- 
cle of  manufacture,  irrespective  of  the  process  of  producing 
it.  In  the  first  case  the  defendants  do  not  infringe  because 
they  do  not  apply  oil  and  heat  in  the  manner  described  in 
the  patent,  nor  can  their  method  be  included  in  the  de- 
scribed process :  Because  defendants'  way  is  substantially 
different  in  the  operations  themselves,  and  in  the  result  ar- 
rived at ;  because  a  process  is  ex  m  termini  a  method,  and 
only  one  method,  of  getting  the  result.  It  may  be  infringed 
by  one  who  adopts  it  entire,  or  one  who  adopts  it  with  un- 
substantial changes ;  but  no  doctrine  of  mechanical  equiva- 
lents can  apply  to  bring  into  its  scope  a  process  practically 
different. 

Therefore  if  the  words  substantially  as  described  refer  to 
the  process,  there  is  no  infringement  by  the  defendants 
(appellees, )  nor  yet  any  apparent  enlargement  of  the  scope 
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of  this  reissue  oeyond  the  scope  which  the  bill  of  complaint 
alleges  to  have  belonged  to  the  original  patent. 

If,  however,  the  claim  be  construed  to  be  for  an  article  of 
manufacture,  irrespective  of  the  process  employed  to  make 
it,  there  is  a  very  plain  enlargement  of  this  claim  beyond 
the  statement  of  the  scope  of  the  original  patent  contained 
in  the  bill  of  complaint. 

It  is  plain  on  the  face  of  this  patent,  and  it  has  been  judi- 
cially determined  by  Mr.  Justice  Clifford  and  Judge  Ship- 
man,  that  the  object  of  the  i)atentee  is  to  produce  a  new 
kind  of  surface  of  or  to  the  iron.  That  new  surface  was  not 
baked  oil ;  it  was  not  common  oxide  of  iron ;  but  it  was 
that  chemical  (or  mechanical)  product  which  results  when 
clean  iron  is  oxidized  by  heat  in  the  presence  of  a  film  of 
oil,  so  thin  as  not  to  exclude  the  oxygen  of  the  air  from  the 
heated  metal.  The  result  being  a  hard  and  an  extremely 
thin  film  of  modified  oxidation. 

Now,  the  defendants'  butts  have  not  only  a  different  sur- 
face from  this  hard,  thin  film,  but  a  consideration  of  the 
process  employed  by  the  defendants  will  show  that  no  such 
modified  oxidation  can  possibly  result  from  that  process. 
We  simply  oxidize  the  surface,  and  then  japan  it  with  a 
semi-transparent  japan,  whereby  we  get  a  surface  of  varnish 
or  japan,  instead  of  a  chemically  altered  surface  of  metal. 

And  the  patent  cannot  be  said  to  describe,  or  to  suggest, 
the  manufacture  of  the  defendants,  who  make  no  other  de- 
parture from  the  ordinary  art  of  copal  japanning  than  to 
oxidize  the  surface  of  the  metal  before  applying  the  japan. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court : 
This  is  a  bill  in  equity  to  restrain  the  alleged  infringe- 
ment of  reissued  letters  patent,  Nos.  2,355  and  2,356,  dated 
September  11,  1866,  granted  to  the  Tucker  Manufacturing 
Company,  as  assignee  of  Hiram  Tucker,  and  owned  by  the 
complainant ;  the  former  being  for  an  improved  process  of 
bronzing  or  coloring  iron,  the  latter  for  the  product  result- 
ing from  that  process. 

l«0  U.  8.  44S. 
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The  specifications  in  the  reissued  patent  No.  2,355  are  as 
follows : 

"Metals  have  heretofore  been  lacquered  or  bronzed  by 
the  application  of  a  solution  of  resin  and  metallic  powders 
or  salts,  and  dried  by  exposure  to  air  or  heat.  Iron  has 
been  japanned  by  covering  its  surface  with  oily  solutions  of 
asphsdtum  and  pigments  and  subsequent  application  of  heat 
sufficient  to  produce  hardness.  These  are  well-known 
operations. 

''  My  invention  consists  in  a  process  of  covering  iron  with 
a  very  thin  coating  of  oil,  and  then  subjecting  it  to  heat, 
the  effect  of  which  is  to  leave  upon  the  iron  a  firm  film, 
which  is  very  durable,  and  gives  the  iron  a  highly  orna- 
mental appearance,  like  that  of  bronze. 

'*  In  practice  I  proceed  as  follows  :  The  surface  of  the  iron 
is  cleansed  from  sand,  scale,  or  other  foreign  matter,  and 
where  fine  effects  are  desired  the  surface  is  best  made  smooth 
or  i)olished.  Under  given  conditions  of  heating  and  oiling 
the  finer  the  i)olish  the  lighter  is  the  bronze  tint  produced. 
In  cases  where  ornamentation  is  obtained  by  relief  the 
salient  parts  should  be  the  most  highly  polished  or  most 
smck)thly  surfaced  in  order  that  the  color  produced  upon 
them  shall  not  be  so  deep  as  it  is  on  those  parts  which  are 
in  the  rear,  so  as  to  imitate  thereby  more  nearly  the  effects 
of  genuine  bronze,  in  which  its  natural  oxidation  is  apt  to 
be  worn  somewhat  away  from  its  salient  parts,  and  there- 
fore lighter  in  color. 

''  When  the  iron  is  thus  prepared  I  cover  it  with  a  very 
thin  coating  of  linseed  oil,  or  any  oil  which  is  the  equiva- 
lent therefor,  for  the  purpose  here  specified  (such  a  coating 
as  I  find  best  attained  by  applying  the  oil  with  a  brush,  and 
then  rubbing  off  the  oiled  surface  thoroughly  with  a  rag, 
sponge,  or  other  suitable  implement,)  and  then  place  it  in 
an  oven,  where  it  is  submitted  to  a  degree  of  heat  which 
may  be  measured  by  an  intensity  sufficient  to  change  a 
brightened  surface  of  clean,  unoiled  iron  to  a  color  varying 

mo  U.  8.  448-444. 
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from  a  light  straw  color  to  a  deep  blue,  the  lowest  degree  of 
heat  producing  the  lightest  colored  changes  and  the  lightest 
bronze,  and  the  highest  degree  of  heat  producing  the  darkest 
colored  changes  and  the  darkest  bronze.  It  is  important 
that  the  coating  of  oil  be  made  extremely  thin,  as  a  coating 
of  any  material  thickness  will  leave  a  rough  or  varied  siir- 
face  after  the  heat  is  applied.  As  the  oiled  iron  becomes 
heated  the  color  obtained  will  be  bronze,  of  an  intensity  cor- 
resx)onding  to  the  degree  of  heat  employed  ;  but  it  should 
be  observed  that  the  heat  may  be  made  so  intense  and  so 
long  continued  as  to  destroy  the  oil,  in  which  case  the  iron 
will  lose  the  bronze  tint  acquired  and  will  assume  the  dark 
blue  shade. 

*'  The  perfection  of  the  results  obtained  under  these  in- 
structions will  of  course  depend,  in  a  considerable  degree, 
ux)on  the  dexterity  and  watchfulness  of  the  operator  in 
applying  the  oil  and  in  regulating  the  heat. 

"In  practice  I  prefer  to  use  boiled  linseed  oil.  When 
the  desired  shade  of  bronzing  is  obtained  the  iron  is  removd 
from  the  oven  or  furnace,  and,  if  desired,  may  again  be 
treated  with  oil  as  before,  even  if  not  cool,  and  then  again 
submitted  to  the  action  of  heat,  as  described,  and  the  opera- 
tion of  oiling  and  heating  may  be  repeated  indefinitely,  each 
repetition  deepening  the  shade  of  the  bronzing.  I  recom- 
mend that  at  each  repetition  the  degree  of  heat  should  be 
less  than  the  degree  immediately  before  employed ;  and  in 
oiling  and  heating  more  than  once  I  recommend  for  the  sec- 
ond and  succeeding  oilings  the  use  of  a  dry  hog-hair  brush 
to  take  off  the  surplus  oil.  The  process  may  be  carried  to 
such  an  extent  by  repetition  of  oiling  and  heating  as  to  pro- 
duce a  very  dark  color ;  black  even  may  be  thus  produced. 

''I  have  specially  described  linseed  oil  as  preferred  by 
me  for  the  practice  of  my  invention  because  of  its  good  dry- 
ing quality  and  its  capacity  of  giving  a  good,  uniform, 
smooth  film  when  spread  thinly  upon  the  iron,  as  before  de- 
scribed. 

mo  U.  8.  444-445. 


8  PLUMMER  V.  SARGENT.  [Sup.  Ct. 

Opinion  of  the  court. 

"Slight  variations  from  the  degree  of  heat  above  men- 
tioned may  be  allowed  without  departing  from  the  principle 
of  my  invention. 

"  What  I  claim  and  desire  to  secure  by  letters  patent  is 
the  process  of  oi^namenting  iron  in  imitation  of  bronze  by 
the  application  of  oil  and  heat,  substantially  as  described." 

Reissued  patent,  No.  2,366  is  for  a  new  article  of  manu- 
facture, but  the  description  of  the  method  is  the  same  as 
that  contained  in  the  specifications  in  the  patent  for  the 
process;  the  claim,  however,  being  as  follows:  "What  I 
claim  and  desire  to  secure  by  letters  patent  is  the  new  man- 
ufacture hereinabove  described,  consisting  of  iron  orna- 
mented in  imitation  of  bronze  by  the  application  of  oil  and 
heat,  substantially  as  described." 

These  two  reissues  were  based  upon  the  surrender  of  a 
prior  original  patent,  dated  December  16,  1863,  covering 
both  claims.  These  reissued  patents  were  the  subject  of 
litigation  before  Mr.  Justice  Cliflford  in  Tucker  v.  Tucker 
Mnfg.  Co.,  4Cliflf.  397,  and  before  Judge  Lowell  in  Tucker  v. 
Burditt,  6  Fed.  Rep.  808,  and  Tucker  v.  Dana,  7  Fed.  Rep. 
213.  The  decree  below  was  in  favor  of  the  defendants  on 
the  ground  that  there  was  no  infringement.  Tucker  v,  Sar- 
gent &  Co.,  19  Blatch.  538.  The  infringement  alleged  was 
in  the  manufacture  and  sale  of  cast  iron  butts,  samples  of 
which  were  produced  and  marked  as  exhibits.  These  are 
described  in  the  opinion  of  the  Circurt  Court,  from  whose 
decree  this  appeal  is  prosecuted,  as  follows : 

"These  butts  are  colored  in  this  way  :  The  sunken  parts 
are  first  covered  with  a  black  japan,  and  this  coat  of  black- 
ing is  baked  in  an  oven  at  a  temperature  not  exceeding  320 
degrees  Fahrenheit.  This  japanning  of  the  sunken  parts  is 
immaterial.  It  is  not  really  claimed  to  be  a  Tucker  bronz- 
ing. The  object  probably  is  to  make  a  marked  contrast  be- 
tween the  sunken  and  salient  parts  of  the  butt.  All  but 
the  sunken  parts  are  then  ground  and  subjected  to  a  heat  of 
480  degrees  Fahrenheit,  which  colors  the  iron  a  dark  straw 
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color.  The  ground  jmrts  of  one  of  the  exhibits  are  nearly 
or  quite  blue.  A  coat  of  copal  varnish  of  substantial  thick- 
ness is  then  put  on  and  baked  in  a  heat  of  not  over  300  de- 
grees Fahrenheit.  This  produces  a  material  coating  of  oxi- 
dized varnish  upon  the  surface  of  the  iron,  which  can  be 
scraped  up  by  a  rapidly  drawn  knife  blade  as  a  shaving 
rolls  up  before  the  knife  of  the  plane.  It  was  not  claimed 
by  the  defendant  that  the  varnish  was  not  oxidized  by  the 
heat.  No  proof  was  offered  by  the  plaintiff  in  regard  to 
the  oxidation  of  the  iron  during  the  second  heating,  and  I 
do  not  think  it  of  importance.  The  plaintiff  relies  upon 
the  uncontradicted  fact  that  by  successive  applications  of 
heat  the  iron  and  varnish  were  oxidized,  and  if  an  iron  sur- 
face oxidized  by  heat  with  a  coating  of  varnish  oxidized  by 
heat  necessarily  make  Tucker  bronze,  then  the  defendant 
infringes  the  plaintiff's  patents." 

In  order  to  determine  the  question  of  infringement  it  is 
necessary  to  consider  the  state  of  the  art  at  the  date  of  the 
I)atent.  It  appears  from  the  evidence  that  one  F.  W.  Brock- 
sieper,  in  the  employ  of  certain  firms  and  companies,  the 
predecessors  of  the  defendant,  between  1849  and  1859,  as  a 
foreman  in  the  ornamental  department  of  their  work,  in 
the  year  1857,  introduced  into  the  business  a  mode  of  treat- 
ing hat  hooks,  coat  hooks,  jamb  hooks,  sash  fasteners, 
match  boxes,  looking-glass  frames,  and  cast  iron  horses  for 
saddlers'  windows,  in  the  following  way  : 

"  We  had  the  castings  cast  with  a  facing,  so  as  to  come 
out  of  the  sand  very  nearly  entirely  free  of  sand,  then  those 
castings  rolled,  drilled  and  countersunk,  the  highest  parts 
or  the  prominent  parts  of  the  ornaments  brightened  with 
sand  paper  or  emery  paper,  brushed  clean  from  dust,  then 
sized  and  baked.  In  order  to  handle  them  easy,  those 
hooks,  we  had  them  fastened  on  a  block  with  a  spring  and 
sized  them  in  quantities  as  they  were  ordered,  let  them 
stand  long  enough  so  that  the  size  would  not  stick  to  the 
fingers,  then  we  put  them  in  pans,  or  on  hooks,  and  put 
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them  in  the  kiln  to  bake.  The  size  was  a  mixture  of  equal 
parts  of  turpentine,  copal  varnish  and  linseed  oil,  and  was 
applied  in  a  very  thin  coat,  put  on  with  a  stiff,  iine  brush 
as  lightly  as  he  could.  The  kiln  was  heated  to  420  degrees 
Fahrenheit.  Several  batches  of  hooks  of  from  twelve  dozen 
to  twenty-four  dozen  each,  between  one  hundred  dozen  and 
two  hundred  dozen  sash  fasteners,  about  one  hundred  look- 
ing-glass frames,  and  horses  in  ^considerable  quantities' 
were  made  and  sold.  The  match  boxes  were  probably  made 
in  larger  quantities.'' 

It  was  contended  by  the  plaintiff  that  this  process  was 
not  the  same  as  that  covered  by  his  patents,  for  two  reasons : 
1,  because,  as  he  claimed,  the  iron  was  not  oxidized  by  the 
heat ;  and  2,  because  the  coating  of  size  was  too  thick  to 
make  genuine  Tucker  bronze.  The  Circuit  Court,  in  its 
opinion  in  this  case,  agreed  upon  this  point  with  the  plain- 
tiff, that  the  process  and  article  produced  were  different 
from  those  covered  by  the  plaintiff's  patents,  on  the  ground 
that  the  coating  of  baked  size  over  the  iron  was  too  thick, 
although  it  held  that  Brocksieper's  method  must  have  re- 
sulted in  oxidizing  the  iron.  The  inference  was  that  bright 
cast  iron  oxidized  and  covered  with  a  coat  of  oxidized  oil, 
varnish  or  size  might  be,  but  was  not  necessarily,  Tucker 
bronze.  The  latter  product  and  process  were  defined  by 
that  court  in  its  opinion  as  follows : 

''Tucker  bronze  is  a  new  surface  of  the  iron  produced  by 
the  joint  oxidation  or  by  the  successive  oxidations  of  the 
iron  and  a  film  of  oil  or  varnish  thereon,  by  means  of  high 
heat,  and  is  not  a  new  coating  of  oxidized  oil  or  varnish 
upon  the  iron.  The  oil  must  be  applied  in  such  a  way  that 
after  oxidation  there  is  no  substantial  covering  of  baked  oil 
upon  the  surface  of  the  iron.  The  surface  of  the  iron  is  a 
bronzed  surface,  because  the  film  of  the  oil  is  so  thin  and  is 
so  closely  united  with  the  pores  of  the  iron  as  to  be  almost 
a  part  of  it,  and  does  not  form  a  substantial  covering  like  a 
coat  of  varnish  over  the  surface  of  the  iron. 
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*•  In  Tucker  bronze  which  has  been  subjected  to  one  heat, 
the  film  of  oil  can  with  difficulty  be  scraped  off  with  a  knife. 
When  the  iron  has  had  two  or  three  successive  applications 
of  oil  and  has  been  heated  two  or  three  times,  the  oil  comes 
off  by  scraping,  in  the  form  of  little  flakes  or  of  i)owder. 

"Tucker's  discovery  was  that  bright  cast  iron  covered 
with  a  thin  film  of  oil  would  take  on,  by  the  action  of  high 
heat,  a  new  surface  resembling  bronze/' 

It  was  found  from  the  evidence  that  the  defendant  cov- 
ered the  oxidized  surface  of  iron  with  an  oxidized  coat  of 
varnish,  doing  no  more  than  what  Brocksieper  did  in  1857, 
except  that  he  did  it  in  two  successive  stages  instead  of  one, 
and  for  that  reason  there  was  no  infringement.  Although 
there  are  two  patents,  one  for  a  process  and  the  other  foi  a 
product,  there  is  in  fact  but  one  invention ;  and  it  may  be 
assumed  that  the  new  article  of  manufacture  called  Tucker 
bronze  is  a  product  which  results  from  the  use  of  the  pro- 
cess described  in  the  patent,  and  not  one  which  may  be  pro- 
duced in  any  other  way.  So  that,  whatever  likeness  may 
appear  between  the  product  of  the  process  described  in  the 
X)atent  and  the  article  made  by  the  defendants,  their  iden- 
tity is  not  established  unless  it  is  shown  that  they  are 
made  by  the  same  process.  The  specimens  exhibited  in  the 
case,  as  made  by  Brocksieper,  have  not  the  same  external 
appearance  as  Tucker  bronze ;  they  are  easily  distinguished 
by  insi)ection,  and  the  process  employed  by  Brocksieper 
seems  to  differ  from  that  of  the  Tucker  patents  only  in  re- 
8j>ect  to  the  thickness  of  the  sizing  of  oil  or  varnish  applied 
upon  the  surface  of  the  iron  unless  the  peculiarity  of 
the  Tucker  bronze  can  be  attributed  to  the  fact  that 
the  thin  film  of  oil  or  varnish  was  applied  upon  the 
surface  of  the  iron  before  the  application  of  the  heat, 
and  not  after.  For,  although  the  patent  contemplates 
and  describes  successive  applications  of  heat,  yet  in  each 
case  it  is  to  an  oiled  surface  of  iron.  On  the  other  hand, 
the  method  employed  by  the  defendants  consists,  first,  in 
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subjecting  the  cleansed  surface  of  the  iron  to  a  heat  of  480 
degrees  Fahrenheit,  sufficient  to  change  its  color  by  oxidiz- 
ing, and  then  applying  a  coat  of  coyaX  varnish  and  heating 
again  to  a  point  not  in  excess  of  300  degrees  Fahrenheit, 
which,  while  sufficient  to  harden  and  color  the  varnish  by 
what  18  called  the  process  of  oxidation,  yet  is  not  sufficient 
to  oxidize  the  iron  itself.  It  is  difficult,  if  not  imxx>ssible, 
to  distinguish  by  the  eye  the  result  of  this  process  from 
Tucker  bronze  made  according  to  the  intents,  but  the  two 
processes  differ  in  the  particulars  pointed  out ;  the  effect 
in  Tucker  bronze  appearing  to  be  produced  by  the  joint  ox- 
idation of  the  iron  and  the  oil,  while  in  the  defendant's  pro- 
duct the  result  is  attained  by  successive  heatings,  first  of 
the  iron  and  then  of  the  iron  and  oil,  the  heat,  in  the  second 
step  of  the  process,  not  being  sufficient  to  cause  a  joint  oxi- 
dation of  the  iron  and  the  oil. 

It  seems  necessarily  to  follow  from  this  view  either  that 
the  Tucker  patents  are  void  by  reason  of  the  anticipation 
practiced  by  Brocksieper,  or  that  the  patented  process  and 
product  must  be  restricted  to  exactly  what  is  described, 
that  is,  to  a  simultaneous  and  joint  oxidation  of  the  iron 
and  the  oil  after  the  application  of  the  oil  to  a  cleansed  sur- 
face of  cast  iron.  To  that  extent  the  patents  may  be  sus- 
tained, but  upon  that  construction  they  do  not  include  the 
process  and  product  of  the  defendants ;  there  is  conse- 
quently no  infringement. 

In  opposition  to  this  conclusion  it  is  contended  on  the 
part  of  the  appellants  that  the  witnesses  who  testify  to  the 
methods  employed  by  Brocksieper  in  1857  have  confounded 
in  their  memory  the  actual  facts  in  regard  to  that  method 
as  then  practiced  with  processes  subsequently  employed, 
and  which  could  have  been  learned  only  after  the  issue  of 
the  Tucker  patent  in  1863 ;  and  in  corroboration  of  that 
criticism  upon  this  evidence  it  is  shown  that  reproductions 
of  the  Brocksieper  method,  made  under  the  eye  of  the  ex- 
aminer by  a  competent  expert,  during  the  progress  of  the 
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taking  of  the  testimony,  were  not  distinguishable  in  appear- 
ance from  Tacker  bronze  made  according  to  the  intents. 
We  are  not,  however,  able  to  adopt  that  view  of  the  evi- 
dence. The  fact  that  by  careful  workmanship  the  products 
are  indistinguishable  by  mere  inspection  does  not  establish 
the  identity  of  the  processes ;  and  as  the  patent  for  the  pro- 
duct must  be  limited  to  an  article  made  by  the  particular 
process,  the  inquiry  must  be  determined  by  a  comi)arison 
between  the  methods  actually  employed.  As  that  used  by 
the  defendants  differs  from  that  described  in  the  i)atent, 
just  as  that  employed  by  Brocksieper  does,  the  process  of 
the  defendants  cannot  be  construed  as  an  infringement 
without  at  the  same  time  declaring  that  used  by  Brock- 
siei)er  to  be  an  anticipation. 

The  decree  of  the  Circuit  Court  inust^  ther^ore^  he  of- 
firmed. 
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1.  Identity  of  products  made  by  different  processes  : 

Wood  Paper  Patent,  23  Wall.  666  [10  Am.  A  Eng.  199.] 
Bene  ?\  Jeantet,  129  U.  S.  683. 


Limitation  of  product  to  particular  process  : 

Smith  V,  Goodyear  D.   V.  Co.,  93  U.  S,  486  [11  Am.  <fe 

Eng.  1.] 
Keystone  Bridge  Co.  v.  Phoenix  Iron   Works,  95  l"".   S. 

274  [11  Am.  &  Eng.  364.] 
Goodyear  D.  V.  Co.  v.  Davis,  102  U.  S.   122  [12  Am.  <fe 

Eng.  624.] 
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Cochrane  v.  Anilin  Fabrik,  111  U.  S.  293  [15  Am.  &  Eng. 
210.] 


2.  Identity  of  two  processes  : 

Powder  Co,  v.  Powder  Works,  98  U.  S.  126  [12  Am.  Ar 

Eng.  201.] 
Tilghman  v.  Proctor,  102  U.  S.  707  [13  Am.  &  Eng.  29.] 


Patent  in  0nltt 

No.  40,964.  Tucker,  H.  December  15,  1863.  Bronzing 
or  Coloring  Iron.  Reissue  No.  2,355.  September  11, 
1866.    Process  a.     Reissue  No.  2,356.     September  11^ 

1866.     Product  b. 

* 

Other  Suits  on  Same  Patent  : 

Tucker  v.  Tucker  Mnfg.  Co.,  1876.     4  Cliff.  398  ;  10  O.  G.  464  a. 
Tucker  ».  Burditt,  1879.     4  Ban.  A  Ard.  569  b. 
Tucker  v.  Burditt,  1880.     5  Ban.  A  Ard.  220  a. 
Tucker  u.  Corbin,  1880.     5  Fed.  Rep.  810 ;  5  Ban.  &  Ard.  287  a. 
Tucker  v.  Dana,  1881.     7  Fed.  Rep.  213  b. 

Tucker  «.  Sargent  <fe  Co.,  1881.     19  Blatch.  538  ;  9  Fed.  Rep.  299; 
20  O.  G.  1522  b. 
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ALVA  WORDEN  kt  al.,  APPELLANTS,  t.  ANSON 

SEARLS.* 

121    U.  8.  14-27.    Oct.  Term,  1886. 

[Bk.  30,  L.  ed.  853;  39  O.  G.  359.] 

Reversing  Searls  v.  Worden,  11  Fed.  Rep.  601;  and  13  Fed.  Rep. 

716. 

Argued  March  16,  17,  1887.     Decided  March  28,  1887. 

Particular  reissued  patent  unduly  enlarged  and  invalid.      Viola- 
tion of  preliminary  injunction.     Validity  of  patent.    Contempt. 

1.  Letters  patent,  No.  70,627,  E.    W.  Scott,  November  6,   1867, 

Whip- Socket,  for  a  whip-socket  made  in  one  piece,  with  a  lever 
pivoted  in  a  longitudinal  slot  in  the  wall  of  the  same,  where 
the  whip-handle  when  inserted  is  pinched  by  the  lever  above 
and  below  its  pivot,  heldy  not  infringed  by  a  whip-socket  made 
in  two  parts  pivoted  together  in  such  a  way  that  the  whip- 
handle  when  inseited  is  pinched  by  the  socket  above  and  be- 
low the  pivot  and  constructed  in  accordance  with  letters  pat- 
ent, No.  70,075,  Curtis  &  Worden, October  22,  1867  "Self- Ad- 
justing Whip-Holder."  Its  reissue.  No.  5,400,  May  6,  1873, 
which  claimed  a  lever  applied  to  a  part  of  a  whip-socket, 
whereas  the  original  described  and  claimed  the  lever  applied 
to  a  whip-socket  as  a  whole,  heldy  unduly  enlarged  and  in- 
valid,    (p.  29.) 

2.  When  the  defendant  below  had  been  fined  for  contempt  in  the 

violation  of  a  preliminary  injunction  and  had  given  bond,  and 
the  proceeding  was  based  on  a  right  which  depended  on  the 
validity  of  a  patent,  held^  that  section  725  Revised  Statutes  did 
not  make  the  action  of  the  Circuit  Court  in  this  case  such  a 
matter  of  discretion,  that  the  order  imposing  the  fines  was  not 
reviewable,     (p.  33.) 

3.  This  case  remanded  to  the  court  below,  with  directions  to  dis- 

miss the  bill,  without  prejudice  to  the  power  and  right  of  the 
Circuit  Court  to  punish  the  contempt  by  a  proper  proceeding, 
(p.  34.) 

*See  Explanation  of  Notes,  page  III. 
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£Cit»tioiia  in  the  opinion  of  the  oonrt :] 

Searla  v.  Worden,  11  Fed.  Bep.  501.    p.  29. 
JSv  parte  Kearney,  7  Wheat.  39.    p.  33. 
New  Orleans  r.  Steanuihip  Gompany.  p.  33. 
Be  Chiles,  22  Wall.  157.     p.  34. 

Appeal  fiy)m  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Michigan.  Opinion  below,  11  Fed. 
Rep.  501. 

The  history  and  facts  of  the  case  appear  in  the  opinion 
of  the  court. 

Messrs.  CTiarles  J.  Hunt  and  Thomas  S.  Sprague^for 
appellants : 

A  reissue  in  which  the  specification  contains  new  matter, 
or  the  claims  are  enlarged,  is  void. 

GiU  V,  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471  ;]  Burr  v. 
Duryee,  1  Wall.  631  [7  Am.  &  Eng.  224 ;]  Case  v.  Brown,  2 
Wall.  320  [7  Am.  &  Eng.  360 ;]  McMurray  v,  Mallory,  111 
U.  S.  97  [15  Am.  &  Eng.  171 ;]  Torrent  &  Arms  L,  Co.  t. 
Rodgers,  112  U.  S.  659  [15  Am.  &  Eng.  396 ;]  Wood  Paper 
Patent,  23  Wall.  566  [10  Am.  &  Eng.  199 ;]  Powder  Co.  v. 
Powder  Works,  98  U.  S.  126  [12  Am.  &  Eng.  201 ;]  Ball  v. 
Langles,  102  U.  S.  128  [12  Am.  &  Eng.  508 ;]  James  v. 
Campbell,  104  U.  S.  356  [13  Am.  &  Eng  341 ;]  Heald  v.  Rice, 
104  U.  S.  737  [13  Am.  &  Eng.  460.] 

A  reissue  with  expanded  claims  is  lost  when  the  applica- 
tion for  the  reissue  is  made,  as  in  this  case,  more  than  five 
years  after  the  date  of  the  original  letters  patent. 

Miller  v.  Brass  Co.,  104  U.  S.  360  [13  Am.  &  Eng.  303  ;] 
Bantz  V.  Prantz,  105  U.  S.  160  [13  Am.  &  Eng.  542 ;]  James 
7>.  Campbell,  supra;  Mahn  v.  Harwood,  112  U.  S.  354  [15 
Am.  &  Eng.  322 ;]  Clements  v.  Odorless  Excavating  etc.  Co. 
109  U.  S.  641  [15  Am.  &  Eng.  44.] 

If  the  proceedings  to  punish  the  defendants,  appellants, 
had  been  in  the  name  of  the  United  States,  to  fine  the  de- 
fendants for  the  contempt,  they  would  have  had  to  pay  the 
fine,  and  the  case  would  not  have  been  appealable ;  but 
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being  orders  in  the  case  they  must  come  up  with  the  case, 
on  appeal  after  the  final  decree. 
Hayes  v.  Fischer,  102  U.  S.  121. 

Mr.  J.  P.  J^ itch,  for  appellee : 

What  the  appellee  here  contends  is  that,  in  |act,  no  new 
matter  of  invention  has  been  interpolated  into  the  said  re- 
issued patent,  and  that  the  invention  described  and  shown 
in  the  original  is  identically  the  same  as  that  described  and 
shown  in  the  reissue. 

In  the  reissue  the  invention  is  somewhat  more  carefully 
and  definitely  described ;  which,  however,  tends  to  limit 
and  narrow  the  scope  of  the  patent,  rather  than  to  expand  it. 

This  reissue  is  clearly  within  the  decision  of  this  court  in 
the  case  of  the  Yale  Lock  Mnfg.  Co.  v,  Sargent,  117  U.  S. 
636  [16  Am.  &  Eng.  276,]  in  which  a  reissued  patent  is  sus- 
tained, although  there  was  a  wide  difference  between  the 
original  and  reissue  in  phraseology ;  it  being  held  substan- 
tially that,  notwithstanding  such  difference,  the  invention  in 
both  was  the  same,  and  the  claim  in  the  reissue  aUeged  to  be 
infringed  was  in  effect  the  same  as,  not  broader  than,  the 
original. 

A  change  of  form  does  not  avoid  infringement  of  a  patent 
unless  a  patent  specifies  a  particular  form,  as  the  means  by 
which  the  effect  of  the  invention  is  produced.  O'Reilly  v. 
Morse,  16  How.  62  [6  Am.  &  Eng.  483 ;]  Mason  v.  Graham, 
23  Wall.  261  [10  Am.  &  Eng.  107.] 

In  the  present  case,  the  form  of  the  socket  described  in 
the  api)ellee's  patent  so  far  as  the  same  is  essential  to  pro- 
duce the  intended  result,  is  copied  in  the  appellants'  (the 
Worden)  socket. 

Even  where  a  change  of  form  might  constitute  an  im- 
provement in  point  of  utility,  it  does  not  operate  to  avoid  an 
infringement. 

Elizabeth  v.  Pavement  Co.,  97  U.  S.  137  [11  Am.  &  Eng. 
614.] 

The  authorities,  to  which  I  need  not  here  refer,  are  abund- 
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ant,  to  the  effect  both  that  proceedings  to  punish  for  wilful 
contempt  are  of  a  criminal  character,  and  that  they  are  en- 
tirely within  the  discretion  of  the  court  in  which  the  con- 
tempt is  committed. 

The  statute  itself,  §  726,  R.  S.  confides  these  proceedings  to 
the  discretion  of  the  court. 

The  court  finally  acted  regularly  and  clearly  within  its 
jurisdiction  and  powers.  It  had  the  power  to  impose  a 
fine,  and  the  amount  of  the  fine  was  within  its  discretion. 

The  fine  imposed  was  not  in  the  nature  of  ^^  penalty  "  or 
a  "  forfeiture  "  and  therefore,  the  authorities  cited  by  the 
appellants'  counsel  on  this  point  have  no  bearing. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court; 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Eastern  District  of  Michigan,  by 
Anson  Searls  against  Alva  Worden  and  John  S.  Worden, 
for  the  alleged  infringement  of  reissued  letters  patent  No. 
5,400,  granted  to  Erastus  W.  Scott  and  Anson  Searls,  May  6, 
1873,  for  an  *'  improvement  in  whip  sockets,"  on  an  appli- 
cation for  reissue  filed  January  16,  1873,  the  original  letters 
patent.  No.  70,627,  having  been  granted  to  E.  W.  Scott, 
November  6,  1867,  on  an  application  filed  August  23,  1867. 
One  of  the  defences  set  up  in  the  answer  is  that  the  reissued 
letters  patent  are  not  for  the  same  invention  as  that  de- 
scribed and  claimed  in  the  original  letters  patent,  and  con- 
tain new  matter  not  contained  or  claimed  in  the  original. 

The  specification  and  claim  and  drawings  of  the  original 
patent  are  as  follows  : 

''  Be  it  known  that  I,  E.  W.  Scott,  of  Wauregan,  in  the 
county  of  Windham  and  State  of  Connecticut,  have  in- 
vented a  new  and  useful  improvement  in  whip  sockets ;  and 
and  I  do  hereby  declare  that  the  following  is  a  full,  clear, 
and  exact  description  thereof,  which  will  enable  others 
skilled  in  the  art  to  make  and  use  the  same,  reference  being 
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had  to  the  accompanying  drawmgs,  and  to  the  letters  of 
reference  marked  thereon. 

This  invention  relates  to  a  new  and  improved  fastening 
applied  to  a  whip  socket  in  such  a  manner  as  to  hold  the 
whip  firmly  therein,  prevent  it  from  moving  or  shaking 
laterally,  and  at  the  same  time  not  interfere  in  the  least 
with  its  ready  insertion  in  the  socket  and  its  withdrawal 
therefrom.  In  the  accompanying  sheet  of  drawings,  Figure 
1  is  a  vertical  central  section  of  my  invention  taken  in  the 
line  X  Xj  Fig.  2 ;  Fig.  2,  an  external  view  of  the  same.  Sim- 
ilar letters  of  reference  indicate  like  parts. 

The  whip  socket  A  may  be  made  of  cast  iron,  hard  rub- 
ber, or  any  of  the  materials  now  used  for  such  purpose. 
Cast  iron,  however,  would  probably  be  the  preferable  ma- 
terial. The  socket  may  have  an  opening,  a,  at  its  bottom, 
to  admit  of  the  escape  of  water,  dust,  etc.,  and  in  the  side 
of  the  socket  there  is  an  oi)ening  or  slot,  a",  extending  nearly 
its  whole  height  or  length.  In  this  slot  tibere  is  secured  a 
fulcrum  pin,  J,  a  lever,  B,  which  is  slightly  curved,  aa 
shown  clearly  in  Fig.  1,  the  fulcrum  pin  being  rather  below 
the  center  of  the  lever,  and  the  latter  provided  with  a  pro- 
jection, b\  near  its  fulcrum  pin,  which  renders  the  lower 
part  of  the  lever  heavier  than  its  upper  part,  with  its  center 
of  gravity  at  one  side  of  its  fulcrum  pin,  so  that  the  upi)er 
end  c  of  the  lever  will  have  a  tendency  to  move  out  from 
within  the  socket,  as  indicated  by  the  arrow  1.  The  lower 
end  of  the  lever  B  is  so  curved  as  to  extend  within  the  lower 
part  of  the  socket  at  aU  times,  and,  when  the  socket  is 
empty,  no  whip  in  it,  the  upj)er  end  c  of  the  lever  will  be  in 
the  slot  a,  if  not  out  from  it,  so  as  not  to  form  any  obstruc- 
tion to  the  butt  of  the  whipC  as  it  is  shoved  into  the  socket; 
but  when  the  butt  of  the  whip  reaches  the  lower  part  of  the 
socket,  it  strikes  the  lower  curved  end  of  the  lever  B,  and 
throws  the  upper  end  c  of  the  same  in  contact  with  the  butt 
(see  Fig.  1,)  the  weight  of  the  whip  keeping  the  upper  end 
c  of  the  lever  in  contact  with  the  butt,  and  holding  the  whip 
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steady  in  the  socket.  In  withdrawing  the  whip  from  the 
socket  the  upper  end  c  of  the  lever  moves  freely  outward 
from  the  butt  as  soon  as  the  lower  end  of  the  lever  is  re- 
lieved of  the  weight  of  the  whip.  This  simple  device  has 
been  practically  tested,  and  it  operates  well.  There  are  no 
springs  required,  and  no  parts  used  which  are  liable  to  get 
out  of  repair,  or  become  deranged  so  as  to  be  inoperative. 

Having  thus  described  my  invention,  I  claim  as  new  and 
desire  to  secure  by  letters  patent — 

A  whip  socket  provided  with  a  fastening  composed  of  a 
lever,  arranged  or  applied  substantially  as  shown  and  de- 
scribed, to  hold  the  whip  steady  or  firm  in  its  socket,  as  set 
forth." 

The  specification  and  claims  of  the  reissue  are  as  follows, 
the  drawings  of  the  reissue  being  substantially  the  same  as 
those  of  the  original : 

''  Be  it  known  that  I,  Erastus  W.  Scott,  of  Wauregan,  in 
the  county  of  Windham,  and  State  of  Connecticut,  have  in- 
vented certain  new  and  useful  improvements  in  whip  sock- 
ets, which  are  simple  in  construction,  efficient  in  oi)eration, 
and  durable  in  use ;  and  the  improvements  consist  in  the 
use  of  a  lever  with  the  stationary  or  upright  portion  of  the 
socket,  and  in  the  construction  and  combination  of  the  parts, 
as  hereinafter  more  fully  described ;  and  I  do  hereby  de- 
clare that  the  following  is  a  full,  clear,  and  exact  descrip- 
tion thereof,  which  will  enable  others  skilled  in  the  art  to 
which  it  appertains  to  make  and  use  the  same,  reference 
being  had  to  the  accompanying  drawing,  with  letters  of 
reference  marked  thereon,  forming  a  part  of  this  specifica- 
tion, in  which  Figure  1  is  a  central  vertical  section,  taken 
on  line  xxot  Fig.  2,  of  a  socket  embodying  my  invention, 
and  Fig.  2  is  an  elevation  of  the  same. 

A  represents  a  tubular  socket  provided  with  a  suitable 
flange  at  the  top,  and  the  interior  of  the  bottom  part  of  the 
socket  gradually  decreases  in  size,  being  constructed  in  a 
I)artially  cone  form,  as  shown.    The  socket  A  is  provided 
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with  a  suitable  fastener  for  the  purpose  of  securing  the  same 
to  the  carriage.  The  socket  A  is  provided  with  a  slot  a\  ex- 
tending a  sufficient  distance  to  admit  the  lever  B,  which  is 
suitably  pivoted  to  the  part  A  ija  such  a  manner  as  to  move 
on  its  pivot,  for  a  puri)ose  presently  described.  This  lever 
B  extends  upward  and  downward  from  its  pivot  and  in- 
clines or  curves  inward  from  the  pivot  to  each  end,  so  that 
each  end  of  the  lever,  or  a  point  near  each  end  of  the  lever, 
forms  a  bearing  point  for  the  whip  C  when  inserted  in  the 
socket,  while  the  opposite  side  of  the  whip  stock  C  bears 
upon  the  socket  A,  as  shown  in  Pig.  1.  The  lever  B  is 
pivoted  to  the  socket  A  at  a  xx)int  inside  of  its  center  of 
gravity,  so  that  when  the  whip  is  removed  the  upper  part 
of  the  lever  automatically  moves  outward,  as  indicated  by 
the  arrow,  leaving  the  top  of  the  socket  open  for  the  recep- 
tion of  the  whip.  The  same  putward  movement  of  the  top 
of  the  lever  would  be  caused  by  the  butt  of  the  whip  when 
withdrawn  from  the  socket. 

The  oi)eration  is  as  follows :  The  whip  C  being  removed 
from  the  socket,  the  upper  part  of  the  lever  falls  outward, 
as  above  described,  leaving  the  top  of  the  socket  open.  The 
whip,  then  being  again  inserted  in  the  socket,  first  comes 
in  contact  with  the  lower  inclined  or  curved  part  e  of  the 
lever  B,  and,  as  the  whip  passes  down,  the  lower  part  e  of 
the  lever  is  pressed  outward,  which  action  brings  the  upper 
part  c  inward  until  it  is  brought  to  bear  firmly  against  the 
whip  C,  and  thus  holding  the  whip  securely  between  the 
lever  and  the  opposite  side  of  the  socket  A.  By  this  means 
a  whip  of  any  ordinary  size  maybe  firmly  and  securely  held 
in  position. 

Having  thus  fully  described  the  invention,  what  is  claimed 
and  desired  to  be  secured  by  letters  patent  is : 

1.  The  combination  of  a  stationary  part  of  a  whip  socket 
and  a  lever,  the  lever  being  hinged  or  pivoted  so  that  the 
lever  bears  against  the  whip  at  or  near  the  ends  of  the  lever, 
to  hold  the  whip  in  position  for  the  purpose  set  forth. 
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2.  The  lever  B,  curved  or  inclined  inward  from  its  i)oint 
of  pivot,  and  used  in  connection  with  the  stationary  part  A, 
substantially  as  and  for  the  parpose  sjDecified. 

3.  The  lever  B,  pivoted  at  a  point  inside  of  its  center  of 
gravity,  so  that  when  left  free  the  npi)er  part  of  the  lever 
will  fall  outward,  substantially  as  and  for  the  purpose  set 
forth.'* 

The  bUl  was  filed  in  July,  1880.  On  the  19th  of  July, 
1880,  a  preliminary  injunction  was  issued  and  served.  In 
the  answer,  filed  in  September,  1880,  it  was  set  up  that  the 
defendants  were  making  and  selling  whip  sockets  con- 
structed under  and  in  accordance  with  the  si)ecification  and 
drawings  of  letters  patent,  No.  70,075,  owned  by  them, 
granted  to  Henry  JL  Curtis  and  Alva  Worden,  October  22, 
1867,  for  an  "improvement  in  self-adjusting  whip-holder." 
After  replication  and  proofs,  the  case  was  heard,  and,  on 
the  24th  of  February,  1882,  an  interlocutory  decree  was 
made,  declaring  that  the  reissue  was  valid  and  had  been  in- 
fringed, and  awarding  a  perpetual  injunction  and  a  refer- 
ence as  to  profits  and  damages.  On  the  6th  of  March,  1882, 
an  order  was  made,  entitled  in  the  cause,  imjiosing  a  fine 
of  $260  on  the  defendants,  to  be  paid  by  them  to  the  com- 
plainant, for  a  violation  of  the  preliminary  injunction.  This 
order  was  opened  on  the  29th  of  April,  1882,  for  a  further 
hearing,  and  on  the  9th  of  October,  1882,  an  order  was  made 
entitled  in  the  cause,  imxx)sing  a  fine  of  $l,1824on  the  de- 
fendants for  such  violation,  to  be  paid  to  the  clerk  of  the 
court,  and  by  him  to  be  paid  over  to  the  plaintiff  for  dam- 
ages and  costs,  the  defendants  to  stand  committed  until  the 
same  should  be  paid.  13  Fed.  Rep.  716.  An  appeal  by  the 
defendants  from  this  order  was  allowed,  and  an  order  was 
made  that  all  proceedings  to  enforce  the  collection  of  the 
fine  be  stayed  until  the  further  order  of  the  Circuit  Court, 
on  the  giving  of  a  specified  bond,  which  bond  was  given. 
On  the  reix)rt  of  a  master  on  the  reference  under  the  inter- 
locutory decree,  a  final  decree  was  entered  that  the  plain- 
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tiffs  recover  against  the  defendants  $24,573.91  as  profits  and 
$386.40  costs.  From  this  decree  the  defendants  have  ap- 
pealed. The  specification  and  claim  and  drawings  of  the 
Curtis  and  Worden  patent  are  as  follows : 

*'Be  it  known  that  we,  Henry  M.  Curtis  and  Alva  Wor- 
den, of  Ypsilanti,  in  the  county  of  Washtenaw  and  State 
of  Michigan,  have  invented  a  new  and  useful  machine  for 
holding  carriage  whips,  which  we  denominate  *  Curtis  and 
Worden' 8  Self- Adjusting  AVhip-Holder ;'  and  we  do  hereby 
declare  that  the  following  is  a  full,  clear,  and  exact  descrip- 
tion of  the  construction  and  operation  of  the  same,  refer- 
ence being  had  to  the  annexed  drawings,  making  a  part  of 
this  specification,  in  which  Figure  1  is  a  sectional  view. 
Fig.  2  is  a  perspective  view  of  the  whip  holder  complete, 
and  ready  for  use,  without  the  whip.  Fig.  3  is  a  perspect- 
ive view  of  the  whip  holder  complete,  closed  upon  the  whip 
handle. 

The  whip  holder  is  formed  of  metal,  cast  or  pressed  to 
the  desired  shape,  and  is  composed  of  two  pieces  only.  Fig. 
1  representing  one  sectional  half  and  the  other  sectional 
half  being  formed  exactly  like  it,  with  the  exception  of  the 
loops  A  A,  used  for  the  purpose  of  attaching  the  same  to 
the  carriage  seat  or  dashboard.  Each  section  of  the  whip 
holder  is  a  cone-shai)ed  half  cylinder,  the  cone  being  re- 
versed near  the  bottom  of  the  whip  holder,  forming  each 
half  section  bilged  or  barrel  shaped,  and  connected  together 
at  the  bilge  by  an  ear-shai)ed  hinge,  B,  on  each  half  sec- 
tion, the  ears  being  connected  together  by  a  rivet,  forming 
the  hinge.  The  edge  or  face  of  each  cylinder  section  is 
formed  by  an  obtuse  angle  at  the  hinge,  so  constructed  that 
when  the  two  sections  are  connected  together  at  the  hinge 
B  the  whip  holder  above  the  joints  or  hinge  is  open,  and 
shut  or  closed  below  from  its  own  weight  as  in  Fig.  2.  When 
the  whip  is  inserted  the  holder  o^ub  at  the  bottom,  below 
the  joints  or  hinge,  by  the  pressure  of  the  whip  upon  the 
convex  conical  sides  of  the  holder,  and  closes  at  the  top  of 
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the  holder  around  the  whip,  thus  clasping  the  whip  firmly 
at  the  top  and  bottom  of  the  holder^  and  holding  it  steady 
and  firmly  in  its  place.  The  whip  may  be  easily  drawn  ont 
by  a  perpendicular  motion,  the  holder  opening  at  the  top 
and  closing  at  the  bottom,  so  that  the  whip  is  readily  de- 
tached. 

What  we  claim  as  our  invention,  and  desire  to  secure  by 
letters  i)atent  is — 

The  shai)e  and  construction  of  the  whip  holder,  and  the 
connection  of  the  two  sectional  halves  by  hinges  or  joints, 
in  such  a  manner  as  to  hold  the  whip,  when  inserted,  closely 
and  firmly,  by  clasping  the  same  at  the  top  and  bottom  of 
the  holder  at  the  same  time,  the  holder  being  formed  of 
metal,  cast  or  pressed  into  proper  shape,  substantially  as 
and  for  the  purpose  set  forth  and  described." 

The  Circuit  Court,  in  deciding  the  case  (11  Fed.  Rep.  501, 
and  21  Off.  Gfaz.  1956,)  said :  ^^  A  glance  at  the  drawings  and 
specifications  will  show  that  the  i)atents"  (the  original  and 
the  reissue)  "are  for  the  same  invention ;  viz. ;  a  whip  socket 
arranged  with  a  lever  swung  upon  a  central  pivot,  and  op- 
erating so  as  to  admit  the  whip  without  difficulty,  and  hold 
it  firmly  in  position,  and  at  the  same  time  not  preventing 
its  easy  withdrawal.  So  far  from  there  being  any  attempt 
in  the  reissue  to  expand  the  claim  of  the  original  jyatent, 
and  embrace  devices  which  might  have  come  into  use  since 
the  original  patent  was  granted,  its  purpose  was  evidently 
only  to  make  that  definite  which  had  before  been  obscure, 
and  to  set  forth  in  more  precise  and  accurate  terms  the  de- 
tails of  the  invention.  I  regard  the  reissue  in  this  case  as  a 
perfectly  Intimate  use  of  the  privileges  conferred  by  the 
Act  upon  that  subject." 

As  we  are  of  opinion  that  the  defendants'  whip  socket 
did  not  infringe  the  claim  of  the  original  Scott  patent,  and 
that  the  reissue  was,  in  its  claims,  an  unlawful  expansion 
of  the  original,  designed  to  cover  the  defendants'  structure, 
it  is  not  necessary  to  consider  any  other  matter  of  defence. 
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The  application  for  the  original  Scott  patent  and  the  ap- 
plication for  the  Curtis  and  Worden  patent  were  before  the 
Patent  Office  at  the  same  time.  The  application  for  the 
Scott  patent  was  filed  August  23,  1867.  It  was  issued  No- 
vember 6,  1867.  The  Curtis  and  Worden  pat^^nt  was  is- 
sued October  22,  1867.  The  date  it  was  applied  for  is  not 
shown.  Although  the  date  of  the  Scott  invention  may  be 
earlier  than  that  of  the  Curtis  and  Worden  invention,  each 
patent  was  evidently  granted  for  the  specific  apparatus 
covered  by  its  claim.  There  was  no  conflict  or  interference 
between  them,  and  no  interference  between  their  claims 
was  declared.  Their  claims,  as  granted,  placed  side  by  side, 
were  as  follows : 


ScotL 

"A  whip  socket  provided 
with  a  fastening  comix)sed  of 
a  lever,  arranged  or  applied 
substantially  as  shown  and 
described,  to  hold  the  whip 
steady  or  firm  in  its  socket, 
as  set  forth." 


Curtis  and  Worden, 

''Theshaj)e  and  construc- 
tion of  the  whip  holder,  and 
the  connection  of  the  two  sec- 
tional halves  by  hinges  or 
joints,  in  such  a  manner  as 
to  hold  the  whip,  when  in- 
serted, closely  and  firmly,  by 
clasping  the  same  at  the  top 
and  bottom  of  the  holder  at 
the  same  time,  the  holder 
being  formed  of  metal,  cast 
or  pressed  into  proper  shape, 
substantially  as  and  for  the 
purpose  set  forth  and  de- 
scribed." 

The  specification  of  the  original  Scott  patent  stated  the 
invention  to  be  **a  new  and  improved  fastening  applied  to 
a  whip  socket."  The  socket  is  described  as  a  complete  whip 
socket,  complete  in  itself  without  the  fastening,  and  having 
in  Its  side  an  opening  or  slot,  extending  nearly  its  whole 
height  or  length,  in  which  slot  is  inserted  a  lever.  The 
claim  is  for  "a  whip  socket,"  that  is,  a  complete  whip 
socket,  "  provided  with  a  fastening  composed  of  a  lever,  ar- 
ranged or  applied  substantially  as  shown  and  described," 
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that  is,  inserted  in  the  slot  in  the  socket.  The  defendants^ 
structore  consists  only  of  two  sectional  halves,  each  like  the 
other,  and  each  a  cone-shaped  half  cylinder,  and  bilged, 
with  an  ear-shaped  hinge  on  each  half  section,  a  rivet  con- 
necting the  two  forming  the  hinge.  This  arrangement  does 
not  infringe  the  claim  of  the  Scott  original  patent.  It  is 
not  a  complete  whip  socket  provided  with  a  lever  arranged 
or  applied  substantially  as  in  Scott's  apparatus,  that  is,  piv- 
oted in  a  slot  in  the  socket.  It  is  true  that  the  result  in  each 
arrangement  is  to  hold  the  whip  steady  or  firm  in  a  socket 
but  the  mechanisms  are  different. 

That  the  specification  and  claims  of  the  reissue  were  de- 
signedly so  worded  as  to  cover  a  structure  which  the  claim 
of  the  original  patent  would  not  cover  is  manifest.  Thus, 
the  original  specification  says  that  the  invention  relates  to  a 
^^  fastening  applied  to  a  whip  socket  in  such  a  manner  as  to 
hold  the  whip  firmly  therein."  This  means  that  you  have 
a  complete  whip  socket  and  you  apply  a  fastening  to  it, 
which  fastening  is  so  arranged  as  to  hold  the  whip  firmly  in 
the  socket  in  which  the  whip  is  placed.  The  description  in 
the  original  si)ecification  describes  a  complete  whip  socket 
with  an  opening  or  slot  in  the  side  of  the  socket,  extending 
nearly  its  whole  height  or  length  with  a  fastening  lever 
secured  in  the  slot  by  a  fulcrum  pin  rather  below  the  center 
of  the  lever,  the  lever  having  near  the  fulcrum  pin  a  weight- 
ing projection,  b\  The  reissued  specification  says  that  the 
*'  improvements  consist  in  the  use  of  a  lever  with  the  sta- 
tionary or  upright  portion  of  the  socket."  The  socket  is 
referred  to  as  if  it  had  a  part  which  is  not  stationar)\  The 
first  and  second  claims  carry  out  the  same  idea,  by  making 
the  "stationary  part"  of  the  socket  an  element  in  each  of 
those  claims.  The  defendants'  holder  is  not  a  complete 
holder  with  its  stationary  part  alone,  and  without  its  mov- 
able i)art,  while  the  plaintiff's  is.  Moreover,  all  mention  of 
the  weighting  projection  ft'  is  omitted  in  the  reissued  speci- 
fication.   The  design  manifest  in  it  is  to  cover  such  a  stnic- 
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ture  as  that  of  the  defendants,  and  the  evidence  tends  to 
the  conclusion  that  that  was  the  object  of  obtaining  the  re- 
issue. The  description  and  claim  of  the  original  specifica- 
tion were  entirely  adequate  to  cover  the  Scott  device.  No 
inadvertence,  accident  or  mistake  is  shown. 

The  reissue  is  sought  to  be  sustained,  by  the  counsel  for 
the  appellee,  on  the  ground  that  the  invention  described  in 
each  of  the  two  specifications  is  "  the  combination  with  a 
whip  socket  of  a  lever  which  operates  to  hold  the  whip 
firmly  therein  and  prevent  it  from  moving  or  shaking  later- 
ally." Even  if  such  a  claim  would  be  valid,  it  is  not  the 
claim  made  in  the  original  patent.  And  even  if  it  were  the 
claim  made  by  that  patent,  the  reissue  purports  to  claim, 
not  a  combination  of  a  whip  socket  and  a  lever,  but  the 
combination  of  the  stationary  part  of  a  whip  socket  and  a 
lever. 

We  are,  therefore,  of  opinion  that  this  reissued  patent  is 
invalid. 

The  appellants  ask  for  a  review  and  reversal  of  the  orders 
imposing  fines  for  a  violation  of  the  preliminary  injunction. 
The  appellee  contends  that  this  court  cannot  review  the  ac- 
tion of  the  Circuit  Court  in  punishing  a  contempt  com- 
mitted by  a  violation  of  such  injunction,  (1)  because  the 
proceedings  were  criminal  in  their  character ;  (2)  because 
the  action  of  the  Circuit  Court  is,  by  section  725  of  the  Re- 
vised Statutes,  expressly  made  discretionary. 

All  the  proceedings  which  resulted  in  the  imposition  of 
the  fines  were  taken  and  entitled  in  the  suit.  The  order  of 
March  6,  1882,  is  entitled  in  the  suit,  and  adjudges  '^  that 
the  said  defendants  are  guilty  of  the  contempt  charged 
against  them  for  a  violation  of  the  injunction  issued  in  this 
cause,  and  that  said  defendants,  Alva  Worden  and  John  S. 
Worden,  pay  to  said  complainant,  Anson  Searls,  the  sum  of 
two  hundred  and  fifty  dollars,  as  a  fine  for  said  violation, 
together  with  costs  of  said  proceedings,  to  be  taxed,  and 
that  said  defendants  stand  committed   until  the  same  is 
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paid."  The  order  of  October  9, 1882,  is  entitled  in  the  suit, 
and  orders  ''that  said  defendants,  Alva  Worden  and  John 
S.  Worden,  do  i)ay  a  fine  of  eleven  hundred  and  eighty-two 
dollars  to  the  clerk  of  this  court,  to  be  paid  over  by  said 
clerk  to  complainant  for  damages  and  costs,  and  that  said 
defendants  do  stand  committed  until  the  same  is  paid."  It 
appears  that  the  $1,182  was  made  up  of  $682,  the  profits  of. 
the  defendants  on  62  gross  of  whip  sockets  sold,  and  $600, 
expenses  of  the  plaintiff  in  the  contempt  proceedings. 

We  have  jurisdiction  to  review  the  final  decree  in  the  suit 
and  all  interlocutory  decrees  and  orders.  These  fines  were 
directed  to  be  paid  to  the  plaintiff.  We  say  nothing  as  to 
the  lawfulness  or  propriety  of  this  direction.  But  the  fines 
were,  in  fact,  measured  by  the  damages  the  plaintiff  had 
sustained  and  the  expenses  he  had  incurred.  They  were 
incidents  of  his  claims  in  the  suit.  His  right  to  them  was, 
if  it  existed  at  all,  founded  on  his  right  to  the  injunction, 
and  that  was  founded  on  the  validity  of  his  patent.  The 
case  differs,  therefore,  from  that  of  Ex  parte  Kearney,  7 
Wheat.  39.  That  was  an  application  to  this  court  for  a  writ  of 
habeas  corpus  where  a  person  was  imprisoned  by  the  Cir- 
cuit Court  of  the  District  of  Columbia,  for  a  contempt  in 
refusing,  as  a  witness,  to  answer  a  question  on  the  trial  of 
an  indictment.  Tlie  application  was  denied,  on  the  ground 
that  this  court  had  no  appellate  jurisdiction  in  a  criminal 
case. 

So,  the  fact  in  the  present  case  (that  though  the  proceed- 
ings were  nominally  those  of  contempt,  they  were  really 
proceedings  to  award  damages  to  the  plaintiff,  and  to  reim- 
burse to  him  his  expenses)  distinguishes  the  case  from  that 
of  New  Orleans  x.  Steamship  Co.,  20  Wall.  387.  There,  in 
a  suit  in  equity,  a  Circuit  Court  of  the  United  States  im- 
ix)sed  a  fine  on  a  defendant  for  obtaining,  during  the  pen- 
dency of  the  suit,  from  a  state  court,  an  injunction  against 
the  plaintiffs,  as  to  a  matter  within  the  scope  of  the  litiga- 
tion.    On  appeal  from  the  final  decree,  it  was  sought  to  re- 
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view  the  order  imposing  the  fine,  but  this  court  said  that 
the  fine  was  beyond  its  jurisdiction,  and  added:  "Con- 
tempt of  court  is  a  specific  criminal  oflfence.  The  imposition 
of  the  tine  was  a  judgment  in  a  criminal  case.  That  part  of 
the  decree  is  as  distinct  from  the  residue  as  if  it  were  a 
judgment  upon  an  indictment  for  perjuiy  committed  in  a 
deposition  read  at  the  hearing.  This  court  can  take  cogni- 
zance of  a  criminal  case  only  upon  a  certificate  of  division  in 
opinion." 

Section  725  of  the  Revised  Statutes  provides  that  the 
courts  of  the  United  States  shall  havei)owerto  punish,  "by 
fine  or  imprisonment,  at  the  discretion  of  the  court,  con- 
tempts of  their  authority,"  provided  that  such  i)ower  "  shall 
not  be  construed  to  extend  to  any  cases  except  *  *  * 
the  disobedience  by  *  *  *  any  party,  juror,  witness,  or 
other  person,  to  any  lawful  writ,  process,  order,  rule,  de- 
cree, or  command  of  the  said  courts."  We  do  not  think 
this  provision  makes  the  action  of  the  Circuit  Court  in  this 
case  such  a  matter  of  discretion  that  the  orders  imposing 
the  fines  are  not  reviewable.  They  were,  to  all  intents  and 
purposes,  orders  in  the  course  of  the  cause,  based  on  the 
questions  involved  as  to  the  legal  rights  of  the  parties. 

Although  the  court  had  jurisdiction  of  the  suit  and  of  the 
I)arties,  the  order  for  the  preliminary  injunction  was  unwar- 
ranted as  a  matter  of  law,  and  the  orders  imposing  the  fines 
must,  so  far  as  they  have  not  been  executed,  be  held,  under 
the  special  circumstances  of  this  case,  to  be  reviewable  by 
this  court,  under  the  api)eal  from  the  final  decree.  The  re- 
sult is  that  they  cannot  be  upheld. 

The  final  decree  of  the  Circuit  Courts  and  the  orders  of 
March  6',  1882^  and  October  .9,  1882^  are  renersed^  and  the 
case  is  remanded  to  that  courts  with  a  direction  to  dismiss 
the  billy  with  costSy  b^d  without  prejudice  to  the  power  and 
right  of  the  Circuit  Court  to  punish  the  contempt  referred 
to  in  those  orders^  by  a  proper  proceeding. 

The  preliminary  injunction  was  in  force  until  set  aside. 
See  Re  Chiles,  22  Wall.  157. 
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Syllabu& 

THATCHER  HEATING  COMPANY   et  al.,  APPEL- 
LANTS, V.  JOHN  H.  BURTIS  et  al.* 

tM  U.  8.  286-SKNk    Oct.  Term,  1880. 

[Bk.  30,  L.  ed.  942;  39  O.  G.  587.] 

Affirming  Ibid,  12  Fed.  Rep.  569. 

Argued  April  5,  1887.     Decided  April  18,  1887. 

Particular  patejit  construed.    Aggregation.    Absence  of  invention. 

1.  The  first  and  second  claims  of  letters  patent,  No.  104,377,  granted 
June  4,  1870,  to  John  M.  Thatcher,  Fire-Place  Heater,  con- 
strued and  heldy  that  simply  transferring  the  well-known  fuel 
magazine  from  an  outstanding  base-burning  stove  to  a  fire- 
place heater,  when  each  of  the  parts  performed  the  same  func- 
tions and  operated  in  the  same  way  as  in  the  old  relations, 
produces  an  aggregation  of  old  elements,  and  does  not  possess 
patentable  novelty,     (p.  48.) 

^.  If,  however,  to  adapt  these  separate  elements  to  each,  so  that 
they  can  act  in  one  organization,  required  the  use  of  means 
not  within  the  range  of  mere  mechanical  skill,  then  the  means 
of  effecting  a  mutual  arrangement  of  the  parts  would  be  pat- 
entable,    (p.  49.) 

5.  Heldy  further,  the  claims  were  for  the  combiiiation  of  the  ele- 
ments, no  matter  how  or  by  what  means  it  might  be  effected, 
and  such  a  patent  cannot  be  sustained,     (p.  50.) 

[Citations  in  the  opinion  of  the  court :] 

Thatcher  Heating  Co.  v.  Bnrtis,  12  Fed.  Rep.  569.    p.  46. 
Hailes  r.  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340.]     p.  50. 
Ueald  V.  Rice,  104  U.  S.  737  [13  Am.  &  Eng.  460.]    p.  50. 
Pennsylvania  R.  R.  Co.  r.  Ijocomotive  Truck  Co.,  110  U.  S.  490  [15  Ara. 

&  Eng.  148.]    p.  50. 
Morris  V.  McMillin,  112  U.  S.  244  [15  Am.  &  Eng.  310.]     p.  50. 
Thompson  v,  Boisselier,  114  U.  S.  1  [15  Am.  &  Eng.  549.]    p.  50. 
Beecher  Mnfg.  Co.  v.  Atwater  Mnfg.  Co.,  114  U.  S.  532  [16  Am.  &  Eng. 

106.]  p.  50. 
Gardner  v.  Herz,  118  U.  S.  180  [16  Am.  &  Eng.  368.]     p.  50. 

^See  Explanation  of  Notes,  page  III. 
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Argument  of  counseL 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York.  Opinion  below,  12 
Fed.  Rep.  669. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

Mr.  B,  F.  Lee^  for  appellants : 

It  was  not  an  obvious  thing  to  those  skilled  in  the  art,  to 
devise  a  fire-place  heater,  in  which  the  magazine  is  extended 
to  the  feed  opening  of  the  outer  casing. 

The  utility  of  Thatcher's  improvement  is  most  emphati- 
cally shown  by  its  general  introduction. 

Where  a  particular  result,  long  desired  and  sought,  but 
never  attained,  has  at  last  been  achieved  by  means  of  great 
simplicity,  the  simplicity  of  the  means  will  not  prevent  the 
subject-matter  from  being  patentable.  After  the  problem 
is  solved  it  may  seem  that  it  could  have  been  done  by  any 
one  possessing  technical  skill,  but  the  fact  that  it  had  been 
often  previously  sought  without  avail,  will  go  to  prove  al- 
most conclusively  that  invention  was  involved.  Smith  v. 
Goodyear  D.  V.  Co.,  93  U.  S.  486  [11  Am.  &  Eng.  1,]  is  a 
leading  case  in  support  of  this  proposition. 

See  also  Loom  Co.  v.  Higgins,  105  U.  S.  580  [14  Am.  & 
Eng.  70 ;]  Consolidated  Valve  Co.  «.  Crosby  Valve  Co.,  113 
U.  S.  157  [15  Am.  &  Eng.  460 ;]  Winans  tj.  Denmead,  15 
How.  330  [6  Am.  &  Eng.  107 ;]  Gayler  v.  Wilder,  10  How. 
477  [5  Am.  &  Eng.  188.] 

The  facts  show  that  Thatcher' s  improvement  was  a  com- 
bination, making  a  new  article  of  manufacture,  a  new  struc- 
ture, which  accomplished  valuable  and  novel  results,  which 
could  not  be  attained  by  the  separate  use  or  action  of  its 
constituent  parts,  nor  could  such  results  be  attained  by  the 
indej)endent  use  or  action  of  separate  prior  structures,  even 
though  the  latter  contained,  in  the  aggregate,  many  ele- 
ments which  Thatcher' s  structure  did  not. 
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Mr.  A.  /.  Toddy  for  appeUees : 

It  is  not  contended  that  claims  1  and  2  are  invalid  when 
properly  construed.  But  it  is  contended  that,  according  to 
the  proper  construction  of  said  claims,  defendants  do  not 
infringe. 

The  Thatcher  invention,  by  the  testimony  of  complain- 
ants' own  expert,  consists  of  the  conception  that  the  fuel 
magazine  in  a  stove  standing  out  in  the  middle  of  the  room, 
could  be  stuck  into  the  protuberant  casing  of  the  stove  in- 
serted in  the  fire-place  of  the  room ;  and  that  he  reduced 
the  invention  to  practice  when  he  changed  the  location  of 
the  fuel  magazine  from  the  one  stove  to  the  other.  Not  an 
element  of  the  fire-place  stove  appears  to  have  been  altered 
mechanically  in  adding  to  it  the  fuel  magazine  of  the  out- 
standing stove.  If  any  inventive  faculty  was  exercised  in 
the  making  of  such  an  alleged  invention  (change  of  loca- 
tion,) it  certainly  rests  merely  in  the  intellectual  conception, 
that  is,  in  the  thought  or  idea  that  such  a  change  of  loca- 
tion of  the  fuel  magazine  would  be  beneficial. 

Can  this  be  patentable,  even  conceding  the  change  was 
beneficial  ?  It  was  an  obvious  change ;  and  one  in  the  mak- 
ing of  which  did  not  call  forth  more  than  the  ordinary  skill 
of  the  mechanic. 

Mr.  Curtis  says :  There  is  a  very  material  distinction  be- 
tween applying  a  new  contrivance  to  an  old  object  and  an 
old  contrivance  to  a  new  object.  The  former  may  be  pat- 
entable, but  the  latter  cannot  be  when  the  new  agent  is 
merely  one  possessing  a  common  analogy."  *  *  * 
"The  change  or  new  combination,  or  relations,  must  intro- 
duce or  embody  some  new  mode  of  operation,  or  accomplish 
some  eflfect  not  before  produced." 

Mr.  Thatcher  himself  fails  to  establish  any  different  mode 
Df  operation  or  eflfect  of  the  fuel  magazine  within  the  fire- 
place cylinder  over  its  mode  of  operation  or  eflfect  when 
placed  within  the  outstanding  stove  cylinder. 

The  law  is  well  settled  that  there  is  no  invention  in  what 
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Mr.  Thatcher  did  (taking  into  consideration  the  state  of  the 
art,)  if  the  claims  of  his  patent  are  to  be  construed  broadly. 
Brown  v.  Hall,  6  Blatch.  401 ;  Tucker  v.  Spaulding,  13 
Wall.  453  [8  Am.  &  Eng.  474 ;]  Losh  v.  Hague,  1  Web.  Pat. 
Cas.  202  [2  Am.  &  Eng.  601 ;]  Brunton  v.  Hawkes,  4  B.  & 
Aid.  541 ;  Horton  v.  Mabon,  12  C.  B.  N.  S.  437 ;  Jordan  v. 
Moore,  1  L,  R.  C.  P.  624 ;  Meyers  ».  Prit<5hard,  12  Blatch. 
101 ;  Gardner  v.  Herz,  16  Blatch.  303  (affirmed  on  appeal,) 
118  U.  S.  180  [16  Am.  &  Eng.  368.] 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court : 

This  is  a  bill  in  equity  filed  December  13,  1875,  by  the 
appellants,  as  assignees  of  John  M.  Thatcher,  to  restrain 
the  alleged  infringement  of  letters  patent.  No.  104,376,  dated 
June  14,  1870,  granted  to  John  M.  Thatcher  for  certain  new 
and  useful  improvements  in  fire-place  heaters.  There  was  a 
decree  below  dismissing  the  bill,  from  which  the  complain- 
ants prosecute  the  present  appeal. 

The  patentee  in  his  specification  describes  his  invention 
as  follows : 

''  My  invention  consists,  first,  of  a  base-burning  fire-place 
stove,  in  which  are  combined  the  following  elements, 
namely :  A  cylinder  or  body  projecting  outward  from  the 
mantel  or  frame,  a  fuel  magazine  or  feeder  within  the  said 
cylinder,  and  an  opening  through  which  the  said  magazine 
can  be  fed  from  above.  The  object  of  this  part  of  my  in- 
vention is  to  increase  the  capacity  of  the  fuel  magazine ; 
secondly,  of  a  base-burning  fire-place  stove  or  heater  in 
which  the  magazine  or  feeder  is  extended  to  the  feed  open- 
ing  of  the  outer  casing,  so  that  there  may  be  no  open  space 
across  which  to  project  the  fuel  on  feeding  the  magazine ; 
thirdly,  in  the  combination,  with  a  fire-place  stove  or  heater, 
of  a  feeder  or  magazine  projecting  above  the  top  of  the 
heater,  so  as  to  increase  the  capacity  of  the  said  magazine. 

''  Figure  1  is  a  front  view  of  my  improved  fire-place  heater; 
Pig.  2,  a  vertical  section  of  the  same ;  Fig.  3,  a  sectional 
plan  ;  Fig.  4,  a  plan  view  with  part  of  the  mantel  removed  ; 
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Pig.  5,  a  view  of  the  "  slicer  "  or  plate  to  be  introduced  into 
the  fire  pot  under  the  ''  feeder,"  for  the  purpose  of  holding 
up  the  coal  which  is  unconsumed  when  the  clinkers,  ashes, 
etc.,  in  the  lower  part  of  the  fire-place  have  to  be  removed  ; 
Fig.  6  is  a  plan  view  of  the  grate,  and  Fig.  7  an  edge  view  of 
the  grate." 

The  specification  then  proceeds  to  describe  in  detail  the 
various  parts  and  arrangements  of  the  heater,  but  as  that 
portion  is  not  material  to  a  determination  of  the  questions 
arising  in  the  case  it  is  omitted.  The  specification  then  pro- 
ceeds as  follows : 

''  A  more  minute  description  of  my  improved  heater  than 
that  given  above  will  be  unnecessary,  as  several  of  the  parts 
described  and  illustrated  in  the  drawings  form  the  subjects 
of  other  patents,  and  my  present  improvements  relate  espe- 
cially to  the  top-feeding  arrangements  of  a  fire-place  stove  or 
heater.  I  will  now  refer  more  particularly  to  these  im- 
provements. 

"  In  constructing  my  improved  heater  I  have  so  combined 
three  elements  or  features  as  to  produce  an  important  re- 
sult. These  features  are  as  follows:  First,  a  cylinder  or 
body  of  the  heater  projecting  outward  from  the  frame  or 
mantel ;  second,  a  feeder  or  fuel  magazine  within  the  cylin- 
der ;  and,  thirdly,  an  opening  through  which  the  said  mag- 
azine can  be  fed  from  above. 

"''  While  fire-place  stoves  or  heaters  with  protuberant  cyl- 
inders and  feeders  or  magazines  were  known  prior  to  the 
date  of  my  invention,  I  am  not  aware  that  the  above  combi- 
nation of  three  features  above  referred  to— namely,  a  top- 
feeding  arrangement,  a  protuberant  cylinder  permitting 
such  an  arrangement,  and  a  magazine  within  the  cylinder — 
has  ever  been  known  or  used  prior  to  my  invention  of  the 
same. 

"It  has  been  the  practice  to  so  construct  base-burning 
fire-place  stoves  or  heaters  that  the  fuel  had  to  be  introduced 
into  the  feeder  or  magazine  through  a  doorway  in  front ; 
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hence  the  magazine  was  of  a  very  limited  cajyacity.  By  so 
arranging  the  feed  hole,  however,  that  the  fuel  can  be  intro- 
duced into  the  magazine  from  above,  the  capacity  of  the 
magazine  is  increased — a  result  which  I  especially  aimed  at 
in  adopting  the  first  jwirt  of  my  invention ;  namely,  the 
above-mentioned  combination,  and  in  the  production  of  my 
top-feeding,  base-burning  fire-place  stove. 

"  The  second  i)art  of  my  invention  consists  in  extending 
the  feeder  or  magazine  to  the  feed  hole  of  tire-place  stoves. 
This  not  only  increases  the  capacity  of  the  magazine  to  some 
extent,  but  an  uninterrupted  passage  or  guide  is  afforded  for 
the  introduction  of  fuel  into  the  magazine  through  the 
opening  in  the  outer  casing. 

"  The  capacity  of  the  magazine  is  still  further  increased, 
in  the  present  instance,  by  carrying  the  feeder  up  above  the 
top  of  the  heater,  by  placing  thereon  a  movable  section,  o, 
furnished  with  a  cover,  o\  which  has  to  be  lifted  off  when 
coal  has  to  be  introduced  into  the  magazine.^' 

The  first  and  second  claims,  which  are  alone  involved  in 
this  controversy,  are  as  follows  : 

''1.  A  base-burning  fire-place  stove,  in  which  are  com- 
bined the  following  elements  ;  namely,  a  cylinder  or  body 
projecting  outward  from  the  mantel  or  frame,  a  fuel  maga- 
zine or  feeder  within  the  cylinder,  and  an  opening  through 
which  the  said  magazine  can  be  fed  from  above. 

''  2.  A  fire-place  stove  or  heater,  in  which  the  magazine  is 
extended  to  the  feed  opening  of  the  outer  casing." 

The  case  turned  in  the  Circuit  Court  on  the  question  of 
the  validity  of  the  patent  on  the  ground  of  want  of  novelty 
in  the  invention  in  view  of  the  state  of  the  art  at  its  date. 
In  passing  upon  this  question  on  final  hearing,  Judge  Wal- 
lace, in  his  opinion,  stated  the  grounds  of  his  decree  dis- 
missing the  bill,  as  follows : 

"It  is  conceded  that  these  claims  are  to  be  construed 
broadly,  so  as  to  cover  the  combination  of  a  fire-place  heater 
having  a  body  projecting  outwards  from  the  mantel  or 
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frame,  and  a  fumace-like  i)ortion  in  the  chimney  behind 
the  mantel,  with  a  fuel  receptacle  within  the  cylinder  of 
t}ie  heater,  which  will  preserve  a  supply  of  unignited  coal 
while  the  heater  is  in  operation,  and  an  opening  through 
which  the  magazine  can  be  fed  from  above,  the  magazine 
extending  to  this  opening.  Inasmuch  as  the  heater  was  old, 
and  the  fuel  receptacle  with  the  described  opening  was  old 
when  located  within  an  ordinary  coal  stove,  what  Thatcher 
accomplished  was  merely  the  advantageous  location  of  the 
fuel  receptacle  within  the  fire-place  heater.  As  the  com- 
plainants' expert,  Mr,  Brevoort,  states:  'The  problem 
Thatcher  had  before  him  was  to  place  the  fuel  magazine 
within  the  Bibb  &  Augee  heater.' 

''  It  must  be  conceded  that  it  was  not  obvious  that  such  a 
fuel  magazine  could  be  advantageously  employed  in  such  a 
heater.  Attempts  had  been  made  by  others  to  do  the  same 
thing  without  satisfactory  result,  but  Thatcher's  organiza- 
tion was  a  success,  and  immediately  commended  itself  to  the 
public.  But  Thatcher's  broad  claims  cannot  be  sustained. 
There  may  have  been  patentable  novelty  in  the  means  he 
employed  to  adjust  the  parts  in  the  new  organization,  but 
there  was  none  in  merely  bringing  those  parts  together. 
They  did  not  perform  any  new  function  in  the  new  arrange- 
ment. The  fuel  magazine  does  just  the  same  work  in  the 
new  structure  it  did  in  the  ordinary  coal  stove.  All  the 
other  parts  of  the  fireplace  heater  operate  precisely  as  they 
would  if  the  ordinary  fuel  i)ot  were  used  instead  of  the  sub- 
stituted magazine.  The  parts  do  not  co-operate  to  produce 
a  new  result.  By  their  aggregation  the  new  structure  con- 
tains all  the  advantages  which  resided  before  separately  in 
several  structures.  The  new  heater  is,  therefore,  a  better 
heater  than  any  which  preceded  it,  but  it  does  not  present  a 
patentable  combination,  irrespective  of  the  means  employed 
to  adjust  the  several  parts  into  efficient  relations  to  each 
other. 

"As,  concededly,  the  claims  of  the  patent  are  not  to  be 
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limited  to  any  such  combination,  they  mast  be  held  void 
for  want  of  patentable  novelty."     12  Fed.  Rep.  669. 

On  this  appeal,  counsel  for  the  appellants  contest  the  accu- 
racy of  the  positions  of  the  Circuit  Court  on  which  its  decree  is 
founded,  and  in  opposition  thereto  contend :  First.  That 
it  was  sufficient  to  support  the  patent  that  Thatcher  found 
out  that  the  fuel  magazine  was  useful  in  its  new  situation,  and 
that  its  use  in  this  new  situation,  was  not  obvious  to  those 
skilled  in  the  art ;  in  other  words,  that  Thatcher  having  suc- 
ceeded in  making  a  better  fire-place  heater  than  any  that  had 
gone  before  it,  by  doing  something  that  was  not  obvious  to 
those  skilled  in  the  art,  what  he  did  involved  invention  as  dis- 
tinguished from  mere  mechanical  skill.  Second.  That  as  re- 
gards fire-place  heaters,  the  fuel  magazine  did  perform  a 
new  function,  because  its  use  was  never  before  known  in 
such  structures.  Third.  That  the  parts  of  the  combination 
stated  in  the  claims  did  not  constitute  a  mere  aggregation, 
but  co-operated  to  produce  a  new  result.  This  new  result, 
it  is  claimed,  consisted  in  securing  in  fire-place  heaters  a 
uniform  and  steady  heat  that  could  be  regulated  for  their 
own  purposes  by  the  occupants  of  the  upper  rooms,  heated 
by  means  of  furnace  registers,  at  the  same  time  furnishing 
heat  for  the  room  in  which  it  was  situated,  by  means  of  a 
heater  that  did  not  require  frequent  attention.  The  result 
of  the  contention  on  these  points  as  claimed  is  that  the  fire- 
place heater  of  the  patent,  containing  a  magazine  extending 
to  the  outer  casing  of  the  heater,  capable  of  holding  a  sup- 
ply of  unignited  coal,  and  feeding  the  same  to  the  fire,  was 
patentable  as  a  new  article  of  manufacture. 

Mr.  Brevoort,  the  principal  expert  on  behalf  of  the  appel- 
lants, states  the  case  on  their  part  in  his  testimony  as  fol- 
lows : 

' '  The  problem  which  Thateher  had  before  him  was  to 
place  the  magazine  of  his  patent  within  the  Bibb  &  Augee 
fire-place  heater,  or  rather,  his  invention  may  be  said  to  have 
consisted  in  the  conception  of  the  idea  of  taking  out  the 
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fuel  chamber  or  pot  of  the  Bibb  &  Augee  device,  and  substi- 
tuting therefor  a  magazine  of  the  kind  shown  in  the  Thatcher 
patent,  the  execution  of  which  conception,  if  successful, 
had  for  its  object  to  confer  xv^n  the  ftre-place  heater  the 
regularity  and  steadiness  of  action  which  alone  could  be  se- 
cured by  the  use  of  a  magazine  standing  ready  always  to 
automatically  feed  the  fire  whenever  it  may  become  neces- 
sary. Now,  it  was  not  at  all  an  obvious  thing  that  this  large 
mass  of  unignited  coal  could  be  put  within  the  compara- 
tively limited  compass  necessary  for  the  ordinary  fire-place 
heater  in  place  of  the  incandescent  coal  contained  in  the  pot 
or  fuel  chamber  of  the  Bibb  &  Augee  heater,  and  still  leave 
a  heater  which  would  be  successful.  Indeed,  one  of  the  de- 
fendants' witnesses  in  this  case  placed  a  magazine  in  a  fire- 
place heater,  tried  it,  and  abandoned  it  as  useless  and  as  a 
positive  injury,  rather  than,  as  future  experiments  have 
shown,  a  great  benefit,  to  the  structure.  Another  witness 
seems  to  have  introduced  a  magazine  into  one  of  his  fire- 
place heaters  at  about  the  date  of  Thatcher's  patent.  This 
witness  says  that  he  did  not  think  it  was  important,  but 
says  that  had  he  known  anything  of  its  importance  he  would 
have  got  a  patent  for  it.  These  two  witnesses  clearly  show 
that  the  putting  of  a  magazine  into  a  fire-place  heater  was 
not  obviously  a  good  method  of  improving  the  old  Bibb  & 
Augee  heater,  and  that  even  after  a  magazine  had  been  in- 
troduced, that  its  utility  was  not  manifest  without  experiment 
and  careful  trial,  and  this  testimony  is  given  by  men  who 
apparently  were  thoroughly  skilled  in  the  art  and  had  had 
much  and  long  experience  in  the  fire-place  heater  business.  A 
consideration  of  the  old  Nott  structure,  if  it  ever  existed, 
as  testified  to,  would  have  deterred  rather  than  encouraged 
anyone  from  introducing  such  a  fuel  receptacle  as  was  there 
shown  in  a  fire-place  heater  which  was  required  to  heat 
rooms  above  and  below  simultaneously.  For  the  reasons 
above  given  I  think  that  it  required  invention  to  introduce 
a  magazine  extending  to  the  top  or  outer  casing  of  the  stove 
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into  a  fire-place  heater  having  a  protuberant  front  for  heat- 
ing  the  room  in  which  the  heater  stood,  and  a  furnace-like 
back  for  heating  the  air  for  the  rooms  above.  Most  as- 
suredly, the  parts  referred  to  in  the  first  and  second  claims  of 
the  Thatcher  patent  co-act  when  in  action  in  the  production 
of  the  result  desired.  The  protuberant  body  heats  the  lower 
room.  The  mantel  or  frame  separates  one  portion  of  the 
heater  from  the  other,  so  that  the  protuberant  body  may 
perform  its  function  while  the  furnace-like  back  may  per- 
form its  function.  The  fuel  magazine  holds  the  fuel  in 
readiness  to  supply  the  fire  which  is  to  heat  both  back  and 
front  alike  with  steadiness  and  uniformity,  the  magazine 
being  fed  through  a  hole  in  the  outer  casing  directly,  thus 
obviating  the  opening  of  any  doors  into  the  combustion 
chamber  when  the  fire  is  to  be  fed  and  the  consequent  cool- 
ing oflf  of  the  heater  by  admitting  fresh  air  into  the  device 
above  the  grate.  By  the  bringing  together  of  these  parts 
and  their  joint  action  one  with  the  other  a  fire-place  heater 
is  fonned  having  advantages  over  any  heater  that  went  be- 
fore, and  which  form  of  heat-er  has  gone  so  extensively  and 
largely  into  use  that  it  has  practically  superseded  all  other 
forms,  as  I  am  informed." 

This  statement  must  be  considered  in  connection  withthe 
well-established  and  admitted  facts  in  resi)ect  to  the  prior 
use  of  fuel  magazines  in  ba^e-buming  outstanding  stoves,  so 
classified  as  stoves  standing  detached  in  the  room  to  be 
heated,  to  distinguish  them  from  fire-place  stoves  or  heaters 
which  are  partially  enclosled  by  the  chimney-piece.  Thatcher 
makes  no  claim  in  his  patent  for  the  fuel  magazine,  as  long 
prior  to  the  date  of  his  application  such  a  magazine  was  in 
common  use  in  what  are  known  as  base-burning  stoves.  In 
construction  and  in  position,  with  relation  both  to  the  burn- 
ing mass  in  the  pit  of  the  stove  and  to  the  outer  casing 
through  which  it  opened,  either  on  the  top  or  at  the  side  of 
the  stove  itself,  the  fuel  magazine  of  the  outstanding  stove 
is  the  same  as  the  fnel  magazine  when  placed  in  the  fire-place 
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heater  according  to  Thatcher's  patent.  It  is  admitted  that 
what  Thatcher  did»  and  all  that  he  did,  was  to  transfer  this 
well-known  fnel  magazine  from  its  use  in  an  outstanding 
base-burning  stove  to  a  fire-place  heater,  equally  well  known 
and  in  common  use  as  to  its  arrangement,  construction,  po- 
sition and  mode  of  operation.  When  this  fuel  magazine 
was  thus  transferred  from  one  kind  of  stove  to  another,  in 
its  new  situation  it  performed  precisely  the  same  function, 
with  respect  to  the  fuel  and  the  fire,  as  it  had  always  been 
accustomed  to  perform  in  its  old  place,  and  the  fire-place 
heater  into  which  it  was  thus  newly  placed,  so  far  as  the 
generation  and  transmission  of  heat  and  heated  air  are  con- 
cerned, oi)erated  precisely  as  it  had  habitually  done  before. 

It  is  true  that  such  a  fire-place  heater,  by  reason  of  the  fuel 
magazine,  was  a  better  heater  than  before,  just  as  the  out- 
standing stove  with  its  similar  fuel  magazine  was  a  better 
heater  than  a  similar  stove  without  such  a  fuel  magazine. 
But  the  improvement  in  the  fire-place  heater  was  the  result 
merely  of  the  single  change  produced  by  the  introduction  of 
the  fuel  magazine,  but  one  element  in  the  combination.  The 
new  and  improved  result  in  the  utility  of  a  fire-place  heater 
cannot  be  said  to  be  due  to  anything  in  the  combination  of 
the  elements  which  compose  it,  in  any  other  sense  than  that 
it  arises  from  bringing  together  old  and  well-known  separate 
elements,  which,  when  thus  brought  together,  operate  sep- 
arately, each  in  its  own  old  way.  There  is  no  8i)ecific  qual- 
ity of  the  result  which  cannot  be  definitely  assigned  to  the 
indei)endent  action  of  a  single  element.  There  is,  therefore, 
no  patentable  novelty  in  the  aggregation  of  the  several  ele- 
ments, considered  in  itself. 

If,  however,  to  adapt  these  separate  elements  to'  each 
other,  so  that  they  can  act  together  in  one  organization,  re- 
quired the  use  of  means  not  within  the  range  of  mere  me- 
chanical skill,  then  it  would  be  true  that  the  invention  of 
such  means  for  effecting  a  mutual  arrangement  of  the  parts 
would  be  patentable.     If,  in  the  present  case,  owing  to  the 
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necessary  form,  size,  structure  and  situation  of  a  fire-place 
heater  as  ordinarily  made  and  used,  there  were  ascertained 
difficulties  in  uniting  such  a  fuel  magazine  as  Thatcher 
adopted,  from  its  known  use  in  outstanding  base-burning 
stoves,  and  those  diflBiculties  were  overcome  by  something 
more  than  mere  mechanical  ingenuity,  he  might  have  been 
entitled  to  a  patent,  not  for  the  combination,  however  made, 
of  the  fuel  magazine  and  the  fire-place  heater,  but  for  the 
means  which  he  had  invented  for  effecting  it.  Nothing  of 
that,  however,  appears  in  this  case.  The  invention  described 
is  not  of  any  such  device  for  effecting  the  combination ;  no 
claim  is  made  of  that  character.  The  claim  made  is  for  the 
combination,  no  matter  how  or  by  what  means  it  is,  or  may 
be  effected.  • 

In  this  view  of  the  case,  it  is  impossible  to  distinguish  it, 
so  far  as  the  rule  of  decision  is  concerned,  from  the  cases  of 
Hailes  v.  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340;] 
Heald  o.  Rice,  104  U.  S.  T37  [13  Am.  &  Eng.  460;]  Penn.  R. 
R.  Co.  v.  Locomotive  etc.  Truck  Co.,  110  U.  S.  490  [16  Am. 
&  Eng.  148;]  Morris  v,  McMillin,  112  U.  S.  244  [16  Am.  & 
Eng.  310;]  Hollister  v.  Benedict  Mnfg.  Co.,  113  U.  S.  59  [15 
Am.  &  Eng.  417;]  Thompson  v.  Boisselier,  114  U.  S.  1  [16 
Am.  &  Eng.  549 ;]  Beecher  Mnfg.  Co.  v.  Atwater  Mnfg.  Co., 
114  U.  S.  523  [16  Am.  &  Eng.  106;]  Gardner  v.  Herz,  118  U- 
S.  180  [16  Am.  &  Eng.  368.] 

There  is  no  escape,  we  think,  from  the  conclusions  reached 
by  the  Circuit  Court,    Its  decree  is  therefore  affi/rmed. 
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Syllabiuk 

ANDREW  N.  BRAGG  et  al.,  Copartners,  as  A.  N.  Bragg 
&  Company,  APPELLANTS,  v.  ELEAZER  T.  PITCH 
ET  AL.,  Copartners,  as  W.  &  E.  T.  Pitch.* 

121  U.  S.  478-484.    Oct.  Term,  1886. 

[Bk.  30,  L.  ed.  1008 ;  39  O.  G.  839.] 

Reversing  Fitch  v.  Bragg,  8  Fed.  Rep.  588,  A  16  Fed.  Rep.  243. 

Argued  January  11, 12,  1887.     Decided  May  2,  1887. 

Particular  improvement  patent  construedy  limited,  and  not  in- 
fringed. 

1.  Claim  1  of  letters  patent,  No.  47,764,  C.  B.  Bristol,  May  16, 
1865,  Harness  Hooks,  construed  and  kekl^  in  view  of  the  state 
of  the  art,  that  the  patented  invention  was  but  one  of  a  series 
of  improvements,  all  having  the  same  general  object  and  pur- 
pose, and  that  the  claim  of  the  patent  must  be  restricted  to  the 
precise  form  and  arrangement  of  the  parts  as  described  in  the 
specification  and  to  the  purpose  indicated  therein. 

Hddy  further,  that  all  the  parts  claimed,  with  one  exception, 
were  old  and  had  been  used  in  a  similar  combination  in  other 
things  of  the  same  general  character,  and  that  the  defendant,  not 
using  the  excepted  part,  escaped  infringement,     (p.  64.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
District  of  Connecticut.  Opinion  below  published  [8  Ped. 
Rep.  588],  16  Ped  Rep.  243. 

The  case  is  sufficiently  stated  by  the  court. 

The  following  are  the  specifications  and  drawings  of  the 
letters  patent  referred  to  in  the  opinion  of  the  court. 

•See  Explanation  of  Notes,  page  III.  • 
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CHARLES  B.  BRISTOL,  OP  NEW  HAVEN,  CONNEC- 
TICUT, ASSIGNOR  TO  HIMSELF,  WILLIAM  W. 
HUGHES,  WILLIAM  H.  ANDREWS,  AND  L.  J. 
BRISTOL,  OP  SAME  PLACE. 

Improved  Snap-Hook. 

Specification  forming  part  of  Letters  Patent,  No.  ^T,T6i,  dated 

May  16,  1865. 

To  all  who77i  it  may  concern : 

Be  it  known  that  I,  Charles  B.  Bristol,  of  the  city  and 
county  of  New  Haven,  in  the  State  of  Connecticut,  have  in- 
vented a  new  and  useful  Improvement  in  Harness  Hooks  or 
Snaps;  and  I  do  hereby  declare  that  the  following  is  a  full, 
clear,  and  exact  description  of  the  construction,  character, 
and  operation  of  the  same,  reference  being  had  to  the  ac- 
companying drawings,  which  make  part  of  this  specification, 
in  which — 

Pigure  1  is  a  perspective  view  of  the  hook  or  snap,  show- 
ing its  loop  attached  to  a  strap,  as  ready  for  use.  Pig.  2  is 
.  a  perspective  view  of  the  hook  and  loop  part,  showing  its 
shape  when  cast.  Pig.  3  is  a  perspective  view  of  the  tongue 
part  when  ready  to  be  put  into  its  place.  Pig.  4  is  a  i)er- 
spective  view  of  the  spiral  spring,  showing  its  form. 

I  make  the  hook  and  loop  part  of  the  strap  of  malleable 
cast  iron,  or  any  suitable  alloy,  by  casting  it  substantially 
in  the  shai)e  or  form  shown  in  Pig.  2 — that  is,  the  hook  a  in 
its  permanent  form,  and  the  loop  h  nearly  in  the  shape  it 
w^ill  be  when  finished,  as  shown  in  Pig.  1 ,  with  the  two  lips 
or  ears  which  form  the  sides  or  walls  of  the  recess  which  re- 
ceives and  holds  the  tongue  g.  Pigs.  1  and  3,  and  the  spiral 
spring.  Pig.  4,  and  which  is  indicated  h  and  /,  Pig.  1 ,  and 
the  projection  or  pin  ti,  Pig.  2,  which  serves  as  a  support  for 
the  spring  and  as  a  fulcrum  or  joint  pin  on  which  the  tongue 
vibrates. 

I  make  the  tongue  g^  Pigs.  3  and  1,  by  casting  or  making 
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it  substantially  in  the  f  orni  shown  in  Pig.  3,  with  a  hole  to 
suit  the  fulcrum  n^  Pig.  2,  and  a  recess,  r,  in  which  the 
spring,  Fig.  4,  rests  and  works  to  close  the  snap,  and  with 
or  without  a  projection  or  trigger,  as  shown  at  /,  Pigs.  1  and 
3,  by  which  the  tongue  may  be  depressed  to  open  the  snap. 

I  make  the  spiral  spring  of  elastic  wire  in  the  usual  way, 
as  shown  in  Pig.  4,  with  two  ends,  h  and  ?,  projecting  tan- 
gential] y  to  serve  as  stops  to  cause  the  spring  to  operate  or 
be  operated  on  the  involute  and  evolute  or  torsion  principle, 
when  the  tongue  is  moved,  as  indicated  at  h  and  /,  Pigs.  1 
and  4. 

Having  made  the  parts  as  before  described,  I  place  the 
spiral  spring.  Pig.  4,  on  the  projection  or  pin  n.  Pig.  2,  and 
slip  the  tongue.  Pig.  3,  onto  the  projection  or  fulcrum-pin 
7i,  so  that  the  spring,  Pig.  4,  will  rest  in  and  be  inclosed  by 
the  recess  r,  with  the  two  tangential  jmrts  h  and  /  pointing 
toward  the  hook  a.  I  then  place  the  article  in  a  proper  vise 
or  press  and  close  up  the  cavity  between  c  and  d  until  the 
pin  n  comes  in  contact  with  the  side  or  ear  c,  Pig.  2,  when 
the  whole  will  appear  as  represented  in  Pig.  1,  (except  the 
fitrap  A,)  and  will  be  ready  for  use  or  sale. 

To  use  this  hook  or  snap,  I  bear  down  the  tongue  g  iv  the 
usual  way  to  open  the  hook,  which  will  cause  the  involute 
torsion  of  the  spring,  and  by  releasing  it  the  evolute  opera- 
tion of  the  spring  will  throw  back  the  tongue  to  the  position 
ishown  at  //,  Pig.  1;  or,  when  the  trigger  is  used,  I  apply  my 
finger  to  the  projection*  or  trigger  t.  Pigs.  1  and  3,  and  pull 
it  back  or  toward  the  loop  6,  which,  by  the  leverage,  will 
depress  the  tongue  ^,  and  the  eifect  will  be  the  same  as  be- 
fore. 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Patent,  is — 

1.  Tlie  combination  of  the  tongue  g  with  the  spiral  spring. 
Pig.  4,  when  the  spring  works  on  the  torsion  principle  and 
rests  in  a  recess,  as  r,  in  the  rear  end  of  the  tongue,  substan- 
tially as  herein  described. 

2.  The  combination  of  the  fulcrum-pin  n  with  the  tongue 
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g^  when  the  pin  n  is  cast  in  one  of  the  ears,  and  the  recess 
or  cavity  is  fitted  to  be  closed,  substantially  as  herein  de- 
scribed. 

CHAS.  B.  BRISTOL. 

Witnesses: 

Jas.  p.  Bristol, 
R.  Fitzgerald. 

Mr.  William  Edgar  Siraonds^  for  appellants: 

The  claim  in  question  is,  ' '  The  combination  of  the  tongue 
with  the  spiral  spring,  when  the  spring  works  on  the  torsion 
principle  and  rests  in  a  recess  in  the  rear  end  of  the  tongue, 
substantially  as  herein  described." 

Such  combination  is  found  in  at  least  three  instances  prior 
to  Bristol's  invention. 

''An  inventor  must  be  taken  to  know  of  what  his  inven- 
tion consists  and  his  patent  does  not  secure  to  him  the  ex- 
clusive right  in  anything  more  than  he  claims."  Rich  v. 
Close,  4  Fish.  282;  Stewart  v.  Mahoney,  6  Fed.  Rep.  303; 
Case  t?.  Johnson,  16  O.  G.  718;  Tucker  «.  W.  E.  M.  &  R.  M. 
Co.,  1  Fed.  Rep.  139;  Barry  v.  Gugenheim,  6  Fish.  465;  Fryer 
V,  Maurer,  20  Fed.  Rep.  916;  Railroad  Co.  v.  Mellon,  104  U. 
S.  112  [18  Am.  &  Eng.  200;]  Western  Electric  Mnfg.  Co.  v. 
Ansonia  Brass  Co.,  114  U.  S.  447  [16  Am.  &  Eng.  94.] 

The  Supreme  Court  has  most  explicitly  settled  the  legal 
principle  that  to  take  an  existing  structure  and  import  into 
it  a  feature  found  in  another  and  analogous  existing  struc- 
ture, when  the  feature  after  importation  serves  the  same  or 
similar  purpose  it  served  before  importation,  is  not  patent- 
able invention. 

Fenn.  R.  R.  Co.  v.  Loco.  Engine  Safety  Truck  Co.,  110 
U.  S.  490  [15  Am.  &  Eng.  148;]  Bussey  v.  Excelsior  Mnfg. 
Co.,  26  O.  G.  733  [15  Am.  &  Eng.  77;]  Double- Pointed  Tack 
Co.  ».  Two  Rivers  Mnfg.  Co.,  109  U.  S.  117  [14  Am.  &  Eng. 
571;]  Collins  Co.  v.  Coes,  28  O.  G.  1010;  HoUister  t).  Bene- 
dict Mnfg.  Co.,  113  U.  S.  59  [15  Am.  &  Eng.  417;]  Stephen- 
son V.  Brooklyn  Cross-Town  R.  Co.,  31  O.  G.  263  [16  Am. 
&  Eng.  63.  ] 


Oct.,  1886.]  BRAGG  v.  FITCH.  69 

Argument  of  counsel. 

It  is  a  settled  principle  of  construing  a  claim  for  a  combi- 
nation of  old  parts,  when  that  combination  is  new  only  in 
certain  matters  of  detail,  that  such  claim  must  be  limited  to 
such  matters  of  detail. 

•  The  following  conclusions  appear  to  be  safe  and  proper: 
Firsts  in  view  of  the  prior  art  there  is  no  patentable  inven- 
tion whatever  in  what  is  specified  in  Bristol's  first  claim; 
second^  if  Bristol's  first  claim  be  limited  by  construction  to 
its  details  of  shape  and  combination,  then  defendant's  de- 
vice does  not  infringe. 

Messrs.  John  K.  Beach  and  John  S.  Beach^  for  appel- 
lees: 

Upon  its  true  construction  this  is  a  valid  patent.  The  re- 
cord discloses  that  Mr.  Bristol  was  the  first  man  who  ever 
combined  the  shank,  tongue,  and  spring  of  a  snap-hook  in 
such  relation  to  each  other  that  a  recess  was  formed  in  the 
side  of  one  of  the  cheeks  of  the  tongue,  in  which  recess, 
rested  a  spring  to  actuate  the  snapping  tongue. 

The  appellants  do  not  deny  this,  but  they  say  although 
Bristol's  invention  was,  in  fact,  for  a  combination,  one  fea- 
ture of  which  was  a  tongue  having  a  recess  upon  its  side  as 
shown  in  the  drawings  and  model,  yet  the  patent  may  by 
expert  ingenuity  be  so  construed  as  to  cover  "any  form  of 
swinging  hook  so  mounted  as  to  be  capable  of  oscillation 
and  having  a  spiral  spring  working  on  the  torsion  principle 
and  resting  in  a  recess  of  any  form  in  the  rear  end  of  the 
tongue?'* 

This  construction  is  not  admissible. 

There  is  a  presumption  of  law  against  a  construction  which 
wiU  defeat  the  patent  if  it  fairly  admits  of  one  sustaining  it. 

Adair  «.  Thayer,  4  Fed.  Rep.  442;  The  Corn-Planter  Pat- 
ent, 23  Wall.  181  [10  Am.  &  Eng.  1;]  Ames  t).  Howard,  1 
Sumn.  486. 

The  snap-hook  of  the  appellants  is  an  infringement  of  the 
exclusive  rights  of  the  patent  under  the  first  claim  thereof. 
It  is  evident  on  inspection,  and  it  is  proved  and  not  denied 
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that  '^in  hooks  of  the  same  size,  the  tongues,  springs,  and 
bodies  are  interchangeable  in  the  complainants'  and  defend- 
ants' hooks." 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court: 
This  is  a  suit  on  a  {mtent  granted  to  Charles  B.  Bristol, 
May  16, 1866,  for  an  improvement  in  harness  hooks  or  snaps; 
the  cx)mplainants  being  assignees  of  the  patent.  These 
hooks  are  usually  attached  to  the  end  of  a  strap  or  chain  for 
the  purpose  of  fastening  it  to  a  ring  or  staple,  as  in  the  case 
of  a  tie  strap  for  fastening  a  horse  to  a  post.  The  small 
hook  by  which  a  watch  chain  is  fastened  to  the  ring  or  stem 
of  the  watch  is  an  example.  It  has  a  movable  part  called 
the  tongue,  which  is  connected  to  the  shank  of  the  hook  by 
a  pivot,  and  is  kept  in  place  against  the  end  of  the  hook  by 
the  pressure  of  a  spring  acting  between  the  shank  and  the 
tongue.  The  tongue  may  be  pressed  inward,  so  as  to  admit 
the  ring  or  staple,  and  is  thrust  back  to  its  place  by  the  ac- 
tion of  the  spring.  In  some  form  or  other  the  implement 
has  long  been  in  use.  The  patent  in  question  relates  to  the 
mode  of  arranging  the  spring  in  the  tongue  and  of  attaching 
both  to  the  shank  of  the  hook.  The  complainants'  expert 
says:  "The  invention  shown  and  described  in  the  patent 
of  Bristol  is  an  improvement  in  that  class  of  snap  hooks  in 
which  the  tongue  is  pivoted  in  a  recess  between  two  cheeks 
in  the  shank.  In  this  recess  a  coil  spring  is  arranged  around 
the  pivot  so  that  the  two  ends  of  the  spring  bear  one  upon 
the  tongue  and  the  other  upon  the  body  of  the  hook,  tend- 
ing to  press  the  tongue  up  against  the  end  of  the  hook,  but 
yet  permit  the  tongue  to  be  depressed  to  open  the  hook. 
In  this  class  of  hooks,  prior  to  Bristol,  the  tongue  was  cast 
with  a  recess  ui>on  its  under  side  to  form  two  cheeks  corres- 
ponding to  the  cheeks  in  the  shank  of  the  hook.  The  cheeks 
on  the  tongue  were  drilled  corresponding  to  the  hole  through 
the  cheeks  in  the  shank,  so  that  a  rivet  could  be  inserted 
through  the  sides  of  the  shank  and  both  sides  of  the  tongue 
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to  form  the  pivot  on  which  the  tongne  would  turn.  The 
coil  of  the  spring  was  arranged  around  the  pivot,  the  two 
ends  bearing,  one  upon  the  shank  and  one  upon  the  hook, 
as  before  described." 

The  principle  of  this  arrangement  was  exhibited  in  many 
different  forms.  Sometimes  the  spring  merely  passed  around 
the  pivot  without  any  coil ;  sometimes  a  straight  spring  was 
so  secured  to  the  one  part  and  made  to  press  against  the 
other  as  to  effect  the  same  object.  One  would  hardly  sup- 
pose that  a  patentable  invention  could  have  been  made  in 
relation  to  this  little  device.  But  many  patents  have  been, 
and  probably  more  will  be,  granted.  The  Bristol  patent, 
now  sued  on,  is  one  of  the  latest  in  the  series  which  has 
been  brought  to  our  attention. 

The  particular  contrivance  which  is  claimed  as  an  inven- 
tion in  this  patent  may  be  described  as  follows :  Instead  of 
having  a  separate  pivot,  or  pin,  to  i)ass  through  the  cheeks 
or  ears  of  the  hook  and  tongue  for  the  purpose  of  connect- 
ing them  together  and  holding  the  coil  of  the  spring,  a 
small  projection  or  fulcrum,  to  answer  the  purpose  of  a 
pivot,  is  cast  as  a  part  of  one  of  the  cheeks  of  the  hook,  on 
its  inner  side,  and  the  cheeks  (being  made  of  malleable  cast 
iron)  are  spread  further  apart,  and  the  recess  between  them 
is  thus  wider  than  they  are  intended  to  be  when  the  article 
is  finished.  The  coil  of  the  spring  is  placed  on  the  project- 
ing fulcrum.  The  tongue  is  made  with  a  recess  as  usual, 
but  one  side  of  this  recess  is  left  open,  the  other  side  having 
the  ordinary  cheek  perforated  with  a  hole  to  admit  the  ful- 
crum pivot.  The  tongue,  thus  constructed,  is  placed  in  the 
recess  of  the  hook  and  slipi)ed  over  the  spring  and  pivot ; 
and  then  by  means  of  a  vise  or  press,  the  outside  cheeks  of 
the  hook  are  squeezed  together  until  the  fulcrum  pivot  passes 
through  the  hole  in  the  cheek  of  the  tongue,  and  comes  in 
contact  with  the  opposite  cheek  of  the  hook.  The  patentee, 
after  having  described  the  construction  of  the  several  parts, 
explains  the  mode  of  putting  them  together  as  follows  : 

1%\  U.  S.  480-481. 
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*' Having  made  the  parts  as  before  described,  I  place  the 
spiral  spring,  Fig.  4,  on  the  projection  or  pin  ti,  Pig.  2,  and 
slip  the  tongue,  Pig.  8,  onto  the  projection  or  fulcrum  pin 
71,  so  that  the  spring,  Pig.  4,  will  rest  in  and  be  inclosed  by 
the  recess  r,  with  the  two  tangential  parts  h  and  /  pointing 
toward  the  hook  a.  I  then  place  the  article  in  a  proper 
vise  or  press  and  close  up  the  cavity  between  c  and  d  until 
the  pin  n  comes  in  contact  with  the  side  or  ear  c,  Pig.  2, 
when  the  whole  will  appear  as  represented  in  Pig.  1  (ex- 
cept the  strap  A,)  and  will  be  ready  for  use  or  sale." 

The  claim  of  the  patent  is  as  f oUows  namely — 

"  What  I  claim  as  my  invention  and  desire  to  secure  by 
letters  patent,  is : 

"1.  The  combination  of  the  tongue  g,  with  the  spiral 
spring.  Fig.  4,  when  the  spring  works  on  the  torsion  prin- 
ciple and  rests  in  a  recess  (as  r,)  in  the  rear  end  of  the 
tongue,  substantially  as  herein  described. 

''  2.  The  combination  of  the  fulcrum  pin  n  with  the  tongue 
p,  when  the  pin  n  is  cast  in  one  of  the  ears,  and  the  recess 
or  cavity  is  fitted  to  be  closed,  substantially  as  herein  de- 
scribed." 

Only  the  first  claim  is  relied  on  in  the  present  suit,  as 
the  defendants  do  not  use  the  fulcrum  pivot,  cast  with  the 
cheek  of  the  hook,  but  the  ordinary  pivot  inserted  in  holes 
in  both  cheeks. 

The  defence  is  threefold,  namely :  1.  That  the  supposed 
invention  was  described  in  previous  patents ;  2.  That,  in  view 
of  the  state  of  the  art,  the  device  claimed  as  new  was  not  a 
patentable  invention ;  3.  That,  upon  a  proper  construction 
of  the  patent,  the  defendants  do  not  infringe  it. 

Several  prior  patents  were  given  in  evidence  which  show, 
if  not  an  entire  anticipation  of,  at  least  a  very  near  approach 
to,  the  invention  claimed. 

In  1852  a  patent  was  issued  to  Palmer  &  Simmons  for  an 
improved  hook  for  whiffletrees,  embodying  the  same  prin- 
ciple as  the  Isnap  hook,  in  which  the  recess  of  the  tongue, 
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enclosing  the  spiral  spring,  having  precisely  the  same  ob- 
ject as  the  recess  of  the  tongue  and  spring  in  Bristol's  and 
other  snap  hooks,  had  but  one  cheek,  the  other  side  of  the 
recess  being  open  until  it  was  applied  to  the  end  of  the 
whiffletree  supporting  the  hook,  by  which  it  was  closed  up 
when  the  i)arts  were  brought  together.  The  connection  of 
the  two  was  made  by  a  pivot  passing  entirely  through  the 
cheek  of  the  tongue  and  the  coil  spring  enclosed  therein, 
and  into  the  end  of  the  whi£Setree.  Tliis  pivot  had  a  broad 
head,  which  compressed  the  tongue  and  kept  it  in  plao>e,  in 
the  same  manner  as  is  done  by  the  cheek  of  the  hook  in 
Bristol's  snap  hook. 

In  1869  one  Daniel  H.  Hull  patented  a  trace  fastener, 
which  contained  a  similar  device,  so  far  as  the  arrangement 
of  the  tongue  and  spring  are  concerned.  The  tongue,  called 
in  the  ])atent  the  latch,  had  a  recess  containing  the  spring 
which  was  open  on  the  inside,  opposite  to  a  slight  recess  in 
the  slotted  fastener,  which  corresponded  to  the  hook  in  the 
snap  hook.  The  pivot  on  which  the  tongue  moved,  and 
which  passed  through  the  spiral  spring,  was  of  the  usual 
kind,  and  not  cast  as  part  of  the  fastener  or  of  the  latch. 

In  January,  1864,  a  i)atent  was  granted  to  one  C.  S.  Abeel 
for  an  improvement  in  safety  hooks,  in  which  he  dispensed 
with  both  the  ears  of  the  tongue  by  the  u^e  of  one  or  two 
straight  springs,  one  end  of  which  was  inserted  in  a  slight 
groove  in  the  recess  or  chamber  of  the  hook,  and  the  other 
resting  against  the  tongue  either  in  a  groove  or  against  a 
projection  or  shoulder. 

In  December  of  the  same  year,  a  patent  was  granted  to 
Oliver  S.  Judd  for  an  improvement  in  snap  hooks,  in  which 
the  spring  was  arranged  in  the  recess  of  the  tongue  and  ope- 
rated exactly  like  the  spring  in  Bristol' s  hook ;  the  only 
difference  between  the  two  being,  that  in  Judd's  hook  the 
pivot  passed  through  both  the  hook  and  the  tongue,  and 
the  latter  had  two  cheeks,  one  on  each  side  of  its  recess. 
The  ariungement  of  the  spiral  spring,  with  both  tangential 
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ends  projecting  forward  towards  the  hook,  was  precisely 
like  Bristol's. 

These  prior  patents  exhibit  every  feature  of  the  Bristol 
snap  hook,  described  in  the  patent  saed  on,  except  the 
single  one  of  the  fulcrum  pivot  cast  as  part  of  the  cheek  of 
the  hook,  and  not  passing  through  holes  in  both  ears.  This 
fulcrum  is  the  only  novelty  shown  in  the  patent ;  and  this 
is  not  used  by  the  defendants.  The  snap  hook  made  by 
them  has  the  same  pivot  which  is  used  in  Judd's  hook,  in- 
serted in  the  same  way,  and  passing  through  both  cheeks 
of  the  hook.  The  only  particular  in  which  it  differs  from 
Judd's  is  that  the  tongue  has  but  one  cheek,  and  only  one 
end  of  the  coiled  spring  projects  forward,  towards  the 
hook,  resting  against  the  tongue ;  whilst  the  other  end  pro- 
jects backward,  and  presses  against  the  side  of  the  recess  in 
the  tongue,  which  is  curved  around  and  prolonged  suffi- 
ciently for  this  purpose.  It  differs  in  two  respects  from  the 
Bristol  snap  hook ;  to  wit,  in  not  using  the  fixed  fulcrum 
cast  as  part  of  the  cheek,  and  in  not  having  both  tangential 
ends  of  the  spring  projecting  forward  towards  the  hook, 
but  having  one  of  the  ends  projecting  backwards  and  press- 
ing, not  against  the  tongue  itself,  but  against  the  opposite 
side  of  its  recess,  prolonged  sufficiently  for  the  purpose. 

It  is  obvious  from  the  foregoing  review  of  prior  patents, 
that  the  invention  of  Bristol,  if  his  snap  hook  contains  a 
patentable  invention,  is  but  one  in  a  series  of  improvements 
all  having  the  same  general  object  and  purpose ;  and  that 
in  construing  the  claims  of  his  patent  they  must  be  restricted 
to  the  precise  form  and  arrangement  of  parts  described  in 
liis  si)ecification,  and  to  the  purpose  indicated  therein.  As 
we  have  seen,  with  one  exception  (the  solid  pivot, )  all  the 
parts  are  old,  and  have  been  used  in  combination  in  other 
things  of  the  same  general  cliaracter.  Tlie  use  of  a  recess 
in  the  tongue  with  one  6t  its  ears  or  cheeks  removed  was  to 
adapt  it  to  the  new  element  referred  to  ;  namely,  the  solid 
pivot ;  and  although  the  first  claim  of  the  patent  is  for  the 
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tongne  thus  constructed,  in  combination  with  the  spiral 
spring  as  arranged  in  connection  with  it,  yet  this  claim  must 
be  construed  in  reference  to  the  purposes  for  which  the 
tongue  and  spring,  thus  arranged,  were  intended,  namely, 
for  adjustment  upon  the  solid  pivot.  Without  this  relative 
purpose,  the  combination  of  the  tongue  and  spring,  by 
itself,  would  be  anticijmted  by  the  patent  of  Palmer  and 
Simmons,  and  that  of  Hull.  If  it  has  any  novelty,  it  con- 
sists in  its  new  application  to  the  snap  hook  as  devised  by 
Bristol ;  and  this  was  a  snap  hook  provided  with  the  i)ecu- 
liar  solid  pivot,  or  fulcrum  pin,  which  is  the  subject  of  his 
second  claim,  and  to  which,  as  we  have  seen,  the  form  and 
arrangement  of  the  tongue  and  spring  were  specially  adapted, 
and  requisite  to  its  beneficial  use.  This  necessary  restric- 
tion of  the  first  claim  renders  it  clear  that  it  is  not  infringed 
by  the  defendants ;  for,  as  before  stated,  they  do  not  use 
the  solid  pivot,  but  the  old  and  long-used  pin,  passing 
through  both  ears  or  cheeks  of  the  tongue  and  the  hook. 

The  defendants  also  use  a  difFerent  device  from  that  de- 
scribed by  Bristol,  in  the  arrangement  of  the  spiral  spring, 
the  two  ends  of  which,  instead  of  pointing  towards  the  hook, 
point  in  different  directions  one  towards  the  hook  and  press- 
ing against  the  body  of  it,  and  the  other  in  the  opi)osite  di- 
rection, and  pressing  against  the  side  of  the  recess  in  the 
tongne,  which  is  prolonged  and  curved  around  for  that  pur- 

pooc 

On  the  whole  view  of  the  case,  we  are  satisfied  that  the 
defendants  do  not  infringe  the  patent  sued  on  when  con- 
strued as  it  must  be  to  give  it  any  validity. 

The  decision  of  the  Oircuit  Court  must^  thertfore^  he  re- 
versed^  and  the  case  remanded^  with  instructions  to  dis- 
miss the  bill. 
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3ill  for    injunction.    Equity  jurisdiction.     Recovery    at    law. 

Validity  of  patent, 

1.  Where  the  bill  of  complaint  made  the  usual  averments  as  to 

invention,  the  procurement  of  letters  patent,  ownership  of  the 
same,  manufacture  under  the  patent,  public  acquiescence  in  its 
validity,  infringement;  and  prayed  for  an  answer  under  oath, 
an  accounting  in  damages  and  for  an  injunction  and  the  de- 
murrer was  general  and  set  up  no  particular  ground,  AeM,  that 
the  court  below  erred  in  sustaining  the  demurrer  and  in  dis- 
missing the  bill.     (p.  71.) 

2.  Where  the  patent  had  been  issued  for  fifteen  months  before  the 

bill  praying  for  an  injunction  and  an  account  was  filed,  and 
having  nearly  sixteen  years  then  to  run,  and  the  bill  alleged 
that  the  public  had  generally  acknowledged  and  acquiesced'  in 
the  validity  of  the  patent,  and  that  the  invention  had  been  put 
in  practice  by  the  plaintiff,  and  had  been  of  great  utility,  held^ 
that  it  was  not  necessary  to  show  a  recovery  at  law  to  warrant 
jurisdiction  in  equity  for  an  injunction  and  an  account,     (p.  73.) 

[Citations  in  the  opinioti  of  the  court:] 

Root  V,  Railway  Co.,  105  U.  S.  189  [13  Am.  &  Eng.  556.]  p.  74. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Colorado. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

Mr,  Leigh  Robinson^  for  appellant: 
The  vmt  of  injunction  issues  on  the  principle  of  a  clear 
and  certain  right  to  the  enjoyment  of  the  subject  in  question, 

*See  Explanation  of  Notes,  page  III 
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and  an  injurious  interruption  of  that  right,  which,  on  just 
and  equitable  grounds,  ought  to  be  prevented.  A  special 
presumption  that  the  patent  is  valid  lies  at  the  foundation 
of  a  patentee's  right  to  an  injunction.  That  presumption 
not  only  exists,  but  every  other  conclusion  is  excluded, 
where  the  defendant  does  not  deny  the  validity  of  the  patent. 

Sickles  t).  Mitchell,  3  Blatch.  548;  New  York  Grape  Sugar 
Co.  V.  American  Grape  Sugar  Co.,  10  Fed.  Rep.  835;  Ogle  v. 
Edge,  4  Wash.  684;  Orr  v.  littlefield,  1  Wood.  &  M.  15. 

The  doctrine  was  laid  down  by  Lord  Eldon  that  where  a 
patent  has  been  granted,  and  an  exclusive  possession  of  some 
duration  had  under  it,  the  court  will  interpose  its  injunction, 
without  putting  the  i>atentee  previously  to  establish  the 
validity  of  his  patent  by  an  action  at  law.  Hill  v.  Thomp- 
son, 3  Morris,  622.  But  where  the  validity  of  the  patent  is 
not  assailed  and  the  infringement  is  clear,  or  what  is  the 
same  thing,  admitted,  there  is  before  the  court  every  ground 
for  an  injunction,  which  could  be  derived  from  overwhelm- 
ing proof  and  adjudication  thereon.  The  presumption  aris- 
ing from  the  grant  is  ample  as  against  a  defendant  who  ad- 
mits he  has  appropriated  an  invention  secured  to  another  by 
letters  patent  which  are  not  attacked. 

In  the  United  States,  where  a  court  of  equity  having 
heard  a  case  on  full  proofs  is  well  satisfied  of  the  originality 
of  an  invention,  the  regularity  of  a  patent,  and  of  the  fart 
of  infringement,  it  will  not  send  the  case  to  a  jury  to  have 
its  verdict  prior  to  granting  a  perpetual  injunction.  It  will 
grant  it  at  once.  Ck)odyear  v.  Day,  2  Wall,  jr.,  283.  ''  It 
is  true,"  observed  Orier,  J.,  "  that  in  England  the  Chancellor 
will  generally  not  grant  a  final  and  perpetual  injunction  in 
patent  cases,  where  the  answer  denies  the  validity  of  the 
patent^  without  sending  the  parties  to  law  to  have  that 
question  decided.  But  even  there  the  rule  is  not  absolute 
or  universal.  It  always  rests  on  the  sound  discretion  of  the 
court.  A  trial  at  law  is  ordered  by  a  chancellor  to  inform 
his  conscience;  not  because  either  party  may  demand  it  as  a 
right,  or  that  a  court  of  equity  is  incompetent  to  judge  of 
questions  of  fact  or  of  legal  titles." 
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Tracey  v.  Torrey,  2  Blatch.  276;  Buck  v.  Gill,  4  McLean, 
174. 

In  order  to  successfully  resist  a  motion  for  an  injunction 
to  restrain  the  infringement  of  a  patent,  where  no  question 
is  made  as  to  the  use  by  the  defendant  of  the  thing  patented, 
facts  must  be  shown  on  the  part  of  the  defendant,  tending 
to  prove  that  the  plaintiff  was  not  the  inventor  of  the  thing 
patented  within  two  years  before  his  application  for  the 
patent. 

It  is  not  a  sufficient  answer  to  such  a  motion,  that  the  in- 
fringement has  been  discontinued  and  is  not  intended  to  be 
resumed;  no  compensation  for  an  unlawful  use  having  been 
made.  There  is  no  necessity  that  the  validity  of  a  patent 
should  be  established  on  a  trial  at  law,  before  an  injunction 
can  be  granted,  where  the  case  is  a  clear  one  for  the  plain- 
tiff, even  though  it  be  shown  that  the  defendant  is  able  to 
respond  in  damages.  Sickles  v,  Mitchell,  3  Blatch.  648. 
•  It  is  no  objection  in  a  suit  in  equity,  for  the  infringement 
of  letters  patent,  to  granting  to  the  playitiff,  on  the  final 
hearing,  relief  by  a  perpetual  injunction  and  an  account  of 
profits;  that  the  patent  has  not  been  established  at  law;  and 
that  no  preliminary  injunction  has  been  applied  for  or 
granted  in  the  suit;  and  that  the  plaintiff  has  not  applied  for 
the  trial  of  issues  to  determine  the  questions  of  the  validity 
of  the  patent,  and  of  its  infringement  raised  by  the  defend- 
ant.    Buchanan  v.  Howland,  5  Blatch.  152. 

Where  a  bill  in  equity,  for  the  infringement  of  a  patent, 
prays  for  a  discovery  and  an  account  of  profits,  and  alleges 
that  the  plaintiff  has  no  adequate  remedy  except  in  equity, 
it  is  not  demurrable  on  the  ground  that  the  plaintiff  has  an 
adequate  remedy  at  law.    Perry  v.  Corning,  7  Blatch.  195. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the  court: 
This  is  a  bill  in  equity,  filed  in  the  Circuit  Court  of  the 

United  States  for  the  District  of  Colorado,  by  George  C. 

McCoy  against  Frederick  Nelson,  for  the  infringement  of 
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letters  patent  of  the  United  States,  No.  364,993,  granted  to 
McCoy,  March  14,  1882,  for  an  "improvement  in  boots." 
The  biU  sets  forth  a  copy  of  the  patent,  and  of  its  specifica- 
tion and  drawings,  at  length.  The  defendant  interposed  a 
general  demurrer  to  the  bill,  for  want  of  equity,  specifying 
no  grounds  of  demurrer.  The  court  sustained  the  demurrer 
and  entered  a  decree  dismissing  the  bill,  from  which  the 
plaintiff  has  appealed. 

We  are  not  furnished  with  a  copy  of  any  opinion  of  the 
circuit  court,  nor  with  any  brief  from  the  appellee,  and  the 
case  was  not  orally -argued  on  his  part.  We  are  left  there- 
fore without  information  as  to  the  grounds  upon  which  the 
demurrer  was  sustained. 

The  bill  alleges  that  the  plaintiff  ^ '  is  the  original  and  first 
inventor  of  a  new  and  useful  improvement  and  invention  in 
boots,  which  are  fully  and  particularly  described  in  the  let- 
ters patent  hereinafter  mentioned,  and  which  had  not  been 
known  or  used  before  his  said  invention."  It  then  sets  out 
that  he  applied  for  and  obtained  the  patent.  The  patent 
states,  on  its  face,  that  he  has  applied  for  a  patent  "  for  an 
alleged  new  and  useful  improvement  in  boots,  a  description 
of  which  invention  is  contained  in  the  specifications,  of 
which  a  copy  is  hereto  annexed  and  made  a  part  hereof." 
The  patent  grants  to  him,  his  heirs  or  assigns,  for  seventeen 
years  from  its  date,  '^  the  exclusive  right  to  make  and  vend 
the  said  invention  throughout  the  United  States  and  Terri- 
tories." The  specification  states  that  he  has  ''invented  a 
new  and  improved  boot,  of  which  the  following  is  a  full, 
clear,  and  exact  description."  It  says :  "  The  object  of  my 
invention  is  the  production  of  a  boot  of  novel  and  improved 
construction,  as  hereinafter  described  and  claimed."  It  re- 
fers to  seven  figures  of  drawings  which  accompany  the  spec- 
ification, one  of  which  "  is  a  i)erspective  view  of  my  im- 
proved boot."  It  states  that  ''  the  sole  and  heel  of  the  boot 
are  of  ordinary  form,  and  the  upper  and  counter  may  be 
secured  to  the  sole  by  any  of  the  well  known  and  common 
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means."  It  then  describes  the  vamp,  the  quarters  which 
form  the  leg,  the  mode  of  sewing  the  quarters  together,  the 
hooks  and  holes  for  lacing  and  the  lacing  device,  and  the 
strip  secured  over  the  front  seam,  and  the  leather  tongue 
which  closes  the  opening  in  front  in  the  main  material  of 
the  leg  and  is  itself  secured  to  the  leg  pieces  or  quarters  and 
the  vamp.  The  claim  is  as  follows :  '*  Having  thus  de- 
scribed my  invention,  I  claim  as  new,  and  desire  to  secure 
by  letters  patent,  the  herein  described  boot,  consisting  of 
the  vamp  B,  the  quarters  d^  sewed  together  in  the  back  and 
a  short  distance  in  front  from  the  top  down,  and  provided 
with  the  hooks  ^,  holes  /,  and  a  suitable  lacing  device,  the 
strip/*  secured  over  the  said  front  seam,  and  the  tongue  G, 
secured  to  the  said  leg  pieces  and  vamp,  substantially  as 
set  forth."  The  bill  then  alleges  that  the  plaintiff  was  and 
is  the  owner  of  the  i)atent ;  that  he  has  invested  and  ex- 
pended large  sums  of  money  for  the  purpose  of  carrying  on 
the  business  of  making  and  selling  boots  containing  the  in- 
vention ;  that  the  invention  has  been  of  great  utility  ;  that 
boots  were  made  according  to  it,  and  containing  it,  and 
sold  by  him,  to  the  great  advantage  of  the  public ;  that 
the  public  have  generally  acknowledged  and  acquiesced 
in  the  validity  of  the  patent  and  in  his  rights ;  that  the 
defendant  has  manufactured,  used  and  vended  to  others 
to  be  used,  boots  containing  and  embracing  the  invention, 
in  the  District  of  Colorado,  without  the  license  of  the  plain- 
tiff, and  in  violation  of  his  rights,  and  in  infringement  of 
the  patent,  with  full  knowledge  of  those  rights,  and  to  the 
injury  of  the  plaintiff,  whereby  he  has  been  and  still  is 
being  deprived  of  profits  which  he  otherwise  would  have 
obtained ;  and  that  the  defendant  has  made  and  sold  large 
quantities  of  said  boots,  and  is  still  engaged  in  selling  the 
same,  and  has  a  large  quantity  thereof  on  hand,  which  he 
is  offering  for  sale,  and  has  made  lai^  profits  from  such 
Bales.  The  bill  prays  for  an  answer  on  oath ;  and  that  the 
defendant  may  account  for  and  pay  to  the  plaintiff  the 
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profits  acquired  by  the  defendant,  and  the  damages  suffered 
by  the  plaintiff,  from  the  unlawful  acts  of  the  defendant. 
It  also  prays  for  an  injunction. 

Oroping  in  the  dark  and  grappling  with  sliadows,  we  are 
unable  to  perceive  the  objection  to  this  bill.  The  brief  of 
the  appellant  does  not  state  upon  what  ground  it  is  under- 
stood the  court  below  proceeded.  If  it  be  suggested  that 
the  claim  of  the  patent  is  for  the  boot  decribed,  and  that 
the  bill  merely  alleges  that  the  defendant  has  made,  used 
.and  sold  boots  containing  and  embracing  the  invention  cov- 
ered by  the  jmtent,  instead  of  alleging  that  the  defendant 
has  made,  used  and  sold  the  invention  or  the  patented  boot, 
we  are  of  opinion  thatthere  is  no  force  in  the  objection.  If 
the  boot  made,  used  and  sold  by  the  defendant  is  not  a  boot 
consisting  substantially  of  the  parts  mentioned  in  the  claim 
of  the  patent,  it  does  not  infringe  the  jmtent,  and  is  not,  in 
judgment  of  law,  a  boot  containing  and  embracing  the  inven- 
tion, in  the  language  of  the  bill.  Although  the  claim  of  the 
patent  is  a  claim  to  the  described  boot,  consisting  of  the 
elements  specified,  the  invention  patented  is  an  ' '  improve- 
ment in  boots,''  as  stated  in  the  patent,  and  any  boot  which 
contains  that  improvement,  according  to  the  terms  of  the 
claim,  infringes  the  patent  and  is  a  boot  containing  and  em- 
bracing the  invention  patented.  The  bill  is  entirely  suffi- 
cient to  put  the  defendant  upon  his  answer,  and  the  rights 
of  the  parties  will  be  properly  and  adequately  adjusted  in 
the  further  proceedings  in  the  cause.  The  bill  is  in  accord- 
ance with  approved  precedents,  and  is  in  the  usual  form. 

The  patent  having  been  issued  fifteen  months  before  the 
bill  was  filed,  and  having  nearly  sixteen  years  then  to  run, 
and  the  biU  alleging  that  the  public  have  generally  ac- 
knowledged and  acquiesced  in  the  validity  of  the  patent, 
and  that  the  invention  has  been  put  in  practice  by  the  plain- 
tiff, and  has  been  of  great  utility,  it  was  not  necessary  to 
iihow  a  recovery  at  law,  to  warrant  jurisdiction  in  equity, 
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for  an  injunction  and  an  account.    Root  v.  B.  Co.,  105  U. 
S.  189  [13  Am.  &  Eng.  556.] 

The  decree  of  the  Circuit  Court  is  reversed^  and  the  case 
is  remanded  to  that  court  with  a  direction  to  take  such 
further  proceedings  as  shaU  he  in  conformity  with  this 
opinion. 

181  V,  S.  487-488. 
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GEORGE  B.  SNOW  et  al.,  APPELLANTS,  «.  LAKE 
SHORE  AND  MICHIGAN  SOUTHERN  RAILWAY 
COMPANY.* 
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[Bk.  30,  L.  ed.  1004  ;  39  O.  G.  1081.] 

Affirming  Ibid,  18  Fed.  Rep.  602. 

Argued  April  19,  1887.     Decided  May  2,  1887. 

PaHundar  patent  construed  and  not  infringed.     Construction  of 
claims.    Limitation  of  an  element  of  a  combination, 

1.  Claim  1  of  letters  patent,  No.   127,933,  G.  B.  Snow,  June  11, 

1872,  Bell  Ringer  for  "The  combination  of  the  cylinder  A, 
piston  G,  piston  rod  D,  slotted  rod  C,  and  crank  B,  when  con- 
structed and  operated  substantially,  ifec,"  construed  and  lim- 
ited in  view  of  the  state  of  the  art  and  of  the  specification  to 
involve  as  one  material  part  of  the  invention  the  detachment 
of  the  piston  from  the  piston  rod,  held,  that  a  steam  bell- 
ringer  constructed  under  letters  patent,  No.  154,394,  C.  H. 
Hudson,  August  25,  1874,  Steam  Bell-Ringing  Apparatus  not 
containing  this  contrivance  did  not  infringe  the  patent,  al- 
though the  most  important  features  of  the  bell-ringers  were 
suggested  by  the  invention  of  the  patentee,     (p.  79.) 

2.  Claims  must  be  construed  with  reference  to  the  specification  ; 

and  where  the  latter  imposes  a  restriction  or  limitation  upon 
an  element  of  a  combination,  a  claim  for  the  combination  can- 
not be  so  construed  as  to  avoid  such  limitation,     (p.  93.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  New  York.  Opinion  below  pub- 
lished, 18  Fed.  Rep.  602. 

The  history  and  facts  of  the  case  api^ear  in  the  opinion  of 
the  court. 

*  See  Explanation  of  Notes,  page  III. 
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Mr.  Jamis  A^  AUen,  for  appellants : 

It  must  be  conceded,  we  think,  that  the  first  claim  of 
Snow's  patent  of  1872  is  somewhat  less  broad  than  the 
actual  scope  of  the  invention ;  and  that  the  claim  being  foi* 
a  combination,  all  the  elements  named  in  the  combination 
must  be  necessarily  present  in  the  machine  of  which  the 
monopoly  is  secured  to  him ;  but  while  the  rule  of  Gage  v. 
Herring,  107  U.  S.  640  [14  Am.  &  Eng.  464,]  and  similar  au- 
thorities will  be  conceded,  the  state  of  the  art  being  what 
it  is,  and  no  real  restriction  being  imposed  on  the  inventor 
by  the  rights  or  claims  of  others,  his  patent  should  receive 
in  all  respects  a  liberal  construction,  and  he  should  be  held 
entitled  to  his  actual  invention  to  the  fullest  extent,  which 
under  the  received  rules  of  interpretation  the  language 
which  has  been  employed  in  the  specification  and  claim  will 
admit. 

TurriU  v.  Railroad  Co.,  1  Wall.  491  [7  Am.  &  Eng.  202 ;] 
Winans  v.  Denmead,  15  How.  330  [6  Am.  &  Eng.  107 ;] 
Rubber  Co.  v.  Goodyear,  9  Wall.  788  [8  Am.  &  Eng.  150 ;] 
Ames  V.  Howard,  1  Sumn.  485 ;  Ryan  v.  Goodwin,  3  Sumn. 
514 ;  Haworth  v.  HardcMtle,  Web.  Pat.  Cas.  484  [2  Am.  & 
Eng.  19 ;]  Curtis  on  Pats.,  §  458 ;  Wyeth  v.  Stone,  1  Story, 
271. 

The  court  below  erred  in  deciding  that  the  first  claim  of 
the  appellants'  jmtent  was  restricted  to  a  combination  of 
parts  in  which  use  was  made  of  a  detached  piston-rod.  It 
does  not  seem  to  be  questioned  that  the  detached  form  of 
the  piston-rod  is  the  preferable  form.  The  construction 
which  has  been  adopted  by  the  court  below  saves  to  the 
patentee  out  of  his  jyatent  only  the  advantage  of  the  addi- 
tional degree  of  utility  which  he  may  derive  from  the  speci- 
fied preferable  form  of  piston-rod. 

"  When  the  inventor  says :  '  I  recommend  the  following 
method,'  he  does  not  thereby  constitute  such  method  a  por- 
tion of  his  patent.  His  patent  may  be  infringed,  although 
the  party  does  not  follow  his  recommendation,  but  accom- 
plishes the  same  end  by  another  method." 
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Argument  of  counsel. 

SewaU  V.  Jones,  91  U.  S.  186  [10  Am.  &  Eng.  336 ;]  Pick- 
ering  0.  McCullough,  104  U.  S.  310  [13  Am.  &  Eng.  238.] 

The  mode  of  operation  of  the  defendant's  device  as  de- 
scribed in  the  Hudson  specification  is  literally  that  of  the 
combination  of  parts  secured  to  the  complainant  by  the  first 
claim  of  the  Snow  patent  of  1872. 

Whatever  differences  of  detail  exist  between  the  two 
structures,  compared  otherwise  than  with  regard  to  the  es- 
sential work  which  the  parts  in  the  respective  machines 
have  to  do,  the  identity  of  the  mode  of  operation  in  each  is 
complete. 

Machine  Co.  v.  Murphy,  97  U.  S.  120  [11  Am.  &  Eng. 
494 ;]  Cantrell  v.  Wallick,  117  U.  S.  696  [16  Am.  &  Eng. 
322  ;]  Gaboon  v.  Ring,  1  Cliff.  620, 

Mr.  Oeorge  Pay  son,  for  appellee : 

The  sole  question  in  the  case  is  whether  the  first  claim  of 
the  patent  is  infringed  by  the  Hudson  bell-ringer.  Does 
that  bell-ringer  contain  all  the  same  parts,  or  their  mere 
mechanical  equivalents,  combined,  arranged  and  operating 
in  the  same  way,  and  producing  the  same  results. 

That  all  the  parts  must  be  substantially  used  is  now  too 
well  settled  to  require  any  authorities.  That  they  must  all 
be  ^^  combined  and  arranged  in  the  same  way"  has  also 
been  repeatedly  held  by  this  court. 

Prouty  V.  Ruggles,  16  Pet.  341  [4  Am.  &  Eng.  361 ;]  Car- 
ver V.  Hyde,  16  Pet.  513  [4  Am.  &  Eng.  367 ;]  Seymour  v. 
Osborne,  11  Wall.  555  [8  Am.  &  Eng.  290 ;]  Eames  «.  God- 
frey, 1  Wall.  80  [7  Am.  &  Eng.  158.] 

The  Hudson  combination  is  different  from  the  patent ;  its 
parts  are  different ;  those  parts  are  differently  arranged  and 
combined ;  they  do  not  produce,  and  are  not  capable  of  pro- 
ducing the  same  results. 

It  would  seem  absolutely  decisive  of  this  whole  question 
to  say  that  Hudson  does  not  dispense  with  the  tise  of  stvff- 
ing -boxes.  In  other  words,  his  device  does  not  accomplish, 
and  was  not  intended  to  accomplish  the  very  purpose  which 
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constitutes  the  essence  of  Snow^s  invention.  On  the  con- 
trary, the  construction  of  Hudson's  bell-ringer  is  such  that 
he  was  compelled  to  retain  the  very  thing  which  it  was 
Snow's  sole  object,  as  expressly  stated  in  his  specification, 
to  avoid. 

The  differences  between  the  two  patents  are  all  differences 
of  sicbstittUion.  Hudson  has  not  taken  Snow's  device,  and 
added  something  to  it ;  it  has  left  out  parts  of  Snow's,  and 
put  others  of  his  own  in  their  place. 

This  being  so,  it  is  impossible,  from  the  very  nature  of 
things,  that  there  should  be  any  infringement.  A  mechani- 
cal equivalent  is  something  that  can  be  made  without  in- 
vention. 

Colt  V.  Massachusetts  Arms  Co.,  1  Fish.  126 ;  Johnson  v. 
Root,  1  Pish.  364 ;  Potter  v.  Holland,  1  Pish.  390 ;  Eames 
V.  Godfrey,  1  Wall.  80  [7  Am.  &  Eng.  168  ;]  Gk)uldi?.  Rees, 
15  Wall.  193  [9  Am.  &  Eng.  39.] 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court: 

The  appellants,  who  were  complainants  below,  filed  their 
bill  in  equity  August  7,  1882,  against  the  defendant,  to  re- 
strain the  alleged  infringement  of  letters  patent.  No.  127,933, 
granted  to  the  Buffalo  Dental  Manufacturing  Company,  as 
assignee  of  George  B.  Snow,  on  June  11, 1872,  for  a  new  and 
useful  improvement  in  steam  bell  ringers;  the  Buffalo  Den- 
tal Manufacturing  Company  being  a  joint-stock  association 
under  the  laws  of  the  State  of  New  York,  of  which  the  ap- 
pellants were  the  sole  officers,  directors,  shareholders,  as- 
sociates, and  x>6rsons  in  interest.  The  specifications,  with 
drawings  annexed,  of  this  patent  are  as  follows: 

^^Specification  describing  certain  improvements  in  Steam 
Bell-Ringing  Apparatus,  invented  by  George  B.  Snow,  of 
Buffalo,  in  the  County  of  Erie,  State  of  New  York. 

''This  invention  relates  to  the  construction  of  a  steam  bell 
ringer  in  such  a  manner  as  to  prevent  any  apparent  leakage, 
either  of  water  or  steam,  without  resorting  to  the  use  of 
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stuffing  boxes;  and  also  to  canse  the  admission  and  release 
of  the  steam  directly  by  the  motion  of  the  piston,  and  with- 
out the  use  of  any  intermediate  parts  between  the  piston  and 
valves. 

' '  Referring  to  the  annexed  drawing,  Figure  1  is  an  ele- 
vation  of  the  device  as  applied  to  the  bell  of  a  locomotive. 
Fig.  2  is  a  vertical  section  of  the  steam  cylinder  on  the  plane 
a  6,  on  an  enlarged  scale. 

"A  is  a  single  acting  steam  cylinder,  connected  to  the 
crank  B  on  the  bell  yoke  by  the  slotted  rod  C.  This  rod 
should  be  of  such  a  length  that  the  piston  G  will  be  forced 
to  the  bottom  of  the  cylinder  as  the  crank  B  passes  its  lower 
center,  the  slot  through  which  the  crank  pin  passes  being 
long  enough  to  allow  the  crank  to  pass  its  upper  center 
freely,  notwithstanding  the  disproportion  between  the  throw 
of  the  crank  B  and  the  length  of  stroke  of  the  piston  rod  D. 
The  piston  G  is  disconnected  trom  its  rod  D,  to  prevent  any 
lateral  strain  being  communicated  to  it,  thereby  decreasing 
to  some  extent  the  wear  of  the  piston  in  the  cylinder.  Tlie 
piston  should  be  considerably  longer  than  its  length  of 
stroke.  The  piston  rod  D  passes  through  a  sleeve  in  the 
cylinder  cover  I,  which  should  be  long  enough  to  st-eady  it 
and  act  as  a  guide,  and  is  limited  in  its  upward  motion  by 
the  collar  d,  E  is  a  conical  exhaust  valve,  seating  upward 
against  the  bottom  of  the  piston  G.  F  is  the  steam  valve, 
also  conical,  and  seating  upward,  containing  within  itself 
the  tail  of  the  exhaust  valve  E,  such  an  amount  of  motion 
being  permitted  between  the  two  that  the  steam  valve  F 
will  be  raised  to  its  seat  and  the  exhaust  valve  E  be  opened 
as  the  piston  approaches  the  upper  end  of  its  stroke.  Ex- 
haust passages  M  m  are  formed  in  the  piston  G,  which  com- 
municate with  the  holes  m'  in  the  side  of  the  cylinder  by 
means  of  annular  grooves  turned  in  the  side  of  the  piston, 
the  openings  m'  being  of  such  a  number  and  so  disposed  as 
to  insure  a  constant  communication  with  the  passage  M. 
The  thimble  H  forms  an  annular  si>ace  around  the  cylinder^ 
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from  which  the  steam  escapes  through  the  passage  O.  If 
the  piston  is  closely  fitted,  it  will  wear  a  long  time  with  very 
little  leakage,  and  what  there  may  be  will  be  caught  in  the 
annular  grooves  in  the  side  of  the  piston,  and  passed  at  once 
through  the  exhaust  passages  m\  thus  preventing  any  leak- 
age around  the  piston  rod  D.  It  is  advisable  to  use  a  pack- 
ing of  a  single  ring  at  the  lower  part  of  the  piston,  not  so 
much  to  avoid  leakage  as  to  sustain  the  piston  at  the  upper 
end  of  its  stroke  by  the  elasticity  of  the  ring,  until  it  is 
brought  to  the  bottom  of  the  cylinder  by  the  return  swing 
of  the  bell. 

"The  bell  being  set  in  motion,  the  crank  B  drives  the 
piston  to  the  bottom  of  the  cylinder,  closing  the  exhaust 
valve  and  forcing  open  the  steam  valve,  admitting  steam  to 
the  cylinder  from  the  space  S.  As  the  piston  is  driven  up- 
ward the  exhaust  valve  is  carried  with  it,  and  as  the  piston 
approaches  the  end  of  its  stroke  the  steam  valve  is  also 
raised  to  its  seat,  after  which  the  exhaust  valve  is  opened. 
Ajs  the  pressure  is  relieved  the  exhaust  valve  drops,  leaving 
the  passage  M  entirely  clear  during  the  return  stroke,  which 
is  made  by  the  momentum  of  the  bell  on  its  return. 

"  The  arrangement  of  valves  shown  is  not  essential,  as  the 
exhaust  valve  may  be  placed  in  a  cavity  in  the  body  of  the 
cylinder  opening  into  the  exhaust  passage,  and  botl^the 
steam  and  exhaust  valves  be  closed  by  the  direct  impulse  of 
the  steam,  the  ox)enings  mf  being  made  low  enough  in  the 
cylinder  to  allow  the  piston  to  pass  them  at  the  upper  end 
of  the  stroke;  or,  by  using  a  piston  in  the  form  of  an  in- 
verted cup,  the  steam  and  exhaust  may  be  worked  througli 
openings  in  the  side  of  the  piston  and  cylinder,  the  expan- 
sion of  the  steam  doing  the  work.  The  disadvantage  of  the 
lirst  of  these  plans  is  that  the  valves  are  closed  so  violently 
that  they  soon  wear  out;  of  the  second,  the  difficulty  of  get- 
ting rid  of  water  of  condensation. 

''Having  thus  fully  described  my  device,  I  claim  as  my 
invention: 
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''1.  The  combination  of  the  cylinder  A,  piston  G,  piston 
rod  D,  slotted  rod  C,  and  crank  B,  when  constructed  and 
operated  substantially  as  described. 

"2.  The  combination  of  the  valves  E  and  P,  both  seating 
upward,  with  the  piston  G  and  i)assages  M  m  m\  for  the 
purpose  of  admitting  steam  to  and  exhausting  it  from  under 
the  piston  G,  substantially  as  described." 

The  infringement  alleged  is  of  the  first  claim  only,  and 
consists  in  the  use  by  the  defendant  below  of  steam  bell- 
ringers  constructed  and  operated  in  conformity  to  the  draw- 
ings and  specifications  of  letters  patent  granted  August  25, 
1874,  No.  154,394,  to  Charles  H.  Hudson,  for  a  new  and  use- 
ful improvement  in  steam  bell-ringing  api)aratus.  The  si)e- 
cifications  and  illustrative  drawings  of  that  patent  are  as 
follows: 

''7b  oZZ  whom  it  Toay  concern-. 

'*  Be  it  known  that  I,  Charles  H.  Hudson,  of  the  City  and 
County  of  Dubuque,  Iowa,  have  invented  a  new  and  useful 
Improvement  in  Steam  Bell-Ringing  Apparatus,  of  which 
the  following  is  a  specification: 

''This  invention  relates  to  steam  engines,  designed  for 
ringing  bells  on  locomotives  and  in  other  places;  and  con- 
sists in  the  construction  and  arrangement  of  parts,  as  here- 
inafter described,  and  specifically  indicated  in  the  claim. 

"In  the  accompanying  drawings,  Figure  1  represents  a 
vertical  section  of  Pig.  2  on  the  line  x  x;  and  Pig.  2  is  a 
horizontal  section  taken  on  the  line  y  y.  Pig.  1. 

'•  Similar  letters  of  reference  indicate  corresix)nding  parts. 

"This  bell-ringing  engine  may  be  worked  with  either 
steam  or  air. 

"  A  is  the  cylinder ;  B,  the  piston.  C  is  the  piston  rod. 
D  is  the  valve  ring.  E  is  a  rod  which  is  hinged  to  the  piston 
rod  at  the  point  P.  This  rod  E  slides  in  the  tube  G,  which 
is  attached  to  the  bell  crank.  This  connection  is  such  that 
the  lower  end  of  the  tube  G  will  be  at  the  shoulder  H  when 
the  bell  crank  is  at  the  lowest  point,  and  the  piston  at  the 
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bottom  of  the  stroke.  The  movement  of  the  tube  upon  the 
rod  E  will  allow  the  bell  to  be  turned  over  and  the  bell  crank 
to  go  to  its  highest  point  freely,  while  the  piston  is  at  the 
lowest  point. 

*'I  is  the  exhaust  port;  J,  the  inlet  port.  The  valve  ring 
D  is  so  arranged,  in  regard  to  the  ports,  that  the  movement 
of  the  piston  to  the  lowest  point  moves  the  valve  ring  down, 
and  closes  the  exhaust  and  opens  the  inlet  port.  When  the 
piston  moves  to  the  other  end  of  the  stroke  the  ring  is  moved 
in  the  other  direction,  and  the  inlet  is  closed  and  the  ex- 
haust is  opened.  K  is  the  inlet  passage.  L  is  the  exhaust 
passage,  m  is  a  small  opening  into  the  exhaust  passage,  to 
allow  any  steam  which  may  pass  the  piston  to  escape.  O  O 
are  ports  or  passages  in  the  lower  head  of  the  double  piston, 
to  permit  the  steam  (or  air,  if  used)  to  act  against  the  lower 
head  of  the  cylinder. 

'*  When  the  bell  is  in  motion,  the  bell  crank  will  press  the 
tul^e  down  on  the  rod  and  force  the  piston  to  the  bottom  of 
the  stroke,  and  thereby  close  the  exhaust  and  open  the  in- 
let i)ort.  When  the  crank  has  passed  the  center  of  the 
stroke,  the  steam  admitted  by  the  movement  of  the  valve 
ring  presses  the  piston  up  and  throws  up  the  bell.  The  tube 
connection  allows  the  bell  crank  to  move  freely  upward 
after  the  piston  has  reached  the  end  of  the  stroke,  cut  oflf 
the  stream,  and  open  the  exhaust  port.  The  return  swing 
of  the  bell  is  followed  by  the  same  action  of  the  parts. 

"  N  is  a  small  set-screw  in  the  tube  G,  the  end  of  which 
enters  a  groove,  or  acts  against  a  flat  side  of  the  rod  E,  to 
prevent  the  piston  rod  from  turning.  Any  other  suitable 
device  may  be  adopted  for  the  purpose. 

'*  I  do  not  claim,  broadly,  the  combination  of  a  valve  ring 
with  a  piston  and  cylinder  for  cutting  oflf  admission  and  es- 
cape of  steam  alternately;  but, 

"Having  thus  described  my  invention,  I  claim  as  new  and 
desire  to  secure  by  letters  patent: 

"In  combination  with  the  vertical  cylinder  A,  having  in- 
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let  and  exhaust  ports  K  J  and  Ihrn,  the  double  piston  B 
having  openings  or  passages  O  O  in  its  lower  head,  and  the 
valve  ring  D,  arranged  below  the  upper  head  thereof,  as 
shown  and  described,  to  operate  as  si)ecified." 

The  question  of  infringement  turns  upon  the  construction 
to  be  given  to  the  first  claim  of  the  patent  sued  on,  to  de- 
termine which  it  is  necessary  to  consider  the  state  of  the  art 
at  the  time  of  its  date.  This  is  shown  by  a  prior  patent  is- 
sued to  Snow,  No.  11,307,  dated  July  11,  1854,  and  which 
had  expired  before  the  granting  of  the  patent  sued  on. 

The  specifications  and  accompanying  drawings  of  that  pat- 
ent are  as  follows : 

'•  To  whom  it  may  concern: 

''Be  it  known  that  I,  G.  B.  Snow,  of  Buffalo,  in  the 
County  of  Erie  and  State  of  New  York,  have  invented  a  new 
and  useful  method  of  employing  steam  to  ring  the  bells  of 
locomotives,  and  other  bells ;  and  I  do  hereby  declare  tnat 
the  following  is  a  full,  clear,  and  exact  description  of  the 
same,  reference  being  had  to  the  accompanying  drawings 
forming  part  of  this  specification,  in  which — 

''Figure  1  is  a  longitudinal  vertical  section  of  the  appa- 
ratus I  employ  applied  to  a  bell. 

"  Fig.  2  is  a  plan  of  the  same. 

"  Similar  letters  of  reference  indicate  corre8ix)nding  parts 
in  both  figures. 

"  My  invention  relates  to  the  application  of  steam  power 
to  the  ringing  of  the  bell,  and  it  consists  of  a  novel  combi- 
nation and  arrangement  of  a  direct-acting  engine  with  the 
bell  in  such  a  manner  that  the  bell,  being  swung  by  the  en- 
gine in  one  direction,  is  allowed  to  swing  in  the  opposite 
direction  by  its  own  gravity  and  momentum,  and  is  caused 
thus  continuously,  automatically,  to  work  with  the  same 
freedom  (but  greater  regularity  and  consequent  increased 
clearness  of  note)  as  is  obtained  by  the  ordinary  manual 
process  of  ringing. 
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^'  To  enable  others  to  make  and  use  my  invention  I  will 
proceed  to  describe  its  construction  and  operation  : 

^^  A  in  the  drawing  is  the  bell,  which  is  suspended  by  a 
yoke,  B,  of  the  usual  kind,  furnished  with  a  lever,  C,  for 
the  purpose  of  ringing  it.  D  is  the  steam  cylinder,  which 
is  placed  in  a  suitable  position  for  its  piston  E  to  connect 
with  the  yoke,  and  by  its  movement  to  swing  the  bell.  The 
bore  of  the  cylinder  for  a  locomotive  engine  would  require 
to  be  of  a  diameter  about  one  and  a  quarter  (1^)  inches,  and 
of  a  length  about  four  and  a  half  (4^)  inches.  The  piston- 
rod  F  works  through  a  stuffing-box  at  one  end  of  the  cylin- 
der, which  is  closed,  and  it  carries  a  cross-head,  O,  which 
works  on  a  fixed  guide-rod,  H.  The  other  end  of  the  cylin- 
der is  open  to  the  atmosphere.  At  the  closed  end  of  the 
cylinder  there  is  a  valve  box  or  steam  chest,  K,  which  re- 
ceives a  steam  pipe,  e,  from  the  boiler,  and  has  a  steam 
I)ort,  a,  leading  to  the  cylinder  and  an  exhaust  port,  b^ 
leading  to  the  atmosphere.  The  slide  valve  I,  which  this 
valve  box  contains  has  a  rod,  ^,  passing  through  a  stuffing- 
box  and  furnished  with  two  tappets,  d  d\  between  which  it  is 
embraced  by  a  fork  on  the  cross  head  G.  Tliese  tappets  are 
adjusted  so  that  the  fork  shall  come  in  contact  with  them 
to  ox)en  or  close  the  steam  port  at  the  proper  time,  and  thus 
regulate  the  movement  of  the  piston.  The  cross  head  is 
connected  with  the  lever  C  of  the  bell  yoke  B  by  a  chain,  J. 

*'Pig.  1  of  the  drawing  represents  the  steam  port  a  open, 
and  the  steam  acting  on  the  piston,  which  has  nearly  ter- 
minated its  stroke,  owing  to  the  cross  head  having  come  in 
contact  with  the  tappet  d*  and  being  about  to  move  the 
valve  to  close  the  steam  port  and  open  the  exhaust  port. 
As  soon  as  the  steam  is  shut  off  and  the  momentum  of  the 
bell  is  spent,  the  latter  will  swing  back,  drawing  with  it  the 
piston,  until  the  cross  h^d  strikes  the  tappet  d  and  moves 
the  valve  far  enough  to  open  the  steam  port  and  close  the 
exhaust  port,  when  the  motion  of  the  bell  will  be  again  re- 
versed. 
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*'The  motion  which  is  thus  given  to  the  bell  is  precisely 
similar  to  that  produced  in  ringing  by  hand,  and  could  not 
be  produced  by  the  direct  application  of  steam  power  to 
swing  it  in  both  directions,  which  must  produce  too  positive 
a  motion  and  could  not  allow  it  to  swing  with  the  same 
freedom  as  when  the  power  is  only  applied  in  one  direction 
and  the  bell  is  allowed  to  return  under  the  influence  of 
gravitation  alone. 

"  T  do  not  claim  of  itself,  as  new,  ringing  bells  by  the  ap- 
plication of  steam  power,  as  such,  in  a  positive  manner,  by 
rigidly  connecting  the  engine  with  the  bell  in  both  direc- 
tions of  the  swing  of  the  latter,  has  before  been  done ;  nor 
do  I  claim  the  several  devices  herein  named  individually  as 
new ;  but  I  do  claim  as  new  and  useful,  and  desire  to  secure 
by  letters  patent,  the  manner  herein  described  of  ringing 
the  bell  by  the  application  of  steam  power  and  the  gravity 
and  momentum  of  the  bell  combined  by  means  of  the  direct 
acting  engine  attached  by  chain,  or  other  equivalent  me- 
chanical device,  to  the  bell,  and  arranged,  combined,  and 
operating  with  the  bell  as  specified,  and  so  that  the  bell  is 
swung  in  one  direction  by  the  engine  and  then  let  loose  or 
free  to  swing  back  in  the  opposite  direction  by  its  own  grav- 
ity and  momentum,  to  produce  the  ring  or  sound,  and  the 
steam  alternately  admitted  to  and  exhausted  from  the  en- 
gine by  the  action  of  the  engine  and  movement  of  the  bell 
combined,  substantially  as  specified,  and  whereby  the  same 
freedom  in  the  swing  of  the  bell  to  produce  a  long  and  clear 
sound,  as  is  produced  by  the  ordinary  manual  process,  but 
with  greater  regularity  and  consequent  increased  clearness 
of  note,  is  automatically  obtained,  as  herein  set  forth.'' 

On  final  hearing  in  the  Circuit  Court,  the  bill  was  dis- 
missed for  the  reasons  stated  by  the  circuit  judge  in  his 
opinion,  as  follows : 

"Although  the  complainants'  patent  of  June  11,  1872, 
suggests  the  principle  and  the  most  valuable  parts  of  the 
combination  found  in  the  defendant's  steam  bell  ringer,  the 
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plain  and  explicit  language  of  the  specification  requires  a 
construction  of  the  first  claim  which  will  enable  the  defend- 
ant to  escape  liability  as  an  infringer.  The  first  claim  must 
be  limited  to  a  combination  in  which  the  piston  and  piston- 
rod  are  detached  from  each  other. 

''  The  patentee  doubtless  considered  that  the  detachment 
of  the  piston  and  piston  rod  would  assist  materially  in  ef- 
fecting one  of  the  two  expressed  objects  of  his  invention ; 
viz.,  the  prevention  of  leakage  of  steam.  To  prevent  the 
escax)e  of  steam  around  the  piston  rod,  he  proposed  to  con- 
fine the  steam  behind  the  piston  instead  of  introducing  it 
into  the  cylinder  in  front  of  the  piston,  as  was  done  in  his 
earlier  invention.  Accordingly,  he  located  the  steam  pas- 
sages behind  the  piston,  and  adopted  a  tightly  fitting  pis- 
ton ;  and,  in  order  that  the  piston  might  remain  tight,  he 
adopted  a  detached  piston  rod  to  relieve  the  piston  from 
lateral  strain.  The  specification  states  that  '  The  piston  is 
disconnected  from  its  rod  to  prevent  any  lateral  strain  being 
communicated  to  it,  thereby  decreasing,  to  some  extent, 
the  wear  of  the  piston  in  the  cylinder ; '  and  further,  *  If  the 
piston  is  closely  fitted  it  will  wear  a  long  time  with  very 
little  leakage,  and  what  there  may  be  will  be  caught  in  the 
annular  grooves  in  the  side  of  the  piston  and  passed  at  once 
through  the  exhaust  passages,  thus  preventing  any  leakage 
through  the  piston  rod.'  The  drawings  show  a  detached 
piston  rod,  and  all  the  co-operative  devices  are  conformed  and 
adjusted  to  a  detached  rod,  such  as  the  long  sleeve  in  the 
cylinder,  to  guide  it,  and  the  collar  on  the  end  of  the  rod 
to  limit  its  movements. 

*'  It  is  impossible  to  ignore  the  particular  construction  of 
these  two  parts,  which  is  thus  pointed  out  as  material. 
As  the  defendant's  bell  ringer  does  not  contain  such  a  pis- 
ton or  piston  rod,  infringement  is  not  shown.  The  bill  is 
therefore  dismissed."    18  Fed.  Rep.  602. 

On  this  apx)eal,  it  is  argued,  on  behalf  of  the  appellants, 
that  this  construction  of  their  patent  is  too  narrow  ;  and  it 
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is  now  contended  that  the  detachment  of  the  piston  and 
piston  rod  is  not  an  essential  part  of  the  description  and 
claim  of  the  invention  patented.  We  cannot,  however,  but 
agree  with  the  circuit  judge,  that  the  language  of  the  si)eci- 
fication  limits  the  first  claim  to  a  combination  in  which  the 
piston  and  piston  rod  are  detached  from  each  other.  In  de- 
scribing his  invention  in  the  introductory  part  of  the  si)eci- 
fication,  the  patentee  manifestly  divides  it  into  two  parts ; 
the  first  relates  '  ^  to  the  construction  of  a  steam  bell  ringer 
in  such  a  manner  as  to  prevent  any  apparent  leakage,  either 
of  water  or  steam,  without  resorting  to  the  use  of  stufling- 
boxes;"  the  second,  '^to  cause  the  admission  and  release 
of  the  steam  directly  by  the  motion  of  the  piston,  and  with- 
out the  use  of  any  intermediate  parts  between  the  piston 
and  valves."  The  first  claim  covers  the  first  part  of  this  in- 
vention by  "the  combination  of  the  cylinder  A,  piston  G, 
piston  rod  D,  slotted  rod  C,  and  crank  B,  when  constructed 
and  operated  substantially  as  described."  The  second 
claim — which  we  need  not  further  consider  here,  because 
not  involved  in  the  case — covers  the  second  part  of  the  in- 
vention. 

In  the  description  of  the  device,  with  reference  to  the 
drawings,  the  specification  says :  ''  The  piston  G  is  discon- 
nected from  its  rod  D,  to  prevent  any  lateral  strain  being 
communicated  to  it,  thereby  decreasing  to  some  extent  the 
wear  of  the  piston  in  the  cylinder." 

It  is  not  admissible  to  adopt  the  argument  made  on  be- 
half of  the  appellants,  that  this  language  is  to  be  taken  as 
a  mere  recommendation  by  the  patentee  of  the  manner  in 
which  he  prefers  to  arrange  these  parts  of  his  machine. 
There  is  nothing  in  the  context  to  indicate  that  the  pat- 
entee contemplated  any  alternative  for  the  arrangement  of 
the  piston  and  piston  rod.  The  arrangement  of  the  valves, 
as  shown  in  the  drawings,  he  declared  not  to  be  essential, 
and  explained  how  they  might  be  otherwise  adjusted,  and 
the  comparative  advantage  and  disadvantage  of  those  plans ; 
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bat  no  such  language  is  oseQ  in  reference  to  the  connection 
between  the  piston  and  its  rod.  And  when  we  compare  the 
device  as  described  in  the  specifications  of  the  patent  sued 
on  with  that  of  the  patent  of  1864,  in  which  it  was  necessary 
to  use  stoflbig  boxes,  and  consider  that  one  of  the  express 
objects  expected  to  be  accomplished  by  the  improvement 
contained  in  the  patent  of  1872  was  to  prevent  leakage  of 
water  or  steam  without  resort  to  stuflSng  boxes,  the  conclu- 
sion seems  unavoidable  that  the  patentee  intended  the  de- 
tachment of  the  piston  from  its  rod  as  an  essential  i)art  of 
the  combination  to  be  covered  by  the  first  claim. 
TTie  decree  qf  the  Circuit  Court  is,  titer tf or e^  affirmed. 
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HARRIS   EAMES,  APPELLANT,  v.  WTLLTAM  D. 

ANDREWS  ET  AL.* 

122  i;.  8.  40-70.    Oct.  Term,  1886. 

[Bk.  30,  L.  ed.  1064;  39  O.  G.  1319.] 

Affirming  Andrews  v.  Eames,  15  Fed.  Rep.  109. 
Argued  January  1^  8,  1887.    Decided  May  23,  1887. 

Theory  of  invention.  Specification.  Particular  reistue.  Per- 
miesiUe  correction  in  reissue — Act  1870y  see.  63.  Amended  re- 
issue specification.  Identical  process  claims.  Omission  in  re- 
issue of  disclaimer  in  original.    Novelty. 

1.  The  theory  of  the  operation  of  a  patented  invention  may  be  de- 

rived wholly  from  the  testimony  of  experts,  and  need  not  be 
stated  in  the  specification  of  a  patent  if  the  thing  to  be  done 
is  so  described  in  the  specification  that  it  can  be  produced,  (p. 
122.) 

2.  Reissued  letters  patent.  No.  4,372,  N.  Green,  May  9, 1871,  (orig- 

inal No.  73,425,  January  14,  1868,)  Driven  Wells,  construed  to 
cover  a  process  and  held^  that  certain  matters  found  only  in 
the  reissued  patent,  being  (1)  that  the  end  of  the  tube  should 
form  an  air-tight  connection  with  the  surrounding  earth  ;  (2) 
that  the  tube  itself  should  be  air-tight,  and  (3)  that  the  pump 
should  be  attached  to  it  by  an  air-tight  connection,  were  mat- 
ters of  reasonable  inference  from  the  language  of  the  original 
specification,  as  explained  by  testimony,  or  by  common  knowl- 
edge and  were  no  enlargement  of  the  original  invention,  (p. 
124.) 

3.  JBeldf  further  that  they  were  such  corrections  of  a  specification 

defective  from  an  insufficient  description  of  the  process  in- 
tended to  be  patented  as  are  authorized  in  case  of  inadvertence, 
accident,  or  mistake,  by  Act  1870,  sec.  53.     (p.  125.) 

4.  If  the  amended  specification  does  not  enlarge  the  scope  of  the 

patent  by  extending  the  claim  so  as  to  cover  more  than  was 
embraced  in  the  original,  and  thus  cause  the  patent  to  include 

*See  Explanation  of  Notes,  page  IIL 
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an  invention  not  within  the  original,  the  rights  of  the  public 
are  not  thereby  narrowed,  and  the  case  is  within  the  remedy 
intended  by  statute,     (p.  125.) 

5.  If  in  the  reissue  the  scope  of  the  original  is  so  enlarged  as  to 

cover  and  claim  as  a  new  invention,  Uiat  which  was  not  in  the 
original  specification  as  a  part  of  the  invenUon  described,  or, 
if  described,  was  by  reason  of  not  being  claimed,  virtually 
abandoned  and  dedicated  to  public  use,  the  reissue  is  unauthor- 
ized.     (p.  126.) 

6.  The  claim  in  the  original  patent.  No.  73,426,  was  for  **  the  here* 

in  described  process  of  sinking  wells  where  no  rock  is  to  be 
penetrated,  viz  :  by  driving  or  forcing  a  rod  to  and  into  the 
water  under  ground  and  withdrawing  it  and  inserting  a  tube 
in  its  place  to  draw  the  water  through,  substantially  as  herein 
described.'*  That  of  the  reissue.  No.  4,372,  was  for  "the  pro- 
cess of  constructing  wells  by  driving  or  forcing  an  instrument 
into  the  ground  until  it  is  projected  into  the  water  without  re- 
moving the  earth  upward,  as  it  is  in  boring,  substantially  as 
herein  described.''  Hddy  that  each  of  these,  claims  was  for 
the  same  invention,     (p.  127.) 

7.  Where  in  the  original  there  was  a  disclaimer  of  an  earlier  patent 

and  it  appeared  that  in  a  subsequent  interference  proceeding  it 
was  determined  that  such  subsequent  patent  was  for  a  differ- 
ent invention,  the  omission  of  the  disclaimer  in  a  reissue  was 
proper,     (p.  130.) 

8.  Green's  reissued  patent.  No.  4,372,  hdd^  not  anticipated  by  earlier 

patented  processes  for  obtaining  water  by  bored  wells,  or  ar- 
tesian wells,  or  by  any  earlier  published  description,  none  of 
them  being  found  as  full,  clear,  and  exact  as  would  be  re- 
quired in  a  specification  of  a  patent,  or  such  a  description  as 
would  enable  a  properly-qualified  person  to  put  the  invention 
into  practical  operation  from  the  description  alone,     (p.  131.) 

9.  Green's  reissued  patent.  No.  4,372,  fhdd^  infringed  by  a  process 

which  employed  boring  to  a  point  near  the  water  and  then 
driving  a  tubing  into  the  water  in  such  a  way  as  to  make  an 
air-tight  connection  of  the  surrounding  earth  with  the  lower 
part  of  the  tube.     (p.  137.) 
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[Citations  in  the  opinion  of  the  coort :] 

Andrews  v.  Oarman,  13  Blatch.  307.    pp.  112,  119. 

Andrews  v.  Wright,  13  O.  G.  d69.    p.  112. 

Hine  v.  Wahl.    p.  112. 

Andrews  o.  Cross,  19  Blatch.  294.    pp.  112,  121. 

Green  v.  French,  11  Fed.  Rep.  591.     p.  112. 

Andrews  v.  Creegan,  19  Blatch.  113.    p.  112. 

Andrews  v.  Long,  2  McCrary,  577.     p.  112. 

Andrews  v.  Eames,  15  Fed.  Rep.  109.    p.  112. 

Andrews  v.  Cone.    p.  112. 

Andrews  v.  Hovey,  5  McCrary,  181.    pp.  112,  122. 

Russell  V.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng.  495.]    p.  129. 

Morey  v.  Lock  wood,  8  Wall.  320  [8  Am.  &  Eng.  78.]    p.  130. 

Seymour  r.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290.]    p.  133. 

Cohn  V.  Corset  Co.,  93  U.  S.  366  [10  Am.  <&  Eng.  473.]    p.  133. 

Downton  v,  Yeager  MUler  Co.,  108 U.  S.  466  [14  Am.  <& Eng.  513.]    p.  133. 

Andrews  v.  Cross,  8  Fed.  Rep.  269.    p.  137. 

Andrews  v.  Long,  12  Fed.  Rep.  871.    p.  137. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Connecticut.  Opinion  below,  16  Fed.  Rep. 
109. 

The  history  and  facts  of  the  case  fully  appear  in  the  opin- 
ion of  the  court. 

Compare  the  following  case  of  Beedle  v.  Bennett,  post. 

Mr.  0.  R.  Ingersoll^  for  appeUard : 

It  is  vital  element  of  the  Green  reissued  patent  that  the 
well  shall  be  formed  by  "driving"  as  distinguished  from 
"boring,"  and  so  that  by  such  "driving"  the  earth  through 
which  the  instrument  is  driven  shall  be  displaced  laterally 
instead  of  removed  upwardly,  and  in  this  manner  made  to 
compact  tightly  about  the  well-tube,  above  the  water. 

This  reissued  patent  was  construed  by  Judge  Blatchf ord 
in  Andrews  v.  Cross,  8  Fed.  Rep.  269.  And  this  construc- 
tion was  adopted  by  Judge  Shipman  in  deciding  this  case  in 
the  court  below,  and  it  is  in  harmony  with  the  opinions  ren- 
dered in  prior  hearings  sustaining  the  patent  in  the  Circuit 
Court,  particularly  of  Judge  Benedict  in  Andrews  v.  Car- 
man, 13  Blatch.  307,  and  of  Judge  Nelson  in  Andrews  v. 
Wright,  13  O.  G.  969. 
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We  will  therefore  assume  it  to  be  the  constmctlon  of  the 
patent  claimed  by  the  complainants  here. 

Throughout  the  opinion  the  learned  judge  repeatedly  and 
with  emphasis  states  that  it  is  ^^an  essential  element"  of 
this  process — "an  inherent  constituent"  of  it — that  the 
''driving  process  "  be  employed  to  displace  the  earth  later- 
ally and  thereby  tightly  compact  the  earth  about  the  well- 
tube  or  pit. 

The  entire  evidence  of  infringement  is  comprised  in  the 
depositions  of  two  witnesses  whose  testimony  entirely  fails 
to  show  that  any  portion  of  defendant's  well-pit  was  con- 
structed by  laterally  displacing  the  earth  so  as  to  compact 
it  tightly  about  the  well-tube,  above  the  water.  For  the 
question  of  infringement  resolves  itself  into  this. 

On  the  contrary,  the  testimony  shows  that  the  well-pit 
was  constructed  by  removing  the  earth  upwardly  by  boring 
into  the  ground  until  water  was  reached,  when  the  occasion 
for  further  boring  or  penetrating  the  ground  ceased,  and 
when  it  was  clearly  impossible  by  any  **  driving  "  or  lateral 
displacement  of  the  material  which  had  been  struck  to  com- 
pact it  tightly  in  any  way. 

Upon  any  construction  of  the  reissued  letters  patent  which 
can  comprise  the  defendant's  wells,  the  patent  becomes  in- 
valid for  want  of  novelty.  In  other  words,  defendant's 
wells  are  constructed  and  operated  in  a  manner  well  known 
in  the  art  of  well  boring  long  before  the  alleged  invention  of 
Green. 

The  reissued  jmtent  is  invalid  as  not  being  for  the  same 
invention  as  the  original. 

The  process  described  in  the  original  patent  is  a  process 
for  '^  making  a  well  where  no  rock  is  to  be  penetrated,'^ 
And  accordingly,  we  find  that  from  an  "improvement  in 
the  manner  of  sinking  and  constructing  artesian  wells, 
where  no  rock  is  to  be  penetrated,"  in  the  original  patent, 
the  invention  becomes,  in  the  reissued  patent,  "an  im- 
proved method  for  constructing  artesian  wells,"  whether 
rock  is  to  be  penetrated  or  not ;  giving  to  the  character  of 
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the  invention  the  difference  condemned*  by  this  court,  jmit- 
ticulaxly  in  I^ussell  v.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng. 
496.] 

It  is  very  clear  that  the  patentee,  when  he  applied  for  the 
original  patent,  did  not  ''attempt  to  secure"  any  such  in- 
vention as  that  required  by  this  construction  of  the  reissue. 
If  he  was  the  discoverer  of  those  mechanical  meansby  which 
the  ''new  principle"  of  Green  of  "forcing  the  water  in  the 
water-bearing  strata  of  the  earth  from  the  earth  into  a  well- 
pit  by  the  use  of  artificial  i)ower  applied  to  create  a  vacuum 
in  the  water-bearing  strata  of  the  earth  and  at  the  same  time 
in  the  well-pit,"  (Andrews  v.  Cross,  p.  277,)  it  is  very  cer- 
tain that  thcU  was  not  the  invention  for  which  he  attempted 
to  secure  the  original  patent  of  January  14,  1868. 

He  may  have  been  ignorant  of  the  "  new  principle."  But 
he  was  bound  to  know  the  "means"  of  "putting  it  to 
practical  use"  for  which  he  claimed  the  reissued  patent  if 
they  were  then  of  his  invention.  And  knowing  them,  when 
he  applied  for  the  original  patent,  it  was  his  duty  to  make 
them  the  subject  of  his  application  if  he  intended  to  secure 
them  by  his  -psLtent.  It  is  impossible  that  he  should  have 
omitted  to  do  so  by  any  mistake  of  error  or  inadvertence. 

And  that  is  the  case  of  Powder  Co.  v.  Powder  Works,  98 
U.  S.  126  [12  Am.  &  Eng.  201,]  which  has  now  become  the 
settled  law  of  reissues — ^where  it  is  declared  that  the  statute 
of  reissues  gives  no  right  to  a  patentee  "  to  patch  up  his 
patent  by  the  addition  of  other  inventions,  which,  though 
they  might  be  his,  had  not  been  applied  for  by  him,  or,  if 
applied  for,  had  been  abandoned  or  waived.  For  such  in- 
ventions he  is  required  to  make  a  new  application,  subject 
to  such  rights  as  the  public  and  other  inventors  may  have 
acquired  in  the  meantime." 

James  v.  Campbell,  104  U.  S.  366  [13  Am.  &  Eng.  341 ;] 
Eachus  V.  Broomall,  116  U.  S.  429  [16  Am.  &  Eng.  176 ;] 
Wing  V.  Anthony,  106  U.  S.  142  [14  Am.  &  Eng.  188.] 

Even  if  the  si)ecification  of  the  reissued  patent  had  not 
been  vitiated  by  its  "new  matter,"  the  expansion  of  its 
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claim  which  we  have  noticed,  after  the  delay  of  over  three 
years,  would  be  sufficient  to  invalidate  the  reissue  upon  the 
now  well  established  rule  in  that  respect. 

Messrs.  A.  Q.  Keashey  avd  J.  C.  Clayton^  for  appellees  : 

Whether  or  not  Colonel  Green  fully  understood  the 
*  ^philosophy^^  or  scientific  principle^  involved  in  the  con- 
struction or  operation  of  his  invention  and  discovery,  is 
whoUy  immaterial.  He  certainly  invented,  described,  and 
patented  the  invention  described;  and  aftercomers  have 
studied  and  explained  the  scientific  rationale  of  its  opera- 
tion. 

Colonel  Green,  in  addition  to  this  discovery  of  the  prin- 
eipl€j  actually  produced  an  apparatus  embodying  and  util- 
izing the  said  discovery. 

Judge  Benedict  says :  ^^  I  consider  the  original  patent  to 
have  been  for  a  process,  as  is  the  reissue,  and  that  the  pro- 
cess I  find  described  in  the  reissue  is  also  to  be  found  de- 
scribed in  the  original  patent." 

Judges  Nelson  and  Dillon  said :  ^'  The  two  patents  on  ex- 
amination show  that  they  were  both  granted  for  ^  a  process 
of  constructing  wells ;  and  the  claims  and  8i)ecifications  de- 
scribe the  process.  *  *  *  The  reissue  is  not  different 
from  the  original,  and  the  claim  does  not  include  anything 
more  than  the  patentee  was  entitled  to." 

Appellant  contends  that  there  cannot  be  an  infringement 
unless  the  well  is  whoUy  made  by  d/riting ;  that  if  the 
upi)er  crust  of  the  earth  be  so  hard  as  to  need  a  drill,  and 
the  drill  be  used  for  a  part  of  the  way,  and  the  drimng  be 
used  for  the  other  and  lower  jyarts,  there  is  no  infringe- 
ment. The  defence  of  non-infringement  must  be  held  to  be 
frivolous. 

Of  the  twenty-eight  prior  patents  named  in  the  answer  all 
are  abandoned  except  two :  The  Suggett  patent,  of  March 
29,  1864,  and  the  Goode  patent  of  1823. 

In  Andrews  v.  Carman,  it  was  judicially  determined  (and 
it  is  not  controverted  here,)  that  Green's  invention  waa 
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made  in  the  fall  of  1861,  and  there  is  no  proof  as  to  date  of 
Suggett's  invention  except  the  date  of  his  patent,  1864. 

There  was  an  elaborately  contested  interference  between 
Mudge  and  Snggett  and  Green ;  this  interference  was  argued 
on  appeal  before  Judge  Fisher,  in  the  Supreme  Court,  D. 
C. ,  who  held  as  follows :  ' '  I  fail  to  discover  any  good  reason 
for  reversing  the  decision  of  the  Commissioner  of  Patents, 
'  awarding  priority  of  invention  to  James  Suggett  in  regard 
to  what  is  claimed  by  him  in  this  paierU^ '  and  ordering  a 
patent  also  to  Nelson  W.  Green  in  accordance  with  the 
amendment  filed  by  him  September  14, 1867.  I  am  clearly 
of  opinion  that  Green  first  put  into  practice  the  conception 
of  making  a  driven  well,  and  is  entitled,  therefore,  to  his 
patent  for  the  broad  claim  of  sinking  wells  by  driving  down 
the  pump  or  rod,  without  removing  the  earth  upward ;  and 
that  Suggett  was  entitled  to  a  patent  for  the  perforated 
pipe  and  poird  for  sinking  wells,  and  I  therefore  affirm  the 
decision  of  the  Commissioner." 

The  statutory  provisions  on  the  subject  of  reissues  have 
not  varied  much  since  the  first  introduction  of  the  system  of 
reissues  in  1836. 

In  Burr  v.  Duryee,  1  Wall.  631  [7  Am.  &  Eng.  224,]  Mr. 
Justice  Grier  gave  the  law  as  held  by  this  court  in  1863,  be- 
fore the  date  of  Green's  original  patent. 

It  was  in  view  of  this  decision  that  all  the  circuit  judges 
who  have  passed  upon  this  reissue  consider  the  question. 
And  in  the  light  of  this  decision  aU  have  declared  this  re- 
issue to  be  valid. 

The  recent  decisions  of  this  court  on  this  subject  have 
been  merely  emphatic  reiterations  of  the  old  doctrine  in- 
tended to  rebuke  and  put  a  stop  to  abuses. 

Miller  n,  Bridgeport  Brass  Co.,  104  U.  S.  362  [13  Am.  & 
Eng.  303 ;]  James  v.  Campbell,  104  U.  S.  356  [13  Am.  &  Eng. 
341 ;]  Heald  x.  Rice,  104  U.  S.  T37  [13  Am.  &  Eng.  460 ;] 
Bantz  r^.  Frantz,  105  U.  S.  160  [13  Am.  &  Eng.  542 ;]  Mat- 
thews ^).  Boston  Machine  Co.,  105  U.  S.  54  [13  Am.  &  Eng. 
601 ;]  Johnson  v.  Railroad  Co.,  106  U.   S.  539  [14  Am.  & 
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Eng.  19  ;]  Wing  v.  Anthony,  106  U.  S.  142  [14  Am.  &  Eng. 
188;]  Moftitt  v.  Rogers,  106  U.  S.  423  [14  Am.  &  Eng.  244 ;] 
Gage  V.  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  464  ;]  Clem- 
ents V.  Odorless  Co.,  109  U.  S.  643  [15  Am.  &  Eng.  44;] 
McMnrray  v.  Malloiy,  111  U.  S.  97  [15  Am.  &  Eng.  171 ;] 
Turner  &  Seymour  Mnfg.  Co.  v.  Dover  Stamping  Co.,  Ill 
U.  S.  319  [15  Am.  &  Eng.  238 ;]  Mahn  v.  Harwood,  112  U.  S. 
357  [15  Am.  &  Eng.  322 ;]  Coon  v.  Wilson,  113  U.  S.  268 
[15  Am.  &  Eng.  604 ;]  WoUensak  o.  Reiher,  115  U.  S.  96 
[16  Am.  &  Eng.  162 ;]  Brown  v.  Davis,  116  U.  S.  251  [16  Am. 
&  Eng.  212 ;]  Yale  Lock  Co.  v.  Sargent,  117  U.  S.  637  [16  Am. 
&  Eng.  276 ;]  Gardner  t.  Herz,  118  U.  8. 180  [16  Am.  &  Eng. 
368 ;]  Eachus  v,  Broomall,  115  U.  S.  429  [16  Am.  &  Eng.  176;] 
White  V,  Dunbar,  119  U.  S.  47  [16  Am.  &  Eng.  397.] 

Upon  the  principles  expounded  in  these  decisions  it  is 
confidently  submitted  that  the  reissue  in  this  case  is  mani- 
festly valid. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court: 
This  is  an  appeal  from  the  decree  of  the  Circuit  Court  of 
the  United  States  for  the  District  of  Connecticut  upon  a  bill 
in  equity  filed  by  the  appellees  to  restrain  the  alleged  in- 
fringement of  reissued  letters  patent,  No.  4,372,  issued  to 
Nelson  W.  Green,  on  May  9,  1871,  for  an  improved  method 
of  constructing  artesian  wells.  The  original  letters  intent, 
No.  73,425,  were  issued  to  the  patentee  January  14,  1868. 
The  defences  relied  on  were  that  the  defendants  did  not  in- 
fringe; that  the  patent  was  void  for  want  of  novelty  in  the 
invention;  and  that  the  reissued  patent  was  void  because  it 
was  not  for  the  same  invention  as  that  described  and  claimed 
in  the  original  patent.  The  controversy  relates  to  what  is 
commonly  known  as  the  "  driven- well  patent." 

As  one  of  the  defences  is  that  the  reissued  patent  is  void, 
as  covering  more  than  was  described  and  claimed  in  the 
original  patent,  it  becomes  necessary  to  compare  the  two, 
and  for  that  purpose  they  are  here  printed  in  parallel  col- 
umns, the  drawings  being  the  same  in  both: 

122  V.  8.  41. 
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Specification  forming  part 
of  Letters  Paieni^  No. 
73,4^6^  dated  January  IJ^ 
1868. 


Original. 
Be  it  known  that  I,  Nelson 
W.  Green,  of  Cortland,  in  the 
County  of  Cortiand,  and  State 
of  New  York,  have  invented 
a  new  and  useful  improve- 
ment in  the  manner  of  sink- 
ing and  constructing  artesian 
or  driven  wells  where  no  rock 
is  to  be  penetrated,  and  of 
raising  water  therefrom;  and 
I  do  hereby  declare  the  fol- 
lowing to  be  a  full,  clear  and 
exact  description' of  the  same, 
reference  bemg  had  to  the  ac- 
companying drawing  mak- 
ing a  part  oi  this  specification, 
in  wmch — 

Pig.  1  represents  a  portion 
of  the  rod  which  is  dnven  or 
forced  into  the  ground  to  form 
the  opening  or  hole  for  the 
insertion  of  the  tube  that 
forms  the  casing  or  lining  of 
the  well  and  the  avenue 
through  which  the  water  is 
raised  to  or  above  the  surfa<5e 
of  the  ground,  and  Fig.  2  re- 
.presents  a  portion  of  the  tube. 

Mjr  invention  consists  in 
driving  or  forcing  an  iron  or 
a  wooden  rod  with  a  steel  or 
iron  point  into  the  earth  until 
it  is  projected  to  or  into  the 
water;  and  then  withdrawing 
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Specification  forming  part 
of  Letters  Patent,  No. 
73^4S6,  dated  January  IJ^ 
1868;  Reissue  No.  j^SrS, 
dated  May  9,  1871. 

Reissrie. 
Be  it  known  that  I,  Nelson 
W.  Green,  of  Amherst,  in  the 
County  of  Hampshire,  and 
State  of  Massachusetts,  have 
invented  a  new  and  improved 
method  of  constructing  arte- 
sian wells;  and  I  do  hereby 
declare  that  the  following  is 
a  full,  clear  and  exact  descrip- 
tion  of  the  same,  reference  be- 
ing had  to  the  accompanying 
drawings,  forming  part  of  this 
specification. 

My  invention  is  particu- 
larly intended  for  the  con- 
struction of  artesian  wells  in 
places  where  no  rock  is  to  be 
penetrated. 

The  methods  of  construct- 
ing wells  previous  to  this  in- 
vention were  what  have  been 
known  as  ''sinking"  and 
''boring,"  in  both  of  which 
the  hole  or  opening  constitut- 
ing the  well  was  produced 
by  taking  away  a  portion  of 
the  earth  or  rock  through 
which  it  was  made. 

This  invention  consists  in 
producing  the  well  by  driving 
or  forcing  down  an  instru- 
ment into  the  ground  until  it 
reaches  the  water,  the  hole  or 
opening  being  thus  made  by 
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the  said  rod  and  inserting  in 
its  place  a  tube  of  metal  or 
^rood  to  the  same  depth, 
through  which  and  irom 
iprhich  the  water  may  be 
drawn  by  any  of  the  usual 
well  known  forms  of  pumps. 


To  enable  others  skilled  in 
the  art  to  make  and  use  my 
invention,  I  will  proceed  to 


a  mere  displacement  of  the 
earth,  which  is  packed  around 
the  instrument  and  not  re- 
moved upward  from  the  hole, 
as  it  is  in  boring. 


The  instrument  to  be  em- 
ployed'in  producinjg  such  a 
well,  which  to  distinguish  it 
from  *'sunk"  or  *'Dored" 
wells  may  be  termed  a 
"driven"  well,  may  be  any 
that  is  capable  of  sustaining 
the  blows  or  pressure  neces- 
sary to  drive  it  into  the  earth; 
but  I  prefer  to  employ  a 
pointed  rod,  which,  after  hav- 
mg  been  drivien  or  forced 
down  until  it  reaches  the 
water,  I  withdraw  and  replace 
by  a  tube  made  air  tight 
throughout  its  length,  except 
at  or  near  its  lower  end, 
where  I  make  opening  or 
perforations  for  the  admission 
of  water,  and  through  and 
from  which  the  water  may  be 
drawn  by  any  well  loiown  or 
suitable  form  of  pump. 

In  certain  soils  the  use  of  a 
rod  preparatory  to  the  inser- 
tion of  a  tube  is  unnecessary, 
as  the  tube  itself  through 
which  the  water  is  to  be 
drawn,  may  be  the  instrument 
which  produces  the  well,  by 
the  act  of  driving  it  into  the 
ground  to  the  requisite  depth. 

To  enable  others  to  make 
and  use  my  invention,  I  will 
proceed  to  describe  it  with  re- 
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describe  the  same  with  refer- 
ence to  the  drawings. 


The  driving  rod  A  I  con- 
struct of  wc^  or  iron,  or 
other  metal,  or  of  parts  of 
each,  with  a  shaq)  pomt,  5,  of 
steel,  or  otherwise,  to  pene- 
trate the  earth,  and  a  slight 
swell,  a,  a  short  distance 
above  the  point,  to  make  the 
hole  slightly  larger  than  the 
general  diameter  of  the  rod. 
This  rod  I  drive,  by  a  falling 
weight  or  other  power,  into 
the  earth  until  its  point  passes 
sufficiently  far  into  the  water 
to  procure  the  desired  supply. 
I  then  withdraw  the  rod  and 
insert  in  its  place  the  iron  or 
wooden  tube  B,  which  may 
be  slightly  contracted  at  its 
lower  end  to  insure  its  easy 
passage  to  its  place.  In  gen- 
eral, this  tube  B  I  make  of 
iron,  and  of  a  thickness  that 
will  bear  a  force  applied  at  its 
upper  extremity  sufficient  to 
drive  or  force  it  to  its  place; 
and  where  a  large  or  continu- 
ous flow  of  water  is  desired, 
I  perforate  this  lower  end  of 
the  tube  to  admit  the  water 
more  freely  to  the  inside. 

The  perforations  c  may  be 
about  one-half  of  an  inch  in 
diameter,  less  or  more,  and 
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ference  to  the  drawings  in 
which — 

Figure  1  represents  a  por- 
tion of  the  pointed  rod  above 
mentioned,  and  Fig.  2  a  por- 
tion of  the  tube  which  forms 
the  casing  or  lining  of  the 
well. 

The  driving  rod  A  I  con- 
struct of  wood  or  iron  or 
other  metal,  or  of  parts  of 
each,  with  a  sharp  point,  6,  of 
steel  or  otherwise,  to  pene- 
trate the  earth,  and  a. slight 
swell,  a,  a  short  distance 
above  the  point,  to  make  the 
hole  slightly  larger  than  the 
general  diameter  of  the  rod. 
This  rod  I  drive,  by  a  falling 
weight  or  other  power,  into 
the  earth  until  its  point  passes 
sufficiently  far  into  the  water 
to  procure  the  desired  supply. 
I  men  withdraw  the  rod  and 
insert  in  its  place  the  air  ti^ht 
iron  or  wooaen  tube  B,  which 
may  be  slightly  contracted  at 
its  lower  end  to  insure  its 
easy  i)assa^e  to  its  place.  Iii 
general,  this  tube  B  I  make 
of  iron,  and  of  a  thickness  that 
will  bear  a  force  applied  at  its 
upper  extremity  sufficient  to 
drive  or  force  it  to  its  place; 
and  where  a  large  or  continu- 
ous flow  of  water  is  desired  I 
perforate  this  tube  near  its 
lower  end  to  admit  the  water 
more  freely  to  the  inside. 

The  perforation  c  may  be 
about  one-half  of  an  inch  in 
diameter,  less  or  more,   and 


Oct.,  1886.] 


EAMES  V.  ANDREWS. 


Ill 


Opinion  of  the  court 


from  one  to  one  and  a  half 
inches  apart;  and  the  perfora- 
tions may  extend  from  the 
bottom  of  the  tube  upward, 
from  one  to  two  feet.  The 
diameter  of  the  tube  should 
be  somewhat  smaller  than  the 
diameter  of  the  swell  a  on  the 
drill  end  of  the  driving  rod  A. 

In  localities  where  the 
water  is  near  the  surface  of 
the  ground,  and  the  well  is 
for  temporary  use  only,  as  in 
the  case  of  a  moving  army,  or 
for  temporary  camps,  lighter 
and  thinner  material  than 
iron  may  be  used  for  making 
the  tubes — ^as  for  instance, 
zinc,  tin,  copper,  or  sheet 
metal  of  other  Kind,  or  even 
wood  may  be  used. 

The  rdi  may  be  of  any 
suitable  and  practical  size  that 
can  be  readily  driven  or 
forced  into  the  ground,  and 
may  be  from  one  to  three 
inches  in  diameter. 

Any  suitable,  well-known 
pump  may  be  applied  to 
raise  the  water  up  through 
the  tube  to  the  surface  or 
above  it. 


I  am  aware  of  James  Sug- 
gett's  patent  of  March  29, 
1864,  and  I  disclaim  all  se- 
cured to  him  therein. 

Having    thus    fully     de- 


from  one  to  one  and  a  half 
inches  apart;  and  the  perfora- 
tions may  extend,  from  the 
bottom  of  the  tube  upward, 
from  one  to  two  feet.  The 
diameter  of  the  tube  should 
be  somewhat  smaller  than  the 
diameter  of  the  swell  a  on  the 
drill  end  of  the  driving  rod  A. 

In  localities  where  the 
water  is  near  the  surface  of 
the  ground,  and  the  well  is 
for  temporary  use  only,  as  in 
the  case  of  a  moving  army  or 
for  temporary  camps,  lighter 
and  thinner  materials  than 
iron  may  be  used  for  making 
the  tubes — as,  for  instance, 
zinc,,  tin,  copper,  or  sheet 
metal  of  other  Kind,  or  even 
wood,  may  be  used. 

The  rod  may  be  of  any 
suitable  and  practical  size 
that  can  be  readily  driven  or 
forced  into  the  ground,  and 
may  be  from  one  to  three 
incnes  in  diameter. 

In  some  cases  the  water 
will  flow  out  from  the  top  of 
the  tube  without  the  aid  of  a 
pump.  In  other  cases  the 
aid  of  a  pump  to  draw  the 
water  from  the  well  may  be 
necessary.  In  the  latter  cases 
I  attach  to  the  tube,  by  an 
air  tight  connection,  any 
known  form  of  pimip. 


What  I  claim  as  my  inven- 
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scribed  my  invention,  what  I 
claim  and  desire  to  secure  by- 
letters  patent  is — 

The  nerein  described  pro- 
cess of  sinking  wells  where 
no  rock  is  to  be  penetrated, 
viz:  by  driving  or  forcing 
down  a  rod  to  and  ihto  the 
water  under  ground  and  with- 
drawing it  and  inserting  a 
tube  in  its  place  to  draw  the 
water  through,  substantially 
as  herein  described. 


tion,  and  desire  to  secure  by 
letters  patent, ' 


The  process  of  constructing 
wells  by  driving  or  forcing  an 
instrument  into  the  ground 
until  it  is  projected  into  the 
water  without  removing  the 
earth  upward,  as  it  is  in  bor- 
ing, substantially  as  herein 
described. 


The  attempts  judicially  to  enforce  the  rights  claimed  un- 
der this  i)atent  have  met  with  determined  resistance,  and 
given  rise  to  extensive  litigation,  in  the  course  of  which  the 
original  and  reissued  patents  have  been  subjected  to  great 
scrutiny  and  criticism.  The  first  reported  case  is  that  of 
Andrews  v.  Carman,  13  Blatch.  307,  decided  by  Judge  Bene- 
dict in  1876.  That  has  been  followed  by  Andrews  «.  Wright, 
before  Judges  Dillon  and  Nelson,  13  Oflf.  (Jaz.  969;  Hine  v. 
Wahl,  before  Judge  Gresham;  Andrews  t).  Cross,  before  Mr. 
Justice  Blatchf  ord,  then  circuit  judge,  19  Blatch.  294;  Green 
V.  French,  before  Judge  Nixon,  11  Fed.  Rep.  591;  Andrews 
tJ.  Creegan,  before  Judge  Wheeler,  19  Blatch.  113;  Andrews 
V.  Long,  before  Judge  McCrary,  2  McCrary,  577;  the  present 
case  before  Judge  Shipman,  16  Fed.  Rep.  109;  and  Andrews 
V.  Cone,  and  Andrews  v.  Hovey  heard  before  Judges  Love, 
Shiras,  and  Nelson,  6  McCrary,  181.  The  case  of  Hine  v. 
Wahl  was  argued  in  this  court  on  appeal  at  October  Term, 
1882,  the  decree  below  being  affirmed  by  a  divided  court. 
The  i)atent  has  been  sustained  against  all  defences  made  in 
the  cases  just  mentioned,  except  in  those  of  Andrews  v. 
Cone,  and  Andrews  v.  Hovey,  5  McCrary,  181,  which  are 
now  pending  on  appeal  in  this  court. 

The  extent  of  this  litigation  attests  at  least  the  utility  of 
the  process  supposed  to  be  described  in  the  patent,  as  it 
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shows  and  measures  the  extent  of  the  public  demand  for  its 
use.  This  is  further  shown  by  the  statement  of  one  of  the 
complainants  in  the  present  cause  when  examined  as  a  wit- 
ness, who  says  that  large  numbers  of  wells  constructed  ac- 
cording  to  the  process  described  in  the  patent  are  in  use  in 
the  New  England  States,  New  York,  Pennsylvania,  and 
most  of  the  Western  States,  as  well  as  in  New  Jersey,  and 
probably  in  every  State  in  the  Union;  and  that  from  esti- 
mates made  by  agents,  well  drivers,  and  others  having  an 
opportunity  of  knowledge  in  the  matter,  it  is  believed  that 
the  number  of  driven  wells  throughout  the  United  States  is 
somewhere  between  five  hundred  thousand  and  a  million. 

The  wells  in  general  use  prior  to  the  date  of  this  patent 
were  of  two  kinds :  1,  the  open,  common,  dug  well,  usu- 
ally walled  or  boarded  or  otherwise  lined,  from  which  the 
wj^ter  which  collected  in  the  well  was  usually  lifted  by 
means  of  a  bucket  and  windlass,  or  by  a  pump ;  and  2,  arte- 
sian wells,  bored  frequently  to  a  great  depth  by  means  of 
drills,  chisels,  augers,  and  other  such  tools,  whereby  the 
opening  was  made  into  the  earth  to  the  water  supply.  In 
both  kinds  the  process  used  was  to  make  an  excavation,  re- 
moving the  material  through  the  oi)ening.  It  was  usual  in 
making  artesian  bored  wells  to  drive  down  a  wooden  or  iron 
pipe,  open  at  both  ends,  having  a  sharp  edge  around  the 
circumference  of  its  lower  extremity,  the  earth  being  taken 
out  from  within  it.  As  the  driving  proceeds,  and  after  it 
reaches  the  rock,  chisels,  drills,  and  other  tools  are  used  to 
disintegrate  the  rock,  which  is  taken  to  the  surface  through 
the  hole  so  driven.  In  the  latter  case,  the  tube  is  inserted 
into  the  hole  bored  for  the  purpose  of  preventing  the  caving 
in  of  the  sides  of  the  opening.  Through  that  tube  the  water 
is  drawn,  if  necessary,  by  a  pump,  or  otherwise  flows  in 
consequence  of  pressure  from  the  head. 

The  manner  in  which  the  water  is  obtained  and  supplied,  by 
means  of  the  two  descriptions  of  wells,  is  thus  stated,  as  we 
suppose  correctly,  by  an  expert  witness  in  this  case.   He  says: 
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"  Water  is  supplied  to  open  dug  wells  only  by  the  force 
of  gravity,  and  when  the  water  is  pumped  from  them  by 
the  ordinary  suction  pump,  the  pressure  of  the  atmosjjhere 
is  the  same  on  the  surface  of  the  water  in  the  well  as  it  is 
ui)on  the  water  in  the  earth  surrounding  it ;  and  the  result 
is  that  the  water  in  the  well  itself,  being  in  free  space,  is 
more  readily  forced  by  the  pressure  of  the  atmosphere  into 
the  suction  pipe  of  the  pump  than  the  surrounding  water, 
which  is  retarded  by  friction  through  the  earth ;  and  in  con- 
sequence the  continued  operation  of  the  pump  soon  ex- 
hausts the  water  in  the  well,  which  supply  can  only  be  re- 
plenished by  the  action  of  gravity,  the  pressure  of  the  at- 
mosphere to  retard  its  flow  into  the  well  being  equal  to  and 
counterbalancing' the  pressure  exerted  by  the  atmosphere 
upon  the  surface  of  the  water  in  the  earth  ;  and  the  opera- 
tion of  the  pump  has  no  effect  upon  the  water  in  the  sur- 
rounding earth  to  force  it  into  the  well ;  hence,  the  supply 
to  the  open  dug  well  is  due  to  and  produced  only  by  the 
action  of  gravity. 

"In  the  artesian  well  the  same  principles  govern  in  re- 
gard to  the  means  of  supply,  when  they  are  not  flowing 
wells,  but  in  consequence  of  such  wells  being  usually  in- 
serted down  into  rock  or  like  substance  until  they  meet 
with  open  fissures  in  the  rock,  through  which  water  flows 
more  freely  and  readily  than  it  does  through  ordinary  com- 
pacted earth,  sand,  etc.,  which  form  the  water-bearing  strata 
above  the  rock,  a  much  larger  quantity  of  water  is  obtained 
therefrom  in  proi)ortion  to  their  diameter  than  is  usually 
obtained  from  the  dag  well,  unless,  as  in  some  cases,  the 
dug  wells  are  carried  down  into  a  rock  stratum  and  strike 
a  similar  seam  in  the  rock.  When  artesian  wells  are  flow- 
ing weUs,  the  generally  received  opinion  is  that  their  sup- 
ply of  water  comes  from  a  water-bearing  stratum  lying  be- 
neath a  stratum  practically  impervious  to  water,  but  which 
lower  stratum  extends  beyond  and  crops  out  at  the  surface 
of  the  earth  at  a  greater  or  less  distance  from  the  well  itself 
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(often  many  miles  away, )  and  at  a  considerably  higher  ele- 
vation than  the  surface  of  the  earth  at  the  well." 

The  same  witness  describes  the  invention,  which  he  sup- 
poses to  be  embodied  in  the  driven  well  and  covered  by  the 
patent  in  suit,  as  follows : 

*'I  understand  the  invention  to  be  founded  upon  the  dis- 
covery by  Col.  Green,  that  if  a  pipe  which  is  air-tight 
throughout  its  length,  except  at  its  upper  end  and  at  or 
near  its  lower  end,  where  are  openings  for  the  admission  of 
water,  be  inserted  into  the  earth,  down  and  into  a  water- 
bearing stratum,  the  pipe  within  the  water-bearing  stratum 
being  surrounded  and  in  close  contact  with  the  earth,  and 
having  a  pump  of  any  ordinary  construction  attached  by  an 
air-tight  connection  to  its  upper  end,  thus  forming  a 
well  air-tight  from  its  upper  end,  into  and  below  the 
surface  of  the  water  in  the  earth,  that  upon  operating  the 
pump  so  attached  and  removing  the  pressure  of  the  atmos- 
phere from  the  well,  the  pressure  of  the  atmosphere  through 
the  earth  upon  the  surface  of  the  water  within  the  earth 
would  force  the  water  into  the  body  of  the  well  with  a  ve- 
locity due  to  the  pressure  of  the  atmosphere,  and  that  the 
supply  of  the  water  to  the  well  directly  from  the  earth  sur- 
rounding it  would  be  continuous  and  lasting,  so  long  as 
water  was  contained  in  the  stratum  of  earth  with  which  the 
lower  end  of  the  pipe  was  in  communication,  and  that  the 
water  contained  in  that  stratum  could  be  made  directly 
tributary  to  the  well  without  regard  to  the  distance  to 
which  said  water-bearing  stratum  might  extend.  In  other 
words,  that  unlike  the  previously  known  open  wells,  either 
dug  or  bored,  into  which  the  water  from  the  surrounding 
earth  was  forced  by  the  action  of  gravity  alone,  he  could 
control  the  delivery  of  water  to  a  well  by  this  pressure  of 
the  atmosphere,  which  he  discovered  acted  as  eflFectually, 
through  the  earth,  to  force  water  from  the  earth  into  a  well 
from  which  the  pressure  of  the  atmosphere  had  been  re- 
moved, as  if  no  earth  existed  above  the  surface  of  the  water. 
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**  To  utilize  this  discovery  he  proposed  a  method  of  mak- 
ing a  well  by  simply  driving  a  tube  down  through  the  earth 
into  a  water-bearing  stratum,  by  which  means  he  secured  a 
close  contact  of  the  lower  end  of  his  tube  with  the  earth  of 
the  water-bearing  stratum. '' 

The  differences  between  the  wells  previously  in  common 
use  and  the  driven  wells  are  stated  by  the  same  witness  as 
follows : 

"The  distinguishing  characteristics  of  a  driven  well,  as 
it  differs  from  the  dug  well,  is  that  when  the  pressure  is  re- 
lieved from  the  interior  of  the  tube  which  itself  forms  the 
body  of  the  well,  not  only  does  the  force  of  gravity  act  to 
supply  it  with  water  directly  from  the  earth,  but  there  being 
no  intervening  body  of  water  between  the  wall  of  the  well 
itself  and  the  earth  surrounding  it,  upon  which  the  atmos- 
phere can  act  directly  and  with  greater  effect  to  force  it  into 
the  well  (as  it  can  and  does  in  the  oi)en  well,)  the  water  is 
supplied  directly  to  it  from  the  e^h  surrounding  it  in  a 
direct  inverse  ratio  to  its  distance  from  the  well,  and  the 
friction  of  the  water  through  the  earth  being  directly  as  the 
square  of  its  velocity,  as  the  distance  from  the  well  in- 
creases the  water  moves  very  much  slower  than  it  does  im- 
mediately next  to  the  well  itself ;  but  the  area  of  the  source 
of  supply  being  increased  exactly  in  the  ratio  of  the  square 
of  its  distance  from  the  well,  and  the  friction  being  in- 
creased exactly  as  the  square  of  the  velocity  (in  any  given 
stratum, )  the  one  exactly  counterbalancing  the  other,  it  fol- 
lows that,  from  natural  laws,  the  surface  of  the  water  in 
the  earth,  surrounding  the  well  is  and  must  be  maintained 
practically  at  a  given  level ;  whereas,  in  the  open  well,  sup- 
plied by  gravity  only,  the  water  in  the  earth  inclines  from 
the  natural  surface  of  the  stratum  in  the  earth  to  the  bot- 
tom of  the  well,  the  angle  of  that  decline  decreasing  as  the 
supply  is  taken  from  the  well,  and,  unless  pumping  is  stop- 
ped and  time  allowed  for  a  resupply,  the  lowering  of  the 
water  in  the  earth  extends  to  a  continually  increasing  dis- 
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tance  and  a  longer  time  is  required  to  obtain  the  original 
quantity  in  the  well,  while  the  supply  to  the  driven  well  is 
continuous  and  steady  and  practically  inexhaustible,  the 
supply  in  a  given  time  being  proportioned  in  any  given  soil 
to  the  size  of  the  pipe  forming  the  well,  having  openings 
proportionate  to  its  size,  different  wells  varying  in  the  sup- 
ply according  to  the  nature  of  the  soil  in  which  they  are  in- 
serted, but  remaining  virtually  constant  at  all  times  in  the 
same  soil.  It  is  not  claimed,  nor  is  it  a  fact,  that  water  can 
be  pumi)ed  from  a  driven  well,  in  any  given  stratum,  with 
greater  ease  than  from  an  open  well  sunk  into  the  same 
stratum  ;  but  the  great  advantages  are  that  a  much  larger 
and  more  extended  supply  of  water  is  controlled,  and,  in 
consequence  of  the  x>as8age  of  the  water  through  the  earth, 
under  the  pressure  of  the  atmosphere,  a  constant  filtration 
is  secured,  thus  securing  both  a  greater  supply  and  bettei 
water.  And  where  large  and  continuous  supplies  are  ob- 
tained by  unintermitted  pumping,  for  days  and  weeks  at  a 
time,  experience  has  shown  that  the  quantity  of  water  has 
gradually  but  perceptibly  improved,  as  in  the  case  of  the 
wells  at  Bellville,  heretofore  mentioned,  where  an  amount 
of  water  is  emptied  largely  exceeding  the  rainfall  upon  the 
entire  territory  not  shut  out  from  the  valley  by  outcropping 
rocks  on  three  sides  and  open  to  salt  water  upon  the  fourth, 
and  no  practical  diminution  of  the  height  of  the  water  is 
observed. 

''One  peculiar  characteristic  of  a  driven  well,  as  distin- 
guished from  the  bored  artesian  well,  is  that  the  driven  well 
is  for  use  in  soil  where  no  rock  is  to  be  penetrated,  and 
where  the  pressure  of  the  atmosphere  is  free  to  act  upon 
the  surface  of  ihe  water  in  the  earth  surrounding  it ;  while 
the  artesian  well  is  usually,  if  not  always,  bored  into  a 
rock  stratum,  and  is  supplied  with  water  through  fissures  in 
the  rock  instead  of  through  the  earth  itself  surrounding  the 
entrance  or  opening  to  the  well.'' 

In  describing  the  mode  of  constructing  a  driven  well  un- 
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der  the  patent,  the  same  witness  states  that  the  pipes  in 
general  use,  which  are  driven  into  the  ground,  have  open- 
ings for  the  admission  of  water  into  them  near  the  lower 
end,  usually  extending  up  around  the  sides  of  the  pipe  from 
fifteen  inches,  sometimes  up  to  several  feet.  These  holes 
are  about  three-eighths  of  an  inch  square,  over  which  upon 
raised  rings  is  placed  a  screen  of  perforated  brass,  having 
openings  of  a  size  giving  from  one  hundred  and  fifty  to 
three  hundred  to  the  square  inch.  When  the  pump  is  first 
applied  to  such  a  pipe,  a  small  amount  of  mud  or  sand  is 
at  first  usually  brought  up,  coming  from  a  greater  or  less 
distance  from  the  outside  of  the  tube,  but  not  leaving  an 
open  space  around  the  perforations,  as  these  are  not  large 
enough  to  admit  of  but  the  smaller  particles  near  the  tube. 
It  leaves  interstices  between  the  coarser  particles  in  it,  and 
through  which  the  water  flows,  and  which  are  constantly 
filled  with  water.  The  swell  on  the  point  of  a  driven  well 
tube,  shown  in  the  drawing  and  marked  a,  is  made  larger 
in  diameter  than  the  tube  itself,  or  the  coupling  to  the  tube, 
for  the  reason  as  stated,  that  there  is  a  certain  elasticity  in 
the  soil,  which,  after  driving  a  certain  sized  instrument  into 
it,  causes  the  hole  to  contract  after  the  point  passes ;  and  it 
was  thus  found  necessary  to  make  the  point  somewhat 
larger  than  even  the  couplings  of  the  pipe,  for  the  purpose, 
of  partially  relieving  the  pipe  and  couplings  from  the  great 
friction  resulting  from  their  passage  through  the  hole  thus 
contracted.  After  reaching  a  water-bearing  stratum  of  the 
earth,  the  earth  at  once  settles  around  the  point  and  tube, 
even  more  rapidly  and  eflFectually  than  it  does  above  the 
water  stratum,  and  the  hole  made  by  driving  an  instrument 
into  a  water-bearing  stratum  and  withdrawing  it  will  re- 
main intact  but  a  very  short  time,  unless  that  stratum  is 
composed  of  gravel  and  similar  substances,  thus  leaving  the 
entrance  to  the  pipe  in  close  contact  with  the  earth  and  ef- 
fectually protecting  the  entrance  from  the  admission  of  air 
or  free'  water  standing  between  the  oipe  and  the  earth  sur- 
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roanding  it.  The  effect,  therefore,  of  this  feature  of  the 
tube  is  more  effectually  to  make  air-tight  the  point  or  lower 
part  of  the  tube. 

The  scientific  theory  stated  by  the  exi)ert  witness  on  be- 
half of  the  complainants,  as  an  explanation  of  the  principle 
according  to  which  the  jyatented  process  operates  in  fur- 
nishing a  supply  of  water  by  means  of  a  driven  well,  is  not 
contradicted  or  qualified  by  any  opposing  testimony,  and, 
so  far  as  we  can  know,  is  not  inconsistent  with  accepted 
scientific  knowledge.  The  general  introduction  and  use  of 
driven  wells  since  the  date  of  the  patent,  both  in  this  coun- 
try and  abroad,  strongly  corroborates  the  supx>06ition  that 
their  construction  and  operation  is  based  upon  the  applica- 
tion of  some  natural  force  not  previously  known  or  used. 
.  It  appears  from  the  evidence  in  this  cause  that  the  process 
of  making  driven  wells  was  subjected  to  ex;)erimental  tests 
by  the  best  authorities  in  England,  and  found  so  successful 
that  it  was  used  to  great  advantage  in  the  supply  of  water 
to  British  troops  in  the  Abyssinian  expedition  under  Gen- 
eral Napier,  in  1867. 

In  view  of  these  premises,  Judge  Benedict,  in  Andrews 
V.  Carman,  13  Blatch.  307,  construed  the  patent  in  suit 
according  to  the  following  extracts  from  his  opinion  in  that 
case :  '*  The  difference  between  the  new  process  under  con- 
sideration and  the  old  is  that  the  pressure  of  the  atmosphere, 
which,  in  the  ordinary  well,  operates  at  the  sides  and  bot- 
tom of  the  well  pit  to  maintain  an  equally  distributed  at- 
mospheric pressure  upon  the  water,  whereby  the  flow  of 
water  into  the  well  is  made  dependent  upon  the  force  of 
gravity,  in  the  new  process  is  removed  from  within  the  well 
pit,  and  ceases  there  to  operate  against  the  inward  flow  of 
water,  so  that  the  pressure  of  the  atmosphere  operates  with 
its  full  power  to  force  the  water  in  the  earth  from  the  earth 
into  the  well  pit,  and  without  any  opposition  caused  by 
meeting,  in  its  flow,  the  pressure  of  the  atmosphere  at  the 
sides  or  bottom  of  the  pit.    This  process  involves  a  new 
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idea,  which  was  put  to  practical  nse  when  the  method  was 
devised  of  fitting  tightly  in  the  earth,  by  the  act  of  driving 
without  removing  the  earth  upwards,  a  tube,  open  at  both 
ends,  but  otherwise  air  tight,  and  extending  down  to  a 
water-bearing  stratum,  to  which  is  attached  a  pump,  a 
vacuum  in  the  well  pit,  and  at  the  same  time  in  the  water- 
bearing stratum  of  the  earth,  being  necessarily  created  by 
the  operation  of  a  pump  attached  to  a  pipe  so  driven." 

• 

''The  novelty  of  the  process  under  consideration  does  not 
lie  in  a  mechanical  device  for  sinking  the  shaft  or  raising 
the  water  to  the  surface,  but  in  the  method  whereby  water, 
by  the  use  of  artificial  power,  is  made  to  move  with  increased 
rapidity  from  the  earth  into  the  shaft,  whence  it  results  that 
a  tube  but  a  few  inches  in  diameter,  driven  down  tightly  to 
a  water-bearing  stratum  of  the  earth  affords  an  abundant 
supply  of  water  to  a  pump  attached  thereto,  and  constitutes 
a  practical  and  productive  well.  Such  an  invention  is  with- 
out the  field  of  mechanical  contrivance.  It  consists  in  the 
new  application  of  a  power  of  nature,  by  which  new  appli- 
cation a  new  and  useful  result  is  attained.  There  is  no  new 
product,  but  an  old  product — water — is  obtained  from  the 
earth  in  a  new  and  advantageous  manner." 

"  In  the  specification  we  find  stated  more  clearly  the  dis- 
tinguishing feature  of  the  process,  wherein  it  differs  from 
any  process  before  adopted  for  procuring  a  supply  of  water 
from  the  earth;  for  the  specification  says  that  an  instrument 
is  to  be  driven  into  the  ground  until  it  reaches  water,  hav- 
ing the  earth  tightly  i)acked  around  it.  It  is  by  means  of 
this  packing  of  the  earth  tightly  around  the  tube  that  the 
force  developed  by  the  creating  of  the  vacuum  in  the  well 
pit  19  brought  to  bear  directly  upon  the  water  lying  in  the 
water-bearing  stratum,  to  force  it  into  the  well  pit;  and  this 
driven  tube  forms  the  well  pit  of  the  new  invention,  for,  as 
stated,  it  is  to  be  a  tube  made  air  tight  throughout  its  length, 
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except  at  its  lower  end,  where  are  to  be  perforations  for  the 
admission  of  water,  and  through  and  from  which  the  water 
may  be  drawn  by  a  pomp.  The  specification  also  mentions 
the  vacuum,  and  points  out  where  it  is  to  be  created,  for  a 
vacuum  must  of  necessity  be  formed  in  the  well  pit  and  in 
the  water-bearing  stratum,  by  operating  a  pump  attached  to 
such  a  tube,  so  driven  into  the  earth." 

^^  I  therefore  understand  this  patent  to  be  a  patent  for  a 
process,  and  that  the  element  of  novelty  in  this  process  con- 
sists in  the  driving  of  a  tube  tightly  into  the  earth,  without 
removing  the  earth  upwards,  to  serve  as  a  well  pit,  and  at- 
taching thereto  a  pump,  which  process  puts  to  practical  use 
the  new  principle  of  forcing  the  water  in  the  water-bearing 
strata  of  the  earth  from  the  earth  into  a  well  pit,  by  the  use 
of  artificial  power  applied  to  create  a  vacuum,  in  the  manner 
described." 

Assuming  this  construction  of  the  patent  to  be  correct,  it 
is,  however,  now  contended  on  behalf  of  the  appellant  that 
the  reissue  is  void  because  the  invention  described  in  it  is 
not  contained  in  the  original  patent. 

It  is  to  be  observed  that  the  scientific  theory  and  principle, 
the  application  of  which  is  supposed  to  constitute  the  inven- 
tion of  Col.  Green,  are  not  set  forth  either  in  the  original  or 
reissued  patents.  This  feature  was  commented  upon  by 
Mr.  Justice  Blatchford  in  Andrews  v.  Cross,  19  Blatch.  294, 
305,  as  follows:  ' '  It  may  be  that  the  inventor  did  not  know 
what  the  scientific  principle  was,  or  that,  knowing  it,  he 
omitted,  from  accident  or  design,  to  set  it  forth.  That  does 
not  vitiate  the  patent.  He  sets  forth  the  process  or  mode  of 
operation  which  ends  in  the  result,  and  the  means  for  work- 
ing out  the  process  or  mode  of  operation.  The  principle  re- 
ferred to  is  only  the  why  and  the  wherefore.  That  is  not 
required  to  be  set  forth.  Under  section  26  of  the  Act  of 
July  8,  1870,  16  Stat,  at  L.  201,  under  which  this  reissue 
was  granted,  the  specification  contains  a  description  of  the 
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invention  and  of  '  the  manner  and  process  of  making,  con- 
structing, compounding  and  using  it,'  in  such  terms  as  to 
enable  any  person  skilled  in  the  art  to  which  it  appertains 
to  make,  construct,  compound,  and  use  it;  and,  even  regard- 
ing the  case  as  one  of  a  machine,  the  specification  explains 
the  principle  of  the  machine,  within  the  meaning  of  that 
section,  although  the  scientific  or  physical  principle  on  which 
the  process  acts  when  the  pump  is  used  with  the  air-tight 
tube,  is  not  explained.  An  inventor  may  be  ignorant  of  the 
scientific  principle,  or  he  may  think  he  knows  it  and  yet  be 
uncertain,  or  he  may  be  confident  as  to  what  it  is  and  others 
may  think  diflferently.  All  this  is  immaterial,  if  by  the 
specification  the  thing  to  be  done  is  so  set  forth  that  it  can 
be  reproduced." 

The  particulars  relied  on  to  establish  the  proposition  that 
the  reissued  patent  describes  a  different  invention  from  that 
contained  in  the  original  are  as  follows:  1.  It  is  said  that 
it  is  essential  to  the  success  of  the  process  that  the  end  of 
the  tube  should  form  an  air-tight  connection  with  the  sur- 
rounding earth;  that  the  tube  itself  should  be  air  tight,  and 
attached  to  a  pump  with  an  air-tight  connection;  which  ele- 
ments are  set  out  in  the  reissued  patent,  and  are  not  con- 
tained in  the  original. 

Upon  this  point,  speaking  of  the  original  patent,  Judge 
Shiras,  in  the  Circuit  Court  for  the  Southern  District  of 
Iowa,  in  Andrews  c.  Hovey,  6  McCrary,  195,  said:  ''He 
describes  a  driving  rod,  having  a  swell  thereon,  which  is  to 
be  driven  into  the  ground  and  then  withdrawn,  and  a  tube 
of  a  diameter  somewhat  smaller  than  the  diameter  of  the 
sweU  of  the  drill  rod  is  to  be  inserted  in  the  hole  thus  made. 
In  no  part  of  the  description  is  it  said,  either  expressly  or 
by  fair  implication,  that  the  tube,  when  inserted,  must  fit  so 
closely  into  the  opening  made  by  the  rod  that  no  air  can 
pass  down  on  the  outside  of  the  tube  to  the  water;  nor  is  it 
stated  that  the  pump  must  be  attached  by  an  air  tight  con- 
nection to  the  top  of  the  tube.    A  person  can  follow  with 
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exactness  all  the  instructions  therein  given,  and  yet  it  would 
not  necessarily  follow  that  he  had  excluded  the  air  from  the 
lining  of  the  well,  or  from  the  water-bearing  stratum  at  the 
place  where  the  tube  penetrated  the  same.  In  other  words, 
the  description  of  the  means  to  be  employed,  as  set  forth  in 
these  specifications,  does  not  show  that  one  of  the  results 
arrived  at  is  to  render  the  lining  of  the  well  air  tight,  and  to 
have  attached  thereto  a  pump  by  an  air-tight  connection. 
The  description  of  the  means  to  be  employed  can  be  carried 
out  in  practice  without  making  an  air  tight  lining  or  tube, 
and  hence  without  forming  a  vacuum  around  the  bottom  of 
the  tube  or  in  it.  This  being  true,  it  follows  that  it  cannot, 
from  the  description  of  the  means  employed,  be  inferred 
that  Col.  Green  then  intended  to  claim,  as  i)art  of  his  dis- 
covery or  invention,  the  application  of  the  principle  that  by 
creating  a  vacuum  in  and  about  the  tube,  the  same  having 
been  made  air  tight,  the  flow  of  water  would  be  largely  in- 
creased. He  did  not  claim  it  in  express  words,  and  the  de- 
scription of  his  invention,  and  the  means  to  be  used  in  carry- 
ing the  same  into  practical  use,  fail  to  show  that  such  was 
the  main  or  even  a  necessary  part  of  his  invention." 
To  this  view  there  are  two  sufficient  answers  : 
1.  We  think  it  is  a  reasonable  inference,  from  the  lan- 
guage employed  in  the  specification  of  the  original  patent, 
that  the  tube,  in  the  act  of  being  driven  into  the  earth,  to 
and  into  a  water-bearing  stratum,  would  form  an  air  tight 
connection  with  the  surrounding  earth,  and  that  the  pump 
should  be  attached  by  an  air  tight  connection.  This  infer- 
ence reasonably  follows  from  the  fact,  shown  in  the  evi- 
dence, that  the  mere  act  of  driving  the  tube,  as  distinguished 
from  boring,  usually  results  in  making  an  air  tight  connec- 
tion with  the  surrounding  earth.  The  necessary  eflfect  of 
driving  the  tube  is  to  displace  the  earth  laterally  by  com- 
pressing it ;  and  the  elasticity  of  the  earth  is  such  as  to  cause 
it  to  cling  and  contract  around  the  tube  so  as  to  exclude  the 
air,  so  that  anyone  following  the  directions  in  the  specifica- 
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tion  of  the  original  patent  would  in  fact  usually  so  drive 
the  tube  as  to  make  the  necessary  air  tight  connection, 
whether  he  consciously  intended  to  do  so  or  not.  As  the 
object  of  applying  a  pump  to  the  upper  orifice  of  the  tube 
was  to  draw  the  water  flowing  into  its  lower  end,  it  would 
equally  follow,  as  a  matter  of  common  knowledge,  both 
that  the  tube  itself  should  be  air  tight,  and  that  it  should 
be  attached  to  the  pump  with  an  air  tight  connection,  be- 
cause a  vacuum  in  the  tube  is  necessary  to  raise  the  water 
in  all  cases  where  it  does  not  flow  out  in  consequence  of  the 
superior  height  of  its  source,  and  the  consequent  pressure 
of  the  head. 

The  precise  objection  to  the  reissued  specification  is  that 
it  states  that  the  tube  which  is  to  replace  the  driven  rod  is 
^'made  air  tight  throughout  its  length,"  and  also  that  in 
cases  where  the  aid  of  a  pump  to  draw  the  water  from  the 
well  may  be  necessary,  the  patentee  attaches  "to  the  tube 
by  an  air  tight  connection  any  known  form  of  pump ;"  and 
that  the  original  specification  does  not  state  that  the  tube  is 
made  air  tight  throughout  its  length,  nor  that  the  pump  is 
to  be  attached  to  the  tube  by  an  air  tight  connection,  but 
only  states  that  *'any  suitable  well  known  pump  may  be 
applied  to  raise  the  water  up  through  the  tube  to  the  surface 
or  above  it." 

It  appears,  however,  in  evidence,  that  the  patentee,  when 
applying  for  his  reissue,  with  the  text  of  the  specification 
reading  as  it  does  now,  applied  to  have  granted  to  him  a 
second  claim  in  these  words:  *'Ialso  claim,  in  combina- 
tion with  a  tube  driven  well,  an  attachment  of  a  pump  to 
the  tube  by  an  air  tight  connection  substantially  as  herein 
set  forth;"  that  the  Patent  Office  rejected  this  second 
claim,  assigning  its  reasons  in  these  words:  "The  second 
clause  is  for  a  pump  attached  to  a  tube  by  an  air  tight  con- 
nection. This  is  indispensable  to  the  operation  of  a  pump, 
and  a  universal  right.  Whenever  a  supply  of  water  is 
found,  a  pump  may  be  applied  without  new  invention ;" 
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that,  in  a  subsequent  communication  by  the  Patent  Office 
to  the  ])atentee,  the  office,  in  speaking  of  this  proposed  sec- 
ond claim,  said :  ''This  device  is  of  universal  use  in  arte- 
sian well  tubes  and  other  connections,  and  is  a  necessitv  in 
the  relation  of  pumps  to  well  tubes ;"  and  that  the  patentee 
afterwards  withdrew  the  proposed  second  claim. 

As  the  air  tight  connection  was  indispensable  to  the 
operation  of  a  pump,  it  was  implied  of  necessity  in  the  orig- 
inal sx)ecification,  as  much  so  as  if  it  had  been  expressed  ; 
and  there  was  no  enlargement  of  the  invention  in  stating  the 
fact  in  th*e  reissued  specification. 

In  view  of  all  this,  it  is  alsa  fairly  to  be  implied,  from  the 
entire  language  of  the  original  specification,  that  the  tube 
was  intended  to  be  air  tight  throughout  its  length.  As  that 
specification  states  that  the  water  is  to  be  raised  up  through 
the  tube  to  the  surface  by  the  pump,  and  as  an  air  tight 
connection  at  the  junction  of  the  pump  with  the  tube  was 
''indispensable  to  the  oi)eration  of  the  pump,"  so  it  was 
equally  a  necessity  to  the  perfect  operation  of  the  appa- 
ratus that  the  tube  should  be  air  tight  throughout  its  length, 
these  facts  being  both  of  them  common  knowledge  in  the  art. 

2.  But  even  if  this  were  not  so,  the  case  would  be  simply 
that  of  a  specification  defective  for  not  containing  a  full 
and  i)erfect  description  of  the  process  intended  to  be  pat- 
ented. It  presents  the  very  case  of  the  right  secured  to  a 
patentee  by  section  53  of  the  act  of  July  8,  1870,  which 
provides  "  That  whenever  any  patent  is  inoperative  or  in- 
valid by  reason  of  a  defective  or  insufficient  specification, 
"*  *  *  if  the  error  has  arisen  by  inadvertence,  accident, 
or  mistake,  and  without  any  fraudulent  or  deceptive  inten- 
tion, the  commissioner  shall,  on  the  surrender  of  such  pat- 
ent and  the  payment  of  the  duty  required  by  law,  cause  a 
new  patent  for  the  same  invention,  and  in  accordance  with 
the  corrected  specification,  to  be  issued  to  the  patentee,"  etc. 

If  the  a  mended  specification  does  not  enlarge  the  scope  of 
the  patent  by  extending  the  claim  so  as  to  cover  more  than 
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was  embraced  in  the  original,  and  thus  cause  the  patent  to 
include  an  invention  not  within  the  original,  the  rights  of 
the  public  are  not  thereby  narrowed,  and  the  case  is  within 
the  remedy  intended  by  the  statute.  Those  cases  in  which 
this  court  has  held  reissues  to  he  invalid  were  of  a  different 
character,  and  were  cases  where  by  the  reissued  patent  the 
scope  of  the  original  was  so  enlarged  as  to  cover  and  claim 
as  a  new  invention  that  which  was  either  not  in  the  original 
specification,  as  a  part  of  the  invention  described,  or  if  de- 
scribed, was,  by  not  being  claimed,  virtually  abandoned  and 
dedicated  to  public  use. 

Such  is  not  the  present  case.  Here  the  amended  specifi- 
cation does  not  enlarge  the  scope  of  the  original  invention 
as  described  in  the  original  specification.  It  simply,  in  this 
respect,  supplies  a  deficiency,  by  describing  with  more  par- 
ticularity and  exactness  the  means  to  be  employed  to  pro- 
duce the  desired  result.  It  is  thus  said,  in  the  specification 
of  the  reissued  patent,  that ' '  This  invention  consists  in  pro- 
ducing the  well  by  driving  or  forcing  down  an  instrument 
into  the  ground  until  it  reaches  the  water,  the  hole  or  open- 
ing being  thus  made  by  a  mere  displacement  of  the  earth, 
which  is  packed  around  the  instrument,  and  not  removed 
upward  from  the  hole  as  it  is  in  boring; "  and  *'  I  prefer  to 
employ  a  pointed  rod,  which,  after  having  been  driven  or 
forced  down  until  it  reaches  the  water,  I  withdraw,  and  re- 
place by  a  tube  made  air  tight  throughout  its  length,  except 
at  or  near  it«  lower  end,  where  I  make  openings  or  perfora- 
tions for  the  admission  of  water,  and  through  and  from 
which  the  water  may  be  drawn  by  any  well-known  or  suita- 
ble form  of  pump;"  and  ''In  certain  soils  the  use  of  a  rod 
preparatory  to  the  insertion  of  a  tube  is  unnecessary,  as  the 
tube  itself,  through  which  the  water  is  to  be  drawn,  may  be 
the  instrument  which  produces  the  well  by  the  act  of  driv- 
ing it  into  the  ground  to  the  requisite  depth;"  and  "In 
some  cases  the  water  will  flow  out  from  the  top  of  the  tube 
without  the  aid  of  a  pump.  In  other  cases,  the  aid  of  a 
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pump  to  draw  the  water  from  the  well  may  be  necessary. 
In  the  latter  cases,  I  attach  to  the  tube,  by  an  air  tight  con- 
nection, any  known  form  of  pump." 

There  is  nothing  in  these  additions  and  amendments  which 
either  was  not  virtually  contained  by  reasonable  implication 
in  the  original  description,  or,  if  new,  amounted  to  more 
than  specific  and  exact  directions  to  supplement  those  con- 
tained in  the  original.  The  invention  is  not  differently  de- 
scribed, and  is  not  described  so  as  to  be  a  different  inven- 
tion, nor  is  the  claim  enlarged. 

In  the  second  place,  however,  under  this  head,  a  material 
alteration  from  the  original,  in  the  amended  specification,  is 
said  to  have  been  made  in  the  following  respect :  the  origi- 
nal specification  starts  out  with  a  declaration  that  the  pat- 
entee has  ^'invented  a  new  and  useful  improvement  in  the 
manner  of  sinking  and  constructing  artesian  or  driven  wells, 
where  no  rock  is  to  be  penetrated,  and  of  raising  water  there- 
from;" and  the  claim  is  stated  to  be  "  the  herein  described 
process  of  sinking  wells  where  no  rock  is  to  bei)enetrated," 
etc.  In  the  specification  of  the  reissued  patent,  he  says: 
''My  invention  is  particularly  intended  for  the  construction 
of  artesian  wells  in  places  where  no  rock  is  to  be  penetrated ; ' ' 
and  the  claim  is  for  ''  the  process  of  constructing  wells  by 
driving  or  forcing  an  instrument  into  the  ground  until  it  is 
projected  into  the  water,  without  removing  the  earth  up- 
ward, as  it  is  in  boring,  substantially  as  herein  described;" 
from  which,  it  will  be  observed,  are  omitted  the  words 
''where  no  rock  is  to  be  penetrated." 

It  is  therefore  contended  that  the  effect  of  this  amendment 
to  the  specification  and  claim  is  to  enlarge  the  scope  of  the 
patent,  so  as  to  cover  by  the  reissued  patent  the  process  of 
constructing  driven  wells,  whether  rock  is  to  be  penetrated 
or  not,  while  the  original  patent  was  expressly  limited  to 
cases  where  no  rock  was  to  be  penetrated.  We  do  not,  how- 
ever, so  understand  either  the  reason  or  the  effect  of  these 
amendments.    It  is  perfectly  evident,  from  the  nature  and 
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description  of  the  invention,  that  a  driven  vrell  cannot  be 
made  where,  through  its  whole  course,  the  formation  is 
rock,  or  where  the  supply  of  water  to  be  utilized  is  found  in 
the  fissure  of  a  rock  formation.  This  is  so  for  the  reason 
that  the  tube  cannot  be  driven  through  rock.  Rock  must 
be  bored  by  drills,  augers,  chisels,  and  other  similar  instru- 
ments for  perforating  it  and  withdrawing  the  comminuted 
particles.  So,  where  the  supply  of  water  which  must  be 
utilized  consists  of  a  flowing  stream,  or  a  i)ool,  found  in  a 
rock  formation,  the  point  of  the  driven  rod  or  tube  cannot 
be  inserted  by  driving,  as  described  in  the  patent,  so  as  to 
form  the  air  tight  connection  necessary  to  the  successful 
operation  of  the  principle  on  which  the  process  of  the  patent 
depends.  Therefore,  it  follows  from  the  amended  specifi- 
cation and  the  claim  of  the  reissued  patent,  by  the  necessity 
of  the  case,  as  expressly  declared  in  the  original,  that  a 
driven  well  cannot  be  constructed  in  a  rock  formation. 

On  the  other  liand,  it  does  not  follow,  either  from  the 
amended  or  the  original  patent,  that  a  driven  well,  accord- 
ing to  the  process  described,  may  not  be  constructed  and 
operated,  notwithstanding  in  its  construction  some  rock  has 
to  be  penetrated.  There  may  be  a  layer  of  rock  on  the  sur- 
face; when  this  is  removed  or  cut  through,  a  driven  well  may 
then  be  constructed  in  the  space  thus  uncovered  from  the 
obstruction.  So,  if  a  stratum  of  rock  is  met  in  the  course 
of  driving  the  rod  or  tube,  that  layer  may  be  penetrated,  not 
by  driving  the  rod  or  tube  through  it,  but  by  other  usual 
means  of  boring  and  drilling.  After  it  is  passed,  the  rod 
or  tube  having  been  inserted  in  the  oi)ening  made  through 
the  rock  may  then  be  driven  in  the  usual  manner  through 
the  remainder  of  its  course  until  it  reaches  a  water  bearing 
stratum  of  earth,  as  if  no  rock  had  been  met  in  its  passage. 

The  object  and  purpose  of  the  amendments  to  the  specifi- 
cation obviously  were  to  meet  a  iK>ssible  construction  of  the 
original  whereby  the  patentee  would  be  precluded  from  the 

use  of  his  process  where  it  was  evidently  intended  to  be  ap- 
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plied,  simply  because  one  or  more  strata  of  rock  had  to  be 
penetrated  in  the  process  of  driving.  Such,  in  our  opinion, 
is  not  the  meaning  of  the  original  patent.  Its  true  meaning 
is  that,  so  far  as  it  mwy  be  necessary  to  penetrate  a  rock  in 
the  course  of  constructing  a  well,  the  process  of  driving  can- 
not be  used  to  overcome  the  obstacle  presented  by  the  rock, 
but  that  otherwise  the  tube  may  be  driven  until  it  reaches 
the  proper  supply  of  water,  and  then  operate  as  a  driven 
well.  The  only  effect  of  the  amendments  contained  in  the 
new  specification  and  claim  is  to  make  that  intention  clear. 
So  far  as,  in  the  course  of  constructing  a  well,  rock  must  be 
penetrated,  the  driven-well  process  cannot  be  used  in  the 
I)erforation  of  the  rock,  but  in  every  other  part  of  its  course 
it  may  be  applied.  Such,  in  our  judgment,  is  the  legal  ef- 
fect of  both  the  original  and  the  reissued  jxatents. 

In  our  opinion,  therefore,  the  grounds  on  which  it  is 
sought  to  invalidate  the  reissued  patent,  as  being  for  a  differ- 
ent invention  from  that  described  in  the  original,  cannot  be 
sustained. 

This  conclusion  is  not  in  conflict  with  anything  said  in 
Russell  V.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng.  495.J  Mr. 
Justice  Field,  in  delivering  the  opinion  of  the  court  in  that 
<;ase,  referring  to  the  provisions  of  the  statutes  in  reference 
to  reissues,  said:  "  According  to  these  provisions  a  reissue 
■could  only  be  had  where  the  original  patent  was  inoperative 
or  invalid,  by  reason  of  a  defective  or  insufficient  description 
or  specification,  or  where  the  claim  of  the  patentee  exceeded 
his  right,  and  then  only  in  case  the  error  committed  had 
arisen  from  the  causes  stated.  And  as  a  reissue  could  onlv 
be  granted  for  the  same  invention  embraced  by  the  original 
patent,  the  specification  could  not  be  substantially  changed, 
either  by  the  addition  of  new  matter  or  the  omission  of  im- 
portant particulars,  so  as  to  enlarge  the  scope  of  the  inven- 
tion as  originally  claimed.  A  defective  specification  could 
be  rendered  more  definite  and  certain  so  as  to  embrace  the 
claim  made,  or  the  claim  could  be  so  modified  as  to  corre- 
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spond  with  the  specification;  but,  except  under  special  cir- 
cumstances, such  as  occurred  in  the  case  of  Morey  v.  Lock- 
wood,  8  Wall.  230  [8  Am.  &  Eng.  78,]  whe^  the  inventor 
was  induced  to  limit  his  claim  by  the  mistake  of  the  Com- 
missioner of  Patents,  this  was  the  extent  to  which  the  opera- 
tion of  the  original  patent  could  be  changed  by  the  reissue. 
The  object  of  the  law  was  to  enable  patentees  to  remedy  ac- 
cidentsJ  mistakes,  and  the  law  was  perverted  when  any  other 
end  was  secured  by  the  reissue."  And  this  is  in  harmony 
with  all  that  has  since  been  said  by  this  court  on  the  sub- 
ject of  reissued  patents. 

It  is  further  contended  on  the  part  of  the  appellant  that 
the  reissued  patent  in  suit  is  void  for  want  of  novelty: 

1.  Under  this  head,  it  is  first  alleged  that  it  is  anticipated 
by  a  patent  granted  to  James  Suggett,  March  29,  1864.  In 
the  8i)ecification  of  the  original  patent  of  Green,  of  January 
14,  1868,  he  says :  "I  am  aware  of  James  Suggett' s  patent 
of  March  29, 1864,  and  I  disclaim  all  secured  to  him  therein." 
The  reissued  patent  omits  that  disclaimer.  After  the  appli- 
cation for  th/e  reissued  patent,  as  appears  by  the  contents  of 
the  file  wrapper,  an  interference  was  declared  to  which  the 
parties  were  Byron  Mudge,  for  a  reissue  of  his  patent  for  a 
mode  of  constructing  wells,  and  the  aboved-named  patent 
of  James  Suggett,  for  putting  down  and  operating  bored 
wells,  and  the  application  of  Col.  Green.  The  matter  was 
carried  by  appeal  from  the  decision  of  the  Commissioner  of 
Patents  to  tiie  Supreme  Court  of  the  District  of  Columbia. 
The  judgment  of  that  court  was  that  Suggett  was  entitled  to 
priority  of  invention  in  regard  to  what  was  claimed  by  him 
in  his  j)atent,  and  that  Col.  Green  was  also  entitled  to  have 
a  patent  issue  to  him  according  to  his  amended  sx)ecification. 

The  decision  of  the  judge  of  the  Supreme  Court  of  the 
District  of  Columbia  says:  ''I  am  clearly  of  opinion  that 
Green  first  put  into  practice  the  conception  of  making 
a  driven  well,  and  is  entitled,  therefore,  to  his  jpatent  for  the 
broad  claim  of  sinking  wells  by  driving  down  the  pump  or 
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rod  without  removing  the  dirt  upward,  and  that  Suggett 
was  entitled  to  a  patent  for  the  perforated  pipe  and  point 
for  sinking  wells;  and  I  therefore  affirm  the  decision  of  the 
Commissioner."  Suggett' s  patent,  on  the  face  of  his  speci- 
fication, is  for  a  ''new  and  improved  method  of  putting 
down  and  oi)erating  bored  wells,"  and  all  that  his  claim 
covers  is  the  apparatus  consisting  of  the  perforated  pipe 
with  a  pointed  end,  constructed  as  a  drill,  and  united  with 
a  pump.  The  subjects  of  the  two  patents  are  quite  different, 
and  do  not  necessarily  conflict,  even  on  the  supposition  that 
Suggett' s  patent  is  in  force,  although,  as  testified  in  this 
case,  it  has  been  judicially  declared  to  be  invalid  for  want  of 
novelty. 

2.  An  anticipation  of  the  driven-well  patent  is  also  alleged 
by  reason  of  an  English  patent  granted  to  John  Goode, 
August  20,  1823.  That  patent,  however,  like  that  of  Sug- 
gett's,  does  not  profess  to  be  a  patent  for  a  process  of  rais- 
ing water  from  the  earth  by  means  of  wells  of  any  particu- 
lar construction  or  mode  of  operation,  but  merely  for  *' cer- 
tain tools  of  various  formation  for  the  purpose  of  boring  the 
earth,  and  certain  apparatus  for  the  purpose  of  raising 
water,"  which  the  patentee  says  '' constitute  my  certain  im- 
provements as  aforesaid." 

3.  It  is  further  contended  that  the  driven-well  patent  is 
anticipated  by  having  been  previously  described  in  numer- 
ous printed  publications.  Of  these  there  were  introduced 
in  evidence  in  this  cause  by  the  api)ellant  those  enumerated 
in  the  following  list: 

1.  An  extract  from  volume  4,  '*Rei)ertory  of  Patent  In- 
vention," published  in  London  in  1827,  by  T.  &  G.  Under- 
wood, page  113,  which,  however,  merely  contains  a  detailed 
description  of  the  machinery,  tools  and  apparatus  for  boring 
the  earth,  described  in  John  Goode' s  patent  of  August  20, 
1823. 

2.  Extract  from  ' '  Dictionary  of  Arts,  Manufactures,  and 
Mines,"  by  Andrew  Ure,  published  in  New  York  in  1847, 
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by  D.  Appleton  &  Co.,  page  63,  under  the  head  of  ^'Arte- 
sian Wells. ^^ 

3.  Extract  from  page  388  of  ''  MacKenzie's  5,000  Receipts 
in  All  the  Useful  and  Domestic  Arts, ' '  first  published  in  1840. 

4.  Extract  from  ^'Rees'  Cyclopiedia,"  Vol.  40,  published 
at  Philadelphia,  by  Samuel  F.  Bradford,  about  1819,  title, 
WeU  in  Rural  Economy. 

5.  Extract  from  *' Journal  of  the  Franklin  Institute," 
third  series,  published  at  Philadelphia,  by  the  Franklin  In- 
stitute, in  1844,  Vol.  7,  page  128. 

6.  Extract  from  *'Brande's  Encyclopfiedia,  or  Dictionary 
of  Science,  Literature,  and  Art,"  published  by  Harper  Bros., 
New  York,  in  1843,  Vol.  3,  page  1333,  under  article  Well. 

7.  Extract  from  ''Rees'  Cyclopaedia,"  Vol.  33,  title, 
Spririg  Draining  Pump. 

8.  Extract  from  "London  Encyclopaedia,"  published  by 
Thomas  Tegg,  London,  1829,  Vol.  22,  page  593. 

9.  Extract  from  "Mechanics'  Magazine,"  published  by 
Knight  &  Lacey,  London,  1824,  Vol.  2,  pages  16  and  16. 

10.  Extract  from  "Harper's  New  Monthly  Magazine," 
September,  1851,  page  540. 

11.  Extract  from  "De  L'Art  du  Fontenier  Sondeur  et  des 
Puits  Artesiens,"  published  in  Paris,  France,  in  1822,  page 
C7</,  sec.  4*7. 

12.  Extract  from  "Bulletin  du  Musee  de  T Industrie," 
published  by  De  Mot  et  Cie,  Bruxelles,  1846,  tome  10,  page 
163. 

13.  Extract  from  '^Hericart  de  Thury,  Jaillissement  des 
Eaux,"  published  by  Bachelier,  Paris,  France,  1829,  pages 
274-275. 

14.  Extract  from  "F.  Arago,  CEuvres"  tome  6,  by  Gide 
et  J.  Baudry,  Paris  and  Leipzig,  by  J.  O.  Weigel,  1856,  page 
457. 

16.  Extract  from  "  F.  Gamier,  Traite  sur  les  Puits  Arte- 
siens," published  by  Bachelier,  Paris,  France,  1826,  page 
207. 
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16.  Extract  from  ''  Th^  Encyclopfiedia  of  Domestic  Econ- 
omy," published  in  New  York  in  1849,  by  Harper  Bros., 
page  848. 

The  rule  governing  defences  alleging  the  invalidity  of  the 
patent  by  reason  of  prior  printed  publications  was  stated 
by  Mr.  Justice  Clifford  in  Seymour  v.  Osborne,  11  Wall. 
616  [8  Am.  &  Eng.  290]  in  this  language :  ''Patented  inven- 
tions cannot  be  superseded  by  the  mere  introduction  of  a 
foreign  publication  of  the  kind,  though  of  prior  date,  unless 
the  description  and  drawings  contain  and  exhibit  a  substan- 
tial representation  of  the  patented  improvement,  in  such 
full,  clear,  and  exact  terms  as  to  enable  any  person  skilled 
in  the  art  or  science  to  which  it  appertains  to  make,  con- 
*  struct,  and  practice  the  invention  to  the  same  practical  ex- 
tent as  they  would  be  enabled  to  do  if  the  information  was 
derived  from  a  prior  patent.  Mere  vague  and  general  rep- 
^  resentations  will  not  support  such  a  defence,  as  the  knowl- 
edge supposed  to  be  derived  from  the  publication  must  be 
sufficient  to  enable  those  skilled  in  the  art  or  science  to  un- 
derstand the  nature  and  operation  of  the  invention,  and  to 
carry  it  into  practical  use.  Whatever  may  be  the  particular 
circumstances  under  which  the  publication  takes  place,  the 
account  published,  to  be  of  any  effect  to  support  such  a  de- 
fence, must  be  an  account  of  a  complete  and  operative  in- 
vention, capable  of  being  put  into  practical  operation." 

The  same  rule  was  repeated  by  Mr.  Justice  Strong  in  the 
opinion  of  the  Court  in  Cohn  v,  U.  S.  Corset  Co.,  93  U.  S. 
366  [10  Am.  &  Eng.  473]  as  follows  :  "  It  must  be  admitted 
that,  unless  the  earlier  printed  and  published  description 
does  exhibit  the  later  patented  invention  in  such  a  full  and 
intelligible  manner  as  to  enable  persons  skilled  in  the  art  to 
which  the  invention  is  related  to  comprehend  it  without  as- 
sistance from  the  patent,  or  to  make  it,  or  repeat  the  process 
claimed,  it  is  insufficient  to  invalidate  the  patent."  This 
rule  was  affirmed  in  Downton  v.  Yeager  Milling  Co.,  108  U. 
S.  466  [14  Am.  &  Eng.  613.] 
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The  application  of  this  rule  to  the  publications  relied 
upon  in  the  present  case  shows  that  none  of  them  can  prop- 
erly be  said  to  anticipate  the  invention  of  the  driven  well. 
It  would  serve  no  useful  purpose  specially  to  notice  in  this 
opinion  all  the  publications  mentioned  in  the  record ;  a  few, 
as  samples  most  relied  on,  will  be  considered. 

The  first  is  the  extract  from  MacKenzie's  6,000  Receipts. 
It  appears,  from  the  file  wrapper  in  the  matter  of  the  reis- 
sued letters  patent  in  the  suit,  that  the  application  was  re- 
jected at  first  by  the  examiner  in  the  Patent  Oflice  on  refer- 
ence to  this  extract,  which  is  as  follows :  "To  raise  water 
in  all  situations.  The  finest  springs  may  be  found  by  bor- 
ing, which  is  performed  in  the  simplest  manner  by  the  mere 
use  of  an  iron  rod  forced  into  the  earth  by  a  windlass.  The 
workmen  in  a  few  days  get  to  a  genuine  spring  of  pure 
water,  fit  for  every  purpose.  After  the  water  is  found  they 
merely  put  the  tin  pipes  down  the  aperture,  and  it  preserves 
a  fine  stream  which  sometimes  rises  from  four  to  five  feet 
hign."  It  is  quite  obvious  that  this  has  ho  relation  what- 
ever to  the  process  of  obtaining  water  by  means  of  driven 
wells.  It  is  nothing  more  than  a  simple  process  of  finding 
water  in  the  usual  way,  as  in  the  case  of  an  ordinary  dug 
or  bored  well,  such  as  have  been  immemorially  used. 

The  same  obsen'ation  equally  applies  to  the  extract  from 
Rees'  Cyclopaedia,  under  the  title  of  WeUs  in  Rural  Econ- 
omy^ which  is  as  follows :  "The  most  ingenious  of  these  is 
that  proposed  by  a  French  philosopher,  who  has  advised 
that  the  ground  should  be  perforated  to  a  sufiicient  depth 
by  means  of  an  auger  or  borer ;  a  cylindrical  wooden  pipe 
being  then  placed  in  the  hole  and  driven  downward  with  a 
mallet,  and  the  boring  continued,  that  the  pipe  may  be 
forced  down  to  a  greater  depth,  so  as  to  reach  the  water  or 
spring.  In  proportion  as  the  borer  becomes  filled  with  earth  it 
should  be  drawn  up  and  cleared,  when,  by  adding  fresh  por- 
tions of  pipe,  the  boring  may  be  carried  to  much  extent 
under  ground,  so  that  water  may  in  most  cases  be  thus 
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reached  and  obtained.  It  is  stated  that  wells  made  in  this 
manner  are  superior  to  those  constructed  in  the  common 
method,  not  only  in  point  of  cheapness,  but  also  by  afford- 
ing a  more  certain  and  abundant  supply  of  water,  while  no 
accident  can  possibly  happen  to  the  workmen  employed. 
In  case  the  water  near  the  surface  should  not  be  of  good 
quality,  the  perforation  may  be  continued  to  a  still  greater 
depth,  till  a  purer  fluid  can  be  procured  ;  and  when  wells 
have  become  impure  or  tainted  from  any  circumstance  or 
accident,  when  previously  emptied,  and  the  bottom  perfor- 
ated in  a  similar  manner,  so  as  to  reach  the  lower  sheet  of 
water,  it  will  rise  in  the  cylindrical  tube  in  a  pure  state  into 
the  body  of  the  pump  fixed  for  the  purpose  of  bringing  it 
up." 

The  extract  from  "Brande's  Encyclopaedia,"  under  the 
article  WeUy  is  as  follows :  "  The  use  of  the  borer  alone  may 
procure  an  adequate  supply  of  water  in  particular  situa- 
tions. This  mode  appears  to  have  been  long  resorted  to  in 
this  and  other  countries.  Prom  what  we  have  already  stated 
as  to  the  disposition  of  strata,  the  conditions  requisite  for 
its  success  will  be  readily  conceived  ;  viz.,  watery  strata  con- 
nected with  others  on  a  higher  level.  The  pressure  of  the 
water  contained  in  the  higher  parts  of  such  strata  on  that 
in  the  lower  will  readily  force  up  the  latter  through  any 
orifice,  however  small.  All  that  is  necessary,  therefore,  is 
to  bore  down  to  the  stratum  containing  the  water,  and, 
having  completed  the  bore,  to  insert  a  pipe  into  the  bore, 
which  may  either  be  left  to  overflow  into  a  cistern  or  it  may 
terminate  in  a  pump." 

A  similar  one  from  the  Mechanics'  Magazine,  volume  2, 
page  16,  is  this : 

''Boring  Wells. 
"  Answer  to  Question 

''Leeds,  March  15,  1824. 

"Drive  a  cast  iron  pipe  through  the  gravel — i.  e.,  by 
means  of  a  weight  hung  at  the  end  of  a  spring  pole,  used  in 
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boring ;  and  shonld  the  pipe  meet  with  any  loose  stone  to 
obstruct  its  passage,  put  the  boring  rods  into  the  pipe,  and 
bore  until  the  stone  is  broken  to  pieces  or  driven  sideways ; 
then  drive  the  pipe  as  before.  I  have  had  the  management 
of  a  great  many  bore  holes  for  water  in  this  neighborhood, 
some  above  100  yards  deep,  and  many  contrivances  I  have 
used  on  account  of  difficulties  met  with  in  different  strata. 
I  shall  be  happy  to  give  your  correspondent  every  informa- 
tion in  my  power  on  the  subject,  and,  if  agreeable  to  you, 
will  send  a  list  of  a  few  holes,  stating  the  different  strata 
gone  through  and  the  several  springs  of  water  met  with.'- 

"Yours,  &c.,  T.  T. 

''  N.  B. — The  shell  borer  must  be  used  at  times  to  bring 
out  the  gravel  that  gets  into  the  pipe,  and  the  pipe  must 
have  spigot  and  faucet  joints." 

There  is  nothing  in  these  extracts  to  suggest  the  peculiari- 
ties which  distinguish  the  driven  well  as  described  in  the 
reissued  patent ;  and  it  may  be  said,  in  general,  of  all  the 
extracts  contained  in  the  record,  including  these,  that  so 
far  as  they  undertake  to  describe  anything  in  actual  and 
practical  use,  they  point  merely  to  the  ordinaiy,  bored,  ar- 
tesian well,  or  the  instruments  and  implements  to  be  used 
in  its  construction. 

This  view  of  these  publications  is  strongly  corroborated 
by  the  circumstances  attending  the  introduction  of  Green's 
process  of  driven  wells  into  public  use  in  England.  It  is 
shown  that  his  agent  for  the  .introduction  of  the  well  into 
that  country,  and  to  whom  the  invention  was  sold,  James 
L.  Norton,  took  out  in  his  own  name  an  English  patent, 
and,  as  has  already  been  stated,  and  as  is  shown  in  the 
proof,  after  various  experimental  tests  made  by  civil  and 
military  engineers  of  high  authority,  the  driven  well  ac- 
cording to  this  process  was  adopted  and  successfully  em- 
ployed for  the  purpose  of  obtaining  a  water  supply  for  the 
British  troops  in  the  Abyssinian  expedition.  The  present 
record  contains  extracts  from  standard  scientific  publica- 
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tions  in  England  showing  how  extensively  and  successfully 
the  driven  well  has,  since  its  first  introduction,  been  em- 
ployed in  England  for  the  purpose  of  raising  water,  in  which 
it  is  admitted,  as  the  facts  show,  that  the  process  was  con- 
sidered new,  differing  in  substance  from  any  previously 
known  and  in  use,  and  ascribed  to  the  American  invention. 

The  next  defence  relied  vqpon  by  the  appellant  is  that  the 
evidence  fails  to  establish  a  case  of  infringement.  It  is  not 
important  to  set  out  fully  the  evidence  on  this  point ;  the 
substance  of  it  is  contained  in  the  opinion  of  Judge  Ship- 
man  in  this  case.  15  Fed.  Rep.  109.  In  reference  to  it,  the 
court  says:  "The  defendant's  counsel  strenuously  urge 
that  these  wells  were  constructed  by  boring ;  that  the  wells 
were  bored  until  water  was  struck — that  is,  until  a  supply 
of  water  was  obtained  ;  and  that  the  wells  were  finished  by 
pressing  the  pipes  more  deeply  into  the  source  of  supply 
which  had  been  reached  when  the  workmen  '  struck  water.' 
In  other  words,  the  defendant  seeks  to  bring  the  case  with- 
in the  decision  of  Judge  McCrary  in  Andrews  v.  Long,  12 
Fed.  Rep.  871.  In  this  case,  however,  the  witnesses,  when 
they  used  the  common  expression  '  struck  water,'  did  not 
mean  that  they  had  reached  an  adequate  source  of  supply 
for  a  well,  but  that  they  had  reached  a  place  where  the 
presence  of  water  manifested  itself,  and  where  by  continu- 
ous excavation  an  adequate  supply  would  be  attained.  The 
wet  sand  or  wet  clay  upon  the  auger  showed  that  water  was 
at  hand.  The  well  was  then  finished  and  a  supply  of  water 
was  obtained  by  pressing  or  driving  a  tube  into  the  ground, 
without  removing  the  earth  upward,  and  attaching  thereto 
a  pump.  When  this  was  done,  there  was  put  '  to  practical 
use  the  new  principle  of  forcing  the  water  in  the  water- 
bearing strata  of  the  earth  from  the  earth  into  a  well-pit, 
by  the  use  of  artificial  power  applied  to  create  a  vacuum  in 
the  water-bearing  strata  of  the  earth,  and  at  the  same  time 
in  the  well-pit.'    Andrews  v.  Cross,  8  Fed.  Rep.  269." 

In  other  words,  the  case  of  the  appellant  is  this:    He 
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sought  to  evade  the  patent  by  boring  instead  of  driving 
until  he  came  to  the  wat^r-bearing  stratum.  Then,  in  order 
to  avail  himself  of  the  patent,  he  drove  the  tube  downward 
into  the  water-bearing  stratum,  so  as  to  secure  those  condi- 
tions of  an  air  tight  connection  between  the  point  of  the 
tube  and  the  surrounding  earth,  which  constitute  the  prin- 
ciple of  the  driven-well  patent.  It  is,  therefore,  a  clear  case 
of  infringement. 

The  decree  of  the  Circuit  Court  is  accordingly  affirmed. 

Dissenting :    Mr.  Justice  Bradlky,  Mr.  Justice  Field, 
and  Mr,  Justice  Gray. 
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1.  Statement  of  theory  in  specification  : 

Brown  v.  District  of  Columbia,  130  U.  S.  87. 


d.  Act  1832,  sec.  3;  Act   1836,  sec.    13;  Act   1837,  sees.  5  and  8; 

Act  1870^  sec.  53;  R.  S.  sec  4916. 

Permissible  variation  on  reissue  : 

O'Reilly  w.  Morse,  15  How.  62  [5  Am.  &  Eng.  483.] 
Russell  u.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng.  495.] 


Enlarged  claims,  when  allowable  on  reissue : 

Battin  t».  Taggart,  1 7  How.  74  [6  Am.  ft  Eng.  243.] 
Rubber  Co.  v.  Goodyear  D.  V.  Co.,  9  Wall.  788  [8  Am.  k 
Eng.  150.] 
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Russell  t;.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng.  495.] 
Miller  v.  Brass  Co.,  104  U.  S.  350  [13  Am.  &  Eng.  303.] 
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Syllabus. 

A.  T.  BEEDLE,  APPELLANT,  v.  FRANK  O.  BENNETT 

ET  AL.* 
122  U.  S.  71-78.    Oct.  Term,  1886. 

[Bk.  :iO,  L.  ed.  1074;  39  O.  G.  1326.] 
Submitted  January  7,  1887.     Decided  May  23,  1887. 

Patent  about  to  expire.  Preliminary  injunction.  Equity  jurisdic- 
tion. Particular  patent.  Delay  in  applying^  for  purposes  of  ex- 
periment,   Abando7iment, 

1.  When  a  patent  is  in  force  at  the  time  of  filing  the  bill,  and  there 

was  then  time  for  procuring  a  preliminary  injunction,  the  ju- 
risdiction of  the  court  is  not  defeated  by  the  expiration  of  the 
patent  before  final  decree,     (p.  151.) 

2.  Nelson  W.  Green's  patent,  No.  4,372,  granted  May  9,  1871,  for 

Driven  Wells,  upon  an  application  filed  February  24,  1871,  for 
a  reissue  of  patent,  No.  73,425,  dated  January  14,  1868,  de- 
clared valid,  and  hdd^  that  his  delay  of  more  than  two  years 
in  making  application  for  the  patent  after  an  experimental 
use  by  him  of  his  particular  invention,  under  the  circumstances 
recited  in  the  agreed  statement  of  facts,  rebutted  the  pre- 
sumption of  dedication  or  abandonment  which  might  arise  un- 
der the  law  in  force  at  the  time  of  his  application,     (p.  151.) 

3.  The  law  governing  the  question  of  dedication  or  abandonment 

of  a  patented  invention,  is  that  in  force  at  the  date  of  the  ap- 
plication for  the  original  patent,     (p.  151 ) 

[Citations  in  the  opinion  of  the  oonrt :] 

Root  P.  Railway  Co.,  105  U.  S.  189  [13  Am.  &  Eng.  556.]    p.  151. 
Clark  V.  Wooster,  119  U.  8.  322  [16  Am.  &  Eng.  426.]    p.  151. 
Eames  r.  Andrews  [p.  96  awte.'\    p.  151. 
Andrews  t.  Carman,  13  Blatch.  307.    pp.  151,  152. 
Andrews  v.  does,  19  Blatch.  294.    pp.  151,  154. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  Ohio. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

*  See  Explanation  o\  Notes,  page  III. 
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Compare  the  preceding  case  of  Barnes  v.  Andrews,  [p. 
96  anie,] 

Mr.  Arthur  Slem^  for  appellant : 

The  appellant  submits  that  a  court  of  equity  was  without 
jurisdiction  to  grant  the  relief  prayed,  for  the  reasons :  firsts 
that  there  was  no  ground  for  an  injuction  or  equity  juris- 
diction ;  second^  there  was  a  complete  remedy  at  law. 

A  court  of  equity  will  not  intervene  to  issue  an  injunc- 
tion where  no  present  or  threatened  infringement  or  damage 
is  shown. 

A  process  patent  is  infringed  only  by  the  use  of  the  pro- 
cess, and  not  by  the  use  of  the  product  resulting  from  the 
process. 

In  the  case  of  Elizabeth  t?.  Pavement  Co.,  97  U.  S.  126 
[11  Am.  &  Eng.  614,]  this  court  held  that  the  town  of  Eliza- 
beth made  itself  liable  in  damages  for  constructing  pave- 
ments in  accordance  with  the  process  covered  by  the  pat- 
ent, and  should  be  enjoined  from  continuing  to  construct 
them  during  the  life  of  the  patent,  but  no  injunction  could 
issue  forbidding  the  use  of  the  pavements  already  laid. 

Defendant  was  not,  it  is  admitted,  continuing  to  construct 
wells,  was  not  threatening  to  do  so,  or  contributing  in  any 
way  to  continuing  infringement ;  he  was  simply  using  the 
products  of  a  i)ast  and  completed  act.  There  was,  there- 
fore, no  ground  for  the  intervention  of  a  court  of  equity  to 
grant  an  injunction  to  prevent  damage  to  complainant. 

Even  if  there  had  been  need  of  an  account  to  ascertain 
the  damages,  an  account  in  a  patent  case  is  only  an  inci- 
dent to  the  right  to  an  injunction,  and  a  court  of  equity 
will  not  entertain  a  bill  for  an  account  where  the  complain- 
ant does  not  pray  an  injunction,  and  was  not  entitled  at  the 
time  of  filing  the  bill  to  an  injunction. 

Root  V.  Railway,  105  U.  S.  189  [13  Am.  &  Eng.  556 ;]  Ken- 
on  Injunctions,  41. 

The  patent  surely  comes  within  the  rule  laid  down  by 
this  court  in  Miller  tj.  Brass  Co.,  104  U.  S.  360  [13  Am.  & 
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Eng.  303, 1  and  the  numerous  decisions  which  have  followed. 

It  was  applied  for  more  than  two  years  after  the  date  of 
the  original. 

It  is  if  thus  construed,  for  an  entirely  different  invention 
from  that  shown  and  claimed  in  the  original.  It  is  so  dif- 
ferent that  it  is  difficult  to  recognize  any  connection  or  rela- 
tion between  the  two. 

The  appellant  contends  that  the  patentee  publicly  used 
his  invention  more  than  two  years  before  he  applied  for  his 
patent,  and  thereby  forfeited  his  right  to  a  patent  under 
the  act  of  1839. 

It  is  admitted  by  appellees  that  in  June,  1861,  the  pat- 
entee constructed  a  well  on  his  own  grounds,  at  Cortland, 
N.  Y.,  and  in  October  of  the  same  year  he  publicly  drove 
a  well  in  the  manner  described  in  the  patent,  at  the  fair 
grounds  in  Cortland,  for  the  use  of  the  soldiers  in  camp ; 
that  he  did  not  apply  for  his  patent  until  1866.  We  think 
the  simple  statement  of  facts  is  all  that  need  be  said  upon 
this  subject. 

Shaw  V.  Cooper,  7  Pet.  292  [4  Am.  &  Eng.  286 ;]  Consoli- 
dated Fruit  Jar  Co.  v.  Wright,  94  U.  S.  96  [11  Am.  &  Eng. 
46 ;]  Egbert  v.  Lippmann,  104  U.  S.  333  [13  Am.  &  Eng. 
273.] 

Messrs,  John  F.  FolletU  David  M.  Hyman^  arid  Thomas 
H,  KeUey^  for  appellees : 

It  is  claimed  that  this  court  has  no  jurisdiction  because 
the  complainants  are  not  entitled  to  bring  this  suit  in  equity, 
for  the  reason  that  they  have  a  complete  and  adequate 
remedy  at  law. 

It  is  strenuously  contended  by  counsel  for  appellant  that 
the  case  of  Root  v.  Railway  Co.,  105  U.  S.  189  [13  Am.  & 
Eng.  556, 1  supports  the  proposition  for  which  he  contends. 
The  opinion  of  Mr.  Justice  Matthews  in  that  case  was  to 
the  effect  that  the  55th  section  of  the  act  of  1870  was  not 
intended  by  Congress  to  confer  equity  jurisdiction  upon  the 
Circuit  Courts  of  the  United  States,  after  the  expiration  of 
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a  patent,  because  the  statute  itself  provided  that  the  Circuit 
Court  had  jurisdiction  in  cases  only  where  a  party  had  a 
right  to  ask  for  an  injunction,  and  inasmuch  as  noinjuction 
would  be  granted  after  the  expiration  of  the  patent,  the 
courts  of  law  afforded  ample  opportunity  for  redress,  and 
there  was  nothing  peculiar  in  the  character  of  the  relief 
which  could  be  asked  for  after  the  expiration  of  the  patent 
which  would  authorize  courts  of  equity  to  take  jurisdiction, 
and  in  that  view  he  applied  the  principle  which  is  well 
known,  that  courts  of  equity  never  grant  relief  when  there 
is  a  plain  and  adequate  remedy  at  law.  It  is  evident  from 
the  language  of  the  opinion  that  he  did  not  intend  to  cover 
any  other  question  than  the  one  which  was  then  before  it. 
At  that  time  it  had  been  well  established,  both  by  practice 
and  by  numerous  decisions,  that  the  owner  of  a  patent  dur- 
ing the  life  of  a  patent  has  his  election  to  proceed  either  at 
law  or  in  equity. 

Parks  V.  Booth,  102  U.  S.  96  [12  Am.  &  Eng.  470  ;]  Marsh 
T.  Seymour,  97  U.  S.  348  [12  Am.  &  Eng.  53 ;]  Aqua  Co.  v. 
Jordan,  7  Wall.  593. 

It  is  held  in  England  and  in  this  country  by  the  highest 
courts  that  the  right  of  a  court  of  equity  to  proceed  and  af- 
ford the  party  relief  will  be  exercised  at  the  final  hearing 
after  the  patent  has  expired,  although  the  court  cannot  grant 
any  relief  by  ^tay  of  injunction  and  the  exercise  of  this  jur- 
isdiction depends  upon  the  fact  that  if  the  party,  at  the  time 
that  he  brought  his  suit,  had  the  right  to  go  into  a  court  of 
equity,  a  court  of  equity  will  not  turn  him  out  because  it 
cannot  grant  him  all  the  relief  for  which  he  asks,  but  on  the 
other  hand  will  administer  such  relief  as  it  can. 

Great  stress  is  also  laid  by  counsel  for  defendant  upon  the 
fact  that  this  defendant  was  merely  a  user  and  that,  there- 
fore, the  court,  ought  not  to  grant  any  relief  to  complain- 
ants. If  such  is  the  fact,  there  is  certainly  very  little,  if 
any,  value  in  a  patent  of  this  kind.  Its  principal  value,  and 
it«  almost  exclusive  usefulness,  is  to  owners  of  proi)erty, 
who  drive  these  weUs  for  their  own  personal  use,  and  if  a 
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court  of  equity  could  not  grant  relief  simply  upon  the  ground 
that  the  parties  were  not  making  any  profits  of  them,  it 
would  be  an  unjust  and  monstrous  doctrine,  and  one  for 
which  we  find  no  authority  in  the  decided  cases. 

Counsel  cites  the  case  of  Elizabeth  v.  Pavement  Co.,  97  U. 
S.  126  [11  Am.  &  Eng.  514,]  and  claims  that  that  is  an 
authority,  but  they  have  overlooked  the  fact,  which  is  very 
clearly  pointed  out  by  Mr.  Justice  Matthews  in  Root  v. 
Railway  Co.,  105  U.  S.  189  [13  Am.  &  Eng.  556]  that  the 
suit  of  Elizabeth  v.  Pavement  Co.,  was  brought  before  the 
Act  of  1870,  when  the  only  relief  which  a  court  of  equity 
could  administer  was  to  give  an  account  for  profits,  and 
there  being  no  profits,  there  would  be  no  judgment  which  a 
court  could  give.  But  in  the  same  volume  of  the  reports, 
page  348,  was  decided  the  case  of  Marsh  v.  Seymour,  [12 
Am.  &  Eng.  53,]  which  arose  after  the  passage  of  the  Act  of 
1870,  and  there  it  was  held  that  equity  would  retain  juris- 
diction because  it  could  not  only  give  profits,  but  also 
damages,  and  it  being  shown  that  there  were  no  profits 
plaintiff  was  entitled  to  damages,  which  were  awai'ded  him 
on  the  basis  of  a  license  fee  or  royalty. 

We  think  an  examination  of  the  original  and  the  reissue 
shows  that  they  are  for  the  same  thing. 

The  law  presumes  most  strongly  in  favor  of  the  validity 
of  the  reissue.  James  v.  Campbell,  104  U.  S.  356  [13  Am. 
&  Eng.  341;]  Seymour  v.  Osborne,  11  Wall.  543  [8  Am.  & 
Eng.  290;]  O'Reilly  v.  Morse,  16  How.  112  [6  Am.  &  Eng, 
483;]  Rubber  Co.  v.  Goodyear,  9  Wall.  796  [8  Am.  &  Eng. 
160;]  Klein  v.  Russell,  19  Wall.  433  [9  Am.  &  Eng.  244;] 
Smith  V.  Goodyear  D.  V.  Co.,  93  U.  S.  486  [11  Am.  &  Eng.  1.] 

If  the  directions  of  the  si)ecifications  of  either  the  original 
or  i*eissue  letters  patent  be  followed,  the  same  thing  will  be 
accomplished'in  the  same  manner. 

There  is  no  evidence  in  this  case  showing  that  there  was 
any  public  use,  in  the  sense  in  which  that  term  is  under- 
stood, and  it  is  unfair  for  counsel  to  refer  to  facts  which 
were  before  the  court  in  the  case  of  Andrews  v.  Hovey,  as  to 
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the  use  of  this  paient  by  numerous  parties,  when  the  agreed 
statement  of  facts  simply  refers  to  two  earperii/ients  made 
in  1861. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court : 

This  is  a  bill  in  equity  filed  by  the  appellees  May  16, 1883, 
to  restrain  the  alleged  infringement  of  reissued  letters 
patent,  No.  4,372,  issued  to  Nelson  W.  Green,  for  a  driven 
well.  The  cause  was  heard  by  stipulation  between  the 
parties  upon  an  agreed  statement  of  facts  set  out  in  the  re- 
cord, as  follows : 

''For  the  purpose  of  saving  the  expense  of  taking  testi- 
mony, it  is  hereby  agreed  by  and  between  the  parties  hereto 
that  the  above  cause  and  the  others  hereinafter  referred  to 
may  be  tried  upon  the  foDowing  agreed  statement  of  facts, 
said  statement  to  be  accepted  as  proof  of  the  facts  recited  as 
fully  and  completely  as  if  the  same  had  been  duly  and  form- 
ally proven. 

*'  It  is  agreed  that  Nelson  W.  Green  was  the  patentee  of 
a  new  and  valuable  process  in  the  construction  of  wells,  and 
claimed  to  be  its  first  and  original  inventor,  for  which  pro- 
cess he  received  original  letters  patent  of  the  United  States, 
No.  73,425,  on  the  14th  day  of  January,  1868,  and  for  which 
reissue  letters  patent  No.  4,372  were  granted  to  Nelson  W. 
Green  on  May  9, 1871,  the  application  for  which  having  been 
filed  February  24,  1871. 

''That  the  title  to  the  letters  patent  sued  on  for  the  State 
of  Ohio  is  in  the  complainants. 

''That  the  defendants  have  had  in  use  on  their  farm  for 
the  past  seven  or  eight  years  one  or  more  driven  wells,  which 
wells  were  put  down  for  the  defendants  by  an  ordinary  well 
driver  in  the  following  manner :  a  tube,  of  which  the  lower 
portion  was  perforated  with  small  holes  and  the  lower  end 
provided  with  a  point,  was  driven  into  the  ground  until  it 
projected  into  the  water,  without  removing  the  earth  up- 
wards, as  in  boring. 

1%%  U.  S.  7»-73. 
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' '  The  water  then  entered  the  tube  through  the  perforations 
and  was  pumped  up  through  the  tube  by  an  ordinary  pump. 

^'That  the  defendants  have  never  driven  wells  for  them- 
selves, except  as  above  described  or  for  other  purposes; 
never  have  sold  or  offered  for  sale  driven  wells  or  the  ma- 
terials for  driving  them,  but  have  simply  used  their  oi^vn 
wells  for  their  personal  use  on  their  farms. 

"It  is  agreed  that  printed  copies  of  the  original  and  re- 
issued letters  patent  granted  to  N.  W.  Green  in  1868  and 
1871,  Nos.  73,425  and  4,372,  respectively,  may  be  offered  in 
evidence  at  the  hearing,  and  may  be  accepted  as  proof  with 
the  same  force  and  effect  as  if  formally  proven. 

"That  the  said  N.  W.  Green  made  his  alleged  invention 
or  discovery  as  early  as  1861,  when  he  put  down,  on  his  own 
grounds,  at  Cortland,  New  York,  the  first  driven  well  for  the 
purpose  of  demonstrating  his  discovery. 

"That  he,  at  the  time  of  his  alleged  invention,  claimed  to 
have  made  a  valuable  discovery  and  to  have  invented  a  new 
process. 

* '  That  he  then  declared  an  intention  to  secure  his  process 
by  letters  patent  and  expressed  his  belief  that  large  profits 
would  accrue  therefrom. 

"That  he  at  that  time,  having  been  partly  educated  at 
West  Point,  was  engaged  in  organizing  a  regiment  at  Cort- 
land, N.  Y.,  his  residence,  and  was  exi)ecting  soon  to  take 
part  in  the  War  of  the  Rebellion. 

"That  in  June,  1861,  he  put  down  a  well  at  his  house  in 
Cortland,  and  in  October,  1861,  he  publicly  drove  a  well,  in 
the  manner  described  in  his  original  patent,  at  the  fair 
grounds  near  Cortland,  for  the  use  of  the  soldiers  in  camp, 
and  demonstrated  to  his  own  complete  satisfaction  its  suc- 
cess. 

"  That  he  gave  orders  and  directions  for  the  construction 
of  proper  apparatus  for  driving  such  wells,  and  made  ar- 
rangements for  its  transportation  with  his  regiment  as  it  was 
moved  to  the  seat  of  war. 

IM  U.  8.  78. 
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''That  on  the  6th  of  December,  1861,  while  in  discharge 
of  what  seemed  to  be  his  duty,  he  felt  compelled  to  shoot 
one  of  the  captains  of  his  regiment  named  McNett;  that  the 
shot  was  not  mortal,  but  inflicted  serious  injury;  that  in  the 
then  state  of  the  public  mind  this  occasion  gave  rise  to  in- 
tense public  excitement,  out  of  which  sprang  a  controversy 
of  extraordinary  bitterness,  involving  numerous  persons  and 
continuing  for  several  years;  that  the  effect  upon  Green  was 
disastrous  in  the  extreme;  that  he  was  suspended  from  his 
command,  then  tried  by  a  court  of  inquiry  at  Albany,  and 
reinstated  in  command;  that  his  regiment,  after  having,  it 
is  said,  required  the  protection  of  a  battery  to  save  it  from 
violence  at  the  hands  of  evil -disposed  people  of  the  country, 
removed  to  Washington,  where  Green  was  relieved  from 
command,  and  then  dismissed  the  service  and  subjected  to 
military  charges. 

* '  That  he  was,  in  addition,  harassed  by  civil  suits  brought 
to  charge  him  with  a  personal  liability  for  articles  used  by 
his  regiment. 

''That  he  was  also  arrested  and  then  indicted  for  the 
shooting  of  McNett,  and  after  repeated  postponements  of 
the  trial,  effected  because  of  the  excited  state  of  the  public 
mind,  was  tried  in  1866,  and,  tHb  jury  having  disagreed,  was 
discharged. 

"That  during  this  period  he  also  became  involved  in 
church  difficulties  arising  out  of  the  shooting  of  McNett; 
was  expelled  from  the  church  and  compelled  to  appeal  to 
the  bishop,  and  also  became  involved  in  litigation  with  the 
pastor  of  his  church. 

"That  his  efforts  during  this  period  to  secure  a  reversal  of 
the  order  dismissing  him  from  the  service  were  constant  and 
absorbing,  and  were  attended  with  such  ani^ety  of  mind  as 
to  give  rise  to  the  charge  that  he  was  insane. 

"That  this  state  of  things  continued  up  to  1866,  during 
which  period  he  was  of  necessity  often  absent  from  Cortland, 
at  Albany  and  at  Washington,  and  that  he  was  compelled 
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to  devote  his  entire  time  to  the  controversy  in  which  he  had 
become  involved,  abandoning  all  other  occupation  and  ex- 
hausting all  his  means. 

"That  in  November,  1865,  when  Green  saw,  by  an  ad- 
vertisement in  the  pai)ers,  that  driven  wells  were  being  put 
down,  although  he  was  advised  by  counsel  defending  him 
on  the  indictment  for  the  shooting  of  McNett  not  to  apply 
for  a  patent,  as  he  would  thereby  increase  the  number  of 
his  enemies  and  prejudice  him  on  the  trial  of  the  indict- 
ment, then  about  to  come  on,  he  nevertheless  did  then,  and 
in  opposition  to  the  advice  of  his  counsel,  file  his  applica- 
tion and  assert  his  right  to  the  invention. 

"  That  the  said  Green,  during  this  period  aforesaid,  never 
declared  any  intention  of  abandoning  his  said  discovery 
and  invention,  and  that,  having  so  made  his  application  as 
aforesaid,  original  letters  patent  were  granted  the  said  N. 
W:  Green,  January  14,  1868. 

"It  is  further  agreed  that  whatever  order  or  decree  is 
made  in  this  cause  the  same  shall  be  made  in  all  the  cases 
pending  in  this  court  in  which  the  same  parties  are  com- 
plainants, a  list  of  which  cases,  with  the  title  and  number 
thereof,  is  hereto  attached  and  made  a  part  of  this  stipulation . 

"  It  is  further  admitted  that  the  complainants'  price  for 
settling  for  infringement  under  the  above  patent  without 
suit  has  been  ten  dollars  per  well  and  the  recognition  of 
complainants'  rights,  and  that  the  complainants  ojffered  to 
settle  on  such  terms  with  these  defendants  before  bringing 
suit,  which  offer  was  refused." 

A  decree  was  rendered  in  favor  of  the  complainants  on 
the  6th  day  of  December,  1886,  but,  as  at  that  time  the  pat- 
ent had  expired,  no  injunction  was  granted.  The  amount 
of  the  damages  awarded  was  at  the  rate  of  $10  for  each 
well  used,  that  being  the  amount  of  royalty  which  the  com- 
plainants had  offered  to  take  before  suit  brought,  and  ad  • 
mitted  to  be  the  customary  price  for  the  same,  as  a  license 
fee.    The  defendant  prosecutes  the  present  appeal. 
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As  the  patent  was  in  force  at  the  time  the  bill  was  filed, 
and  the  complainants  were  entitled  to  a  preliminary  injunc- 
tion at  that  time,  the  jurisdiction  of  the  court  is  not  de- 
feated by  the  expiration  of  the  patent  by>4fipi»  of  time  be- 
fore final  decree.  There  is  nothing  in  the  case  of  Root  v. 
Railway  Co.,  105  U.  S.  189  [13  Am.  &  Eng.  556,]  to  sustain 
the  objection  made  by  the  appellant  on  this  account.  See 
also  Clark  v.  Wooster,  119  U.  S.  822  [16  Am.  &  Eng.  426,] 
and  cases  there  cited.  All  other  defences  made  in  the  cause, 
except  that  of  prior  public  use  and  the  defendant's  infringe- 
ment, have  been  passed  upon  in  the  case  of  Eames  v.  An- 
drews, [p.  98  arite^]  just  decided. 

In  the  present  case  the  appellant  contends  that  the  pat- 
entee publicly  used  his  invention  more  than  two  years  be- 
fore he  applied  for  his  i)atent,  and  thereby  forfeited  his 
right  to  a  patent  under  the  law.  This  defence  was  raised 
and  considered,  upon  facts  substantially  the  same,  in-  the 
case  of  Andrews  v.  Carman,  13  Blatch.  307,  and  also  in  the 
case  of  Andrews  v.  Cross,  19  Blatch.  294.  The  law  govern- 
ing the  subject  of  the  alleged  dedication  and  abandonment 
by  Green  of  his  invention  prior  to  obtaining  his  patent,  is 
that  which  was  in  force  prior  to  November,  1866,  when  he 
made  Ms  application.  By  the  Patent  Act  of  1870,  as  well 
as  by  the  Revised  Statutes,  all  rights  previously  acquired 
were  preserved.  The  law,  therefore,  applicable  to  the  ques- 
tion, is  to  be  found  in  the  acts  of  1836  and  1839.  The  act 
of  1839,  as  has  repeatedly  been  held,  has  no  effect  to  invali- 
date a  patent,  unless  there  be  proof  of  abandonment,  or  of 
a  use  of  the  invention  for  more  than  two  years  prior  to  the 
application  for  the  patent.  The  only  facts  from  which  such 
an  abandonment  or  dedication  can  be  inferred  are  that 
Green,  in  June,  1861,  put  down  a  well  at  his  house  in  Cort- 
land, New  York ;  that  in  October,  1861,  he  publicly  drove 
a  well,  in  the  manner  described  in  his  original  patent,  at 
the  fair  grounds  near  Cortland,  for  the  use  of  the  soldiers 
in  camp,  and  demonstrated  to  his  complete  satisfaction  its 

ISS  V,  8.  75-76. 


162  BEEDLE  v.  BENNETT.  fSup.  Ct. 

Opinion  of  the  court 

success ;  and  that  he  gave  orders  and  directions  for  the  con- 
struction of  proper  apparatus  for  the  driving  of  such  wells, 
and  made  arrangements  for  its  transportation  with  his  regi- 
ment as  it  was  moved  to  the  seat  of  war.  The  circumstances 
of  delay,  which  intervened  between  that  date  and  the  time 
when  he  made  his  application  for  his  patent  in  November, 
1865,  are  stated  in  the  agreed  statement  of  facts.  Those 
circumstances  sufftciently  rebut  any  presumptions  which 
might  otherwise  have  arisen  of  an  intention  on  his  part  to 
abandon  and  dedicate  to  the  use  of  the  public  the  invention 
described  in  his  patent.  The  wells  made  by  Green  himself 
at  Cortland,  and  at  the  fair  grounds  near  Cortland,  for  the 
use  of  his  soldiers,  were  his  first  experiments.  In  respect 
to  these,  it  was  said  by  Judge  Benedict,  in  Andrews  v.  Car- 
man, 13  Blatch.  3()7,  326:  *'The  first  experiment  was  a 
success  in  this :  that  it  proved  the  possibility  of  obtaining 
a  supply  of  water  by  this  process ;  but,  of  course,  it  could 
not  prove  that  a  tube  could  be  driven  down  to  a  water-bear- 
ing stratum  in  all  localities,  with  the  cheapness  and  dis- 
patch necessary  to  render  the  process  one  of  general  utility. 
It  was  natural,  therefore,  to  suppose  that,  before  the  pro- 
cess could  be  declared  to  be  satisfactory,  other  experiments, 
in  other  and  different  localities,  should  be  made.  He  could, 
by  law,  use  his  invention  for  this  purpose,  and  permit  it  to 
be  used,  for  two  years,  without  forfeiting  his  right  to  a  pat- 
ent. Under  such  circumstances,  it  would  be  going  far  to 
say  that  his  act  of  permitting  the  use  of  his  process  at  the 
camp  in  Cortland,  where  his  regiment  was  then  in  camp, 
and  of  providing  material  wherewith  to  construct  such  wells 
for  his  regiment  when  it  should  move  Into  hostile  territory, 
amounted  to  a  dedication  of  his  invention  to  public  use, 
and  worked  a  forfeiture  of  his  right  to  it." 

Section  7  of  the  Act  of  March  3,  1839,  5  Stat,  at  L.  364, 
protects  everyone  who  had  purchased  or  constructed  the 
subject  of  the  invention  prior  to  the  application  for  the  pat- 
ent, and  adds  as  follows:     ''And  no  patent  shall  be  held 
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to  be  invalid  by  reason  of  such  purchase,  sale,  or  use  prior 
to  the  application  for  a  patent  as  aforesaid,  except  on  proof 
of  abandonment  of  such  invention  to  the  public,  or  that 
such  purchase,  sale,  or  prior  use  has  been  for  more  than 
two  years  prior  to  such  application  for  a  patent."  There 
is  no  evidence  in  the  record  of  any  use  or  sale  of  the  inven- 
tion by  Green  before  his  application  for  a  patent,  and .  no 
evidence  from  which  to  conclude  that  any  use  of  any  driven 
well  J>y  others  before  his  application  was  consented  to  or 
allowed  by  him,  except  in  the  instances  mentioned  at  Cort- 
land, which  were  merely  exi)erimental  tests,  made  by  him- 
self. Much  less  is  there  any  evidence  to  show  that  there 
was  any  use  of  the  invention  by  others  for  more  than  two 
years  prior  to  his  application. 

Upon  the  question  of  infringement,  the  agreed  statement 
of  facts  shows  the  following:  ''That  the  defendants  have 
had  in  use  on  their  farm  for  the  past  seven  or  eight  years 
one  or  more  driven  wells,  which  wells  were  put  down  for 
the  defendants  by  an  ordinary  well  driver  in  the  following 
manner :  a  tube,  of  which  the  lower  portion  was  i)erforated 
with  small  holes  and  the  lower  end  provided  with  a  point, 
was  driven  into  the  ground  until  it  projected  into  the  water, 
without  removing  the  earth  upwards,  as  in  boring.  The 
water  then  entered  the  tube  through  the  perforations  and 
was  pumped  up  through  the  tube  by  an  ordinary  pump. 
That  the  defendants  have  never  driven  wells  for  themselves, 
except  as  above  described,  or  for  other  purposes ;  never 
have  sold  or  offered  for  sale  driven  wells,  or  the  materials 
for  driving  them,  but  have  simply  used  their  own  wells  for 
their  personal  use  on  their  farms." 

It  is  now  contended,  on  the  part  of  the  appellant,  that 
the  claim  of  the  patent  is  for  the  process  of  driving  the 
well,  and  not  for  the  use  of  the  well  after  it  has  been.driven, 
and  that  consequently  the  appellant  is  not  shown  to  have 
infringed ;  but,  as  has  been  shown  in  the  case  of  Eames  v. 
Andrews,  the  patent  covers  the  process  of  drawing  water 
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from  the  earth  bv  means  of  a  well  driven  in  the  manner  de- 
scribed  in  the  patent.  The  nse  of  a  well  so  constructed  is, 
therefore,  a  continuing  infringement,  as  every  time  water 
is  drawn  from  it  the  patented  process  is  necessarily  used. 
As  was  said  by  Mr.  Justice  Blatchford  in  Andrews  v.  Cross, 
19  Blatch.  294,  305 :  "  Under  this  construction  the  defend- 
ant has  infringed  by  using  the  pump  in  a  driven  well,'  con- 
structed in  a  house  hired  by  him,  to  obtain  a  supply  of 
water  for  the  use  of  his  family,  although  he  may  not  have 
paid  for  driving  the  well,  or  have  procured  it  to  be  driven. 
Such  use  of  the  well  was  a  use  of  the  patented  process. '' 
The  decree  of  the  Circuit  Court  is  accordingly  affirmed. 

1S8  U.  S.  78. 

Dissenting:  Mr.  Justice  Bradley,  Mr.  Justice  Field, 
and  Mr.  Justice  Gray. 

1.  Jurisdiction.     Expired  patent : 

Bourne  v.  Goodyear,  9  Wall.  812  [8  Am.  &  Eng.  209.] 
Root  V.  Railway,  105  U.  S.  189  [13  Am.  &  Eng.  556.] 


Jurisdiction.     Expiration  of  patent  after  bill  filed  : 

American  Cotton-Tie  Co.  v.  Simmons,  106  U.  S.  89  [14 

Am.  &  Eng.  159.] 
Railroad  Co.  v.  Car  Brake  Co.,  110  U.  S.  229  [15  Am.  & 

Eng.  124.] 
Valve  Co.  v.  Valve  Co.,  113  U.  S.   157  [15  Am.  A  Eng. 

460.] 
Thomson  v.  Wooster,  114  U.  S.  104  [16  Am.  &  Eng.  28.] 
Clark  V.  Wooster,  119  U.  S.  322  [16  Am.  A  Eng.  426.] 
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3.  Abandonment : 

See  Andrews  t».  Hovey,  123  U.  S.  267  [p.  26H  post] 
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HyllabuB.        * 

NEW  PROCESS  FERMENTATION  COMPANY,  AP- 
PELLANT, V.  MAGDALENA  MAUS,  ALBERT  C. 
MAUS,  FRANK  A.  MAUS,  AND  MATHIAS  MAUS. 

laa  U.  &  413-482.    Oct.  Term,  1880. 

[Bk.  »),  L.  ed.  1193;  :)9  O.  G.  1419.] 

Reversing  Ibid,  20  Fed.  Rep.  726. 

Argued  May  9,  10,  1887.     Decided  May  27,  1887. 

Particular  process  patent    construedy  sustained  and    infringed. 
Novelty  of  process  not  dependent  on  that  of  apparatus. 

1.  Claim  3  of  letters  patent,  No.  216,679,  granted  May  20,  1879, 
upon  the  application  of  Leonard  Meller  and  Edmund  Hof- 
mann,  to  George  Bartholomae,  assignee,  Beer-making,  for 
"The  process  of  preparing  and  preserving  beer  for  the  market, 
which  consists  in  holding  it  under  controllable  pressure  of  car- 
bonic acid  gas  from  the  beginning  of  the  kraeusen  stage  until 
such  time  as  it  is  transferred  to  kegs  and  bunged,  substantiaHy 
as  described  "  construed  to  be  for  an  art  or  method  patentable 
as  a  process,  irrespective  of  the  apparatus  or  instrumentality  for 
carrying  it  out,  fields  novel,  valid,  and  infringed,     (p.  171.) 

^.  Where  a  process  is  capable  of  being  carried  on  by  a  variety  of 
apparatus,  the  validity  of  the  claim  is  not  affected  by  the  want 
of  novelty*  in  the  apparatus  if  the  process  is  new  and  produces 
a  new  result,     (p.  177.) 

[Citations  in  the  opinion  of  the  court:] 

New  Process  Fermentation  Ck>.  f.  Mans,  20  Fed.  Rep.  72.5.     p.  172. 
Coming  v.  Burden,  15  How.  252  [6  Am.  &  Eng.  69.]     p.  176. 
Cochrane  v.  Deener,  94  U.  8.  780  [11  Am.  &  Eng.  288.]    p.  176. 
Tilghman  t>.  Proctor,  102  U.  8.  707  [13  Am.  &  Eng.  29.]    p.  176. 

Api)eal  from  the  Circuit  Court  of  the  United  States  for  the 
District  of  Indiana.    Opinion  below,  20  Fed.  Rep.  725. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

*See  Explanation  of  Notes,  page  III. 
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Messrs.  Ephraim  Banning^  Wells  W,  Leggett^  and 
ThoToas  A.  Banning^  for  appellant: 

The  court  seems  to  have  struggled  over  various  theoi'etical 
questions  in  reference  to  process  patents;  but  that  inventions 
of  this  character  are  patentable  as  processes  we  believe  to  be 
too  well  settled  for  question  or  argument.  Coming  v.  Bur- 
den, 16  How.  267  [6  Am.  &  Eng.  69;]  Cochrane  v.  Deener, 
94  U.  S.  787  [11  Am.  &  Eng.  288;]  Tilghman  v.  Proctor,  102 
U.  S.  722  [13  Am.  &  Eng.  29.] 

The  specification  is  very  specific  and  defines  and  illustrates, 
with  particularity,  mechanism  adapted  to  carry  out  the  pro- 
cess. Means  are  shown  for  accomplishing  the  pressure,  but 
it  would  seem  an  unwarrantable  restriction,  when  a  variety 
of  devices  might  be  employed  for  producing  precisely  the 
same  pressure,  to  limit  the  protection  afforded  by  the  patent 
solely  to  the  one  apparatus  illustrated  in  the  patent.  It 
would  seem  but  reasonable  to  hold  that  any  apparatus  which 
would  confine  the  pressure  upon  the  beer  at  this  stage  would, 
in  the  consideration  of  the  process,  be  regarded  as  equiva- 
lent mechanism,  and  so  instead  of  construing  the  patent  to 
be  for  a  result,  produced  by  any  means,  it  should  in  this  re- 
spect be  construed  to  be  a  process  for  producing  a  result  by 
the  means  described  in  the  patent,  or  by  other  equivalent 
means. 

It  would  seem  that  the  court  is  not  justified  in  assuming 
that  the  claims  are  made  irrespective  of  any  mechanism  for 
carrying  them  out,  even  should  it  appear  that  any  other 
mechanism  might  be  the  equivalent,  in  the  process,  of  the 
means  described. 

Blanchard  v.  Sprague,  2  Story,  164;  Seymour  v.  Osborne, 
11  Wall.  516  [8  Am.  &  Eng.  290;]  Wintermute  v.  Redington, 
1  Pish.  239;  Tilghman  v.  Werk,  2  Pish.  229;  LeRoy  v. 
Tatham,  14  How.  156  [5  Am.  &  Eng.  313;]  Piper  v.  Brown, 
4  Pish.  175;  Cochrane  v.  Deener,  11  O.  G.  687,  94  U.  S.  780 
[11  Am.  &  Eng.  288;]  Andrews  v.  Carman,  13  Blatch.  307; 
Brown  v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272;]  Union 
Paper  Bag  Co.  t.  Pultz  &  Walkley  Co.,  15  Blatch.  160. 
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When  the  true  scope  and  character  of  appellants'  claims 
are  considered,  there  can  be  no  possible  doubt  about  appel- 
lees' infringement  thereof,  the  patent  cannot  properly  be  re- 
stricted to  mere  forms  or  details  of  construction,  and,  in  any 
view,  its  process  claims  certainly  cover  the  process  carried 
on  at  appellees'  brewery. 

Mr,  Charles  P.  Jacobs^  for  appellees: 

It  is  evident  that  both  the  Wallace  &  Hicks  patent  fully 
anticipate  the  Meller  &  Hofmann  apparatus. 

It  is  true  that  a  process  is  patentable,  whether  it  is  what 
is  known  as  a  mechanical  process  or  a  chemical  process; 
where,  however,  the  process  is  but  the  legitimate  function 
of  the  machine,  and  the  particular  apparatus  described  is 
indispensable  to  the  conduct  of  the  process,  the  apparatus 
should  be  claimed,  and  not  its  functions  or  operation. 

Burr  V.  Duryee,  1  Wall.  531  [7  Am.  &  Eng.  224;]  Harri- 
son, ex  parte^  10  Off.  Graz.  373. 

Taking  the  patents  heretofore  mentioned,  namely,  those 
of  Wallace,  Hicks,  Dietrichsen,  and  Gilham,  it  may  be  said 
that  the  field  was  fairly  covered,  and  that  there  was  nothing 
left  for  the  invention,  except  some  particular  form  of  appara- 
tus. And  it  is  doubtful  if  the  Meller  &  Hofmann  patent 
shows  any  invention  in  the  way  of  apparatus. 

It  is  old  and  well-settled  doctrine,  that  the  applying  of 
an  old  machine  to  a  new  use,  or  to  produce  a  new  result,  is 
not  patentable. 

Boulton  V.  Bull,  2  H.  Bl.  487;  Losh  v.  Hague,  Web.  Pat. 
Cas.  207  [2  Am.  &  Eng.  601;]  Crane  v.  Price,  4  Mann.  &  G. 
680  [3  Am.  &  Eng.  437;]  Huddart  t.  Grimshaw,  Web.  Pat. 
Cas.  85  [1  Am.  &  Eng.  128 ;]  Howe  t.  Abbott,  2  Story,  190 ; 
Kay  t>.  Marshall,  6  Bing.  N.  C.  492  [2  Am.  &  Eng.  416;] 
Gibson  t.  Brand,  4  Mann.  &  G.  179  [3  Am.  &  Eng.  405 ;] 
Hotchkiss  0.  Greenwood,  11  How.  248  [6  Am.  &  Eng.  240.] 

I  am  not  prepared  to  concede  that  Meller  &  Hofmann 
were  the  first  to  hold  under  controllable  pressure  of  carbonic 
acid  gas  the  beer  when  in  the  kraeusen  stage,  for,  as  already 
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stated,  that  had  been  done  as  well  by  a  column  of  water  as  by- 
springs  and  valves.  It  may  be  admitted  that  the  mode 
adopted  by  the  plaintiff  is  valuable,  and  that  it  has  facili- 
tated the  manufacture  of  beer,  both  as  to  quality  and  as  to 
time;  but  it  seems  to  me  that  this  has  been  caused  by  the 
'  more  complete  mechanical  devices  of  the  plaintiJS,  without 
really  changing  the  principles  upon  which  beer  had  been 
manufactured. 

Mr.  Justice  Bl  atchford  delivered  the  opinion  of  the  court: 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  District  of  Indiana,  by  the  New 
Process  Fermentation  Company,  an  Illinois  corporation, 
against  Magdalena  Maus,  Albert  C.  Maus,  Casper  J.  Maus, 
Frank  A.  Maus,  and  Mathias  A  Maus,  for  the  infringement 
of  letters  patent.  No.  215,679,  granted  May  20, 1879,  to  Gteorge 
Bartholomae,  as  assignee  of  Leonard  Meller  and  Edmund 
Hofmann,  as  inventors,  for  an  "  improvement  in  processes 
for  making  beer,"  subject  to  the  limitation  prescribed  by 
section  4887  of  the  Revised  Statutes,  by  reason  of  the  in- 
vention having  been  patented  in  France,  November  30, 
1876,  and  in  Belgium,  February  28, 1877.  The  specification 
and  drawing  and  claims  of  the  patent  are  as  follows: 
' '  To  all  whom  it  may  concern : 

''  Be  it  known  that  we,  Leonard  Meller,  of  Ludwigshafen- 
on-the-Rhine,  in  the  State  of  Bavaria,  and  Edmund  Hof- 
mann, of  Manheim,  in  the  State  of  Baden,  Germany,  have 
invented  certain  new  and  useful  improvements  in  the  art  of 
making  beer,  and  we  hereby  declare  the  following  to  be  a 
full,  clear,  and  exact  description  thereof,  reference  being 
had  to  the  accompanying  drawing,  making  a  part  of  this 
specification,  in  which  the  figure  represents  an  end  view  of 
our  apparatus,  with  the  water  column  in  section. 

"Heretofore,  in  brewing  beer,  after  cooking  and  cooling, 
the  beer  has  been  put  into  open  vessels  to  ferment.  The 
fermentation  lasts,  say  fifteen  days,  and  then  the  beer  is 
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drawn  off  from  the  yeast  into  large  casks  nearly  closed, 
where  it  remains  from  one  to  six  months  to  settle,  and 
among  the  sediment  there  will  still  remain  some  yeast.  The 
beer  is  then  pnmi)ed  into  shavings  casks  and  is  mixed  witli 
young  beer  (kraeusen,)  which  starts  a  mild  fermentation, 
lasting  from  ten  to  fifteen  days,  until  the  generation  of  the 
g^s  is  reduced  to  a  minimum.  During  this  fermentation 
the  beer  effervesces  through  means  of  the  carbonic  acid  gas 
rising,  and  the  lighter  particles  of  yeast  and  solid  matter 
are  thrown  to  the  top,  forming  a  foam,  which,  during  the 
ebullition,  runs  over  the  edges  of  the  opening  in  the  cask, 
and  carrying  along  a  small  portion  (more  or  less)  of  the 
beer,  which  is  wasted,  and  this  waste  has  to  be  replaced  by 
refilling  with  new  beer  daily.  This  wastage  we  estimate, 
from  practical  experience  in  the  manufadture,  to  be  about 
one  barrel  in  every  forty,  more  or  less.  This  waste  beer, 
running  down  around  the  casks  and  on  the  floor  of  the  cel- 
lars, sours  and  produces  a  mildew,  which  impregnates  the 
air  with  foul  vapor  highly  injurious  to  the  workmen,  and, 
permeating  the  beer  in  the  casks,  alters  its  flavor  and,  in  in- 
stances  where  the  mildew  penetrates  the  wood  of  casks, 
spoils  the  beer  entirely.  This  fouling  of  the  barrels  re- 
quires that  they  should  be  washed  outside,  from  time  to 
time,  and  the  water  used  in  this  washing  always  raises  the 
temperature  of  the  cellar,  and  wastes  the  ice  which  is  there- 
in packed  to  keep  the  temperature  about  41**  Fahrenheit. 
After  the  beer  has  been  in  the  shavings  cask  from  ten  to 
fifteen  days,  the  gelatine  or  other  clarifying  medium  is  in- 
troduced, and  at  the  end  of  a  couple  of  days  the  beer  is  en- 
tirely clear.  The  shavings  cask  is  then  bunged  up  tightly 
for  from  three  to  five  days,  to  confine  the  last  portions  of  the 
rising  carbonic  acid  gas.  This  chains  the  beer  with  carbonic 
acid  gas  (CO,,)  so  as  to  make  it  merchantable,  and  it  must 
be  drawn  off  at  once  into  kegs  and  used ;  otherwise,  the 
pressure  on  the  shavings  cask  may  burst  it. 

"  In  selecting  the  time  for  drawing  off  the  beer  from  the 
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shavings  casks  into  the  kegs,  to  send  it  to  market,  the  beer 
should  never  be  under  a  pressure  of  over  seven  pounds  to 
the  square  inch ;  otherwise,  the  keg  fills  with  foam  in  the 
drawing  oflf,  and  the  bubbles  subsiding  leave  an  air  space 
over  the  liquid  beer,  which  absorbs  a  i)ortion  of  the  car- 
bonic acid  gas  and  soon  leaves  the  beer  in  the  keg  flat  As 
the  art  is  now  practiced,  arriving  at  the  proper  degree  of 
pressure  when  to  put  the  beer  in  kegs  is  merely  a  matter  of 
judgment  or  guess  by  the  foreman,  and  no  two  shavings 
casks  will  be  drawn  off  at  precisely  the  same  pressure,  and 
the  effervescing  qualities  of  the  beer  will  vary  considerable, 
much  to  the  detriment  of  sales  by  the  brewer.  If  the  beer 
is  not  put  in  market  at  once  at  this  stage,  the  bungs  have 
to  be  removed  from  the  casks  and  the  gas  allowed  to  escape. 
Then  the  escaping  gas  stirs  up  the  yeast  and  impurities  that 
have  settled  to  the  bottom,  and  the  beer  has  to  go  again 
through  the  entire  shavings  cask  step  in  the  process. 

'*  Under  the  processes  now  in  use,  it  requires  about  twenty 
days  to  put  beer  on  the  market  after  it  is  pumped  into  the 
shavings  casks.  This  delay  requires  brewers  to  keep  a  large 
amount  of  capital  invested  during  the  time  in  unfinished 
beer,  and  it  is  highly  important  to  decrease  this  time  of  pre- 
paration. 

"The  essential  features  of  our  invention  have  been  pat- 
ented in  foreign  countries  as  follows:  Prance,  to  Leo.  Mel- 
ler  &  Co.,  filed  September  28,  1876,  allowed  and  counter- 
signed, Paris,  November  30,  1876,  No.  114,737;  Belgium,  to 
Leo.  Meller  &  Co.,  filed  February  14,  1877,  allowed  and 
countersigned,  Bruxelles,  February  28,  1877,  No.  41,517. 

*'The  object  of  our  invention  is  to  overcome  the  difficul- 
ties above  named,  and  also  to  produce  in  a  shorter  time  a 
better  quality  of  beer,  containing  more  sugar  and  less  alcohol. 

"Our  invention  consists  in  treating  the  beer  when  in  the 
shavings  cask  step  of  the  process,  in  one  or  more  closed 
casks,  under  automatically  controllable  carbonic  acid  gas 
pressure,  generated  either  by  the  mild  fermentation  of  the 

1S8  U.S.  416-417. 


Oct.,  1886.]     FERMENTATION  00.  v.  MAUS.  165 

Opinion  of  the  court, 

beer  or  artdlicially.  This  equalizes  the  pressure  in  such  cask 
or  series  of  casks;  and  the  effervescing  quality  of  the  beer  in 
all  the  casks,  when  two  or  more  are  connected  together,  is 
uniform. 

''  The  cask  or  casks  being  closed,  none  of  the  beer  wastes 
by  running  over,  and  the  foul  smells  and  washing  of  the 
casks  and  cellars  are  avoided.  The  escaping  carbonic  acid 
gas  is  conducted  from  the  relief  valve  to  the  open  air,  and 
does  not  settle  in  the  brewing  cellars,  to  endanger  life. 

''Our  invention  consists,  further,  in  similarly  treating  the 
beer  when  in  the  '  kraeusen '  stage,  or  subsequently  thereto, 
or  both,  or  when  in  the  settling  casks  ( '  ruh-beer ' ),  this  be- 
ing the  second  fermenting  stage — that  is  to  say,  our  inven- 
tion consists  in  so  treating  the  beer  at  any  time  or  times  pre- 
vious to  racking  off  and  bunging  or  bottling. 

''In  order  that  those  skilled  in  the  a^t  may  make  and  use 
our  invention,  we  will  proceed  to  describe  the  manner  in 
which  we  have  carried  it  out: 

"  In  the  drawings  A  A  are  shavings  casks,  having  faucets 
a  a,  provided  with  valves  /  /,  inserted  tightly  in  their  bungs. 
These  faucets  are  connected  to  taps  N  on  the  main  pipe  a\ 
by  means  of  flexible  sections  A:,  provided  with  couplings. 
TTie  taps  or  connections  have  valves  V  i\  Pipe  a'  bends  up- 
ward and  passes  above  the  level  of  a  water  column,  C,  and 
then,  i)assing  downward,  enters  the  base  of  the  column  at  ^, 
where  it  is  provided  with  a  cock  h'.  The  water  column  or 
vessel  C  has  a  faucet,  rf,  to  draw  off  water,  when  desired  to 
decrease  the  pressure.  A  depending  branch  pipe,  e,  and 
cock,  €\  serve  to  discharge  any  condensed  moisture  from 
pipe  a,  and  a  pressure  gauge,  e*,  serves  to  indicate  the  pres- 
sure. 

"By  means  of  a  gas  generator  located  at  Ji  and  connected 
to  pipe  a  by  means  of  pipe  /,  having  cock  g^  we  are  enabled 
to  test  the  joints  of  the  apparatus  and  drive  all  atmospheric 
air  from  the  pipes  when  the  operation  begins. 

"  At  the  top  of  the  water  column  is  a  conical  cap  termin- 
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ating  in  a  pipe,  E,  which  ia  projected  out  of  the  l^uilding 
and  leads  all  the  gas  into  the  open  air.  Located  within  this 
cap  is  a  conical  diaphragm,  C\  centrally  located,  so  that, 
should  the  escape  of  the  gas  become  so  rapid  as  to  lift  the 
body  of  water  upward,  the  water  will  be  arrested  by  the 
diaphragm,  while  the  gas  escapes  around  its  edges. 

^'  It  is  evident  that  the  pressure  in  all  the  shavings  casks 
connected  with  pipe  a'  will  be  equal,  and  will  be  kept  so  in- 
definitely by  means  of  the  water  column,  and,  as  far  as  the 
enlivening  of  the  beer  is  concerned,  it  is  always  i"eady  for 
market,  be  it  ten  days  or  four  months;  whereas,  in  processes 
now  practiced  beer  has  to  be  bunged  at  a  particular  time  for 
a  jmrticular  day's  market. 

''Our  process  enables  the  brewer  to  keep  on  hand  mer- 
chantable beer,  which  can  be  shipped  instantly;  or,  if  trade 
decreases,  it  enables  him  to  keep  his  stock  on  hand  without 
deterioration  till  the  demand  is  made  for  it. 

"All  that  has  been  said  above  in  relation  to  a  series  of 
casks  applies,  of  course,  equally  to  treatment  in  a  single 
cask. 

''  It  is  obvious  that  means  other  than  a  water  colunm  may 
be  adopted  for  equalizing  the  pressure  of  the  gas,  without 
departing  from  the  spirit  of  our  invention — ^as,  for  example, 
safety  valves  and  the  like — and  the  apparatus  is  susceptible 
of  many  other  variations  without  affecting  the  process  itself, 
which  constitutes  the  essence  of  our  invention. 

**  By  using  our  process  we  are  enabled  to  clarify  the  beer 
and  clear  it  of  impurities  in  eight  days  or  less;  whereas,  in 
the  ordinary  process  it  takes  from  twelve  to  twenty  days. 
This  immense  gain  in  time  we  ascribe  to  the  following  ac- 
tion: the  air  being  forced  out  of  the  pipes,  the  carbonic  acid 
fills  them  and  the  space  in  the  casks  above  the  beer.  Then 
the  gas  slowly  accumulates  in  the  space  above  the  beer  until 
the  pressure  above  is  such  as  to  overcome  the  density  of  the 
beer  and  re-enter  it,  so  as  to  charge  it  up  to  the  pressure  for 
which  the  column  is  set.     This  creates,  in  a  manner,   an 
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equilibrium  between  the  rising  bubbles  and  the  pressure 
above,  during  which  gravity  can  act  rapidly  on  the  yeast 
and  impurities  in  the  beer  and  carry  them  down  among  the 
shavings  at  the  bottom  of  the  cask,  where  they  remain. 

"  We  introduce  the  clarifying  gelatine  into  the  shavings 
casks  after  the  beer  is  introduced,  and  before  connecting 
with  pipe  a'\  and  actual  practice  has  demonstrated  to  us 
that  to  clarify  the  beer  by  our  process  requires  only  about 
one-half  of  the  gelatine  heretofore  used.  This  saving,  to- 
gether with  the  saving  of  the  waste  beer  heretofore  men- 
tioned (one  or  more  barrels  in  every  fortj^),  and  the  saving 
of  labor,  will  greatly  cheapen  the  production  of  beer. 

''  When  we  desire  to  make  beer  for  bottling,  we  attach  our 
apparatus  to  the  settling  casks  filled  with  beer,  and  no  young 
beer  (kraeusen)  is  added,  but  a  little  gelatine  is  added  and 
the  beer  allowed  to  remain  for  from  fourteen  to  twenty  days, 
until  it  becomes  'lively'  (saturated  with  CO,),  and  it  is  then 
bottled. 

* '  We  find  that  bottled  beer  prepared  this  way  is  healthier, 
and  will  last  in  good  condition  two  or  three  months ;  where- 
as, the  beer  bottled  in  the  usual  manner  with  kraeusen  beer 
lasts  only  for  eight  or  ten  days,  if  pure  and  not  steamed 
after  bottling,  the  latter  spoiling  the  aroma  and  flavor. 

*'  Having  thus  described  our  invention,  what  we  claim  as 
new,  and  desire  to  secure  by  letters  patent,  is : 

"1.  The  process  of  preparing  beer  for  the  market,  which 
consists  in  holding  it  under  controllable  pressure  of  car- 
bonic acid  gas  when  in  the  '  kraeusen '  stage,  substantially 
as  set  forth. 

'*2.  The  process  of  treating  beer  when  in  the  kraeusen 
stage,  which  consists  in  holding  it  in  a  vessel  under  auto- 
matically controllable  pressure  of  carbonic  acid  gas,  sub- 
stantially as  described. 

"  3.  ThB  process  of  preparing  and  preserving  beer  for  the 
market,  which  consists  in  holding  it  under  controllable 
pressure  of  carbonic  acid  gas  from  the  beginning  of  the 
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kraeusen  stage  until  such  time  as  it  is  transferred  to  kegs 
and  bunged,  substantially  as  described. 

' '  4.  The  method  herein  described  of  preserving  beer  in  a 
marketable  condition  after  it  has  i)assed  the  kraeusen  stage, 
which  consists  in  holding  it  under  pressure  of  carbonic  acid 
gas,  said  pressure  being  automatically  regulated  by  a  coun- 
teracting, hydrostatic  pressure,  substantially  as  described. 

"  5.  The  process  of  treating  beer  when  in  the  second  fer- 
menting stage  (^ruh-beer^),  which  consists  in  holding  it 
under  automatically  controllable  pressure  of  carbonic  acid 
gas,  substantially  as  described. 

''  6.  The  process  of  treating  beer  in  the  course  of  its  man- 
ufacture, which  consists  in  holding  it  in  closed  connected 
vessels  under  automatically  controlled  pressure  of  carbonic 
acid  gas,  substantially  as  del$cribed. 

''  7.  The  process  of  clarifying  and  settling  beer  in  a  series 
of  shavings  casks,  and  equalizing  the  rate  of  fermentation 
in  all  of  them,  whereby  the  beer  is  more  rapidly  and  thor- 
oughly clarified,  and  will  be  ready  for  racking  off  in  all  the 
casks  at  the  same  time,  and  can  be  kept  so,  which  consists 
in  holding  the  beer  in  closed  connected  shavings  casks 
under  automatically  controlled  low  pressure  of  carbonic 
acid  gas,  substantially  as  described. 

*'  8.  Casks  A  A,  provided  with  cocks  a  a,  flexible  sections 
A:,  and  taps  N  N,  in  combination  with  main  pipe  a,  water 
column  C,  and  pressure  gauge  c*,  all  constructed,  arranged, 
and  operated  as  and  for  the  purposes  set  forth." 

Infringement  is  alleged  of  claims  1,  2,  3,  4,  6  and  7.  The 
Circuit  Court  dismissed  the  bill,  and  the  plaintiff  has  ap- 
pealed. 

The  principal  contest  in  the  case  is  as  to  the  validity  of 
the  patent,  as  a  patent  for  a  process.  The  state  of  the  art 
of  brewing  beer,  so  far  as  it  concerns  the  invention  of  the 
patentees,  is  set  forth  in  the  specification.  That  invention, 
so  far  as  it  is  applicable  to  what  is  called  the  kraeusen 
stage  of  beer,  is  applicable  to  the  beer  after  it  is  pumped 
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into  the  shavings  casks,  and  the  kraeusen  beer  is  added  for 
the  purpose  of  starting  a  mild  fermentation.  By  the  old 
process  the  fermentation  lasted  from  ten  to  fifteen  days, 
until  the  generation  of  the  gas  was  reduced  to  a  minimum. 
By  the  rising  of  the  carbonic  acid  gas  through  the  efferves- 
cence of  the  beer,  a  foam  was  formed,  which  ran  over  the 
edges  of  the  open  bung  hole  and  wasted  more  or  less  of  the 
beer,  say  one  barrel  in  every  forty.  This  waste  beer  soured 
and  mildewed,  produced  foul  vapors  injurious  to  health, 
sfltered  the  flavor  of  the  beer  in  the  casks,  and  sometimes 
spoiled  it  entirely.  The  washing  of  the  barrels  on  the  out- 
side was  required,  the  temperature  of  the  cellar  was  raised 
by  the  use  of  the  water  for  the  washing,  and  the  ice  was 
wasted  which  was  packed  in  the  cellar  to  keep  the  temper- 
ature at  about  41°  Fahrenheit.  After  the  beer  had  been  in 
the  shavings  casks  from  ten  to  fifteen  days,  gelatine  or  some 
other  clarifying  medium  was  introduced,  and  at  the  end  of 
a  couple  of  days  the  beer  was  entirely  clear.  The  shavings 
cask  was  then  bunged  up  tightly  for  from  three  to  five  days, 
to  confine  the  last  portions  of  the  rising  carbonic  acid  gas, 
and  charge  the  beer  with  it  to  make  it  merchantable.  The 
proper  degree  of  pressure  in  the  shavings  cask  at  which  to 
draw  off  the  beer  into  kegs  for  market  was  a  matter  of  judg- 
ment in  the  workman.  If  the  pressure  was  over  seven 
pounds  to  the  square  inch,  the  keg  filled  with  foam  in  draw- 
ing it  off  and  the  bubbles  subsiding  left  an  air  space  over 
the  liquid  beer,  which  absorbed  a  portion  of  the  carbonic 
acid  gas,  and  soon  left  the  beer  in  the  keg  fiat.  As  a  result 
of  the  fact  that  the  proper  degree  of  pressure  was  merely  a 
matter  of  judgment,  no  two  shavings  casks  were  drawn  off  at 
precisely  the  same  pressure,  and  the  effervescing  qualities  of 
beer  would  vary  considerably.  If  the  beer  was  not  put  into 
market  at  once,  at  the  proper  stage,  the  bungs  had  to  be  re- 
moved from  the  shavings  casks  and  the  gas  allowed  to 
escape.  The  escaping  gas  then  stirred  up  the  yeast  and 
impurities  which  had  settled  at  the  bottom,  and  the  beer 
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had  to  go  again  through  the  entire  shavings  cask  stage  in 
the  process.  It  required  about  twenty  days  to  put  beer  on 
the  market  after  it  was  pumped  into  the  shavings  casks. 
This  delay  required  brewers  to  keep  a  large  amount  of  cap- 
ital invested  during  the  time  in  unfinished  beer,  and  a  de- 
crease of  this  time  of  preparation  was  highly  important. 

Upon  these  premises,  the  object  of  the  invention  of  the 
I)atentees  was  to  overcome  the  difficulties  above  named.  In 
this  view,  the  statement  of  the  invention  in  the  specification 
is  in  these  words:  "Our  invention  consists  in  treating  the 
beer  when  in  the  shavings  cask  step  of  the  process  in  one 
or  more  closed  casks  under  automatically  controlled  car- 
bonic acid  gas  pressure,  generated  either  by  the  mild  fer- 
mentation of  the  beer  or  artificially.  Tliis  equalizes  the 
pressure  in  such  cask  or  series  of  casks,  and  the  effervescing 
quality  of  the  beer  in  all  the  casks,  when  two  or  more  are 
connected  together,  is  uniform.  The  cask  or  caisks  being 
closed,  none  of  the  beer  wastes  by  running  over,  and  the 
foul  smells  and  washing  of  the  casks  and  cellars  aie  avoided. 
The  escaping  carbonic  acid  gas  is  conducted  from  the  relief 
valve  to  the  open  air,  and  does  not  settle  in  the  brewing 
cellars,  to  endanger  life."  This  is  fairly  to  be  read  as  a 
statement  that  the  beer  is  to  be  thus  treated  during  the 
whole  of  its  subjection  to  the  shavings  cask  stage  of  the 
process,  whether  in  one  closed  cask  or  in  two  or  more  closed 
casks  connected  together.  The  statement  is  that  the  cask 
or  casks  are  to  be  closed,  that  is,  closed  throughout  the 
shavings  cask  stage  of  the  process,  and  kept  during  that 
process  under  automatically  controllable  carbonic  acid  gas 
pressure,  generated  either  by  the  mild  fermentation  of  the 
beer  or  artificiallv.  It  is  also  stated  that  none  of  the  beer 
wastes  by  nmning  over,  and  that  the  foul  smells  and  wash- 
ing of  the  casks  and  cellars  are  avoided,  and  that  the  escap- 
ing carbonic  acid  gas  is  conducted  to  the  open  air.  These 
consequences  cannot  foDow,  nor  can  the  advantages  of  the 
invention  set  forth  be  fully  availed  of,  unless  the  casks  are 
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closed  from  the  beginning  of  the  shavings  cask  kroeusen 
stage.  Adequate  means  for  working  this  process  and  secur- 
ing this  result  are  set  forth  in  the  specification  ;  also,  means 
for  connecting  together  a  series  of  shavings  casks,  so  as  to 
secure  equal  pressure  in  all  of  them. 

The  specification  further  says :  "  By  using  our  process 
we  are  enabled  to  clarify  the  beer  and  clear  it  of  impurities 
in  eight  days  or  less ;  whereas,  in  the  ordinary  process  it 
takes  from  twelve  to  twenty  days.  This  immense  gain  in 
time  we  ascribe  to  the  following  action :  the  air  being  forced 
out  of  the  pipes,  the  carbonic  acid  fills  them  and  the  space 
in  the  casks  above  the  beer.  Then  the  gas  slowly  accumu- 
lates in  the  space  above  the  beer  until  the  pressure  above  is 
such  as  to  overcome  the  density  of  the  beer  and  re-enter  it, 
so  as  to  charge  it  up  to  the  pressure  for  which  the  column 
is  set.  This  creates,  in  a  manner,  an  equilibrium  between 
the  rising  bubbles  and  the  pressure  above,  during  which 
gravity  can  act  rapidly  on  the  yeast  and  impurities  in  the 
beer  and  carry  them  down  among  the  shavings  at  the  bot- 
tom of  the  cask,  where  they  remain. 

*'  We  introduce  the  clarifying  gelatine  into  the  shavings 
casks  after  the  beer  is  introduced,  and  before  connecting 
with  pipe  a ;  and  actual  practice  has  demonstrated  to  us 
that  to  clarify  the  beer  by  our  process  requires  only  about 
one-half  of  the  gelatine  heretofore  used.  This  saving,  to- 
gether with  the  saving  of  the  waste  beer  heretofore  men- 
tioned (one  or  more  barrels  in  every  forty,)  and  the  saving 
of  labor,  will  greatly  cheapen  the  production  of  beer." 

The  third  claim  of  the  patent  is  as  follows:  "3.  The 
process  of  preparing  and  preserving  beer  for  the  market, 
which  consists  in  holding  it  under  controllable  pressure  of 
carbonic  acid  gas  from  the  beginning  of  the  kraeusen  stage 
until  such  time  as  it  is  transferred  to  kegs  and  bunged,  sub- 
stantially as  described."  This  claim  covers  the  real  inven- 
tion of  the  process  of  the  patentees,  if  it  be  their  invention 
and  be  patentable  as  a  process. 
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The  Circuit  Court,  in  its  opinion  (20  Fed.  Rep.  725,  733,) 
held  that  the  most  that  could  be  claimed  by  the  patentees 
was  that  they  applied  the  controllable  pressure,  created  by 
the  carbonic  acid  gas  in  a  state  of  fermentation,  at  an  earlier 
stage  than  was  before  known ;  that  the  essential  parts  of 
the  apparatus  used  were  known  before  ;  that  the  same  con- 
trollable pressure  had  been  applied  at  various  stages  of  the 
manufacture ;  that  the  application  at  one  stage  of  the  condi- 
tion of  the  beer  instead  of  another  would  seem  not  to  in- 
volve anything  more  than  a  mere  mechanical  change,  which 
could  be  employed  by  anyone  skiUed  in  the  art ;  and  that 
the  claim  of  the  patent  for  a  particular  process,  irrespective 
of  the  mechanical  devices  claimed  (which  the  defendants 
liad  not  used,)  could  not  be  sustained.  But  we  think  that 
in  this  view  the  court  erred,  and  that  the  third  claim  of  the 
patent  is  a  valid  claim  for  the  process  covered  by  it  and  de- 
scribed in  the  specification.  The  testimony  is  very  full  and 
clear  that,  as  a  process,  it  was  not  known  or  used  before  in 
the  art  of  making  beer ;  that  it  worked  a  valuable  and  im- 
portant change  in  that  art,  in  the  particulars  set  forth  in 
the  specification  ;  that  it  went  at  once  extensively  into  use, 
both  in  Europe  and  in  the  United  States ;  and  that  it  was 
recognized  as  a  new  and  valuable  invention,  in  published 
works  on  the  subject,  immediately  after  it  was  made  known. 

Professor  Haines,  the  leading  expert  for  the  plaintiff, 
says :  "  The  Meller  and  Hofmann  system  accomplishes,  in 
my  opinion,  many  results  which  had  not  before  been  ob- 
tained, and  it  acts,  in  doing  so,  in  this  way :  automatically 
regulated  pressure  is  applied  to  the  casks  during  the  pro- 
cess of  active  fermentation,  and  air  is  thereby,  of  course, 
excluded.  Under  this  increased  pressure  and  the  exclusion 
of  air,  fermentation  takes  place  more  regularly,  and  the 
impurities  in  the  beer  settle  more  rapidly.  By  the  exclu- 
sion of  the  air,  moreover,  fewer  impurities  are  produced, 
for  it  is  a  demonstrated  fact  that,  when  oxygen  is  excluded 
from  a  fermenting  mixture,  fewer  yeast  cells  and  other  solids 
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are  generated.  Not  only  is  there,  therefore,  produced  less 
matter  to  subside,  but  by  the  increased  pressure  these  par- 
ticles are  rendered  specifically  heavier,  and  therefore  settle 
much  more  rapidly.  The  process,  therefore,  if  applied  dur- 
ing the  stage  of  active  fermentation,  not  only  regulates  the 
fermentation,  but  will  materially  hasten  the  clarifying  of 
the  beer,  both  of  which  are  objects  not  obtained,  so  far  as  I 
know,  by  any  previously  used  process  or  apparatus.'' 

The  invention  of  the  patentee  covered  by  claim  3  is,  as 
stated  before,  applicable  to  the  beer  in  the  kraeusen  stage 
in  the  shavings  casks.  The  shavings  in  these  casks  are  thin 
strips  of  white  beech,  hazelnut,  or  other  suitable  wood, 
placed  lengthwise  of  the  cask,  on  its  bottom,  opposite  the 
bunghole,  and  used  as  a  fining  medium.  Being  x)orous, 
they  absorb  the  turbid  ingredients  in  the  beer,  and  also  me- 
chanically arrest  them,  when  precipitated.  The  kraeusen 
beer  which  is  added  to  the  contents  of  the  shavings  casks, 
to  produce  fermentation,  is  young  beer,  in  full  fermenta- 
tion, the  beer  or  wort  to  which  the  kraeusen  beer  is  added 
in  the  shavings  casks  being  itself  comparatively  flat  and  not 
clarified. 

Vent  bungs  of  various  descriptions  existed  before,  but 
were  used  towards  the  last  stage  of  the  fermentation  of  the 
beer  in  the  kraeusen  stage  in  the  shavings  casks,  to  confine 
mechanically  the  very  last  of  the  slowly  generating  gas,  the 
valve  or  vent  in  the  bung  operating  to  prevent  over  pres- 
sure or  "over  bunging,"  in  cage  there  should  be  delay  in 
drawing  oflf  the  beer  after  it  became  ready  for  market.  The 
effect  of  the  accumulation  of  the  carbonic  acid  gas  generated 
in  the  later  stages  of  the  fermentation  was  and  is  to  impart 
more  eflfervescence  to  the  beer.  The  invention  of  the  pat- 
entees is  entirely  independent  of  the  old  and  well-known 
vent  bungs,  and  of  any  prior  apparatus  for  preventing  over 
bunging.  It  is  for  the  process  of  bunging  the  cask  simul- 
taneously with  the  commencement  of  the  active  fermenta- 
tion of  the  beer  in  the  kraeusen  stage.    It  utilizes  the  gas 
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to  clarify  the  beer,  the  pressure  of  the  gas  causing  the  im- 
purities quickly  and  permanently  to  deposit  themselves  on 
the  bottom  and  sides  of  the  cask,  instead  of  being  removed, 
as  in  the  old  method,  by  overflowing  and  slow  dej)08it. 
Professor  Haines  says:  **The  novelty  and  characteristic 
feature  of  the  process,  by  which  its  excellent  results  are 
produced,  chiefly  arises  from  its  introducing  an  automati- 
cally acting  process  at  an  earlier  stage  of  the  preparation  of 
beer  than  has  been  practiced  by  other  devices.  This  earlier 
bunging  produces  a  number  of  valuable  results,  one  of  the 
most  valuable  of  which  is  the  rapid  clariftcation  of  the  beer. 
By  placing  the  actively  fermenting  liquid  under  adequate, 
automatically  controlled  pressure,  and  keeping  it  thus  under 
pressure  until  drawn  off  for  use,  the  beer  ferments  more 
equably,  less  sediment  is  produced,  and  clarification  is  more 
rapid  and  more  certain.  It  is,  then,  as  I  understand  it,  not 
the  mechanical  application  of  pressure,  but  the  application 
of  a  suitable  pressure,  beginning  with  the  second  active  fer- 
mentation of  the  beer  and  continuing  to  the  close,  that  con- 
stitutes the  most  valuable  and  novel  feature  of  this  process.'' 
Dr.  Ruschhaupt,  another  expert  witness  for  the  plaintiff, 
says:  ''It  is  an  acknowledged  fact  that  the  influence  of 
pressure  upon  a  compressible  object  suspended  in  a  liquid 
causes  it  to  sink,  and  also  that  pressure  in  closed  vessels  is 
propagated  to  all  sides  with  the  same  force.  For  this  reason 
an  ascending  or  rising  of  the  insoluble  impurities  cannot 
take  place  as  long  as  the  pressure  continues  or  increases; 
however,  as  soon  as  the  pressure  is  released  or  diminished, 
a  rising  must  necessarily  result.  With  l>eer  especially  such 
rising  easily  occurs,  and  the  lighter  impurities  will  almost 
at  onc^  be  drawn  into  the  beer  again.  Any  apparatus  which 
does  not  allow  the  pressure  to  become  diminished  at  any 
time  during  the  operation,  and  which  is  not  apt  to  get  out 
of  order  or  become  clogged,  like  a  hydrostatic;  column,  will 
avoid  the  drawbacks  above  referred  to,  and  this  object  is 
beyond  question  fully  a<x)mplished  by  the  apparatus  pat- 
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ented  to  Meller  and  Hofniann.  It  is  not  simply  a  safety 
valve  or  vent,  but  intended  to  accomplish  muck  more,  and 
to  be  used,  if  necessary,  in  the  height  of  the  kraeusen  stage. 
But  not  in  this  respect  lies  the  principal  advantages  of  said 
l)atent.  Its  new  mode  of  treatment  is  the  main  thing.  The 
X)atent  recommends  automatic  bunging  at  an  earlier  stage  of 
manufacture  than  before  practiced,  viz:  during  the  kraeusen 
stage,  and  for  an  entirely  diflFerent  purpose,  viz.,  to  hasten 
the  clarifying  and  settling  of  the  beer.  The  patent  suggests 
in  this  respect  a  new  and  different  mode  of  treatment  before 
the  beer  is  clear  and  settled.  The  new  pn)cess  is  carried 
into  effect  by  causing  the  liquid  in  the  cask  to  be  placed 
under  an  even  and  equal  pressure  of  carbonic  acid  gas,  which 
is  uniformly  applied  and  maintained  throughout  the  treat- 
ment, up  to  the  very  time  of  racking  off  the  beer,  by  means 
of  an  automatically  working  valve  or  weight,  regulated  at  a 
prefixed  standard  of  about  seven  pounds  to  the  square  inch." 

The  advantages  of  the  process  in  practice  are  thus  statM 
by  Mr.  Seib,  a  brewer:  **  First,  I  save  on  a  thirty-barrel 
cask  about  a  barrel  and  a  half  of  beer;  secondly,  my  l)eer 
will  not  become  over  bunged;  third,  in  the  old  mode  of 
treating  beer,  when  the  liquid  was  two  to  three  weeks  on 
shavings,  it  became  a  shavings  taste,  which  is  not  the  case 
under  the  Meller  and  Hofmann  method.  You  may  keep 
the  beer  two  months  in  the  latter  way.  Fourth,  it  also  in- 
volves material  financial  advantages,  in  this  :  if  the  beer  is 
not  used  at  the  particular  time,  it  needs  not,  as  of  old,  be 
pumped  over  into  other  casks  to  guard  against  the  results 
of  over  bunging.  There  is  another  most  important  advan- 
tage arising  from  this  early  process  of  bunging.  It  prevents 
overflowage  and  the  yeast  souring  the  ttooi-s  and  cellara; 
.and,  as  the  yeast  is  a  plant  and  continues  to  grow,  the 
atmosphere  becomes  corrupted,  which  reacts  on  the  beer  in 
the  cellar." 

Contemporary  publications  give  to  the  patentees  the  credit 
of  this  invention.     In  the  ''Manual  of  Beer  Brewing,"  pub- 
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lished  at  Weimar,  in  1877,  by  Prof.  Ladislaiis  Von  Wagoner, 
at  ^ages  728  and  729,  Meller's  method  of  treatment,  in  using 
carbonic  acid  gas  to  clarify  beer,  is  spoken  of  as  successful, 
and  as  having  been  already  introduced  for  four  years  and 
spread  over  the  whole  European  Continent.  In  a  treatise  on 
beer  brewing,  published  at  Braunschweig,  in  1877,  by  Dr. 
Carl  Idntner,  the  invention,  as  one  for  putting  the  beer, 
when  drawn  off  into  casks,  immediately  under  the  pressure 
of  pure  carbonic  acid  gas,  is  ascribed  to  Meller.  In  *'The 
American  Beer  Brewer,"  published  at  New  York,  in  June, 
1878,  by  A.  Schwartz,  the  invention  is  spoken  of  as  one 
which  the  writer  had  seen  in  1877  at  the  brewery  of  Mr. 
Hofmann,  at  Mannheim,  in  Germany,  carried  out  by  a  bung- 
ing apparatus  such  as  is  described  in  the  patent. 

Within  the  rules  laid  down  by  this  court  in  Coming  v. 
Burden,  15  How.  252  [  6  Am.  &  Eng.  69 ;  ]  in  Cochrane 
«.  Deener,  94  U.  S.  780  [11  Am.  &  Eng.  288;]  and  in 
Tilghman  o.  Proctor,  102  U.  S.  707  [13  Am.  &  Eng.  29,]  we 
think  that  the  method  or  art  covered  by  the  third  claim  of 
the  patent  is  patentable  as  a  process,  irrespective  of  the  ap 
paratus  or  instrumentality  for  carrying  it  out.  It  is  the  per 
forming  of  a  series  of  acts  ujwn  the  beer  in  the  kraeusen 
stage,  producing  new  and  useful  results  in  the  art  of  making 
marketable  beer.  The  process  consists  not  in  merely  apply- 
ing an  apparatus  to  the  cask  at  some  period  of  the  kraeusen 
stage  of  the  beer,  but  consists  in  this :  that  when  the  beer 
has  been  put  into  the  casks,  and  the  kraeusen  beer  is  added 
to  it,  and  the  apparatus  is  applied  at  the  beginning  of  the 
kraeusen  stage,  the  beer  will  be  kept  under  a  controllable 
pressure  of  carbonic  acid  gas  until  such  time  as  it  is  fit  to  be 
transferred  to  the  kegs  for  market,  such  pressure  resulting 
in  the  complete  and  speedy  clarification  of  the  beer,  although 
it  is  in  a  state  of  active  fermentation  in  the  closed  shavings 
casks,  with  the  incidential  results  of  no  loss  of  beer,  no 
fouling  of  the  casks  or  the  cellar,  no  alteration  of  the  flavor 
of  the  beer,  and  no  danger  to  the  health  of  the  workmen. 
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This  is,  as  was  said  in  Cochrane  v,  Deener,  **A  mode  of 
treatment  of  certain  materials  to  produce  a  given  result/' 
and  "an  act,  or  a  series  of  acts,  performed  upon  the  subject 
matter  to  be  transformed  and  reduced  to  a  different  state  or 
thing/'  and  "  requires  that  certain  things  should  be  done 
with  certain  substances,  and  in  a  certain  order.''  It  is, 
therefore,  a  process  or  art.  The  apparatus  for  carrying  out 
the  process  is  of  secondary  consequence,  and  may  itself  be 
old,  separately  considered,  without  invalidating  the  patent^ 
if  the  process  be  new  and  produces  a  new  result. 

There  appears  also  to  be  a  new  principle  of  action  involved 
in  the  invention  of  the  patentees.  The  carbonic  acid  gas 
generated  by  the  fermentation  in  the  cask,  instead  of  being 
allowed  to  continually  ascend,  as  it  does  with  an  open  bung- 
hole,  keeping  the  liquid  constantly  in  a  turbid  state,  and 
overflowing  at  the  bunghole,  is  made,  as  stated  in  the  speci- 
fication, to  first  accumulate  in  the  space  above  the  beer  in 
the  closed  cask,  until  the  pressure  is  such  that  the  gas  over- 
comes the  density  of  the  beer,  and  enters  it  again,  and 
charges  it  up  to  the  pressure  at  which  the  water  column  is 
set,  thus  creating  an  equilibrium  between  the  rising  bub- 
bles of  gas  and  the  pressure  above,  so  that  gravity  can  act 
on  the  yeast  and  impurities,  and  carry  them  down  so  that 
they  will  remain  with  the  shavings  at  the  bottom.  This  is 
a  new  use,  in  the  treatment  of  fermenting  beer,  of  the  car- 
bonic acid  gas  which  it  generates,  and  a  new  method  or 
process  of  hastening  the  clarifying  and  settling  of  the  beer. 

This  being  the  proper  construction  of  the  third  claim  of 
the  patent,  we  are  prepared  to  consider  the  question  of  the 
novelty  of  the  process  covered  by  the  claim,  in  the  light  in 
which  it  has  been  explained. 

The  United  States  patent  to  Geoiige  Wallace,  No.  62,681, 
granted  March  5,  1867,  does  not  exhibit  any  such  process. 
The  apparatus  shown  in  it  acted  on  a  directly  opposite  prin- 
ciple, and  was  designed  to  stir  up  the  fermenting  medium 
and  accelerate  the  fermentation  and  decomposition  of  mash. 
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Professor  Haines  says,  in  regard  to  it :  *'  I  have  examined 
the  Wallace  patent,  and  compared  it  with  the  process  and 
apparatus  of  Meller  and  Hofmann.  In  my  opinion,  the 
two  are  radicaUy  different.  The  Wallace  patent  introduces 
to  the  bottom  of  one  fermenting  tank  a  pipe  which  is  con- 
nected with  the  upper  portion  of  the  other  fermenting  cask. 
Now,  if  any  excess  of  pressure  should  occur  in  either  cask 
over  what  there  is  in  the  other,  a  quantity  of  carbonic  acid 
gas  will  be  forced  to  the  very  bottom  of  the  cask  having  the 
smaller  pressure,  and  in  this  way  the  yeast  and  other  sedi- 
ment will  be  thoroughly  stirred  up  and  diffused  through 
the  fermenting  liquid.  This  would  unquestionably  increase 
the  rapidity  of  fermentation,  but  it  would  accomplish  ex- 
actly tlie  opposite  result  of  what  the  Meller  and  Hofmann 
process  contemplates ;  namely,  the  forcing  down  of  the  sedi- 
ment, so  as  to  clarify  the  beer,  and  not  its  agitation  and 
dissemination  through  the  fluid.  It  seems  to  me,  there- 
fore, that  the  Wallace  apparatus  and  process,  as  figured 
and  described  in  patent  62,681,  would  not  and  could  not  be 
used  for  the  same  purposes  that  the  Meller  and  Hofmann 
process  is  employed."  Dr.  Ruschhaupt  testifies  to  the 
same  effect. 

The  United  States  patent.  No.  63,636,  granted  to  Thomas 
R.  Hicks,  April  9,  1887,  the  United  States  patent,  No.  90,- 
349,  granted  to  Willmm  Dietrichsen,  May  25,  1869,  and  the 
United  States  i)atent.  No.  115,960,  granted  to  William  Gil- 
ham,  June  13,  1871,  do  not,  any  of  them,  disclose  the  pro- 
cess of  the  appellant,  of  controlling  the  action  of  beer  in 
active  fermentation  in  the  kraeusen  stage,  for  the  purj^oses 
of  clarification  and  preparation  for  market,  by  means  of  the 
controllable  pressure  of  carbonic  acid  gas.  The  patent  to 
Gilham  is  for  the  production  of  sparkling  wine,  by  charg- 
ing the  wine  under  pressure  with  the  carbonic  acid  gas  gen- 
erated by  the  wine  during  the  process  of  fermentation.  It 
does  not  develop  the  process  of  the  appellant  as  applied  to 
beer  in  the  kraeusen  stage,  nor  does  it  disclose  the  fact  that 
Gilham  knew  of  the  existence  of  any  such  process. 
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The  Intent  to  Henry  Schlaudeman,  No.  204,687,  of  June 
11,  1878,  the  patent  to  John  M.  Pfaudler,  No.  206,572,  of 
July  2,  1878,  the  patent  to  Theodore  P.  Straub,  No.  208,- 
771,  of  October  8,  1878,  and  the  patent  to  Frank  Fehr,  No. 
216,696,  of  May  20,  1879,  are  later  in  date  than  the  inven- 
tion of  Meller  and  Hofmann,  and  all  of  them  are  subsequent 
in  date  to  the  introduction  into  use  of  that  invention  in 
this  country,  in  July  or  August,  1877. 

The  experiments  of  Clement  A.  Maus  were  in  September, 
1877.  The  apparatus  of  Jacob  W.  Loei)er  was  an  automatic 
vent  bung,  but  it  is  not  shown  to  have  been  used  in  carry- 
ing out  any  such  process  as  that  of  the  appellant.  The  ap- 
paratus of  Herman  Sturm  was  manifestly  only  an  experi- 
ment, abandoned  and  given  up  before  the  invention  of  Mel- 
ler and  Hofmann  was  introduced.  It  is  not  satisfactorily 
shown  to  have  been  used  on  shavings  casks  with  the  beer 
in  the  kraeusen  stage.  Dr.  Ruschhaupt  testifies  that  the 
devices  of  Sturm,  all  of  them,  belong  to  the  class  of  auto- 
matic vent  bungs  used  during  the  last  stages  of  after  fer- 
mentation ;  that  they  were  not  capable  of  being  used  dur- 
ing the  kraeusen  stage,  in  shavings  casks,  because  they 
were  constructed  to  act  under  a  much  lower  pressure  than 
that  spoken  of  in  the  patent  to  Meller  and  Hofmann ;  that 
the  one  with  the  mercury  gauge  was  intended  to  work  under 
sl  pressure  of  only  about  one  pound  to  the  square  inch, 
and  the  others  were  liable  to  get  out  of  order  by  the  clog- 
ging and  rusting  of  the  springs ;  and  that  they  were  only 
applied  to  let  off  the  surplus  carbonic  acid  gas  from  lager 
beer  casks  to  prevent  their  bursting.  Prof.  Haines  testi- 
fies as  follows  in  regard  to  the  Sturm  apparatus :  "In  my 
opinion,  the  forms  of  apparatus  described  and  figured  in 
the  testimony  of  Gen.  Sturm  could  not  be  practically  ap- 
plied for  the  purposes  of  the  Meller  and  Hofmann  process, 
for  the  bungs  figured  and  described  would  certainly  become 
clogged  by  the  foam  that  is  sent  upward  in  considerable 
quantity  during  the  active  fermentation,  and,  becoming 
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clogged,  would  either  cease  to  act  or  else  remain  perma- 
nently open.  The  other  device  figured  and  described  con- 
templates, according  to  the  description,  the  application  of 
a  very  trivial  pressure,  stated  by  the  witness  himself  as 
equivalent  to  about  a  pound  per  square  inch.  As  I  .before 
testified,  I  believe  such  a  trivial  pressure  would  not  bring 
about  the  effects  obtained  by  the  Meller  and  Hofmann  pro- 
cess, although  it  would  be  sufficient  to  charge  the  beer  with 
a  certain  amount  of  gas  and  prevent  the  casks  from  burst- 
ing, which,  as  I  understand  it,  was  the  object  of  the  appa- 
ratus now  spoken  of.  *  *  *  It  is  difficult  to  deter- 
mine, from  the  testimony  of  the  witness,  exactly  at  what 
stage  of  the  brewing  of  the  beer  the  apparatuses  were  em- 
ployed ;  but  as  he  states  that  they  were  made  in  1860,  at 
which  time  the  treating  of  beer  with  kraeusen  in  shavings 
casks  was  not  practiced,  it  is  evident  that  the  apparatuses 
were  not  intended  to  be  applied  during  this  stage  of  brewing. ' ' 

It  is  testified  that  the  appellant's  process  of  treating  beer 
under  the  automatically  controllable  pressure  of  carbonic 
acid  gas  is  of  great  value  in  the  brewing  business,  and  has 
come  into  general  use  and  been  put  up  in  about  eighty  brew- 
eries, many  of  which  are  among  the  largest  in  the  United 
States. 

There  is  no  doubt  whatever  that  the  defendants  have  used 
the  process  covered  by  the  third  claim  of  the  patent.  One 
of  the  defendants,  Frank  A.  Maus,  testifies  that,  in  the  fall 
of  1878  or  the  spring  of  1879,  the  defendants  commenced 
using  an  apparatus  which  applies  the  controllable  pressure 
of  carbonic  acid  gas  to  the  beer  in  the  kraeusen  stage ;  that, 
as  soon  as  the  finings  are  added  to  the  beer  in  the  i^havings 
casks,  they  attach  the  apparatus ;  that  sometimes,  however, 
it  is  not  attached  until  a  day  or  two  after  the  kraeusen  and 
finings  are  added ;  that  they  keep  it  attached  from  eight  to 
twenty  days,  until  the  beer  is  drawn  off  for  the  market ; 
that,  on  an  average,  they  gain  about  two  days  by  the  use 
of  the  apparatus ;  and  that  they  avoid  the  running  over  of 
the  foaming  yeast  through  the  bung  hole. 
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We  have  confined  our  consideration  of  this  case  to  the 
third  claim  of  the  patent,  as  that  is  the  one  which  distinctly 
embodies  the  invention  of  the  patentees,  and  it  has  been  in- 
fringed by  the  defendants.  It  will  be  time  enough  to  con- 
sider the  other  pi-ocess  claims,  and  the  eighth  claim,  in  cases 
involving  their  infringement^  where  the  third  claim  is  not 
also  infringed.  In  the  present  case  it  appiears  that  the  de- 
fendants have  used  '^the  process  of  preparing  and  preserv- 
ing beer  for  the  market,"  by  **  holding  it  under  controlla- 
ble pressure  of  carbonic  acid  gas  from  the  beginning  of  the 
kraeusen  stage  until  such  time  as  it  is  transferred  to  kegs 
and  bunged,  substantially  as  described ' '  in  the  specification 
of  the  patent. 

The  decree  of  the  Circuit  Court  is  reversed^  and  the  case 
is  remanded  to  that  court,  with  a  direction  to  enter  a  de- 
cree establishing  the  validity  of  the  third  claim  of  the  pat- 
ent, and  awarding  a  perpetual  injunction  and  an  account 
of  profits  and  damages,  and  to  take  such  further  proceed- 
ings in  the  suit  as  may  not  be  inconsistent  with  this  opinion. 
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Syllabus. 

MAURICE  GANDY,  APPELLANT,  v.  E.  M.  MARBLE, 
as  Commissioner  of  Patents,  and  HIS  SUCCESSOR  in 
Office  as  Such,  for  the  Time  Being. 

122  U.  &  482-440.    Oot  Term,  IBaUk 

[Bk.  30,  L.  ed.  1223;  39  O.  G.  1423.] 
Argued  April  29,  May  2,  1887.     Decided  May  27,  1887. 

£ill  to  obtain  patent  under  R,  S,  sec,  4915,  Laches  in  bringing 
bill.  Sec.  4394 — abandonment  by  failure  to  prosecute  within  two 
years. 

1.  Where  bill  in  equity  to  obtain  a  patent  under  R.  S.  sec.  4915  was 

brought  more  than  two  years  after  the  last  action  on  the  ap- 
plication of  which  applicant  had  notice,  which  action  was  the 
decree  of  the  Supreme  Court  of  the  District  of  Columbia  on 
appeal  from  the  Commissioner,  and  no  excuse  for  laches  was  set 
up  in  the  bill,  none  shown  in  the  proofs,  nor  was  it  alleged  that 
the  delay  was  unavoidable,  held^  that  sec.  4894  regarding  the 
application  as  abandoned  for  failure  to  prosecute  within  two 
years,  applied,     (p.  190.) 

2.  Where  a  bill  in  equity  is  brought  to  obtain  a  patent  under  R.  S. 

sec.  4915,  such  a  suit  is  in  fact  and  necessarily  a  part  of  the 
application  for  the  patent,  and  is  to  be  governed  by  the  rule  as 
to  laches  and  delay  declared  by  section  4894  to  be  attendant 
upon  an  application,  but  it  may  be  shown  to  the  satisfaction  of 
the  Court  that  the  delay  in  the  prosecution  of  tlie  application 
was  unavoidable  in  support  of  an  allegation  to  that  effect  in 
the  bill.     (p.  191.) 

[Citations  in  the  opinion  of  the  court:] 

Bntterworth  v.  U.  8.,  112  U.  S.  50  [15  Am.  &  £ng.  282.]    p.  191. 
Whipple  V.  Bliner,  15  Fed.  Rep.  117.    p.  191. 
Ex  parU  Squire,  3  Ban.  &  Ard.  133.     p.  191. 
Butler  V.  Shaw,  21  Fed.  Kep.  321.     p.  191. 

Appeal  from  the  Supreme  Court  of  the  District  of  Colmn- 
bia. 

*See  Explanation  of  Notes,  pa^  III. 
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Argument  of  counsel. 

The  history  and  f  act«  of  the  case  appear  in  the  opinion  of 
the  court. 

Messrs.  A.  F.  Willard  and  Amos  Broad/nax^  for  ap- 
pellarU: 

The  language  of  section  4894  of  the  Revised  Statutes  is 
explicit.  It  refers  only  to  applications  which  are  subject  to 
'^  examination"  by  the  Commissioner  of  Patents.  The  fact 
that  the  Commissioner  is  the  only  i)erson  who  is  authorized 
to  investigate  and  determine  the  question  of  abandonment 
under  this  section  seems  to  be  conclusive  on  this  point. 

The  decision  of  the  Commissioner  was  affirmed  by  the 
District  Supreme  Court  on  January  30,  1880,  and  this  bill 
was  filed  on  May  3,  1883.  But  this  proceeding,  while  it 
must  be  supplemental  to  the  proceedings  in  the  Patent 
Office,  is  nevertheless  an  original  suit  in  equity  to  enforce 
an  equitable  right  like  any  other  suit  in  equity. 

In  re  Squire,  12  Oflf.  Gaz.  1025;  Whipple  t>.  Miner,  15  Fed. 
Rep.  117. 

The  statute  is  silent  as  to  the  time  within  which  the  bill 
must  be  filed,  and  in  the  absence  of  any  statutory  bar,  it  be- 
comes«a  simple  question  as  to  whether  the  complainant^  in- 
tended to  abandon  his  application,  and  there  being  no  evi- 
dence  of  such  intention,  it  becomes  a  question  whether  upon 
a  delay  of  three  years,  under  the  circumstances,  in  filing  the 
bill,  the  court  will  presume  abandonment  against  the  in- 
ventor. 

The  invention  was  first  patented  in  England,  in  May,  1877. 
On  December  1,  1877,  he  filed  this  application — three  years 
before  his  invention  was  put  in  public  use  in  this  country, 
which  use  did  not  begin  until  November,  1880.  The  appli- 
cation was  filed  here  before  the  invention  was  put  in  public 
use  at  all,  and,  therefore,  all  the  requirements  of  the  law 
having  been  complied  with,  it  is  submitted  that  no  pre- 
sumption of  abandonment  can  arise  in  view  of  the  provision 
in  section  4887  Rev.  Stat,  and  of  the  facts  in  this  case. 

It  will  be  observed  that  the  statutes  do  not  require  a  bill 
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to  obtain  a  patent  to  be  filed  before  the  invention-  has  been 
in  public  use  two  years.  No  such  limitation  could  have 
been  contemplated,  because  the  bill  cannot  be  filed  until  the 
remedy  by  appeal  in  the  Patent  Office  and  the  Supreme 
Court  of  the  District  of  Columbia  has  been  exhausted^  and 
the  application  may  be  filed  any  time  before  the  invention  has 
been  in  public  use  or  on  sale  for  two  years.  An  application 
may  be  filed  when  the  invention  has  been  in  public  use 
twenty-three  months.  In  such  a  case,  if  the  application 
were  finally  rejected,  it  w^ould  be  impossible  to  file  such  a 
bill  before  the  invention  had  been  in  public  use  two  years. 
It  would  probably  be  in  public  use  from  three  to  five  years 
before  remedy  by  bill  in  equity  could  possibly  be  invoked. 

Through  the  mistakes  of  the  Patent  Office,  the  complain- 
ant has  already  been  subjected  to  great  hardship  by  being 
denied  protection  for  his  invention  for  many  years,  and  even 
if  he  obtains  a  patent  now,  in  view  of  his  English  patent,  it 
will  be  of  limited  duration.  He  has  complied  with  all  the 
provisions  of  the  law.  His  invention  has  failed  to  obtain 
protection  through  no  inadvertence,  accident,  or  mistake  on 
his  part.  He  does  not  ask  permission  to  correct  his  own 
mistakes,  as  every  applicant  for  a  reissue  does,  but  he  asks 
this  court  to  correct  the  errors  of  the  Patent  Office,  and  to 
give  him  protection,  which  has  been  unjustly  denied,  for 
his  invention. 

Mr.  William  A,  Maury^  Assistant  Attorney  General^ 
for  appellees: 

The  claim  of  the  appellant  to  a  patentable  invention  under 
the  laws  of  the  United  States  has  been  rejected  every 
time  it  has  arisen  for  decision.  As  a  last  resort  he  filed  a 
bill  under  section  4916,  Revised  Statutes. 

It  is  unnecessary  to  inquire  whether  section  4894,  Rev. 
Stat,  applies  to  this  proceeding.  That  section  is  in  the  fol- 
lowing words :  Sec.  4894.  All  applications  for  patents  shall 
be  completed  and  prepared  for  examination  within  two  years 
after  the  filing  of  the  application,  and  in  default  thereof,  or 
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upon  failure  of  the  applicant  to  prosecute  the  same  within 
two  years  after  any  action  therein,  of  which  notice  shall 
have  been  given  to  the  applicant,  they  shall  be  regarded  as 
abandoned  by  the  parties  thereto,  unless  it  be  shown  to  the 
satisfaction  of  the  Commissioner  of  Patents  that  such  delay 
was  unavoidable. 

Supposing  this  provision  not  to  apply,  it  would  seem  quite 
clear  that  equity  will  make  it  apply  by  analogy.  In  Rhode 
Island  V.  Massachusetts,  15  Pet.  272,  the  Chief  Justice  said, 
speaking  for  the  court:  ^^In  cases  between  individuals, 
where  the  statute  of  limitations  would  be  a  bar  at  law,  the 
same  rule  is  undoubtedly  applied  in  a  court  of  equity ^ 

See  also,  Burke  v.  Smith,  16  Wall.  401;  Preston  v.  Pres- 
ton, 95  U.  S.  203. 

Section  4894  declares  that  upon  the  applicant' s  failure  to 
prosecute  his  application  *' within  two  years  after  any  ac- 
tion therein,  of  which  notice  shall  have  been  given  to  the 
applicant, ''  it  shall  be  treated  as  abandoned  unless  the 
delay  be  shown  to  have  been  unavoidable. 

Now,  it  is  admitted  by  the  complainant  that  the  decision 
of  the  Commissioner  of  Patents  was  affirmed  by  the  Supreme 
Court  of  this  District  on  January  30, 1880,  and  that  this  bill 
was  not  filed  until  May  3, 1883.  Here  were  three  years  and 
three  months,  and  over,  during  which  the  complainant  lay 
supine. 

Certainly  the  public  had  a  right  to  assume  that  he  had 
abandoned  all  idea  of  further  pursuing  his  application  for  a 
I)atent,  and  to  act  accordingly. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court: 

This  is  an  appeal  by  the  plaintiff  in  a  suit  in  equity 
brought  in  the  Supreme  Court  of  the  District  of  Columbia 
against  the  Secretary  of  the  Interior  and  the  Commissioner 
of  Patents,  from  a  decree  of  the  general  term  of  that  court 
dismissing  the  bill.    The  suit  was  brought  by  Maurice 
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Gandy  against  H.  M.  TeUer,  as  Secretary  of  the  Interior, 
and  E.  M.  Marble,  as  Commissioner  of  Patents.  The  bill 
was  founded  upon  section  4916  of  the  Revised  Statutes, 
which  provides  as  follows: 

' '  Sec.  491 5.  Whenever  a  patent  on  application  is  refused, 
either  by  the  Commissioner  of  Patents  or  by  the  Supreme 
Court  of  the  District  of  Columbia  upon  appeal  from  the 
Commissioner,  the  applicant  may  have  remedy  by  bill  in 
equity;  and  the  court  having  cognizance  thereof,  on  notice 
to  adverse  parties  and  other  due  proceedings  had,  may  ad- 
judge that  such  applicant  is  entitled,  according  to  law,  to 
receive  a  patent  for  his  invention,  as  si)ecified  in  his  claim, 
or  for  any  part  thereof,  as  the  facts  in  the  case  may  appear. 
And  such  adjudication,  if  it  be  in  favor  of  the  right  of  the 
applicant,  sliall  authorize  the  Commissioner  to  issue  such 
patent  on  the  applicant  iiling  in  the  Patent  Office  a  copy  of 
the  adjudication,  and  otherwise  complying  with  the  require- 
ments of  law.  In  all  cases,  where  there  is  no  opposing 
party,  a  copy  of  the  bill  shall  be  served  on  the  Commissioner; 
and  all  the  expenses  of  the  proceeding  shall  be  paid  by  the 
applicant,  whether  the  iinal  decision  is  in  his  favor  or  not." 

The  facts  of  the  case  are  these :  On  the  first  of  December, 
1877,  Gte-ndy  filed  in  the  Patent  Office  an  application  for  a 
patent  for  '*  improvements  in  belts  or  bands  for  driving  ma- 
chinery." The  application  was  rejected  on  the  merits. 
After  due  proceedings,  an  appeal  was  taken  to  the  Commis- 
sioner of  Patents  in  person,  who,  on  the  7th  of  April,  1879, 
affirmed  the  decision  rejecting  the  application.  Gandy  ap- 
pealed to  the  Supreme  Court  of  the  District  of  Columbia, 
which,  on  a  hearing,  and  on  the  30th  of  January,  1880,  dis- 
missed the  petition  of  Gandy,  and  directed  that  a  copy  of 
its  decree  be  transmitted  to  the  Commissioner  of  Patents. 
The  bill  states  that  the  ground  of  the  action  of  the  Patent 
Office  and  of  the  Supreme  Court  of  the  District  of  Columbia 
in  rejecting  the  application  was  that  the  invention  was  not 
patentable,  having  been  anticipated  in  prior  patents.    The 
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bill  alleges  that  the  application  was  erroneously  rejected, 
and  prays  that  the  court  will  hear  and  determine  the  right 
of  the  plaintiff  to  a  patent  for  what  he  claims,  or  for  such 
parts  thereof  as  he  may  be  justly  entitled  to,  and  will  decree 
accordingly. 

The  bill  was  filed  on  the  third  of  May,  1883.  A  subpoena 
was  issued  upon  it,  and  served  upon  the  Secretary  of  the 
Interior  and  the  Commissioner  of  Patents,  on  the  6th  of 
May,  1883.  On  the  19th  of  October,  1883,  the  solicitor  for 
the  plaintiff  served  on  the  Secretary  of  the  Interior  and  the 
Commissioner  of  Patents,  in  jwrson,  a  notice  that  he  would, 
on  the  next  day,  move  the  court  for  leave  to  enter  their  de- 
fault in  the  case,  and  thereupon  to  proceed  with  the  cause 
ex  parte  to  final  hearing.  On  the  20th  of  October,  1883, 
the  court  made  an  order  setting  forth  that  the  process  of 
the  court  and  a  copy  of  the  bill  had  been  duly  served  ujx)n 
the  defendants,  that  they  had  not  appeared  or  answered, 
and  that,  on  proofs  of  service  of  the  above  named  motion, 
no  one  appearing  for  the  defendants,  it  was  ordered  that 
the  plaintiff  have  leave  to  enter  the  default  of  the  defend- 
ants and  to  proceed  with  the  cause  ex  parte,  and  that  he 
have  sixty  days  to  take  and  put  in  his  proofs.  It  also 
specified  the  officers  before  whom  proofs  might  be  taken. 
Documentary  and  oral  proofs  were  put  in,  the  former  in- 
cluding a  copy  of  the  proceedings  in  the  Patent  Office  by 
which  it  appeared  that  the  date  of  the  last  proceeding  in 
the  application  was  the  making  of  the  decree  of  January  30, 
1880,  by  the  Supreme  Court  of  the  District  of  Columbia. 
No  one  api)eared  for  the  defendants  on  the  taking  of  any  of 
the  proofs.  On  the  14th  of  April,  1884,  the  Supreme  Court, 
in  si)ecial  term,  no  one  ap;)earing  for  the  defendants,  made 
an  order  that  the  cause  be  heard  in  the  first  instance  by  the 
general  term.  On  the  30th  of  April,  1884,  Benjamin  But- 
terworth,  having  succeeded  Mn  Marble  as  Commissioner  of 
Patents,  moved  the  court,  in  general  term,  to  dismiss  the 
bill  and  set  aside  the  order  entering  the  default  of  the  de- 
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fendants,  and  for  leave  to  make  a  defence  in  the  cause,  as- 
signing as  grounds  for  the  motion  that  the  Secretary  of  the 
Interior  was  not  a  proper  j)arty  to  the  suit ;  that  Mr.  But- 
terworth  had  succeeded  Mr.  Marble  as  Commissioner  of  Pat- 
ents ;  and  that  the  application  for  the  patent  had  been 
abandoned  by  reason  of  the  failure  to  prosecute  the  same 
within  two  years  after  the  last  action  thereon,  of  which 
notice  was  duly  communicated  to  the  applicant.  The  court 
in  general  term  made  an  order  allowing  the  plaintiff  to 
amend  his  bill,  striking  out  the  name  of  the  Secretary  of 
the  Interior  as  a  defendant  and  adding  as  a  defendant  the 
successor  in  office  of  Mr.  Marble.  On  the  same  day,  the 
court  in  general  term  made  a  decree,  on  a  hearing  of  coun- 
sel for  both  parties,  dismissing  the  bill,  with  costs.  From 
that  decree  the  plaintiff  has  appealed  to  this  court. 

(a)  We  are  of  opinion  that  this  decree  must  be  affirmed. 
It  is  provided  by  section  4894  of  the  Revised  Statutes  as 
follows : 

**Sec.  4894.  All  applications  for  patents  shall  be  com- 
pleted and  prepared  for  examination  within  two  years  after 
the  filing  of  the  application;  and  in  default  thereof,  or 
upon  failure  of  the  applicant  to  j^rosecute  the  same  within 
two  years  after  any  action  therein,  of  which  notice  shall 
have  been  given  to  the  applicant,  they  shall  be  regarded  as 
abandoned  by  the  parties  thereto,  unless  it  be  shown  to  the 
satisfaction  of  the  Commissioner  of  Patents  that  such  delay 
was  unavoidable." 

The  applicant  failed  to  prosecute  his  application  within 
two  years  after  the  last  action  therein,  of  which  notice  was 
given  to  the  applicant.  The  decree  of  the  Supreme  Court 
of  the  District  of  Columbia  was  made  on  the  30th  of  Jan- 
uary, 1880,  and  this  bill  was  not  filed  until  the  third  of 
May,  1883.  No  excuse  for  the  laches  and  delay  is  set  up 
in  the  bill,  and  none  is  shown  in  the  proofs,  nor  is  it  alleged 

1«8  U.  8.  484-438-439. 

(<i)  122  U.  S.  inserts  *'  after  stating  the  case  jw  above  reported  "  and  l)egiD.s 
opinion  here. 
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in  the  bill  that  the  delay  was  unavoidable.  Although,  as 
was  said  by  this  court  in  Butterworth  v,  U.  S.  (6),  112  U.  S. 
50  [15  Am.  &  Eng.  282,]  (citing  Whipple  v.  Miner,  15  Fed. 
Rep.  117 ;  Ex  parte  Squire,  3  Ban.  &  Ard.  133 ;  and  Butler 
V.  Shaw,  21  Fed.  Rep.  321,)  the  proceeding  by  bill  in  equity, 
under  section  4916,  on  the  refusal  to  grant  an  application 
for  a  patent,  intends  a  suit  according  to  the  ordinary  course 
of  equity  practice  and  procedure,  and  is  not  a  technical  ap- 
X>eal  from  the  Patent  Office,  nor  confined  to  the  case  as  made 
in  the  record  of  that  office,  but  is  prepared  and  heard  \k\\oxi 
all  competent  evidence  adduced  and  upon  the  whole  merits, 
yet  the  proceeding  is,  in  fact  and  necessarily,  a  part  of  the 
application  for  the  patent.  Section  4915  declares  that  the 
judgment  of  the  court,  if  in  favor  of  the  right  of  the  appli- 
cant^ is  to  be  a  judgment  that  the  applicant  'disentitled, 
according  to  law,  to  rec^eive  a  patent  for  his  invention,  as 
specified  in  his  claim,  or  for  any  part  thereof,  as  the  facts 
in  the  case -may  appear;''  and  that,  if  the  adjudication  be 
in  favor  of  the  right  of  the  applicant,  it  shall  authorize  the 
Commissioner  to  issue  the  patent,  on  the  filing  in  the  Pat- 
ent Office,  by  the  applicant,  of  a  copy  of  the  adjudication, 
and  on  his  ''  otherwise  complying  with  the  requirements  of 
law.''  One  requirement  of  law  is,  by  section  4894,  that  the 
application  shall  be  regarded  as  abandoned  if  the  applicant 
•fails  to  prosecute  the  same  within  two  years  after  any  ac- 
tion therein  of  which  notice  shall  liave  been  given  to  him, 
"  unless  it  be  shown  to  the  satisfaction  of  the  Commissioner 
of  Patents  that  such  delay  was  unavoidable."  All  that  the 
court  which  takes  cognizance  of  the  bill  in  equity,  under 
section  4915,  is  authorized  to  do  is  to  adjudge  whether  or 
not  ''the  applicant  is  entitled,  according  to  law,  to  receive 
a  patent,"  and,  after  an  adjudication  in  his  favor  to  that 
effect,  the  Commissioner  is  not  authorized  to  issue  a  patent 
imless  the  applicant  otherwise  complies  with  the  require- 
ments of  law.     In  the  present  case,  there  would  l)e  no  com- 

181  U.S.  .439-440. 

{h)  122  U.  S.  substitutes    •  Hoe  "  for  "  V.  S." 
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pliance  with  the  requirements  of  law,  in  view  of  the  delay 
for  more  than  two  years,  unless  it  be  shown  to  the  satisfac- 
tion of  the  court  that  the  delay  was  unavoidable.  The  jur- 
isdiction of  the  application  being  transferred,  pro  tantOy  to 
the  court,  by  virtue  of  the  bill  in  equity,  it  cannot  adjudge 
that  the  applicant  is  entitled,  according  to  law,  to  receive  a 
patent,  unless  he  shows  to  the  satisfaction  of  the  court  that 
the  delay  was  unavoidable,  under  an  allegation  to  that 
effect  in  the  bill.  The  i)resumption  of  abandonment,  under 
section  4894,  unless  it  is  shown  that  the  delay  in  prosecut- 
ing the  application  for  two  years  and  more  after  the  last 
prior  action,  of  which  notice  was  given  to  the  applicant,  was 
unavoidable,  exists  as  fully  in  regard  to  that  branch  of  the 
application  involved  in  the  remedy  by  bill  in  equity  as  in 
regard  to  any  other  part  of  the  application,  whether  so  much 
of  it  as  is  strictly  within  the  Patent  Ofllce,  or  so  much  of  it 
as  consists  of  an  appeal  to  the  Supreme  Court  of  the  Dis- 
trict of  Columbia  under  section  4911.  The  decision  of  the 
court  on  a  bill  in  equity  becomes,  equally  with  the  judg- 
ment of  the  Supreme  Court  of  the  District  of  Columbia  on  a 
direct  apx)eal  under  section  4911,  the  decision  of  the  Patent 
Office,  and  is  to  govern  the  action  of  the  Commissioner.  It 
is,  therefore,  clearly  a  branch  of  the  application  for  the 
patent,  and  to  be  governed  by  the  rule  as  to  laches  and  delay 
declared  by  section  4894  to  be  attendant  upon  the  appli- 
cation. 
Decree  affirmed, 

\%%  U.  8.  440.     ^ 

Notes  I 

1.  Act  1839,  sec.   10;  Act   1870,  sec.  52;  R.  S.  see.  4915;  Act 

1861,  sec.  12;  Act  1870,  sec.  32;  R.  8.  sec.  4894. 
Bill  to  obtain  a  patent  under  R.  S.  sec.  4915  : 

Butterworth  v.  Hoe,  112  U.  S.  50  [15  Am.  A  Eng.  282.] 

Butterworth  t?.  Hill,  114  U.  S.  128  [16  Am.  &  Eng.  51.] 
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PARKER  &  WHIPPLE  COMPANY  et  al.,  APPEL- 
LANTS, «.  YALE  CLOCK  COMPANY  vi  al* 

128  V.  8.  87-lOA.    OcC.  Term,  1887. 

[Bk.  31,  L.  ed.  100;  41  O.  G.  611.] 
Affirming  Ibid,  21  Blatch.  485. 

Argued  October  20,  1887.     Decided  October  31,  1887. 

Commissioner's  authority  to  reissue.  Reissue  Statutes.  New  mat- 
ter. Abandonment  by  failure  to  secure  in  original.  Particular 
reissued  patent  abandoned. 

1.  In  all  the  statutes  on  the  subject  of  reissues — Act  1832,  sec.  3  ; 

Act  1836,  sec.  13;  Act  1870,  sec.  53,  and  R.  S.  4916,  the  only 
authority  granted  the  Commissioner  is  one  to  issue  a  new  pat- 
ent for  ^^  the  same  invention,''  and  it  does  not  follow  that  what 
was  indicated  in  the  original  specifications,  drawing,  or  model 
is  to  be  considered  as  part  of  the  invention,  unless  the  court 
can  see  from  a  comparison  of  the  two  patents  that  the  original 
patent  embodied,  as  the  invention  intended  to  be  secured  by 
it,  what  the  claims  of  the  reissue  are  intended  to  cover,  (p. 
229.) 

2.  Where  new  substantive  matter  was  introduced  into  the  reissue 

patent  for  the  description  in  the  specification  as  a  foundation 
for  certain  claims,  and  these  claims  themselves  might  have  been 
the  subject  of  another  application  for  a  patent  at  the  time  the 
original  patent  was  applied  for  and  taken  out,  leaving  that 
patent  valid  and  operative  in  respect  to  the  claims  it  covered, 
Iiddy  that  it  was  "  new  matter  "  under  R.  S.  sec.  4916.  (p. 
233.) 

*  Sea  Explanation  of  Notea,  page  IIL 
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3.  In  the  absence  of  evidence  of  any  attempt  to  secure  by  the  origi- 

nal patent  the  inventions  covered  by  the  first  eight  claims  of 
the  reissue,  these  inventions  must  be  regarded  as  abandoned  or 
waived,  so  far  as  the  reissue  in  question  is  concerned,  subject, 
however,  to  the  right  to  have  a  new  application  for  a  patent  to 
cover  them.     (p.  236.) 

4.  The  first  eight  claims  of  reissued  letters  patent,  No.  10,062,  A. 

E.  Hotchkiss,  March  14, 1882,  Clock-Movement,  original  patent 
No.  221,310,  November  4,  1879,  heldy  to  be  a  case  of  the 
amendment  of  a  patent  so  as  to  cover  improvements  not  cov- 
ered by  the  original  patent  and  which  came  into  use  by  others 
than  the  patentee  and  his  licensee,  free  from  the  protection  of 
the  patent ;  held  to  be  "  new  matter  "  and  not  for  the  "  same 
invention"  which  was  originally  patented,  and  abandoned 
or  waived  by  failure  to  secure  them  in  the  original  patent, 
(p.  236.) 

Jb.  Hdd  that  a  statement  in  the  original  specification  of  the  object 
of  the  invention  in  certain  general  terms  cannot  have  the  effect 
of  making  the  reissue  one  for  the  same  invention  as  that  of  the 
original,  when  it  othem'ise  would  not  be.     (p.  238.) 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Connecticut. 

Reported  below,  21  Blatch.  485. 

The  facts  of  the  case  are  fully  stated  in  the  opinion. 

The  specifications  and  drawings  of  Hotchkiss  original  and 
reissued  letters  patent  are  as  follows  : 
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ARTHUR  E.  HOTCHKISS,   OF   CHESHIRE, 

CONNECTICUT. 

Improvement  in  Clock-Movements.* 

Specification  forming  part  of  Letters  Patent  No.  221^310^  dated 
November  4,  1879;  application  filed  July  29,  1879. 

To  all  whom  it  may  concern: 

Be  it  known  that  I,  Arthur  E.  Hotchkiss,  of  Cheshire,  in 
the  county  of  New  Haven  and  State  of  Connecticut,  have  in- 
vented certain  new  and  useful  Improvements  in  Clock-Move- 
ments; and  I  do  hereby  declare  that  the  following  is  a  full, 
clear,  and  exact  description  of  the  invention,  which  will  en- 
able others  skilled  in  the  art  to  which  it  appertains  to  make 
and  use  the  same,  reference  being  had  to  the  accompanying 
drawings,  and  to  letters  of  reference  marked  thereon,  which 
form  a  part  of  this  specification. 

This  invention  relates  to  that  class  of  time-keepers  in 
which  a  fixed  annular  rack  or  internally-toothed  wheel  is 
employed  to  aid  a  spring-barrel  in  rotating  the  train  of 
wheels. 

The  nature  of  said  invention  consists,  partly,  in  the  com- 
bination of  a  fixed  internally-toothed  circular  rack  and  a 
concentric  going  barrel  or  plate  with  a  mainspring,  a  trans- 
mitting-wheel  rotating  with  said  barrel,  and  a  fixed  clock- 
movement. 

It  also  consists  in  arranging  the  operating  parts  of  the 
time-piece  on  a  fixed  plate  and  attaching  the  same  to  the 
back  of  the  clock-case  by  means  of  tongues  which  extend 
out  from  said  plate  through  perforations  in  the  back  of  said 
case. 

It  also  consists  in  providing  said  tongues  with  broad 
shoulders,  which  cause  said  plate  to  stand  out  from  the  back 
of  the  clock-case,  so  as  to  leave  space  for  the  mainspring  be- 
tween them. 

*  The  drawings  of  the  original  are  identical  with  those  of  the  reiarae  [p.        } 

except  that  Fig.  1  is  shown  in  perspective. 
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It  also  consists  in  the  combination  of  a  mainspring  having 
a  perforated  end  with  a  lateral  finger  extending  from  the 
broad  part  of  one  of  said  tongues,  whereby  said  mainspring 
is  firmly  held  at  its  fixed  end,  yet  easily  detached. 

It  also  consists  in  the  combination,  with  a  fixed  plate, 
which  confines  the  mainspring  and  supports  the  movement 
of  a  rotating  plate  arranged  in  front  of  said  fixed  plate,  and 
provided  with  a  hub  which  extends  through  said  fixed  plate 
and  is  connected  to  the  winding  end  of  the  mainspring. 

It  also  consists  in  adapting  to  and  combining  with  the  hub 
thus  constructed  a  key  having  a  screw-threaded  winding 
part  for  engaging  with  said  hub  and  a  recessed  part  for  en- 
gaging with  the  prismatic  end  of  the  center-shaft. 

tt  also  consists  in  constructing  the  annular  rack  or  inter- 
nally-toothed wheel  with  an  annular  recess  for  receiving  the 
pillar-plate  and  thereby  economizing  space. 

It  also  consists  in  constructing  the  pillar-plate  and  pillars 
in  one  piece,  and  attaching  said  pillars  to  the  front  plate  by 
twisting  them. 

It  also  consists  in  substituting  an  automatic  winding-dog, 
operating  like  an  e8cax)ement- verge,  for  the  click  and  spring 
ordinary  used. 

It  also  consists  in  constructing  the  case  with  an  opening 
at  the  bottom  and  adapting  the  key  and  the  adjusting-nut  of 
the  pendulum-ball  to  one  another,  so  that  the  adjustment 
of  the  said  ball  may  be  effected  conveniently  from  outside  of 
the  case. 

It  also  consists  in  providing  said  ball  with  a  spring  which 
will  force  it  down  into  place,  and  with  a  guide  which  will 
prevent  it  from  turning. 

In  the  accompanying  drawings,  Figure  1  represents  a  front 
perspective  view  of  a  clock  embodying  my  invention,  the 
front  of  the  case  and  also  the  dial-plate  having  been  I'emoved. 
Pig.  2  represents  a  rear  elevation  of  the  case,  showing  the 
method  of  attaching  the  works  thereto.  Fig.  3  represents  a 
rear  detail  view  of  the  mainspring  and  the  plate  to  which  it 
is  attached.    Fig.  4  represents  a  detail  sectional  view  of  the 
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fixed  plate,"  the  rotating  plate,  the  pillar-plate,  and  the 
toothed  ring  or  circular  rack,  showing  the  hollow  winding- 
hub.  Pig.  5  represents  a  front  perspective  detail  of  the  re- 
cessed circular  rack,  with  the  rear  pillar-plate  in  position. 
Fig.  6  represents  a  detail  view  of  the  front  and  rear  pillar- 
plates  and  pillars  in  position,  showing  the  method  of  attach- 
ing the  front  pillar-plate  to  the  pillars.  Fig.  7  represents  a 
detail  view  of  my  automatic  winding-dog  applied  on  the 
center  wheel  and  shaft.  Fig.  8  represents  a  front  view  of 
my  dial-plate,  showing  the  method  of  attachment  of  said 
plate  to  the  front  pillar-plate  and  of  the  dial  to  said  dial- 
plate.  Fig.  9  represents  a  detail  view  of  the  slotted  auto- 
matically-adjustable minute-hand.  Fig.  10  represents  a  de- 
tail view  of  the  key.  Fig.  11  represents  a  detail  view  of  the 
pendulum.  Fig.  12  represents  a  detail  view  of  the  pendu- 
lum-ball guide-plate.  Fig.  13  represents  in  detail  the  trans- 
mitting-wheel  and  adjacent  parts. 

Most  of  these  details  are  enlarged  from  the  scale  of  Fig. 
1,  to  exhibit  more  plainly  the  smaller  features  of  the  device. 

In  said  drawings,  A  designates  the  back  of  the  clock-case, 
and  A'  the  bottom  thereof.  This  case  is  made,  preferably, 
of  sheet  metal,  which  may  be  nickel-plated,  if  desired;  and 
the  said  back  is  constructed  with  a  central  opening,  a,  to  re- 
ceive the  winding-hub,  hereinafter  described,  and  with 
smaller  openings  a'  near  the  sides  to  receive  the  tongues, 
hereinafter  described,  whereby  the  works  are  fastened  to 
the  case.  The  said  case-bottom  A'  is  provided  with  an  open* 
ing,  a",  which  allows  the  entrance  of  the  key  to  adjust  the 
pendulum-ball.  The  construction  of  the  clock-case  and  the 
adaptation  of  the  works  thereto  allow  the  clock  to  be  wound, 
set,  and  regulated  without  opening  the  case. 

B  designates  the  mainspring,  and  C  a  llxed  disk  or  plate, 
which  holds  the  same  in  position  between  said  plate  and  the 
back  of  the  clock.  Said  mainspring  occupies  the  whole 
back  of  the  space  occupied  by  the  works,  so  as  to  give  the 
greatest  running  power  with  the  least  possible  expense  of 
room,  one  of  the  leading  objects  of  my  invention  being  to 


Oct.,  1887.]    PARKER  &  WHIPPLE  CO.  v.  YALE  CO.    199 

Statement  of  the  case. 

render  it  possible  to  make  a  cheap,  neat,  and  satisfactory 
time-pieces  of  unusually  small  size.  Many  of  the  features 
of  said  invention  are,  however,  applicable  to  large  clocks  or 
other  large  time-pieces  as  well. 

The  said  plate  C  forms  a  sort  of  base-plate  or  attaching- 
plate  for  all  the  works  of  the  watch,  so  that  when  it  is  de- 
tached from  the  watch-case  all  of  said  works  will  come  off 
with  it.  The  attachment  of  said  plate  to  said  case  is  effected 
as  follows:  C  designates  four  or  more  short  flanges  formed 
in  one  piece  with  plate  C,  and  terminating  in  square 
shoulders,  which  rest  against  the  back  A.  These  flanges 
are  formed  with  narrow  rearwardly-extending  tongues  or 
claws  c,  which  pass  through  said  openings  a'  in  said  clock- 
case  back,  and  are  bent  on  the  outside  thereof,  so  as  to 
clamp  said  plate  and  its  attachments  in  place.  These 
tongues  or  claws  c  have  sufficient  strength  to  hold  the  light 
works  permanently  in  position;  but  they  are  readily 
straightened  to  allow  the  separation  of  works  and  case  for 
cleaning  and  other  purposes. 

The  flanges  C  answer  the  same  purpose  as  the  sides  of  an 
ordinary  watch-barrel  in  holding  the  expanding  mainspring 
in  place,  and  the  fixed  end  of  said  mainspring  B  is  attached 
to  one  of  said  flanges  by  means  of  a  perforation  in  said 
spring,  which  sits  over  a  finger,  c',  formed  on  the  side  of 
said  flange.  This  connection,  though  firm,  allows  easy  and 
speedy  detachment.  The  spaces  between  ilanges  C  allow 
the  spring  B  to  be  conveniently  inspected. 

On  said  fixed  plate  C,  and  extending  considerably  above 
the  i)eriphery  of  the  same,  is  permanently  secured  a  fixed 
internally-geared  ring  or  circular  rack,  I),  which  meshes 
with  and  gives  motion  to  a  gear-wheel,  E,  carried  by  a  ro- 
tating plate,  P,  which  is  similar  in  form  to  plate  C,  and  rests 
against  it.  These  plates  are  concentric,  and  plate  F  is  some- 
what smaller  than  plate  C.  Plate  P  is  provided  with  a  cen- 
tral hollow  hub,  G,  attached  to  a  short  hollow  cylindrical 
bearing,  G',  which  extends  through  a  central  opening  of 
plate  C.    To  the  outside  of  this  hub  the  winding  and  oper- 
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ating  end  of  mainspring  B  is  attached.  Thus  the  said  main- 
spring oi)erates  to  rotate  said  plate  P.  The  wheel  E,  car- 
ried by  said  rotating  plate,  is  joumaled  on  a  rivet  or  headed 
stud  formed  with  or  attached  to  said  plate.  This  method 
of  attachment  and  joumaling  is  very  strong  and  secure,  and, 
besides,  avoids  all  necessity  for  an  additional  bearing  or 
brace  for  the  pivot-shaft.  The  said  wheel  E  is  in  effect  an 
idle- wheel,  transmitting  the  action  of  the  cogs  in  the  station- 
ary geared  ring  or  circular  rack  to  a  pinion,  e,  on  the  center- 
shaft,  H,  and  the  train  of  wheels  I.  The  center-shaft  has 
its  outer  bearing  in  the  cylindrical  piece  G',  and  its  inner 
bearing  in  the  fixed  front  plate,  hereinafter  described,  so 
that  it  does  not  turn  with  plate  F,  but  is  stationary  with  re- 
lation thereto.  The  remaining  wheels  of  the  train  or  move- 
ment are  also  stationary  with  reference  to  the  motion  of  said 
plate,  being  pivoted  in  the  front  and  rear  with  plates  J  and 
K.  The  only  wheel  which  does  not  have  a  stationary  axis 
is  the  transmitting-wheel  E,  whose  function  is  simply  that 
of  an  idle-wheel.  By  making  the  movement  stationary  in- 
stead of  causing  it  to  be  carried  around  by  the  revolving 
plates,  (as  movements  have  heretofore  been  carried  by 
going-barrels  operating  with  a  fixed  rack,)  I  avoid  divers 
practical  difficulties  of  manufacture  incidental  to  the  con- 
struction and  use  of  so  many  wheels  having  moving  axes 
and  compound  revolution.  Moreover,  I  thereby  adapt  the 
movement  to  be  used  with  a  pendulum,  which  would  other- 
wise be  practically  impossible,  as  the  pendulum  cannot  well 
be  made  to  revolve. 

The  construction  of  the  plates  C  and  F  and  of  the  attached 
parts  gives  to  my  time-piece  the  combined  advantages  of  a 
iixed  barrel  and  a  going-barrel.  The  fixed  plate  C  effectu- 
ally braces  the  revolving  plate  F,  and  the  latter  has  no  need 
of  the  flanges  or  side  pieces  found  in  an  ordinary  going- 
barrel.  It  is  obvious,  however,  that  said  revolving  plate  F 
may  be  furnished  with  such  flanges,  if  desired.  This  plate 
F  is  protected  at  the  side  by  the  circular  rack  D,  and  in 
front  by  the  pillar-j^late  J.     This  pillar-plate  is  at  a  suffi- 
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cient  distance  from  said  rotating  plate  to  allow  space  for  the 
transmitting- wheel  E  and  the  center  pinion,  with  which  it 
meshes.  To  enable  said  pillar-plate  to  be  thoroughly  braced 
by  said  rack,  and  also  fit  the  parts  together  in  the  smallest 
possible  space,  the  said  rack  is  constructed  with  an  internal 
annular  recess,  g^  in  its  rear  edge  or  comer.  Said  pUlar- 
plate  J  is  set  into  this  recess. 

The  pillars  J'  are  formed  in  one  piece  with  said  pillar- 
plate  J,  and,  preferably,  by  striking  up  out  of  sheet  metal. 
Each  pillar  terminates  in  square  shoulders  j\  which  abut 
against  the  rear  side  of  front  plate,  K,  and  short  arms  or 
tips  j\  which  extend  through  holes  k  in  said  plate  K.  By 
twisting  said  tips  said  front  pillar-plate  is  clamped  to  said 
pillars.  This  twisting  may  be  effected  by  any  convenient 
tool.  When  said  tips  are  bent  back  again  so  as  to  be  straight 
there  is  no  difficulty  in  separating  the  pUlar-plates. 

My  front  plate,  K,  is  provided  with  a  fixed  pin,  L,  which 
extends  forward,  so  as  to  pass  through  a  perforation,  m,  in 
the  dial-plate,  M,  so  as  to  prevent  said  dial-plate  from  hav- 
ing rotary  motion. 

The  dial  N  is  attached  to  dial-plate  M  by  an  eyelet,  O,, 
which  is  struck  up  forward  from  the  center  of  said  plate 
and  bent  back  upon  said  dial.  Said  eyelet  is  in  one  piece 
with  said  dial- plate.  By  having  said  eyelet  in  one  piece 
with  said  dial-plate  the  danger  of  losing  said  eyelet  is  en- 
tirely obviated  and  the  number  of  separate  parts  lessened. 
The  dial-plate  itself  is  held  against  the  ends  of  the  pillars 
by  the  hands  of  the  watch,  which  are  arranged  and  attached 
as  usual  with  the  following  exception :  The  center-shaft 
should  be  perfectly  cylindrical,  so  as  to  exactly  fit  the  hole 
in  the  minute-hand  P  ;  but,  in  practice,  some  irregularity 
of  shape  in  said  shaft  is  frequently  met  with.  To  obviate 
this  difficulty  the  inner  end  of  the  hand  is  slotted  or  split 
from  the  hole  outward  at  j9,  as  shown  in  detail  in  Fig.  9, 
the  said  hand  being  made  of  elastic  material.  The  elasticity 
of  the  hand  thus  split  will  cause  it  to  grasp  tightly  a  shaft 
which  is  not  a  perfectly  true  cylinder,  so  that  the  hand  will 
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retain  its  proper  place.  This  construction  thus  fonns  an 
automatic  adjustment  for  said  hand.  Of  course,  both  hands 
may  be  constructed  in  this  way. 

Of  course,  many  of  the  features  of  my  improved  time.- 
keeper  may  be  used  in  a  marine  clock  or  other  horological 
device  which  does  not  include  a  i)endulum.  In  the  accom- 
X)anying  drawings  I  have,  however,  shown  a  i)endulum  hung 
ui)on  a  knife-edge  and  designated  Q.  As  the  peculiar 
method  of  hanging  said  pendulum  is  sufficiently  covered 
by  an  earlier  i)atent  of  my  own,  I  need  not  describe  it  more 
particularly  here. 

The  ball  R  of  this  i)endulum  is  adjusted  up  and  down  on 
the  rod  R'  thereof  by  the  nut  r,  to  regulate  the  length  of 
its  oscillation  and  insure  the  proper  action  of  the  verge  on 
the  escapement.  This  nut  r  is  made  of  the  same  size  as  the 
prismatic  end  of  the  center-shaft,  so  as  to  be  operated  by 
the  same  recessed  arm  t  of  the  key  T.  (Shown  in  detail  in 
Fig.  10.)  This  arm  t  is  passed  up  through  the  opening  in 
the  bottom  of  the  clock-case  hereinbefore  described,  so  that 
the  clock  can  be  regulated  readily  without  opening  said 
case. 

Said  pendulum  Q  is  shown  in  detail  in  Fig.  11.  Its  ball 
R  is  provided  with  a  long  vertical  recess,  r\  through  which 
rod  R'  passes.  Said  rod  is  surrourfded  within  said  recess 
by  a  helical  spring,  r*,  which  bears  at  its  upper  end  against 
a  guide-plate,  S,  fixed  to  said  rod  R',  and  at  its  lower  end 
against  said  ball  R.  The  effect  of  said  spring  is  to  hold 
said  ball  down  to  its  proper  place  against  nut  r. 

The  construction  of  guide-plate  S  is  clearly  shown  in  de- 
tail in  Fig.  12.  It  consists  of  a  middle  part,  «,  which  ex- 
tends into  recess  r\  and  of  straight  wings  8\  which  extend 
on  each  side  along  the  face  of  flattened  ball  R.  These  wings 
prevent  said  ball  from  turning  on  said  rod.  Such  turning 
would  cause  unnecessary  wear,  and  would  interfere  with 
the  accuracy  of  the  pendulum  action. 

The  clock  is  wound  by  means  of  key  T  and  hub  G.  Said 
hub  is  internally  screw-threaded,  and  extends  to  the  outside 
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of  case-back  A  through  opening  a.  Key  T  is  T-shaped  and 
provided  with  a  screw-threaded  extension,  T',  which  Jits 
the  threads  of  said  hub.  When  the  clock  is  to  be  wound 
said  extension  is  screwed  into  said  hub.  As  soon  as  said 
extension  is  screwed  quite  home  the  next  turn  of  the  key  in 
the  same  direction  causes  the  winding  of  the  mainspring  to 
begin.  As  soon  as  the  winding  is  complete  the  said  key  is 
turned  in  the  opposite  direction,  so  as  to  unscrew  said  ex- 
tension, and  thus  detach  said  key.  To  set  the  hands,  the 
prismatically-recessed  arm  t  of  said  key  is  inserted  in  hol- 
low hub  G,  and  pressed  back  till  it  engages  with  the  pris- 
matic end  of  the  center-shaft.  The  use  of  this  arm  for  reg- 
ulating the  vibration  of  the  i)endulum  has  already  been  de- 
scribed. It  will  be  evident  that  this  key  is  thus  susceptible 
of  a  triple  use. 

The  back  plate.  A,  and  bottom  plate.  A',  of  the  clock- 
case  are  made  in  one  piece.  This  construction  enables  me 
to  conveniently  disclose  the  working  of  the  mechanism 
while  the  clock  is  in  position  for  use.  I  simply  remove  the 
remainder  of  the  case.  The  bottom  A'  then  supports  the 
back  A  and  the  parts  attached  thereto,  which  comprise  all 
the  works  and  the  dial  of  the  clock.  The  wheels,  spring, 
and  pendulum  are  then  easily  accessible  from  all  quarters, 
and  any  obstruction  or  imperfection  will  be  readily  per- 
ceived. In  many  cases  the  mechanism  may  be  cleaned  or 
mended  without  taking  it  to  pieces,  and  its  working  may  be 
conveniently  exhibited. 

Instead  of  the  ordinary  winding  pawl  or  dog  pressed  by 
a  spring  against  the  ratchet-teeth,  I  employ  an  automatic 
verge-like  dog,  U.  (Shown  in  detail  in  Fig.  7.)  This  dog 
is  pivoted  to  the  center- wheel  E',  and  has  an  impulse-pallet 
that  is  curved  slightly  inward,  and  a  detent-pallet  which 
has  an  inwardly-extending  nose  or  point.  The  inclined  jmrt 
of  each  tooth  on  ratchet  V  acts  to  press  outward  said  im- 
pulse-pallet, and  thereby  to  force  inward  the  other  or  de- 
tent-pallet. The  latter  is  thus  kept  in  such  x)osition  as  to 
catch  one  of  the  teeth  of  said  ratchet  on  the  first  reverse 
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movement  of  said  ratchet  and  shaft.  As  there  is  no  spring- 
pressure  on  said  dog  U,  it  yields  very  readily  to  the  motion 
of  it6  ratchet  in  winding,  and  it  does  not  make  the  disagree- 
able clicking  sound  which  is  made  by  an  ordinary  spring- 
pressed  pawl. 

The  hand  P  may  be  constructed  with  any  other  suitable 
elastic  attaching  end  instead  of  the  slotted  one  shown.  The 
latter  construction  is,  however,  preferred. 

Having  thus  fully  described  my  invention,  what  I  claim 
as  new,  and  desire  to  secure  by  Letters  Patent,  is — 

1.  In  combination  with  a  fixed  circular  rack  and  a  sta- 
tionary clock-movement,  a  plate  rotated  by  the  mainspring 
and  carrying  a  device  which  connects  the  rack  and  move- 
ment, substantially  as  and  for  the  purpose  set  forth. 

2.  A  i)erforated  clock-case  back,  in  combination  with  a 
base-plate  for  the  movement,  said  base-plate  being  provided 
with  flexible  claws,  which  may  pass  through  the  i)erfora- 
tions  in  said  clock-case  back,  substantially  as  and  for  the 
purpose  set  forth. 

8.  In  combination  with  mainspring  B,  perforated  at  i, 
the  lateral  attaching-finger  c  on  flange  C  of  plate  C,  said 
parts  being  constructed  and  applied  substantially  as  and 
for  the  purx)ose  set  forth. 

4.  In  combination  with  mainspring  B,  the  fixed  plate  C 
and  its  flanges  C,  forming  a  barrel  for  said  spring,  but  al- 
lowing inspection  of  the  latter  between  the  flanges  C,  sub- 
stantially as  set  forth. 

6.  In  combination  with  mainspring  B  and  fixed  plate  C, 
the  rotating  plate  F  and  its  hub  G,  said  hub  extending 
through  plate  C  for  the  attachment  of  the  spring,  substan- 
tially as  set  forth. 

6.  In  combination  with  ratchet  Y,  a  verge-like  automatic 
winding-dog,  U,  held  in  proper  position  for  catching  by  the 
forward  motion  of  said  ratchet. 

7.  In  combination  with  a  pillar-plate,  a  fixed  circular 
rack  having  an  annular  inner  recess  to  receive  said  plate, 
whereby  said  rack  serves  also  the  purpose  of  attaching  said 
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plate,  and  the  said  parts  are  .mad^  to  occupy  the  least  x)os- 
sible  space. 

8.  In  combination  with  a  perforated  front  plate,  a  rear 
pillar-plate,  having  twisted  tongues  on  the  ends  of  its  pil- 
lars, whereby  said  plates  and  pillars  are  clamped  together, 
substantially  as  set  forth. 

9.  In  combination  with  a  pendulum-rod  and  adjustable 
pendulum-ball,  a  spring  arranged  to  force  said  ball  down 
against  the  adjusting-nut. 

10.  In  combination  with  a  pendulum-rod  and  an  adjusta- 
ble pendulum-ball,  a  spring  fitted  into  a  recess  of  said  ball 
and  opevsUng  to  force  the  latter  down  against  the  said  nut. 

11 .  In  combination  with  the  adjusting-nut  of  a  pendulum, 
a  clock-case  bottom,  perforated  at  A*,  and  a  key  having  a 
prismatic  recess  fitting  said  nut,  whereby  the  height  of  the 
pendulum-ball  may  be  adjusted  by  the  key  from  the  out- 
side of  the  clock-case,  substantially  as  set  forth. 

12.  In  combination  with  a  hollow  internally-threaded 
winding-hub,  G,  a  key  having  a  screw-threaded  portion  for 
engaging  with  said  hub,  and  a  prismatically  recessed  por- 
tion for  passing  through  said  hub  and  engaging  with  the 
center-shaft. 

In  testimony  that  I  claim  the  foregoing  as  my  own  I  affix 
my  signature  in  presence  of  two  witnesses. 

ARTHUR  E.  HOTCHKISS. 
Witnesses : 

M.    C.    DOOLITTLE, 

Geo.  Gt.  Scranton. 
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ARTHUR  E.   HOTCHKISS,  OF  CHESHIRE, 

CONNECTICUT. 

Clock-Movement. 

Specification  forming  part  of  Reissued  Letters  Patent,  No.  10^063^ 

dated  March  14,  1882. 

Original  No.  221,310,  dated  November  4,  1879;  Reissue  No.  9,656, 
dated  April   12,   1881.    Application  for  reissue  filed  July   19, 

1881. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Arthur  E.  Hotchkiss,  of  Chesire,  in 
the  county  of  New  Haven  and  State  of  Connecticut,  have 
invented  certain  new  and  useful  Improvements  in  Clock- 
Movements,  of  which  the  following  is  a  description : 

My  invention  relates  to  an  improvement  in  clock- move- 
ments, the  object  being  to  make  a  clock-movement  which 
shall  be  simple  and  durable  in  its  construction,  of  small  ini- 
tial cost  in  manufacture,  and  the  several  parts  of  which  shall 
be  relatively  arranged  in  such  manner  that  the  movement 
may  be  inclosed  in  a  small  and  compact  case. 

To  this  end  the  invention  consists  essentially  in  dividing 
the  train  into  two  parts ;  in  arranging  the  divisions  of  the 
train  in  a  frame  having  three  plates ;  in  providing  an  addi- 
tional wheel  and  pinion  between  the  escape- wheel  and  cen- 
ter wheel ;  in  making  the  three  wheels  between  the  escape- 
wheel  and  center  wheel  with  the  same  number  of  teeth  and  of 
the  same  size ;  in  arranging  the  pivots  of  the  three  arbors  car- 
rying the  three  like  wheels  and  pinions  between  the  escai)e- 
wheel  and  center  wheel  in  the  circumferences  of  circles  which 
are  concentric  with  the  center  arbor,  and  in  other  minor  im- 
provements as  the  invention  is  hereinafter  more  fully  de- 
scribed and  explained  by  reference  to  the  drawings. 

In  the  accomi)anying  drawings,  Figure  1  is  a  perspective 
view  of  the  movement  as  it  is  arranged  in  the  case.  Fig.  2 
is  an  elevation  of  the  back  of  the  clock-case.    Fig.  3  is  a 
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view  of  the  mainspring  and  hub  to  which  the  inner  end  of 
the  spring  is  attached,  and  of  the  back  plate  and  posts  by 
which  the  movement  is  attached  to  the  case,  to  one  of  whicli 
the  outer  end  of  the  spring  is  attached.  Pig.  4  is  a  section 
of  the  back  and  middle  plates,  and  of  the  rotating  disk  and 
its  hub.  It  shows  also  two  of  the  posts  for  attaching  the 
movement  to  the  case ;  also,  two  of  the  pillars  for  connect- 
ing the  front  plate  to  the  middle  plate  and  a  portion  of  tlie 
rack.  Pig.  5  is  a  front  view  of  the  recessed  circular  rack 
and  middle  plate  in  position.  Fig.  0  is  a  \iew  of  the  front 
and  middle  plates  and  the  pillars  by  which  they  are  con- 
nected. Pig.  7  is  a  view  of  the  pawl  or  dog  attached  to  the 
center  wheel,  of  the  ratchet-wheel,  center  pinion,  and  center 
arbor.  In  Fig.  8  are  two  views  of  a  dial.  Fig.  9  is  a  view 
of  a  minute-hand.  Pig.  10  is  a  view  of  the  key.  Fig.  11  is 
a  view  of  the  pendulum,  of  the  device  for  holding  the  ball 
against  the  adjusting-nut,  and  of  the  verge.  Fig.  13  is  a 
view  of  a  guide  for  the  pendulum-ball.  Fig.  13  is  a  view  of 
I)ortions  of  the  rotating  disk  and  rack,  of  the  center  pinion, 
and  planet-wheel  for  connecting  the  rack  with  the  center 
pinion. 

To  enable  others  to  make  my  improved  movement  in  the 
way  contemplated,  I  will  describe  its  several  parts  in  detail, 
and  also  the  means  by  which  the  movement  is  attached  to 
the  case. 

The  frame  of  the  movement  is  made  with  three  plates,  a 
front,  middle,  and  back  i)late,  the  front  and  middle  plates 
being  connected  by  pillars,  and  thq  middle  and  back  plates 
by  the  rack.  The  front  plate,  K,  and  the  middle  plate,  J, 
Pig.  6,  are  punched  from  sheet  metal,  and  are  "open 
plates,"  as  this  kind  of  plates  are  called — that  is,  they  are 
punched  with  such  parts  only  as  are  requisite  for  the  sup- 
IX)rt  of  the  train  and  for  connecting  the  plates.  The  middle 
plate,  J,  is  punched  with  projections  which  are  bent  at  right 
angles  to  the  plate,  and  form  sheet-metal  pillars  J'.  The 
front  ends  of  these  pillars  are  narrower  than  their  other 
parts,  and  shoulders  are  thus  formed  on  the  pillars.     These 
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narrow  ends  pass  through  slots  in  the  front  plate,  K,  and  are 
twisted  to  hold  the  plate  against  the  shoulders.     The  back 
plate,  C,  Figs.  3  and  4,  is  a  circular  sheet- metal  plate,  and 
is  punched  with  projections  which  are  bent  at  right  angles 
to  the  plate  and  form  sheet-metal  posts  C.    The  rear  ends 
of  these  posts  are  narrower  than  their  other  parts,   and 
shoulders  are  thus  formed  on  the  posts.     These  narrow  ends 
pass  through  slots  in  the  back  of  the  case,  and  are  bent 
downward  to  hold  the  movement  to  the  case,  as  shown  in 
Pig.  2.    On  one  of  these  posts  a  side  piece,  c\  Pig.  4,  is 
formed,  which  is  bent,  and  forms  a  pin  to  which  the  outer 
end  of  the  mainspring  is  attached  in  the  usual  manner. 
These  posts  not  only  hold  the  movement  to  the  case,  but* 
perform  the  function  of  the  outer  part  of  a  mainspring-bar- 
rel, in  that  they  hold  the  spring  when  it  is  unwound.    The 
middle  plate,  J,  is  connected  to  the  back  plate,  C,  in  the 
following  manner:    The  rack  D  has  a  recess,  g^  Pig.  4, 
formed  in  its  front  side,  which  is  a  little  deeper  than  the 
thickness  of  the  middle  plate,  J.    Into  this  recess  the  mid- 
dle plate  fits  and  is  placed.    The  edge  of  the  recess  is  set 
over  the  plate  and  holds  it  to  the  rack.    The  back  plate, 
C,  is  placed  in  a  like  recess  on  the  rear  side  of  the  rack,  and 
is  held  to  the  rack  in  the  same  manner.     It  will  be  noticed 
that  the  rack  answers  the  purpose  of  pillars,  in  that  it  con- 
nects the  middle  plate,  J,  to  the  back  plate,  C. 

The  train  of  the  movement  consists  of  the  center  wheel, 
E',  escai)e-wheel  and  pinion  on  its  arbor,  the  three  like 
wheels  with  the  pinions  on  their  arbors  between  the  center 
wheel  and  escape-wheel,  and  of  the  center  pinion,  e^  and 
rack  D,  which  are  connected  by  the  planet- wheel  E. ,  The 
train  is  divided  into  two  parts  between  the  center  wheel 
and  center  pinion — that  is,  the  center  wheel,  escape-wheel, 
and  pinion  on  its  arbor,  the  three  wheels  with  the  pinions 
on  their  arbors,  between  the  center  wheel  and  escape- wheel, 
are  arranged  between  the  front  and  middle  plates  of  the 
frame  and  constitute  the  front  part  of  the  train,  and  the 
center  pinion  and  rack,  which  are  connected'  by  the  planet- 
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wheel,  are  arranged  between  the  middle  and  back  plates 
and  constitute  the  back  part  of  the  train,  the  two  parts 
being  connected  by  the  center  arbor,  H,  on  which  are  ar- 
ranged the  center  wheel  and  center  pinion,  and  which  ex- 
tends through  the  front  plate  and  middle  plate  to  the  hub 
G  in  the  back  plate,  the  hole  in  the  middle  plate  being 
large  enough  to  allow  the  center  pinion  to  pass  through  it. 

The  escape-wheel  has  thirty-eight  teeth,  each  of  the  three 
like  wheels  between  the  escape  and  center  wheels  has  thirty- 
two  teeth,  and  the  center  wheel  has  twenty-six  teeth.  The 
rack  has  sixty  teeth  and  the  planet- wheel  has  twenty-six. 
The  center  pinion  has  ten  leaves  and  all  the  other  pinions 
have  eight  leaves  each  and  the  same  diameters.  The  three 
wheels  between  the  escape  and  center  wheels  are  of  the 
same  size,  and  the  pivots  of  the  arbors  on  which  they  are 
placed  and  the  pivots  of  the  escape- wheel  arbor  are  arranged 
in  the  circumferences  of  circles  which  are  concentric  with 
the  center  arbor,  and  are  also  arranged  within  a  semi-circle 
and  in  a  manner  to  bring  .the  escape- wheel  arbor  near  the 
top  of  the  frame. 

The  center  arbor,  H,  extends  through  and  turns  in  the 
front  plate,  and  the  minute-hand  is  attached  to  its  front 
end,  its  back  end  turning  in  the  hub  Gt  in  the  back  plate, 
C.  The  center  wheel,  E',  and  the  center  pinion,  c,  are  ar- 
ranged and  are  free  to  turn  on  the  center  arbor,  the  wheel 
being  arranged  between  the  front  and  middle  plates,  and  the 
pinion  between  the  middle  and  back  plates.  Between  a 
shoulder  on  the  arbor  and  a  center  wheel  a  spiral  spring  is 
placed  which  creates  friction  enough  between  the  arbor  and 
center  wheel  to  turn  the  arbor,  dial- work,  and  hands,  and 
allows  the  hands  to  be  moved  and  set  to  the  right  time.  On 
one  end  of  the  center  pinion  the  ratchet-wheel  V,  Pig.  7,  is 
rigidly  attached,  and  the  center  pinion  comes  against  a 
shoulder  on  the  arbor  back  of  the  pinion.  The  pawl  U, 
Pig.  7,  is  pivoted  to  the  center  wheel,  is  nearly  semi-circular 
in  form,  and  resembles  a  verge  in  a  recoiling  escapement. 
It  extends  nearly  half-way  round  the  ratchet-wheel,  and 
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the  direction  of  the  force  of  the  ratchet  in  its  forward  mo- 
tion is  between  an  end  of  the  pawl  and  its  pivot,  and  the 
ratchet  forces  the  ends  of  the  pawl  in  and  out  of  the  teeth 
of  the  ratchet  alternately,  one  of  the  two  ends  of  the  pawl 
being  constantly  back  of  a  tooth  of  the  ratchet.  In  its 
backward  motion  the  ratchet  has  no  action  on  the  pawl,  and 
a  tooth  of  the  ratchet  comes  against  an  end  of  the  pawl  and 
prevents  the  turning  of  the  ratchet. 

The  circular  rack  D,  Figs.  5  and  13,  has  teeth  cut  on  its 
inside,  and  forms  a  part  of  the  frame  and  also  a  jyart  of  the 
train,  as  before  mentioned.  The  circular  rotating  disk  F  is 
punched  from  sheet  metal,  and  has  a  central  perforation. 
The  small  end  G'  of  the  hub  G  is  passed  through  a  central 
opening  in  the  back  plate,  C,  into  the  central  pei'foration  in 
the  disk,  and  is  soldered  to  the  disk.  The  disk  and  hub  are 
thus  united,  are  held  to  the  back  plate,  and  are  free  to  turn 
in  the  same.  Tlie  hub  G  has  a  central  perforation  in  which 
the  rear  end  of  the  center,  arbor  turns.  The  perforation  in 
the  rear  part  of  the  hub  is  enlarged  and  is  threaded.  Into 
the  large  end  of  the  hub  G  a  pin  is  inserted,  which  forms 
the  usual  fastening  for  the  inner  ends  of  mainsprings.  The 
planet- wheel  E  turns  on  a  stud  in  the  circular  disk  F,  and 
connects  the  rack  with  the  center  pinion. 

The  verge  and  pendulum  arbor  is  shown  in  Fig.  1,  and  is 
supported  on  sharp  edges  or  points.  This  mode  of  hanging 
a  pendulum  was  patented  to  me  on  November  28,  1876,  and 
to  this  patent  I  refer  for  a  full  and  accurate  description  of 
this  manner  of  hanging  a  pendulum.  The  pendulum-rod 
is  formed  to  clear  the  arbors  between  the  front  and  middle 
I)lates,  and  has  its  lower  end  threaded  and  provided  with 
an  adjusting-nut  in  the  usual  manner.  On  the  lower  end 
of  the  rod  the  plate  S,  Fig.  12,  is  suitably  fastened,  which 
is  a  straight  bar  with  a  perforated*  part,  5,  formed  on  one  of 
its  sides  near  the  middle  of  the  bar.  In  the  back  of  the 
pendulum-ball  a  slot  is  formed.  The  rod  passes  through 
the  ends  of  the  slot,  through  the  i^erforation  in  the  plate  S, 
and  through  a  sj)iral  spring  placed  in  the  slot,  into  the  ad- 
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justing-nnt.  This  device  prevents  the  turning  of  the  ball 
on  the  rod  and  forces  it  against  the  adjusting-nut,  and  is 
shown  in  Fig.  1 1 . 

The  mainspring  B  is  the  ordinary  spring  used  in  move- 
ments, and  is  attached  to  the  hub  G  and  to  a  post  in  the 
]:)ack  plate,  C,  in  the  usual  and  well-known  way.  It  is  cen- 
trally arranged  in  the  frame,  and  the  room  for  its  expansion 
varies  with  the  size  of  the  back  plate,  C. 

The  key  is  a  short  round  rod,  one  of  its  ends  being  turned 
down  and  threaded,  leaving  a  shoulder,  as  shown  in  Pig.  10. 
The  threaded  end  is  made  to  fit  the  threaded  perforation  in 
the  hub  G.  Through  the  large  end  a  small  rod  passes  and 
forms  arms  bv  which  it  is  turned.  In  the  end  of  one  of 
these  arms  a  rectangular  recess  is  formed  which  fits  the 
back  end  of  the  center  arbor  and  the  adjusting-nut  on  the 
pendulum-rod,  and  constitutes  the  means  by  which  these 
parts  are  reached  without  opening  the  case  of  the  clock. 

The  dial- work  in  my  movement  is  the  common  dial- work 
in  clock-movements,  is  well  known  to  clock-makers,  and 
needs  no  description.  The  same  is  tnie  of  the  dial  and 
hands. 

In  Fig.  2  the  back  of  the  case  is  shown,  and  in  Fig.  1  the 
back  and  bottom,  with  the  oi)ening  a*  in  the  bottom,  the 
back  and  bottom  being  made  of  a  single  piece  of  sheet 
metal. 

By  the  construction  of  the  several  parts  of  the  movement 
and  their  arrangement,  as  above  described,  coarse  teeth, 
large  pinions,  and  pivots  may  be  used,  and  the  movement 
will  give  as  good  results  and  occupy  as  little  space  as  ordi- 
nary movements  with  fine  and  expensive  work. 

In  this  specification,  the  expressions  "frame,"  "escape- 
wheel,"  " escape- wheel  arbor,"  "center  wheel,"  "center 
pinion,"  and  "center  arbor"  are  used  in  their  well-known 
and  technical  sense — viz.,  "frame"  denotes  the  i)lates, 
suitably  connected,  between  which  the  wheels  and  pinions 
are  arranged,  and  in  which  the  arbors  turn  ;  ' '  escape- wheel ' ' 
denotes  the  wheel  the  teeth  of  which  act  on  the  pallets ; 
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the  ** escape- wheel  arbor"  the  arbor  to  which  the  escape- 
wheel  is  fastened  ;  "  center  arbor"  the  arbor  to  which  the 
minute-hand  is  attached,  and  which  is  centrally  arranged 
in  respect  to  the  dial;  and  ''center  wheel"  and  *' center 
pinion"  denote  the  wheel  and  pinion  which  are  arranged 
on  the  center  arbor  and  form  parts  of  the  train,  as  distin- 
goished  from  a  wheel  or  pinion  on  the  center  arbor  (often 
found  in  American  clocks)  which  form  a  part  or  parts  of 
the  dial-work. 

I  am  aware  that  the  frames  of  movements  have  been  made 
with  three  plates  adapted  to  secure  particular  results ;  and 
I  am  aware  that  the  trains  of  movements  have  been  divided 
(in  the  sense  in  which  I  use  the  word — that  is,  parts  of 
trains  have  been  arranged  between  different  plates,  but  not 
disconnected)  and  that  elongated  pinions  have  been  made 
to  pass  through  back  plates  into  bridges  attached  to  the 
plate  and  mesh  with  wheels  held  in  a  similar  way ;  but 

What  I  claim  as  my  invention  is — 

1.  In  a  clock-movement  having  a  frame  consisting  of  three 
plates  suitably  connected  together,  a  train  which  is  divided 
into  two  parts,  a  front  part  and  a  back  part,  the  front  "pait 
arranged  between  the  front  and  middle  plates  of  the  frame, 
and  the  back  part  arranged  between  the  middle  and  back 
plates  of  the  frame,  the  point  of  division  being  between  the 
center  wheel  and  center  pinion,  the  said  center  wheel  and 
center  pinion  being  arranged  on  the  center  arbor  carrying 
the  minute-hand,  as  set  forth. 

2.  In  a  clock-movement  having  a  frame  consisting  of  three 
plates  suitably  connected  together,  the  middle  plate  of  the 
frame,  the  said  middle  plate  dividing  the  train  into  two 
parts  between  the  center  wheel  and  center  pinion,  the  said 
center  wheel  and  center  pinion  being  arranged  on  the  center 
arbor  carrying  the  minute-hand,  as  set  forth. 

3.  In  a  clock-movement,  a  frame  consisting  of  three  plates 
suitably  connected  together,  the  middle  plate  of  which  di- 
vides the  train  into  two  parts  between  the  center  wheel  and 
center  pinion,  the  said  center  wheel  and  center  pinion  being 


Oct.,  1887.]    PARKER  &  WHIPPLE  CO.  t>.  YALE  00.    817 

Statement  of  the  case. 

arranged  on  the  center  arbor  carrying  the  minute-hand,  and 
the  frame  having  the  parts  of  the  divided  train  arranged  be- 
tween its  three  plates,  as  set  forth. 

4.  In  a  clock-movement  having  a  frame  consisting  of  three 
plates  suitably  connected  together,  a  center  arbor  carrying 
the  minute-hand  and  x^rovided  with  a  center  wheel  and  cen- 
ter pinion,  the  wheel  arranged  between  the  front  and  mid- 
dle plates  of  the  frame,  and  the  pinion  arranged  between 
the  middle  and  back  plates  of  the  frame,  as  set  forth. 

6.  The  improvement  in  a  clock-train,  consisting  of  three 
wheels  suitably  fastened  on  arbors  carrying  pinions,  and 
arranged  between  the  escape- wheel  and  its  arbor  carrying 
a  pinion,  and  the  center  arbor  carrying  the  center  wheel 
and  center  pinion,  as  set  forth. 

6.  The  improvement  in  a  clock-train,  consisting  of  three 
wheels  having  the  same  number  of  teeth  and  the  same  di- 
ameters, suitably  fastened  on  arbors,  the  pivots  of  which 
are  arranged  in  the  circumferences  of  circles  concentric  with 
the  center  arbor,  the  several  arbors  carrying  pinions  having 
the  same  number  of  leaves  and  the  same  diameters,  all  the 
said  parts  arranged  between  the  escax)e- wheel  and  its  arbor 
carrying  a  pinion,  and  the  center  arbor  carrying  the  center 
wheel  and  center  pinion,  as  set  forth. 

7.  The  improvement  in  a  clock-train,  consisting  in  the 
arrangement  of  the  pivots  of  the  escape- wheel  arbor  and  of 
the  pivots  of  the  three  aibors  carrying  the.three  wheels  and 
the  three  pinions  between  the  escape- wheel  arbor  and  the 
center  arbor  carrying  the  center  wheel  and  center  pinion  in 
a  semicircle,  as  set  forth. 

8.  In  a  clock-movement,  the  combination^  with  a  train 
divided  into  two  parts,  a  front  part  and  a  back  part,  by  the 
middle  plate  of  a  frame  having  three  plates,  the  division 
being  made  between  the  center  wheel  and  center  pinion,  the 
said  center  wheel  and  center  pinion  being  arranged  on  the 
center  arbor  carrying  the  minute-hand,  the  escape-wheel 
being  arranged  in  the  front  part  of  the  train  and  near  the 
top  of  the  frame,  and  the  pivots  of  the  front  part  of  the 
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train  being  arranged  within  a  semicircle,  of  a  pendulum  at- 
tached to  an  arbor  near  the  top  of  the  frame  and  vibrating 
in  a  plane  passing  between  the  front  and  middle  plates  of 
the  frame,  as  set  forth. 

9.  In  a  clock-movement  provided  with  a  circular  rack, 
the  circular  disk  F,  rotated  by  the  mainspring  and  carrying 
the  planet- wheel  E  only,  which  connects  the  rack  with  the 
center  pinion,  as  set  forth. 

10.  In  combination  with  a  pendulum -rod  provided  with 
the  plate  S,  fastened  to  the  rod,  a  spring  arranged  on  the 
rod  to  hold  the  pendulum-ball  against  the  adjusting-nut, 
as  set  forth. 

ARTHUR  E.  HOTCHKISS. 

Witnesses : 

George  Terry, 
Earl  Brown. 

Messrs.  Charles  JE.  Mitchell  and  John  K.  Bea^ch,  for 
appellants: 

It  is  conceded  that  expanded  claims,  even  within  the 
limits  of  the  original  invention,  are  void  if  the  application 
for  correction  is  unreasonably  delayed. 

Miller  t,  Bridgeport  Brass  Co.,  104  U.  S.  360  [13  Am.  & 
Eng.  303.] 

That  a  patent  for  a  process  cannot  be  reissued  into  a  pat- 
ent for  a  composition. 

Giant  Powder  Co.  v.  California  Powder  Works,  98  U.  S. 
126  [12  Am.  &  Eng.  201.] 

That  a  patent  for  a  machine  cannot  be  reissued  for  a  pro- 
cess of  operating  that  class  of  machines. 

James  v,  Campbell,  104  U.  S.  356  [13  Am.  &  Eng.  341;] 
Heald  z.  Rice,  104  U.  S.  737  [13  Am.  &  Eng.  460;]  Wing  v. 
Anthony,  106  U.  S.  142  [14  Am.  &  Eng.  188.] 

That  new  matter  cannot  be  introduced,  such  as  would 
have  the  effect  of  changing  the  invention. 

Giant  Powder  Co.  v.  California  Powder  Works,  98  U.  S. 
126  [12  Am.  &Eng.  201.] 
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Errors  and  imperfections  may  be  corrected,  and  with  that 
view  the  Commissioner  may  allow  the  patentee  to  redescribe 
his  invention. 

Tucker  v.  Tucker  Mnfg.  Co.,  10  Off.  Gaz.  464;  Gill  v. 
Wells,  22  Wall.  1  [9  Am.  &  Eng.  471;]  Seymour  v.  Osborne, 

II  Wall.  616  [8  Am.  &  Eng.  290;]  Bantz  v.  Frantz,  106  U.  S. 
160  [13  Am.  &  Eng.  542;]  Com-Planter  Patent,  23  Wall.  181 
[10  Am.  &  Eng.  1;]  Herring  v.  Nelson,  14  Blatch.  293;  Gage 
V.  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  464;]  Moffitt  v. 
Rogers,  106  U.  S.  423  [14  Am.  &  Eng.  244.] 

Surrenders  are  allowed  in  order  that  what  was  imperfect 
before  may  be  made  perfect,  and  in  order  that  what  was  be- 
fore ambiguous  may  be  made  clear  and  certain;  and,  for  that 
purpose,  the  patentee  may  add  whatever  was  substantially 
suggested  or  indicated  in  the  original  specifications,  draw- 
ings, or  Patent-Office  model. 

Stevens  v.  Pritchard,  10  Off.  Gaz.  606;  Christman  v.  Rum- 
sey,  17  Blatch.  166;  Potter  v.  Stewart,  18  Blatch.  662. 

If  the  reissued  patent  does  not,  upon  the  face  of  the  in- 
strument, embrace  anything  not  substantially  described, 
suggested,  or  indicated  in  the  specifications,  drawings,  or 
model  of  the  original,  the  defence  that  the  reissued  patent  is 
not  for  the  same  invention  as  the  original  must  be  overruled. 

American  Diamond  Rock  Boring  Co.  v.  Sheldon,  17 
Blatch.  213;  Thomas  v.  Shoe  Machinery  Mnfg.  Co.,  16  Off. 
Gaz.  541;  Swain  Turbine  &  Mnfg.  Co.  v.  Ladd,  102  U.  S. 
408  [13  Am.  &  Eng.  1;]  Miller  v.  Bridgeport  Brass  Co.,  [13 
Am.  &  Eng.  303;]  Matthews  v.  Boston  Machine  Co.,  106  U. 
S.  54  [13  Am.  &  Eng.  601;]  Clements  v.  Odorless  Excav.  App. 
Co.,  109  U.  S.  641  [16  Am.  &  Eng.  44;]  McMurray  o.  Mallory, 

III  U.  S.  97  [15  Am.  &  Eng.  171;]  Turner  v.  Dover  Stamp- 
ing  Co.,  Id.  319  [16  Am.  &  Eng.  238.]  See  also  Mahn  v. 
Harwood,  112  U.  S.  364  [15  Am.  &  Eng.  322;]  Torrent  & 
Arms  Lumber  Co.  v.  Rodgers,  Id.  669  [15  Am.  &  Eng.  396;] 
Wollensak  v.  Reiher,  115  U.  S.  96  [16  Am.  &  Eng.  162;] 
Eachus  V.  Broomall,  Id.  429  [16  Am.  &  Eng.  176;]  Kerosene 
Lamp  Heater  Co.  v.  Littell,  13  Off.  Gaz.  1009. 
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The  validity  of  the  reissue  depends  upon  the  fact  whether 
the  patents  are  for  the  same  invention*  and  the  identity  of 
the  invention  must  be  determined  by  the  drawings  and  spe- 
cifications construed  together. 

Searls  v.  Worden,  21  OflE.  Gaz.  1955. 

Mr.  C.  a.  IngersoUj  far  appellees: 

The  specification  of  the  reissued  patent  is  almost  entirely 
of  new  matter ;  and  the  reissued  patent  is  therefore  void. 
There  is  nothing  of  patentable  novelty  in  the  inventions 
claimed  by  the  first  eight  claims  of  the  reissued  patent. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court: 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  District  of  Connecticut,  by  the 
Parker  and  Whipple  Comi)any,  a  corporation  of  Connecti- 
cut, and  Arthur  E.  Hotchkiss,  against  the  Yale  Clock  Com- 
pany, a  corporation  of  Connecticut,  and  Henry  C.  Shelton, 
Frederick  A.  Lane,  and  Paschal  Converse,  directors  of  the 
latter  company.  The  suit  is  founded  on  reissued  letters 
patent  No.  10,062,  granted  March  14th,  1882,  to  Arthur  E. 
Hotchkiss,  for  improvements  in  clock  movements,  on  an 
application  for  a  reissue  filed  July  19th,  1881,  the  original 
patent.  No.  221,310,  having  been  granted  to  Hotchkiss, 
November  4th,  1879,  on  an  application  filed  July  29th,  1879, 
and  a  prior  reissue.  No.  9,666,  having  been  granted  April 
12th,  1881. 

The  Circuit  Court  dismissed  the  bill,  upon  the  ground 
that  the  invention  described  in  the  first  eight  claims  of  the 
reissue,  which  are  the  claims  alleged  to  have  been  infringed, 
was  an  invention  of  which  no  trace  was  to  be  found  in  the 
original  specification,  and  was  manifestly  other  and  differ- 
ent from  that  which  was  the  subject  of  the  original  patent, 
and  that  the  statute  in  regard  to  reissues  forbids  such  a 
radical  transformation  of  a  patent  as  was  attempted  in  this 

198  V.  S.  88. 


Oct,  1887.]    PARKER  &  WHIPPLE  00.  ».  YALE  00.    221 

Opinion  of  the  court 

case.  (21  Blatchford,  485.)  The  plaintiffs  have  appealed  to 
this  Court. 

The  circumstances  of  this  case  are  so  well  stated  in  the 
opinion  delivered  by  Judge  Shipman,  holding  the  Circuit 
Court,  that  we  adopt  his  language,  as  follows  : 

"At  the  date  of  the  invention,  expensive  clocks  of  tiny 
size  were  being  made,  which  met  with  favor  from  the  pub- 
lic. They  were  convenient  and  attractive,  and  the  main  ob- 
ject of  the  patentee  (the  original  specification  says  a  lead- 
ing object)  was  to  make  a  good  time-keeping  clock  of  the 
like  small  size,  which  could  be  furnished  to  the  public  at 
the  small  price  which  characterizes  the  manufacture  of  Con- 
necticut clocks.  The  clock  was  devised  for  this  end,  un- 
questionably  with  much  study  and  painstaking,  and  I  shall 
assume  that  the  invention,  as  claimed  in  the  reissue,  was 
both  novel  and  patentable.  Much  skill  and  ingenuity  have 
been  displayed  in  attacking  and  defending  these  contested 
points,  but,  as  I  think  that  a  vital  point  of  the  plaintiffs' 
case  depends  upon  the  validity  of  the  reissue,  I  shall  con- 
fine myself  to  that  question. 

"The  i)atentee,  in  his  original  specification,  stated  the 
nature  of  his  invention  as  follows :  '  This  invention  relates 
to  that  class  of  time-keepers  in  which  a  fixed  annular  rack 
or  internally-toothed  wheel  is  employed  to  aid  a  spring- 
barrel  in  rotating  the  train  of  wheels.  The  nature  of  said 
invention  consists,  i)artly,  in  the  combination  of  a  fixed  in- 
ternally-toothed circular  rack  and  a  concentric-going  barrel 
or  plate  with  a  mainspring,  a  transmitting  wheel  rotating 
with  said  barrel,  and  a  fixed  clock  movement.  It  also  con- 
sists in  arranging  the  operating  parts  of  the  timepiece  on  a 
fixed  plate,  and  attaching  the  same  to  the  back  of  the  clock 
case  by  means  of  tongues  which  extend  out  from  said  plate 
through  perforations  in  the  back  of  said  case.  It  also  con- 
sists in  providing  said  tongues  with  broad  shoulders,  which 
cause  said  plate  to  stand  out  from  the  back  of  the  clock 
case,  so  as  to  leave  space  for  the  mainspring  between  them. 
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It  also  consists  in  the  combination  of  a  mainspring  having 
a  perforated  end  with  a  lateral  finger  extending  from  the 
broad  part  of  one  of  said  tongues,  whereby  said  mainspring 
is  firmly  held  at  its  fixed  end,  yet  easily  detached.  It  also 
consists  in  the  combination  with  a  fixed  plate,  wMch  con- 
fines the  mainspring  and  supx)orts  the  movement,  of  a  ro- 
tating plate  arranged  in  front  of  said  fixed  plate,  and  pro- 
vided with  a  hub  which  extends  through  said  fixed  plate 
and  is  connected  to  the  winding  end  of  the  mainspring.  It 
also  consists  in  adapting  to  and  combining  with  the  hub 
thus  constructed,  a  key  having  a  screw-threaded  winding 
part  for  engaging  with  said  hub,  and  a  recessed  part  for  en- 
gaging with  the  prismatic  end  of  the  center  shaft.  It  also 
consists  in  constructing  the  annular  rack  or  internally- 
toothed  wheel  with  an  annular  recess  for  receiving  the  pillar- 
plate,  and  thereby  economizing  space.  It  also  consists  in 
constructing  the  pillar-plate  and  pillars  in  one  piece,  and 
attaching  said  pillars  to  the  front  plate  by  twisting  them. 
It  also  consists  in  substituting  an  automatic  winding  dog, 
operating  like  an  escapement  verge,  for  the  click  and  spring 
ordinarily  used.  It  also  consists  in  constructing  the  case 
with  an  opening  at  the  bottom  and  adapting  the  key  and 
the  adjusting-nut  of  the  i)endulum-ball  to  one  another,  so 
that  the  adjustment  of  the  said  ball  may  be  effected  conve- 
niently from  the  outside  of  the  case.  It  also  consists  in 
providing  said  ball  with  a  spring  which  will  force  it  down 
into  place  and  with  a  guide  which  will  prevent  it  from  turn- 
ing.' The  twelve  claims  of  the  original  patent  were  con- 
fined to  these  details  thus  enumerated  in  the  specification. 
*'  In  March,  1880,  the  Parker  &  Whipple  Company  entered 
into  a  contract  with  the  Yale  Clock  Company  to  manufact- 
ure the  Hotchkiss  clock,  at  a  stipulated  price  j)er  clock,  the 
licensees  furnishing  the  dies  and  tools  for  such  manufact- 
ure. About  60,000  clocks  were  made  by  the  defendants  and 
delivered  to  the  licensees  between  June  17th  and  December 
27th,  1880.     During  this  period  the  defendant,  Frederick  A. 
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Lane,  superintendent  of  the  Yale  Clock  Comi)any,  made 
the  infringing  clock.  It  did  not  contain  a  single  patented 
feature  of  the  Hotchkiss  clock,  but  in  respect  to  every  other 
leading  feature  the  parts  of  the  two  clocks  are  interchange- 
able. The  Lane  clock  was  immediately  patented,  was  put 
upon  the  market  and  is  being  manufactured  by  the  Yale 
Clock  Company. 

^^  An  examination  of  the  Hotchkiss  patent  showed  that 
the  vital  parts  of  the  invention  were  not  alluded  to  in  the 
specification  or  in  the  claims.  Perhaps  the  fact  that  the 
clock  had  three  wheels  and  their  position  might  have  been 
understood  by  an  expert,  from  drawing  No.  6.  That  draw- 
ing was  not  made  for  the  purpose  of  showing  the  wheels, 
and  it  is  manifest,  from  the  specification,  that  the  patentee 
did  not  suppose  they  had  anything  to  do  with  his  inven- 
tion, which  he  did  suppose  lay  in  entirely  other  x)arts  of  the 
clock.  The  model  showed  a  completed  clock,  and  contained 
whatever  was  and  was  not  invented  by  Hotchkiss. 

^^  Li  the  specification  of  the  second  reissue,  the  patentee 
omitted  th6  entire  description  which  has  been  quoted,  and 
inserted  the  following :  *  My  invention  relates  to  an  im- 
provement in  clock  movements,  the  object  being  to  make  a 
clock  movement  which  shall  be  simple  and  durable  in  its 
construction,  of  small  initial  cost  in  manufacture,  and  the 
several  parts  of  which  shall  be  relatively  arranged  in  such 
manner  that  the  movement  may  be  inclosed  in  a  small  and 
compact  case.  To  this  end,  the  invention  consists  essen- 
tially in  dividing  the  train  into  two  parts  ;  in  arranging  the 
divisions  of  the  train  in  a  frame  having  three  plates ;  in 
providing  an  additional  wheel  and  pinion  between  the  es- 
cape-wheel and  center  wheel ;  in  making  the  three  wheels 
between  the  escape- wheel  and  center  wheel  with  the  same 
number  of  teeth  and  of  the  same  size ;  in  arranging  the 
pivots  of  the  three  arbors,  carrying  the  three  like  wheels 
and  pinions,  between  the  escape- wheel  and  center  wheel,  in 
the  circumferences  of  circles  which  are  concentric  with  the 
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center  arbor ;  and  in  other  minor  improvements,  as  the  in- 
vention is  hereinafter  more  fully  described  and  explained 
by  reference  to  the  drawings.'  In  accordance  with  this 
statement,  the  plaintiffs'  exi)erts  claimed,  vcpon  the  trial, 
that  the  invention  consisted  generally  in  the  division  of  the 
train  into  two  parts,  by  means  of  a  frame  having  three 
plates,  the  point  of  division  being  between  the  center  wheel 
and  the  center  pinion ;  and,  secondly,'  in  the  arrangement, 
between  the  center  wheel  and  the  escape- wheel,  of  three 
wheels,  which  are  driven  by  the  center  wheel,  in  the  cir- 
cumference of  a  circle  which  is  concentric  to  the  center 
arbor,  the  three  wheels  being  arranged  on  a  semicircle  con- 
centric to  the  center  pinion.  This  general  outline  of  the 
invention  is  stated  with  accuracy  and  completeness  in  eight 
claims  of  the  reissue,  four  of  which  relate  to  the  division  of 
the  train  into  two  parts,  in  a  frame  having  three  plates, 
while  the  other  four  relate  to  the  arrangement  of  the  three 
wheels.  The  10th  and  11th  claims  relate  to  details  which 
were  specified  in  the  original  patent,  but  which  are  not  used 
by  the  defendants.  The  defendants  infringe  the  first  eight 
claims. 

'^The  position  of  the  plaintiffs  is,  that  the  invention  of 
the  reissue  was  the  invention  of  Hotchkiss,  and  was  shown 
in  the  model  accompanying  the  original  application  for  a 
patent,  and  that,  therefore,  the  description  in  the  reissue  is 
not  to  be  regarded  as  new  matter,  but  as  a  correction  of  a 
misstatement  in  the  description  contained  in  the  original 
8x>ecification. 

"  The  defendants,  making  no  point  in  regard  to  laches  in 
applying  for  a  correction  of  the  original  patent,  deny  the 
plaintiffs'  premise  and  conclusion.  They  deny  the  premise, 
because  they  say  that  the  original  description  limited  the 
invention  to  that  class  of  time-keepers  in  which  a  fixed 
annular  rack  or  internally-toothed  wheel  is  employed  to  aid 
a  spring-barrel  in  rotating  the  train  of  wheels,  and  that  this 
construction  only  w^as  shown  in  the  model,  and  that  the  im- 
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portance  of  the  Lane  invention  consisted  in  the  abandon- 
ment of  the  '  planet  wheel '  and  the  substitution  therefor  of 
the  ordinary  mainspring. 

' '  If  the  premise  was  true,  they  deny  the  conclusion,  he-y 
cause  it  is  a  fact,  the  truth  of  which  is  apparent,  that,  in 
the  original  specification  and  drawings,  the  i)atentee  gave 
no  hint  that  he  regarded  the  construction  described  in  any 
one  of  the  first  eight  claims  of  the  reissue  as  forming  any 
material  or  immaterial  part  of  his  invention." 

On  these  premises,  the  Court  said  that  '^the  eight  claims 
which  are  in  controversy  are  a  total  abandonment  of  the 
principles  which  are  stated  in  the  original  patent  to  be  those 
of  the  invention,  and  are  an  introduction  into  the  reissue  of 
a  subject-matter  which  has  no  relation  to  the  original  pat- 
ent, except  that  each  patent  relates  to  clocks." 

The  original  patent  contained  twelve  claims,  in  these 
words: 

^^1.  In  combination  with  a  fixed  circular  rack  and  a  sta- 
tionary clock-movement,  a  plate  rotated  by  the  mainspring 
and  carrying  a  device  which  connects  the  rack  and  move- 
ment,  substantially  as  and  for  the  purpose  set  forth. 

^'2.  A  perforated  clock-case  back,  in  combination  with  a 
base-plate  for  the  movement,  said  base-plate  being  provided 
with  flexible  claws,  which  may  passT  through  the  perfora- 
tions in  said  clock-case  back,  substantially  as  and  for  the 
purpose  set  forth. 

'^3.  In  combination  with  mainspring  B,  perforated  at  i, 
the  lateral  attaching-finger  c  on  flange  C  of  plate  C,  said' 
parts  being  constructed  and  applied  substantially  as  and  for 
the  purpose  set  forth. 

"4.  In  combination  with  mainspring  B,  the  fixed  plate  C 
and  its  flanges,  C^  forming  a  barrel  for  said  spring,  but  al- 
lowing inspection  of  the  latter  between  the  flanges  C,  sub- 
stantially as  set  forth. 

"6.  In  combination  vrith  mainspring  B  and  fixed  plate  C, 
the  rotating  plate  F  and  its  hub  G,  said  hub  extending 
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through  plate  C  for  the  attachment  of  the  spring,  snbstan* 
tially  as  set  forth. 

*  *  6.  Li  combination  with  ratchet  V,  a  verge-like  automatic 
winding-dog  U,  held  in  proper  position  for  catching  by  the 
forward  motion  of  said  ratchet. 

''7.  In  combination  with  a  pillar-plate,  a  fixed  circular 
rack  having  an  annular  inner  recess  to  receive  said  plate, 
whereby  said  rack  serves  also  the  purpose  of  attaching  said 
plate,  and  the  said  parts  are  made  to  occupy  the  least  possi- 
ble space. 

"8.  Li  combination  with  a  perforated  front  plate  a  rear 
pillar-plate,  having  twisted  tongues  on  the  ends  of  its  pillars, 
whereby  said  plates  and  pillars  are  clamped  together,  sub- 
stantially as  set  forth. 

^'9.  In  combination  with  a  pendulum-rod  and  adjustable 
pendulum-ball,  a  spring  arranged  to  force  said  ball  down 
against  the  adjusting-nut. 

**  10.  In  combination  with  a  pendulum -rod  and  an  adjust- 
able  pendulum-ball,  a  spring  fitted  into  a  recess  of  said  ball 
and  operating  to  force  the  latter  down  against  the  said  nut. 

'*11.  In  combination  with  the  adjusting-nut  of  a  i)endu- 
lum,  a  clock-case  bottom,  perforated  at  A%  and  a  key  having 
a  prismatic  recess  fitting  said  nut,  whereby  the  height  of 
the  pendulum-ball  may  be  adjusted  by  the  key  from  the 
outside  of  the  clock-case,  substantially  as  set  forth. 

*'12.  In  combination  with  a  hollow  intemaUy-threaded 
winding-hub,  G,  a  key  having  a  screw-threaded  portion  for 
engaging  with  said  hub,  and  a  prismatically-recessed  por- 
tion for  passing  through  said  hub  and  engaging  with  the 
center  shaft." 

The  reissue  contains  ten  claims,  as  follows: 

"1.  In  a  clock  movement  having  a  frame  consisting  of 
three  plates  suitably  connected  together,  a  train  which  is 
divided  into  two  parts,  a  front  part  and  a  back  part,  the 
front  i)art  arranged  between  the  front  and  middle  plates  of 
the  frame,  and  the  back  part  arranged  between  the  middle 
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and  back  plates  of  the  frame,  the  point  of  division  being  be- 
tween the  center  wheel  and  center  pinion,  the  said  center 
wheel  and  center  pinion  being  arranged  on  the  center  arbor 
carrying  the  minute-hand,  as  set  forth. 

^^3.  In  a  clock  movement  having  a  frame  consisting  of 
three  plates  suitably  connected  together,  the  middle  plate 
of  the  frame,  the  said  middle  plate  dividing  the  train  into 
two  parts  between  the  center  wheel  and  center  pinion,  the 
said  center  wheel  and  center  pinion  being  arranged  on  the 
center  arbor  carrying  the  minute-hand,  as  set  forth. 

"3,  In  a  clock  movement,  a  frame  consisting  of  three 
plates  suitably  connected  together,  the  middle  plate  of  which 
divides  the  train  into  two  parts  between  the  center  wheel 
and  center  pinion,  the  said  center  wheel  and  center  pinion 
being  arranged  on  the  center  arbor  carrying  the  minute- 
hand,  and  the  frame  having  the  parts  of  the  divided  train 
arranged  between  its  three  plates,  as  set  forth. 

^'4.  In  a  clock  movement  having  a  frame  consisting  of 
three  plates  suitably  connected  together,  a  center  arbor  car- 
rying the  minute-hand  and  provided  with  a  center  wheel 
and  center  pinion,  the  wheel  arranged  between  the  front 
and  middle  plates  of  the  frame,  and  the  pinion  arranged  be- 
tween the  middle  and  back  plates  of  the  frame,  as  set  forth. 

"  6.  The  improvement  in  a  clock-train,  consisting  of  three 
wheels  suitably  fastened  on  arbors  carrying  pinions,  and  ar- 
ranged between  the  escape-wheel  and  its  arbor  carrying  a 
pinion,  and  the  center  arbor  carrying  the  center  wheel  and 
<5enter  pinion,  as  set  forth. 

''  6.  The  improvement  in  a  clock-train,  consisting  of  three 
wheels  having  the  same  number  of  teeth  and  the  same  di- 
ameters, suitably  fastened  on  arbors,  the  pivots  of  which  are 
arranged  in  the  circumferences  of  circles  concentric  with  the 
<5enter  arbor,  the  several  arbors  carrying  pinions  having  the 
same  number  of  leaves  and  the  same  diameters,  all  the  said 
parts  arranged  between  the  escape- wheel  and  its  arbor  carry- 
ing a  pinion,  and  the  center  arbor  carrying  the  center  wheel 
and  center  pinion,  as  set  forth. 
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'^7.  The  improyement  in  a  clock-train,  consisting  in  the 
arrangement  of  the  pivots  of  the  espape-wheel  arbor  and  of  ' 
the  pivots  of  the  three  arbors  carrying  the  three  wheels  and 
the  three  pinions  between  the  escape- wheel  arbor  and  the 
center  arbor  carrying  the  center  wheel  and  center  pinion,  in 
a  semi-circle,  as  set  forth. 

' '  8.  In  a  clock  movement,  the  combination,  with  a  train 
divided  into  two  parts,  a  front  part  and  a  back  part,  by  the 
middle  plate  of  a  frame  having  three  plates,  the  division 
being  made  between  the  center  wheel  and  center  pinion,  the 
said  center  wheel  and  center  pinion  being  arranged  on  the 
center  arbor  carrying  the  minute-hand,  the  escape-wheel 
being  arranged  in  the  front  part  of  the  train  and  near  the 
top  of  the  frame,  and  the  pivots  of  the  front  part  of  the 
train  being  arranged  within  a  semi-circle,  of  a  pendulum  at- 
tached to  an  arbor  near  the  top  of  the  frame  and  vibrating 
in  a  plane  passing  between  the  front  and  middle  plates  of 
the  frame,  as  set  forth. 

*'9.  In  a  clock  movement  provided  with  a  circular  rack, 
the  circular  disk  F,  rotated  by  the  mainspring  and  carry- 
ing the  planet- wheel  E  only,  which  connects  the  rack  with 
the  center  pinion  afi  set  forth. 

''10.  In  combination  with  a  pendulum-rod  provided  with 
the  plate  S,  fastened  to  the  rod,  a  spring  arranged  on  the 
rod,  to  hold  the  pendulum-ball  againist  the  adjusting-nut,  as 
set  forth." 

The  appellants  contend  that  the  first  eight  claims  of  the 
reissue  do  not  si)ecif  y  any  invention  which  is  not  contained 
in  the  clock  described  in  the  original  patent  and  embodied 
in  the  model  originally  deposited  in  the  Patent  Office,  and 
that  the  drawings  of  the  original  and  of  the  reissued  patent 
are  substantially  the  same.  On  these  premises,  it  is  argued 
for  the  appellants,  that  it  is  lawful  to  include  in  the  claims 
of  a  reissue  whatever  is  suggested,  or  substantially  indicated, 
in  the  specification,  model  or  drawings  of  the  original  pat- 
ent, if  the  applicant  was  the  original  and  first  inventor 
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thereof,  and  that  such  a  reissue  will,  therefore,  be  for  the 
same  invention  as  that  of  the  original  patent. 

Expressions  in  some  opinions  of  this  Court,  wrested  from 
their  context  and  interpreted  in  a  different  sense  from  that 
in  which  they  were  used,  are  cited  to  support  these  views; 
but  the  language  of  the  Court  on  the  subject  has  steadily 
been  to  the  contrary,  and,  as  the  question  arises  so  distinctly 
in  this  case,  and  some  misapprehension  exists  in  regard  to 
it,  it  seems  proi)er  to  discuss  it  with  some  fullness. 

The  first  statutory  provision  for  the  reissue  of  patents  was 
made  by  the  3d  section  of  the  Act  of  July  3d,  1832,  c.  162  (4 
Stat.  669.)  It  provided  for  the  reissue  in  certain  cases  ^^  for 
the  same  invention.''  This  provision  of  the  Act  of  1832  was 
superseded  by  section  13  of  the  Act  of  July  4th,  1836,  c.  357 
(6  Stat.  122,)  which  provided,  '^that  whenever  any  patent 
which  has  heretofore  been  granted,  or  which  shall  hereafter 
be  granted,  shall  be  inoperative,  or  invalid,  by  reason  of  a 
defective  or  insufficient  description  or  specification,  or  by 
reason  of  the  patentee  claiming  in  his  specification,  as  his 
own  invention,  more  than  he  had  or  shall  have  a  right  to 
claim  as  new;  if  the  error  has,  or  shall  have,  arisen  by  inad- 
vertency, accident,  or  mistake,  and  without  any  fraudulent 
or  deceptive  intention,  it  shall  be  lawful  for  the  Commis- 
sioner, ui)on  the  surrender  to  him  of  such  i)atent,  and  the 
payment  of  the  further  duty  of  fifteen  dollars,  to  cause  a 
new  patent  to  be  issued  to  the  said  inventor,  for.  the  same 
invention." 

This  provision  of  the  Act  of  1836  was  in  turn  superseded 
by  section  63  of  the  Act  of  July  8th,  1870,  c.  230  (16  Stat. 
206,)  which  provided,  "that  whenever  any  patent  is  inopera- 
tive or  invalid,  by  reason  of  a  defective  or  insufficient  speci- 
fication, or  by  reason  of  the  patentee  claiming  as  his  own  in- 
vention or  discovery  more  than  he  had  a  right  to  claim  as 
new,  if  the  error  has  arisen  by  inadvertence,  accident,  or 
mistake,  and  without  any  fraudulent  or  deceptive  intention, 
the  Conunissioner  shall,  on  the  surrender  of  such  x)atent  and 
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the  payment  of  the  duty  required  by  hiw,  cause  a  new  pat- 
ent for  the  same  invention,  and  in  accordance  with  the  cor- 
rected specification,  to  be  issued  to  the  patentee.^'  This 
provision  of  the  Act  of  1870  was  enacted  in  the  same  lan- 
guage in  section  4916  of  the  Revised  Statutes,  and  was  the 
provision  of  law  in  force  when  the  reissue  in  the  present 
case  was  granted. 

It  is  thus  seen  that  in  all  the  statutes  on  the  subject  of  re- 
issues, the  only  authority  granted  to  the  Commissioner  is 
one  to  issue  a  new  patent ''  for  the  same  invention." 

The  provision  of  the  statute  of  1836  has  been  before  this 
Court  in  numerous  cases.  In  Burr  v.  Duryee,  1  Wall.  631 
[7  Am.  &  Eng.  224,]  at  December  Term,  1863,  this  Court, 
speaking  by  Mr.  Justice  Grier,  said:  ''The  surrender  of 
valid  patents,  and  the  granting  of  reissued  patents  thereon, 
with  expanded  or  equivocal  claims,  where  the  original  was 
clearly  neither  'inoperative  nor  invalid,'  and  whose  specifi- 
cation is  neither  'defective  or  insufficient,'  is  a  great  abuse 
of  the  privilege  granted  by  the  statute,  and  productive  of 
great  injury  to  the  public.  This  privilege  was  not  given  to 
the  patentee  or  his  assignee  in  order  that  the  patent  may  be 
rendered  more  elastic  or  expansive,  and  therefore  more 
''availdble^  for  the  suppression  of  all  other  inventions." 

The  case  of  Seymour  v.  Osborne,  11  Wall.  616  [8  Am.  & 
Eng.  290,]  was  before  this  Court  at  December  Term,  1870. 
The  answer  set  up,  as  a  defence,  that  the  reissued  patents 
sued  on  were  void,  because  not  granted  for  the  same  inven- 
tion as  that  embodied  in  the  original  patents.  The  Court 
overruled  the  defence  on  the  ground  stated  by  it,  (p.  546,) 
that  the  original  patents  were  not  in  evidence  in  the  case. 
Notwithstanding  this,  the  opinion,  delivered  by  Mr.  Justice 
Clifford,  said:  "Reissued  letters  patent  must,  by  the  ex- 
press words  of  the  section  authorizing  the  same,  be  /or  the 
same  invention^  and  consequently  where  it  appears  on  a 
comparison  of  the  two  instruments,  as  matter  of  law,  that 
the  reissued  patent  is  not  for  the  same  invention  as  that 
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-embraced  and  secured  in  the  original  patent,  the  reissued 
patent  is  invalid,  as  that  state  of  facts  shows  that  the  Com- 
missioner, in  granting  the  new  patent,  exceeded  his  juris- 
diction. Power  is  unquestionably  conferred  upon  the  Com- 
missioner to  allow  the  specification  to  be  amended  if  the 
patent  is  inoperative  or  invalid,  and  in  that  event  to  issue 
the  i)atent  in  proper  form ;  and  he  may,  doubtless,  under 
that  authority,  allow  the  patentee  to  redescribe  his  inven- 
tion and  to  include  in  the  description  and  claims  of  the  pat- 
ent not  only  what  was  well  described  before,  but  whatever 
else  was  suggested  or  substantially  indicated  in  the  specifi- 
•cation  or  drawings  which  properly  belonged  to  the  inven- 
tion as  actually  made  and  perfected. "  Interpolations  of  new 
features,  ingredients,  or  devices,  which  were  neither  de- 
scribed, suggested,  nor  indicated  in  the  original  patent,  or 
Patent  Ofilce  model,  are  not  allowed,  as  it  is  clear  that  the 
Commissioner  has  no  jurisdiction  to  grant  a  reissue  unless 
it  be  for  the  same  invention  as  that  embodied  in  the  origi- 
nal letters  patent,  which  necessarily  excludes  the  right  on 
such  an  application  to  open  the  case  to  new  parol  testimony 
and  a  new  hearing  as  to  the  nature  and  extent  of  the  im- 
provement, except  in  certain  special  cases,  as  provided  by 
a  recent  enactment  not  applicable  to  the  case  before  the 
Court.  Corrections  may  be  made  in  the  description,  speci- 
fication, or  claim  where  the  patentee  has  claimed  as  new 
more  than  he  had  a  right  to  claim,  or  where  the  descrip- 
tion, si)ecification,  or  claim  is  defective  or  insufficient,  but 
he  cannot  under  such  an  application  make  material  addi- 
tions to  the  invention  which  were  not  described,  suggested, 
nor  substantially  indicated  in  the  original  specifications, 
drawings,  or  Patent  Office  model.  *  *  *  Letters 
patent  reissued  for  an  invention  substantially  different  from 
that  embodied  in  the  original  patent  are  void  and  of  no  ef- 
fect, as  no  jurisdiction  to  grant  such  a  patent  is  conferred 
by  any  act  of  Congress  upon  the  Commissioner,  and  he  pos- 
sesses no  power  in  that  behalf  except  what  the  acts  of  Con- 
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gress  confer.  Whether  a  reissued  patent  is  for  the  same 
invention  as  that  embodied  in  the  original  patent  or  for  a 
different  one,  is  a  question  for  the  court  in  an  equity  suit, 
to  be  determined  as  a  matter  of  construction,  on  a  compari- 
son of  the  two  instruments,  aided  or  not  by  the  testimony 
of  expert  witnesses,  as  it  may  or  may  not  appear  that  one 
or  both  may  contain  technical  terms  or  terms  of  art  requir- 
ing such  assistance  in  ascertaining  the  true  meaning  of  the 
language  employed." 

In  these  extracts  from  the  opinion  it  is  seen  that  the  Court 
adheres  strictly  to  the  view,  that,  under  the  statute,  the 
Commissioner  has  no  jurisdiction  to  grant  a  reissued  patent 
for  an  invention  substantially  different  from  that  embodied 
in  the  original  patent,  and  that  a  reissue  granted  not  in  ac- 
cordance with  that  rule  is  void.  In  what  is  there  said  about 
re-describing  the  invention,  and  about  including  in  the  new 
description  and  new  claims  what  was  suggested  or  indicated 
in  the  original  speciflcation,  drawings,  or  Patent  Office 
model  it  is  clearly  to  be  understood,  from  the  entire  lan- 
guage, that  the  things  so  to  be  included  are  only  the  things 
which  properly  belonged  to  the  invention  as  embodied  in 
the  original  patent ;  that  what  that  invention  was  is  to  be 
ascertained  by  consulting  the  original  patent ;  and  that, 
while  the  new  description  may  properly  contain  things 
which  are  indicated  in  the  original  specification,  drawings, 
or  Patent  Office  model,  (though  not  sufficiently  described  in 
the  original  specification,)  it  does  not  follow  that  what  was 
indicated  in  the  original  si)ecification,  drawings,  or  Patent 
Office  model  is  to  be  considered  as  a  part  of  the  invention, 
unless  the  Court  can  see,  from  a  comparison  of  the  two  pat- 
ents, that  the  original  patent  embodied,  as  the  invention  in- 
tended to  be  secured  by  it,  what  the  claims  of  the  reissue 
are  intended  to  cover. 

In  what  was  thus  said  in  Seymour  v.  Osborne,  there  is  no 
warrant  for  the  view,  that,  ex  vi  termini^  what  was  sug- 
gested or  indicated  in  the  original  specification,  drawings, 
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or  Patent  Office  model  is  to  be  considered  as  a  part  of  the 
invention  intended  to  have  been  covered  by  the  original 
patent,  unless  the  Court  can  see,  from  a  comparison  of  the 
two  patents,  that  the  invention  which  the  original  patent 
was  intended  to  cover  fairly  embraced  the  things  thus  sug- 
gested or  indicated  in  the  original  si)ecification,  drawings, 
or  Patent  Office  model,  and  unless  the  original  specification 
indicated  that  those  things  were  embraced  in  the  invention, 
intended  to  have  been  secured  by  the  original  patent. 

The  ''recent  enactment"  referred  to  in  Seymour  o.  Os- 
borne, is  found  in  section  63  of  the  Act  of  July  8th,  1870, 
in  these  words :  ''But  no  new  matter  shall  be  introduced 
into  the  specification,  nor  in  case  of  a  machine  patent  shall 
the  model  or  drawings  be  amended,  except  each  by  the 
other ;  but  when  there  is  neither  model  nor  drawings,  amend- 
ments may  be  made  upon  proof  satisfactory  to  the  Commis- 
sioner that  such  new  matter  or  amendment  was  a  part  of 
the  original  invention,  and  was  omitted  from  the  specifica- 
tion by  inadvertence,  accident,  or  mistake,  as  aforesaid." 
This  provision  is  now  found  in  the  same  words,  in  section 
4916  of  the  Revised  Statutes.  The  last  clause  of  it  has  no 
application  to  the  present  case,  and,  therefore,  its  proper 
construction  need  not  be  considered. 

The  case  of  Gill  v.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471,] 
at  October  Term,  1874,  arose  under  the  Act  of  1836.  In 
that  case,  this  Court,  speaking  by  Mr.  Justice  Clifford,  said 
(p.  19):  "Invalid  and  inoperative  patents  may  be  surren- 
dered and  reissued  for  the  same  invention,  but  Congress 
never  intended  that  a  patent  which  was  valid  and  operative 
should  be  reissued  merely  to  afford  the  patentee  an  opi)or- 
tunity  to  expand  the  exclusive  privileges  which  it  se- 
cures, to  enable  him  to  suppress  subsequent  improvements 
which  do  not  conflict  with  the  invention  described  in  the 
surrendered  patent.  Evidence  of  a  decisive  character  to 
negative  the  theory  that  such  a  practice  finds  any  support 
in  the  Act  of  Congress,  besides  what  existed   before,  is 
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found  in  the  new  Patent  Act "  (the  Act  of  July  8th,  1870, 
section  53,)  ''  which  expressly  provides  that  no  new  matter 
shall  be  introduced  into  the  specification  ;  and  in  case  of  a 
machine  patent,  that  neither  the  model  nor  the  drawings 
shall  be  amended  except  each  by  the  other." 

In  the  case  of  Powder  Company  v.  Powder  Works  98 
U.  S.  126  [12  Am.  &  Eng.  201,]  at  October  Term,  1878,  this 
Court,  speaking  by  Mr.  Justice  Bradley,  said  (p.  137,)  in 
reference  to  the  reissued  patents  in  that  case:  *' These  re- 
issues being  granted  in  1872,  were  subject  to  the  law  as  it 
then  stood,  being  the  Act  of  July  8,  1870,  the  fifty -third 
section  of  which,  (reproduced  in  sect.  4916  of  the  Revised 
Statutes,)  relates  to  the  matter  in  question.  It  seems  to  us 
impossible  to  read  this  section  carefully  without  coming  to 
the  /[conclusion  that  a  reissue  can  only  be  granted  for  the 
same  invention  which  formed  the  subject  of  the  original 
patent  of  which  it  is  a  reissue.  The  express  words  of  the 
Act  are,  '  a  new  patent  for  the  same  invention ;'  and  these 
words  are  copied  from  the  Act  of  1836,  which  in  this  respect 
was  substantially  the  same  as  the  Act  of  1870.  The  specifi- 
cation may  be  amended  so  as  to  make  it  more  clear  and  dis- 
tinct ;  the  claim  may  be  modified  so  as  to  make  it  more  con- 
formable to  the  exact  rights  of  the  patentee  ;  but  the  inven- 
tion must  be  the  same.  So  particular  is  the  law  on  this 
subject,  that  it  is  declared  that  '  no  new  matter  shall  be  in- 
troduced into  the  specification.'  This  prohibition  is  gen- 
eral, relating  to  all  patents ;  and  by  'new  matter'  we  sup- 
posed to  be  meant  new  substantive  matter,  such  as  would 
have  the  effect  of  changing  the  invention,  or  of  introducing 
what  might  be  the  subject  of  another  application  for  a  pat- 
ent. The  danger  to  be  provided  against  was  the  temptation 
to  amend  a  patent  so  as  to  cover  improvements  which  might 
have  come  into  use,  or  might  have  been  invented  by  others, 
after  its  issue.  The  legislature  was  willing  to  concede  to 
the  patentee  the  right  to  amend  his  specification  so  as  fully 
to  describe  and  claim  the  very  invention  attempted  to  be 
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secured  by  his  original  patent,  and  which  was  not  fully  se- 
cured thereby,  in  consequence  of  inadvertence,  accident,  or 
mistake ;  but  was  not  willing  to  give  him  the  right  to  patch  up 
his  patent  by  the  addition  of  other  inventions,  which,  though 
they  might  be  his,  had  not  been  applied  for  by  him,  or,  if 
applied  for,  had  been  abandoned  or  waived.  For  such  in- 
ventions he  is  required  to  make  a  new  application,  subject 
to  such  rights  as  the  public  and  other  inventors  may  have 
acquired  in  the  meantime.  This,  we  think,  is  what  the 
present  statute  means,  and  what,  indeed,  was  the  law  be- 
fore its  enactment,  under  the  previous  Act  of  1836.  If  de- 
cisions can  be  found  which  present  it  in  any  different  aspect, 
we  cannot  admit  them  to  be  correct  exi)ositions  of  the  law. 
The  counsel  for  the  complainant  refers  us  to  and  places 
special  reliance  on  the  last  clause  of  sect.  58  of  the  Act  of 
1870,  where  it  is  said :  *  But  where  there  is  neither  model 
nor  drawing,  amendments  may  be  made  upon  proof  satis- 
factory to  the  Commissioner  that  such  new  matter  or  amend- 
ment was  a  x>art  of  the  original  invention,  and  was  omitted 
from  the  specification  by  inadvertence,  accident,  or  mis- 
take.' But  this  clause  relates  only  to  the  evidence  which 
may  be  employed  by  the  Commissioner  in  ascertaining  the 
defects  of  the  specification.  It  does  not  authorize  him  to 
grant  a  reissue  for  a  different  invention,  or  to  determine 
that  one  invention  is  the  same  as  another  and  different  one, 
or  that  two  inventions  essentially  distinct  constitute  but 
one.  In  this  case,  it  is  not  necessary  for  us  to  decide,  and 
we  express  no  opinion,  as  to  the  precise  meaning  and  extent 
of  the  final  clause  of  sect.  53,  to  which  we  have  referred  ; 
as,  whether  it  relates  to  all  patents,  or  only  to  patents  for 
machines.  But  as  it  relates  to  the  matter  of  evidence  alone, 
it  cannot  enlarge  the  power  of  the  Commissioner  in  refer- 
ence to  the  invention  for  which  a  reissue  may  be  granted. 
That  power  is  restricted,  by  the  general  terms  of  the  sec- 
tion, to  the  same  invention  which  was  originally  patented." 
If,  by  *'new  matter,"  in  section  4916  of  the  Revised  Stat- 
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utes,  is  meant  such  new  substantive  matter  as  might  be  the 
subject  of  another  application  for  a  patent,  there  was  new 
substantive  matter  introduced  into  the  specification  of  the 
reissue  in  the  present  case ;  for  the  description  set  forth  in 
that  specification  as  the  foundation  for  the  first  eight  claims 
in  it,  and  those  eight  claims  themselves,  might  have  been 
the  subject  of  another  application  for  a  patent,  at  the  time 
the  original  patent  was  applied  for  and  taken  out,  leaving 
that  patent  valid  and  operative  in  resi)ect  to  the  claims  it 
covered. 

In  the  present  case,  the  infringing  clock  was  made  by  the 
defendant  Lane  more  than  six  months  before  the  reissue  in 
suit  was  applied  for.  As  stated  by  the  Circuit  Court  in  its 
opinion  in  this  case,  the  Lane  clock  did  not  contain  a  single 
patented  feature  of  the  Hotchkiss  clock,  and  it  was  imme- 
diately patented  and  put  upon  the  market.  This,  therefore, 
is  a  case  of  the  amendment  of  a  patent  so  as  to  cover  im- 
provements not  covered  by  the  patent,  and  which  came  into 
use  by  others  than  the  patentee  and  his  licensee,  free  from 
the  protection  of  the  patent. 

There  is  no  evidence  of  any  attempt  to  secure  by  the  orig- 
inal patent  the  inventions  covered  by  the  first  eight  claims 
of  the  reissue,  and  those  inventions  must  be  regarded  as 
having  been  abandoned  or  waived,  so  far  as  the  reissue  in 
question  is  concerned,  subject,  however,  to  the  right  to  have 
made  a  new  application  for  a  patent  to  cover  them  ;  in  other 
words,  those  eight  claims  are  not  for  the  same  invention 
which  was  originally  patented. 

In  Mahn  v.  Har«W  112  U.  S.  364,  369  [15  Am.  &  Eng. 
322,]  at  October  Term,  1884,  it  was  said  by  this  Court,  speak- 
ing by  Mr.  Justice  Bradley :  ^'  In  this  very  matter  of  reis- 
sued patents,  it  has  also  been  frequently  decided  that  it  is  a 
good  defence,  in  a  suit  on  such  a  patent,  to  show  that  the 
Commissioner  exceeded  his  authority  in  granting  it.  Such 
a  defence  is  established  by  showing  that  the  reissued  patent 
is  for  a  different  invention  from  that  described  in  the  orig- 
ins U.  S.  109-103. 


Oct.,  1887.]    PARKER  &  WHIPPLE  CO.  w.  YALE  00.    237 

Opinion  of  the  court 

inal,  inasmuch  as  the  statute  declares  that  it  must  be  for, 
the  same  invention." 

The  same  view  was  taken  in  Coon  v.  Wilson  113  U.  S. 
268,  277  [16  Am.  &  Eng.  604,]  at  October  Term,  1884,  a 
case  substantially  like  the  present  one,  where  it  was  said : 
^'  Although  this  reissue  was  applied  for  a  little  over  three 
months  after  the  original  patent  was  granted,  the  case  is 
one  where  it  is  sought  merely  to  enlarge  the  claim  of  the 
original  patent,  by  repeating  that  claim  and  adding  others ; 
where  no  mistake  or  inadvertence  is  shown,  so  far  as  the 
short  or  sectional  bands  are  concerned  ;  where  the  patentee 
waited  until  the  defendants  produced  their  continuous  band 
collar,  and  then  applied  for  such  enlarged  claims  as  to  em- 
brace the  defendants'  collar,  which  was  not  covered  by  the 
claim  of  the  original  patent ;  and  where  it  is  apparent,  from 
a  comparison  of  the  two  patents,  that  the  reissue  was  made 
to  enlarge  the  scope  of  the  original.  As  the  rule  is  ex- 
pressed in  the  recent  case  of  Mahn  v.  Harwood  112  U.  S. 
354  [15  Am.  &  Eng.  322,]  a  patent  'cannot  be  lawfully  re- 
issued for  the  mere  purpose  of  enlarging  the  claim,  unless 
there  has  been  a  clear  mistake,  inadvertently  committed,  in 
the  wording  of  the  claim  and  the  application  for  a  reissue 
is  made  within  a  reasonably  short  period  after  the  original 
I)at€nt  was  granted.'  But  a  clear  mistake,  inadvertently 
committed,  in  the  wording  of  the  claim,  is  necessary,  with- 
out reference  to  the  length  of  time.  In  the  present  case, 
there  was  no  mistake  in  the  wording  of  the  claim  of  the 
original  patent.  The  description  warranted  no  other  claim. 
It  did  not  warrant  any  claim  covering  bands  not  short  or 
sectional.  The  description  had  to  be  changed  in  the  reis- 
sue, to  warrant  the  new  claims  in  the  reissue.  The  descrip- 
tion in  the  reissue  is  not  a  more  clear  and  satisfactory  state- 
ment of  what  is  described  in  the  original  patent,  but  is  a 
description  of  a  different  thing,  so  ingeniously  worded  as  to 
cover  collars  with  continuous  long  bands  and  which  have  no 
short  or  sectional  bands."  See  also  Ives  v.  Sargent  119  U. 
S.  652,  662,  663  [16  Am.  &  Eng.  612.] 

123  U.  S.  103-104. 
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Reference  was  made  on  the  argument  to  language  used 
by  Mr.  Justice  Bradley,  in  delivering  the  opinion  of  this 
Court  in  the  case  of  the  Corn-Planter  Patent  23  Wall.  181, 
217  [10  Am.  &  Eng.  1,]  where  he  said:  "It  may  be  re- 
marked in  i)assing,  that,  in  our  view,  the  several  reissues 
are  for  things  contained  within  the  machines  and  apparatus 
described  in  the  original  patents."  The  reissues  referred  to 
were  sustained  by  this  Court.  There  is  nothing  in  the  re- 
mark thus  made  to  show  that  the  Court  did  not  find  the  re- 
issues to  be  for  the  same  inventions  as  the  original  patents, 
consistently  with  the  views  contained  in  the  other  cases 
above  referred  to,  or  that  the  Court  did  not  follow  those 
views  in  deciding  that  case. 

Comment  is  made  by  the  appellants  upon  the  fact  that 
the  original  specification  states  that  the  ' '  mainspring  occu- 
pies the  whole  back  of  the  space  occupied  by  the  works,  so 
as  to  give  the  greatest  running  power  with  the  least  possible 
expense  of  room,  one  of  the  leading  objects  of  my  invention 
being  to  render  it  possible  to  make  a  cheap,  neat,  and 
satisfactory  time-piece  of  unusually  small  size ;"  and  upon 
the  further  fact  that  the  specification  of  the  reissue  states 
that  the  invention  has  for  its  object  "  to  make  a  clock-move- 
ment which  shall  be  simple  and  durable  in  its  construction, 
of  small  initial  cost  in  manufacture,  and  the  several  parts  of 
which  shall  be  relatively  arranged  in  such  manner  that  the 
movement  may  be  inclosed  in  a  small  and  compact  case."  It 
is  urged  that  every  one  of  the  claims  of  the  reissue  responds 
to  the  object  of  making  a  cheap  and  small  but  satisfactory 
time-piece.  But  this  statement,  in  the  original  specifica- 
tion, of  the  object  of  the  invention,  in  such  general  terms, 
cannot  have  the  effect  of  making  the  reissue  one  for  the 
same  invention  as  that  of  the  original,  when  it  otherwise 
would  not  be.  Such  a  general  statement  contained  no  inti- 
mation that  the  invention  consisted  in  the  matters  covered 
by  the  first  eight  claims  of  the  reissue. 

The  decree  of  the  Circuit  Court  is  affirmed. 

XS8  U.  b.  104. 
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Notes  t 

1.  The  model  as  basis  for  reissue  : 

Flower  v.  City  of  Detroit,  127  U.  S.  663, 
Hoskin  v.  Fisher,  126  U.  S.  217  [p.  585  post.] 


2.  Act  1832,  sec.  3  ;  Act  1836,  sec.  13  ;  Act  1837,  sees.  5  and  8; 
Act  1870,  sec.  53  ;  B.S.  seC.  4916. 
"  New  matter  :'* 

Powder  Co.  v.  Powder  Works,  98  U.  S.  126  [12  Am.  & 

Eng.  201.] 
Flower  t>.  City  of  Detroit,  127  U.  S.  663. 


New  matter  invalidates  reissue  : 

Powder  Co.  v.  Powder  Works,  98  U.  S.  126  [12  Am.  A 

Eng.  201.] 
Ball  V.  Langles,  102  U.  S.  128  [12  Am.  A.  Eng.  508.] 
.James  v.  Campbell,  104  U.  S.  366  [13  Am.  A  Eng.  341.] 
Bantz  V.  Frantz,  105  U.  S.  160  [13  Am.  &  Eng.  542.] 
Johnson  v.  Railroad  Co.,  105  U.  S.  539  [14  Am.  A  Eng. 

19.] 
Gosling  V.  Roberts,  106  U.  S.  39  [14  Am.  &  Eng.  143.] 
Moliitt  V.  Rogers,  106  U.  S.  423  [14  Am.  &  Eng.  244.] 
Hoffheins  v.  Russell,  107  U.  S.  132  [14  Am.  A  Eng.  312.] 
Gardner  v.  Herz,  118  U.  S.  180  [16  Am.  A  Eng.  368.] 
Hartshorn  v.  Saginaw  Barrel  Co.,  119  U.  S.  664  [16  Am. 

A  Eng.  63a] 
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Flower  v.  City  of  Detriot,  127  U.  S.  663. 


4.  Failure  to  claim  as  an  abandonment : 

Battin  v.  Taggart,  17  How.  74  [6  Am.  <fe  Eng.  243.] 
Suffolk  Co.  V.  Hayden,  3  Wall.  315  [7  Am.  <fc  Eng.  405.] 
Bridge  Co.  v.  Iron  Works,  96  U.  S.  274  [11  Am.  <fc.  Eng. 

364.] 
Miller  v.  Brass  Co.,  104  U.  S.  360  [13  Am.  <fe  Eng.  303.] 
Matthews  v.  Boston  Machine  Co.,  106  U.  S.  64  [13  Am. 

&  Eng.- 601.] 
Clements  v.  Odorless  Co.,  109  XT.  S.  641  [15  Am.  &  Eng. 

44.] 
Fames  v.  Andrews,  122  U.  S.  40     [p.  98  ante.^ 
Hoskin  v.  Fisher,  125  U.  S.  217  [p.  685  post.'] 


6.  Statement  of  the  object  of  invention  : 

White  V.  Dunbar,  119  U.  S.  47  [16  Am.  A  Eng.  397.] 


Patent  in  •uitt 


No.  221, 310.  Hotchkiss,  E.  A.  November  4, 1879.  Clock 
Movement.  Reissue,  No.  9,656,  April  12,  1881.  Reissue, 
No.  10,062,  March  14,  1882. 
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Other  Suits  on  Same  Patent  : 

Parker  &  Whipple  Co.  v.  Yale  Clock  Co.,  1883.  21  Blatch.  485  ;  18^ 
Fed.  Rep.  43  ;  26  O.  G.  290. 
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SMITH  AND  GRIGGS  MANUFACTURING  COMPANY, 
APPELLANT,  v.  DELIA  SPRAGUE,  Administratrix  of 
Leonard  A.  Sprague,  Deceased. 

128  U.  a  249-287.    Oct.  Term,  1887. 

[Bk.  31,  L.  ed.  141;  41  O.  G.  1037.] 

Reversing  (in  part)  Sprague  v.  Smith  &  Griggs  Mnfg.  Co.,  12 

Fed.  Rep.  721. 

Argued  October  24,  1887.     Decided  November  14,  1887. 

Public  tise,    .Experimental  use.     Combinations  and  sufhcombina- 
tions.    H.  S,  sec.  4886.     Particular  patent  in  part  abandoned. 

1.  Where  a  machine  was  used  by  a  manufacturer  in  the  regular 
conduct  of  his  business  by  his  own  workmen,  and  in  the  view 
of  such  part  of  the  public  as  resorted  to  his  establishment  for 
the  purpose  of  buying  or  selling,  held^  that  such  use  was  a 
public  use.     (p.  250.) 

-2.  Where  on  a  question  of  prior  public  use  the  invention  in  ques- 
tion consisted  not  in  the  machine  as  a  unit,  but  in  new  combi  • 
nations  of  old  elements,  each  of  which  constituted  a  new  in 
vention,  and  were  so  claimed,  and  the  machine  was  practically 
useful  and  its  product  was  used  commercially  and  profitably  in 
the  ordinary  course  of  business,  held,  that  such  use  was  not  ex- 
perimental, although  the  inventor  was  engaged  in  improve- 
ments by  which  it  was  hoped  and  expected  that  the  machine 
would  be  made  more  valuable  and  useful,  and  which  were  em- 
bodied in  other  claims  in  the  same  patent,     (p.  251.) 

^.  Semble^  that  in  a  patent  claiming  combinations  and  sub-combina- 
tions of  old  elements,  the  defence  of  public  use  for  more  than 
two  years  prior  to  date  of  filing  the  application  may  be  made 
to  a  single  one  or  more  of  the  claims  as  separate  and  distinct 
inventions,  and  that  the  two  years'  limitation  will  run  against 
such  claim  or  claims,  irrespective  of  the  fact  that  other  claims 
joined  in  the  same  patent  were  not  yet  invented,     (p.  252.) 

*  See  Explanation  ot  Notes,  page  III. 
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4.  Use  by  the  inventor  of  a  machine  in  order  to  devise  by  experi- 

ment improvements  upon  the  same  to  perfect  it,  is  permissible, 
even  where,  as  an  incident,  the  product  of  the  machine  is  sold, 
but  whiere  the  use  is  mainly  for  trade  and  profit  and  the  ex- 
periments for  improvements  are  incidental,  then  the  principal 
and  not  the  incident  gives  character  to  the  use,  and  the  latter 
is  a  public  use  under  the  statute,  (R.  S.  sec.  4886)  and  comes 
within  its  prohibition  if  it  takes  place  more  than  two  years  be- 
fore the  application  for  the  patent,     (p.  253.) 

5.  Proof  of  experimental  use  on  the  part  of  patentee  should  be  full, 

unequivocal,  and  convincing,  where  the  period  covered  by  the 
alleged  use  for  more  than  two  years  prior  to  application  has 
been  clearly  established,     (p.  262.) 

6.  The  first,  second,  third,  fourth,  and  sixth  claims  of  Leonard  A. 

Sprague's  patent.  No.  228,136,  dated  May  25th,  1880,  and  the 
second,  third,  and  fifth  claims  of  Leonard  A.  Sprague's  patent, 
No.  231,199,  dated  August  17th,  1880,  both  for  Improvements 
in  Machines  for  making  Buckle-Levers,  declared  invalid  by 
reason  of  more  than  two  years'  public  use  before  the  dat«  of 
application  for  said  patent,     (p.  264.) 

[Citations  in  the  opinion  of  the  coart:J 

Spragne  v.  Smith  &  Griggs  Mnfg.  Co.,  12  Fed.  Rep.  721.    pp.  252,  264. 
Shawv.  Cooper,  7  Pet.  292  [4  Am.  &  £ng.  286.]     p.  254. 
Elizabeth  i:.  Pavement  Co.,  97  U.  S.  126  [11  Am.  &  Eng.  514.]    p.  254. 
£;gbert  v.  Lippmann,  104  (J.  S.  333  [13  Am.  &  Eng.  273.]    p.  254. 
Hall  V.  MacNeale,  107  U.  S.  90  [14  Am.  &  Eng.  291.]    p.  263. 
Coffin  V,  Ogden,  18  Wall.  120  [9  Am.  &  Eng.  425.]    p.  263. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Connecticut. 
Opinion  below,  12  Fed.  Rep.  721. 
The  facts  are  fully  stated  in  the  opinion. 

Messrs.  Oeorge  E,  Terry  and  M.  B.  Philipp^  for  appel- 
lant: 

As  this  machine  was  used  by  Sprague  for  more  than  two 
years  prior  to  his  application  for  the  patents  in  suit,  the  1st, 
2d,  3d,  4th  and  6th  claims  of  the  patent,  228,136,  and  the  2d, 
3d,  and  5th  claims  of  the  patent,  231,199,  covering  inventions 
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embodied  in  and  carried  out  by  it  while  so  publicly  used, 
are  void. 

Consolidated  Fruit  Jar  Co.  v.  Wright,  94  U.  S.  92  [11  Am. 
&  Eng.  46;]  Egbert  c.  Lippmann,  104  U.  S.  333  [13  Am.  & 
Eng.  273;]  Worley  t).  Loker  Tobacco  Co.,  104  U.  S.  340  [13 
Am.  &  Eng.  291;]  Manning  v.  Cape  Ann  Isinglass  &  G.  Co., 
108  U.  S.  462  [14  Am.  &  Eng.  504;]  Henry  v.  Providence 
Tool  Co.,  14  Off.  Gtez.  865;  Perkins  v.  Nashua  Card  &  Grlazed 
Paper  Co.,  2  Fed.  Rep.  451;  American  Hide  &  L.  S.  &  D. 
M.  Co.  V.  American  Tool  &  M.  Co.,  4  Pish.  Pat.  Cas.  284; 
Lyman  v.  Maypole,  19  Fed.  Rep.  736;  Henry  v.  Francestown 
Soapstone  Co.,  2  Fed.  Rep.  78. 

The  defendant  is  free  to  use  its  form  or  improvement  upon 
the  old  machine. 

McCormick  «.  Talcott,  20  How.  402  [6  Am.  &  Eng.  410;] 
Chicago  &  N.  W.  R.  Co.  v.  Sayles,  97  U.  S.  554  [12  Am.  & 
Eng.  121.] 

The  question  to  be  determined  in  this  case  is,  What  ad- 
vantage did  the  defendant  derive  from  using  the  complain- 
ant's invention  over  what  he  had  in  using  other  processes 
then  open  to  the  public,  and  adequate  to  enable  him  to  ob- 
tain an  equally  beneficial  result  ?  The  fruits  of  that  advan- 
tage are  his  profits. 

Mowry  v.  Whitney,  14  Wall.  620  [9  Am.  &  Eng.  1;]  Black 
V.  Thome,  111  U.  S.  122  [16  Am.  &  Eng.  201;]  Cawood  Pat- 
ent, 94  U.  S.  696  [11  Am.  &  Eng.  236;]  Livingston  v.  Wood- 
worth,  15  How.  546  [6  Am.  &  Eng.  167.] 

Mr.  Charles  E.  Mitchell^  for  appellee: 

Two  years  prior  public  use  is  not  proven.  The  earliest 
date  of  application  is  the  date  for  both  patents. 

Graham  v.  McCormick,  21  Off.  Gaz.  1633;  Beedle  «.  Ben- 
nett, 122  U.  S.  71  [p.  142  ante;']  Manning  v.  Cape  Ann  Isin- 
glass &  G.  Co.,  108  U.  S.  465  [14  Am.  &  Eng.  504.] 

An  experimental  use  being  established,  an  incidental  sale 
of  such  x)ortion  of  the  product  as  was  salable  will  not  change 
the  character  of  the  use,  and  create  a  forfeiture. 
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Agawam  Woolen  Co.  7).  Jordan,  7  Wall.  583  [8  Am.  & 
Eng.  24; J  Winans  v.  New  York&  H.  R.  R.  Co.,  4  Pish.  Pat. 
Cas.  1;  Jennings  v.  Pierce,  15  Blatch.  42;  Pitts  -e.  Hall,  2 
Blatch.  229. 

For  rule  as  to  damages,  see  Cawood  Patent,  94  U.  S.  695 
[11  Am.  &  Eng.  236;]  Bigelow  Carpet  Co.  v.  Dobson,  21  Off. 
Gaz.  1200. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court: 
This  is  a  bill  in  equity  for  an  injunction  and  account  based 
upon  the  alleged  infringement  by  the  appellant  of  letters 
patent,  No.  228,136,  dated  May  25,  1880,  and  letters  patent, 
No.  231,199,  dated  August  17,  1880,  for  improvements  in 
machines  for  making  buckle-levers,  issued  to  Leonard  A. 
Sprague,  the  appellee.  The  defences  relied  on  are  :  (1st)  a 
denial  of  the  infringement  alleged  in  respect  to  the  fifth 
claim  of  patent.  No.  228,136,  and  the  first  and  fourth  claims 
of  patent.  No.  231,199;  (2d)  as  to  all  the  other  claims  of  both, 
that  a  machine  embodying  them  was  in  public  use  for  more 
than  two  years  prior  to  the  application  for  the  patents.  The 
application  for  patent,  No.  228,136,  was  filed  on  November 
11, 1879,  while  that  for  patent.  No.  231,199,  was  filed  Decem- 
ber 2,  1878,  the  two  being  divisions  of  an  application  based 
on  the  same  model.  The  machines  described  in  the  two  pat- 
ents, it  is  admitted,  are  substantially  the  same  in  construc- 
tion and  operation,  both  patents  being  for  different  parts 
and  combinations  of  a  single  machine.  For  the  purposes  of 
this  case,  therefore,  the  date  of  the  application  is  to  be  taken 
as  of  December  2,  1878,  being  the  earlier  of  the  two. 

The  machine  is  for  making  levers  of  buckles  used  almost 
exclusively  on  "arctic"  overshoes.  These  levers  are  made 
from  a  single  piece  of  brass,  with  slots  through  them  near 
.  each  end  to  fasten  them  to  the  strap  of  a  shoe,  and  are  bent 
by  formers  and  swaged  by  dies  so  that  they  have  what  is 
termed  a  lip  or  bead,  which  bears  upon  the  holding  strap, 
two  grooves  within  which  lies  the  bar  or  pivot  of  the  buckle, 

1«8  U.  8.  S0O. 
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and  two  beads  at  the  upper  edge  for  a  finish  and  to  prevent 
the  strap  from  cutting  when  it  is  fast  through  the  slots  and 
bears  upon  them  when  in  use.  There  is  no  claim  in  these 
patents  for  the  buckle-lever  itself  as  a  new  article  of  manu- 
facture, for  which,  however,  Sprague,  the  appellee,  had  a 
prior  patent  dated  May  27,  1862.  The  levers  are  made  from 
B,  strip  of  metal  by  a  succession  of  operations  in  the  patented 
machine.  The  first  step  is  to  produce  the  slotted  blank;  the 
next,  to  bend  it  by  doubling  it  upon  itself  into  a  U-shape; 
the  next,  to  produce  the  central  double  bead  forming  the 
grooves;  and  the  next,  to  produce  the  double  beads  between 
the  slot  and  the  edge  of  the  lever.  The  machine  is  organ- 
ized to  feed  a  strip  of  sheet  brass  under  punches  which  punch 
the  slots  in  the  blank,  and  then  cut  it  from  the  strip;  to  feed 
this  blank  over  a  matrix  where  it  is  bent  into  U-form;  to 
feed  it  on  to  a  mandrel,  on  which,  by  a  pair  of  dies,  it  is 
partially  formed,  and  then  along  that  mandrel  to  a  second 
pair  of  dies,  where  its  form  is  completed.  The  machine  is 
automatic,  and  while  these  successive  steps  take  place  in  the 
complete  manufacture  of  a  single  lever,  all  the  various  steps 
in  the  process,  with  respect  to  successive  levers,  take  place 
simultaneously.  So  that  as  each  lever  is  completely  and 
finally  formed  on  the  mandrel  it  is  pushed  from  the  mandrel 
by  another  to  take  its  place  in  that  stage  of  formation. 

The  1st,  2d,  3d,  4th,  and  6th  claims  of  patent.  No.  228,- 
136,  and  the  2d,  3d,  and  5th  claims  of  patent.  No.  231,199, 
are  those  in  respect  to  wbicli  the  alleged  infringement  is 
admitted,  and  as  to  which  the  defence  of  two  years'  prior 
public  use  is  urged.     These  claims  are  as  follows : 

Of  patent.  No.  228,136— 

*'l.  In  combination  with  the  mandrel  M,  provided  at  its 
lower  edge  with  the  rib  m  and  with  the  short  ribs  rri'  m',  the 
dies  N  N'  O  O,  whereby,  after  the  partially  formed  lever  has 
been  acted  upon  by  dies  N  N ',  the  rib  m  serves  as  a  support 
or  guide  over  which  said  lever  may  be  moved  to  a  proper 
position  relative  to  dies  O  O,  substantially  as  set  forth. 
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^'3.  In  a  machine  for  making  buckle-levers,  the  combi- 
nation of  the  mandrel  M,  the  dies  N  N',  advanced  on  planes 
substantially  at  right  angles  to  the  planes  of  the  partially 
forpaed  buckle-lever,  and  the  tongue  n*,  attached  to  the 
die  N,  substantially  as  set  forth. 

^^3.  In  a  machine  for  making  buckle-levers,  the  combina- 
tion, with  the  mandrel,  the  punch  which  punches  blanks 
from  a  continuous  sheet  of  metal,  and  two  or  more  dies 
which  successively  form  the  metal  into  the  desired  shape, 
of  a  carrier  which  moves  a  blank  from  the  punches  to  the 
forming-dies  and  advances  the  partially-formed  levers 
against  the  preceding  lever,  substantially  as  set  forth." 

"4.  In  a  machine  for  making  buckle-levers,  the  combina- 
tion, with  the  matrix  L  and  folder  ?,  of  the  dies  N  N ',  the 
mandrel  arranged  to  receive  the  blank  from  the  matrix,  and 
the  carrier,  substantially  as  set  forth." 

"6.  In  a  machine  for  making  buckle-levers,  the  combina- 
tion, with  the  folder  ?,  of  the  pusher-pin  c\  attached  to  and 
moving  with  the  punch-stock  C,  and  a  returning  springy 
which  lifts  the  folder,  substantially  as  set  forth." 

Of  patent.  No.  231,199— 

*'2.  In  a  machine  for  making  buckle-levers,  the  combi- 
nation, with  the  die  which  punches  blanks  from  a  continu- 
ous sheet  of  metal,  of  two  or  more  dies  which  successively 
form  the  metal  into  the  desired  shape,  and  a  carrier  which 
moves  a  blank  from  the  punching-die  to  the  forming  dies 
and  advances  the  partially-formed  lever  against  the  pre- 
ceding lever,  substantially  as  set  forth. 

"3.  In  a  machine  for  making  buckle-levers,  the  combina- 
tion,  with  the  mandrel  M,  provided  with  the  rib  m,  of  the 
dies  N  N'  and  a  stop  adapted  to  engage  with  the  lower  end 
of  the  lever  and  determine  the  length  of  the  bit  u^  substan- 
tially as  described." 

"6.  The  herein-described  method  of  manufacturing 
buckle-levers — that  is  to  say,  by  bending  the  blank  into 
U-shape,  then  forming  the  bit  u  and  seats  u^  w",  and  subse- 
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quently  forming  the  grooves  u\  substantially  as  herein  set 
forth." 

The  claims  in  respect  to  which  infringement  is  denied  are 
as  follows : 

Of  patent,  No.  228,136— 

"5.  In  a  machine  for  making  buckle-levers,  the  combi- 
nation, with  the  mandrel  M  and  dies  N  N',  of  the  springs 
N*  N*,  to  press  the  dies  forward  into  proper  position  rela- 
tive to  the  mandrel,  substantially  as  set  forth." 

Of  patent.  No.  231,199— 

"1.  In  a  machine  for  making  buckle-levers,  the  combina- 
tion of  the  mandrel  M,  provided  with  the  ribs  m  m*,  of  the 
dies  N  N'  O  O,  and  a  support,  which  presses  the  part  u  of 
the  lever  against  the  rib  m,  substantially  as  set  forth." 

"4.  In  a  machine  for  making  buckle-levers,  the  combi- 
nation, with  the  mandrel  M,  having  rib  w,  of  the  dies  N  N' 
and  stops  adapted  to  engage  both  ends  of  the  partially- 
formed  lever,  to  regulate  its  position  relative  to  the  man- 
drel and  dies,  substantially  as  set  forth." 

It  will  be  observed  that  the  claims  in  resi)ect  to  which  the 
infringement  is  denied  do  not  embrace  the  whole  invention 
claimed  in  the  two  patents.  They  cover  only  certain  defi- 
nite and  specific  combinations  of  parts  of  the  mechanism. 
It  is  possible,  therefore,  that  a  defendant  might  be  guilty 
of  infringement  in  respect  to  all  the  other  claims  in  the  two 
patents,  and  yet  not  infringe  the  three  claims  specified 
above.  That  is  to  say,  he  might  use  a  machine  which  em- 
bodied all  the  combinations  except  those  specified  in  these 
three  claims.  These  he  might  entirely  omit  without  any 
substitute,  or  he  might  have  a  substitute  for  them  so  dif- 
ferent as  to  amount  to  a  separate  invention,  and  therefore 
not  mere  equivalents  for  them. 

In  the  examination  of  the  question,  therefore,  of  the  prior 
public  use,  for  two  years  before  the  date  of  the  application, 
of  the  invention  as  embodied  in  those  claims  in  respect  to 
which  the  infringement  is  admitted,  we  assume  for  the 
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present  that  the  machine  used  by  the  defendant  is  an  in- 
fringement of  that  covered  by  the  complainant^  s  patents 
only  so  fax  as  it  is  covered  by  them,  excluding  the  three 
claims  in  respect  to  which  the  infringement  is  denied. 

The  testimony  on  the  subject  of  the  prior  public  use  by 
the  complainant  is,  that  from  the  fall  of  1874  until  the  fall 
of  1877,  and  thus  more  than  two  years  prior  to  December  2, 
1878,  the  complainant  had  in  use  for  the  purpose  of  profit 
in  his  business,  operated  in  his  factory  by  his  workmen  for 
the  production  of  arctic  overshoe  buckles,  a  machine  which 
contained  all  the  elements  and  comT^inations  covered  by  the 
claims  in  the  two  patents  in  resi)ect  to  which  the  defendant 
confesses  infringement  This  machine  was  practically  suc- 
cessful in  that  during  the  period  of  its  use  the  complainant 
produced  and  sold  about  60,000  gross  of  levers  used  on  these 
shoe  buckles,  which  he  sold  to  his  customers  in  the  market. 
It  was  a  public  use  in  the  sense  of  the  statute  and  within 
the  decisions  of  this  court,  inasmuch  as  it  was  used  by  the 
complainant  in  the  regular  conduct  of  his  business  by  work- 
men employed  by  him  in  its  operation,  and  in  the  view  of 
such  part  of  the  public  us  chose  to  resort  to  his  establish- 
ment, either  for  the  purpose  of  selling  material  for  the  man- 
ufacture or  of  purchasing  its  product.  It  is  claimed,  how- 
ever, and  it  was  so  decided  by  the  Circuit  Court,  that  this 
prior  use  of  the  machine  in  that  form  was  not  a  public  use 
within  the  prohibition  of  the  statute  so  as  to  defeat  the 
patent,  because  that  use  was  experimental  only,  of  an  im- 
perfect machine,  embodying  an  incomplete  invention,  in 
order  to  enable  the  inventor  to  perfect  it  by  improvements 
actually  added,  and  to  overcome  defects  developed  by  this 
use,  which  improvements  are  contained  in  the  three  addi- 
tional claims,  and  which  were  added  as  parts  of  the  inven- 
tion within  two  years  before  the  date  of  the  application. 

The  matters  under  this  head  are  stated  by  the  learned 
judge  of  the  Circuit  Court,  in  his  opinion  contained  in  the 
record,  as  follows : 
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''  The  facts  are,  that  from  1862  to  1868  the  patentee  made 
another  kind  of  buckle  fr<Jm  those  produced  by  this  ma- 
chine upon  two  or  more  different  machines.  Between  1868 
and  the  fall  of  1873  another  kind  of  buckle  was  made  by 
one  machine.  For  a  year  prior  to  the  fall  of  1874,  he  made 
the  'beaded'  buckles — /.  ^.,  the  kind  now  under  considera- 
tion, upon  two  machines. 

''In  1874  he  ordered  the  skeleton  of  the  patented  ma- 
chine from  Bliss  &  Williams,  his  workmen  or  himself  mak- 
ing the  patented  portions.  This  machine  was  in  a  condi- 
tion in  which  it  was  used  to  manufacture  buckle-levers  in 
the  fall  of  1874,  and  continued  to  be  so  used  without  sub- 
stantial change  until  the  spring  of  1878 ;  but  it  was  not  a 
perfected  invention.  It  had  two  defects — one,  that  it 
choked,  and  the  overlapping  blanks  had  to  be  picked  apart 
by  a  workman ;  another,  that  the  bead  was  not  parallel 
with  the  slot,  because  the  blank  could  not  be  forced  upon 
the  mandrel  evenly.  Nevertheless,  it  was  used,  in  some 
seclusion  from  the  public,  to  make  levers,  and  it  made  about 
60,000  gross,  which  were  sold ;  but  the  organization  was  de- 
fective until  it  was  perfected  in  the  early  part  of  1878,  after 
repeated  experiments.  The  inventor  always  adhered  to  the 
idea  of  perfecting  the  invention,  and  then  obtaining  a  pat- 
ent upon  it.  The  two  improvements  which  were  introduced 
in  1878  were  the  springs  between  the  levers  and  the  dies 
which  prevented  overlapping,  and  the  rib  m\  in  order  to 
keep  the  blank  in  position  when  it  was  forced  upon  the 
mandrel.  These  changes,  which  are  apparently  not  of 
great  importance,  perfected  the  invention,  and  enabled  the 
inventor  to  take  the  final  step  between  partial  and  complete 
success. 

' '  It  is  perfectly  true  that  a  patentee  cannot  be  i)ermitted 
to  use  for  profit  a  machine  which  embodies  a  perfected  in- 
vention for  a  period  of  two  years  or  more,  and  then  obtain 
a  valid  patent  for  the  old  machine  by  means  of  the  addition 
of  some  new  improvements,  which,  in  the  language  of  Judge 
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Lowell,  '  were  intended  to  benefit  the  patent  rather  than  the 
machine.'  (Perkins  v.  Nashua  Card,  etc.,  Co.,  2  Fed.  Kep. 
451-464.) 

"  The  present  case  is  that  of  a  machine  which  was  imper- 
fect, and  which  demanded  and  received  the  continuous  ex- 
periments of  the  inventor  to  remedy  the  defects  in  its  or- 
ganization. It  is  not  true  that  the  inventor  cannot  safely 
use  for  profit  such  a  machine  in  its  imperfect  state,  lest  two 
years  should  elapse  during  the  experimental  period  before 
the  invention  is  completed  and  the  patent  is  applied  for." 
Sprague  v.  Smith  &  Griggs  Mnfg.  Co.,  12  Fed.  Rep.  721. 

We  think  this  view  might  be  correct  and  applicable  to 
the  case  if  the  invention  of  the  complainant,  which  he 
sought  to  embody  and  protect  by  the  patents,  consisted  of 
the  entire  machine  as  he  ultimately  constructed  and  ope- 
rated it,  considered  as  a  unit ;  for,  in  that  view,  it  would 
have  been  imperfect  and  incomplete,  and  merely  experi- 
mental, until  it  had  received  from  its  inventor  every  ele- 
ment necessary  to  its  operation.  But  that  supposes  that 
his  invention  is  nothing  less  than  the  single,  entire,  and 
completed  machine.  We  do  not  think  that  to  be  the  pres- 
ent case.  Here  the  invention  is  not  one,  but  many ;  each 
of  the  claims  in  both  of  the  patents  is  for  a  specific  combi- 
nation in  a  practically  successful  machine  for  making 
buckle-levers,  and  each  is  a  separate  and  distinct  invention, 
and  claimed  as  such.  All  the  elements  of  these  combina- 
tions were  old  ;  it  was  the  specific  arrangement  and  several 
combinations  and  sub-combinations  of  them  that  are  claimed 
as  new.  The  use  of  any  one  of  these  combinations,  or  of 
any  number  of  them,  in  such  a  machine,  would  be  an  in- 
fringement of  the  complainant' s  rights  as  patentee.  And 
if,  without  the  use  of  the  combinations  contained  in  the  ex- 
cluded claims,  the  complainant  had  a  machine  practically 
useful  for  the  purpose  for  which  it  was  designed,  which 
could  be  used  with  commercial  success  as  superior  to  modes 
of  manufacture  previously  in  use,  and  which,  in  fact,  he 
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did  so  use  for  profit  in  the  ordinary  course  and  conduct  of 
his  business,  and  for  the  purpose  of  a  successful  prosecution 
of  that  business,  it  can  hardly  be  said  with  propriety  that 
such  use  was  merely  experimental,  although  during  the 
period  of  its  oi)eration  he  was  also  engaged  in  the  invention 
of  improvements  by  which  he  hoped  and  expected  to  make 
it  more  valuable  and  useful. 

A  use  by  the  inventor,  for  the  purpose  of  testing  the  ma- 
chine, in  order  by  e3q)eriment  to  devise  additional  means 
for  i)erf ecting  the  success  of  its  operation,  is  admissible ; 
and  where,  as  incident  to  such  use,  the  product  of  its  ope- 
ration is  disi)osed  of  by  sale,  such  profit  from  its  use  does 
not  change  its  character ;  but  where  the  use  is  mainly  for 
the  purposes  of  trade  and  profit,  and  the  experiment  is 
merely  incidental  to  that,  the  principal  and  not  the  incident 
must  give  character  to  the  use.  The  thing  implied  as  ex- 
cepted out  of  the  prohibition  of  the  statute  is  a  use  which 
may  be  properly  characterized  as  substantially  for  purposes 
of  experiment.  Where  the  substantial  use  is  not  for  that 
purpose,  but  is  otherwise  public,  and  for  more  than  two 
years  prior  to  the  application,  it  comes  within  the  prohibi- 
tion. The  language  of  section  4886  of  the  Revised  Statutes 
is,  that  "Any  person  who  has  invented  or  discovered  any 
new  and  useful  *  *  *  machine,  *  *  *  not 
in  public  use  or  on  sale  for  more  than  two  years  prior  to 
his  application,  *  *  *  may  *  *  *  obtain  a 
patent  therefor." 

A  single  sale  to  another  of  such  a  machine  as  that  shown 
to  have  been  in  use  by  the  complainant  more  than  two  years 
prior  to  the  date  of  his  application  would  certainly  have 
defeated  his  right  to  a  patent ;  and  yet,  during  that  period 
in  which  its  use  by  another  would  have  defeated  its  right, 
he  himself  used  it,  for  the  same  purpose  for  which  it  would 
have  been  used  by  a  purchaser.  Why  should  the  similar 
use  by  himself  not  be  counted  as  strongly  against  his  rights 
as  the  use  by  another  to  whom  he  had  sold  it,  unless  his  use 
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was  substantially  with  the  motive  and  for  the  purpose,  by 
further  experiment,  of  completing  the  successful  operation 
of  his  invention  ? 

On  the  other  hand,  the  use  of  an  invention  by  the  in- 
ventor himself,  or  by  another  person  under  his  direction,  by 
way  of  experiment,  and  in  order  to  bring  the  invention  to 
perfection,  has  never  been  regarded  in  this  court  as  such 
a  public  use  as  under  the  statute  defeats  his  right  to  a  pat- 
ent. Shaw  V.  Cooper,  7  Pet.  292  [4  Am.  &  Eng.  286 ;]  Eliz- 
abeth V,  Pavement  Co.,  97  U.  S.  126  [11  Am.  &  Eng.  514;] 
Egbert  v.  Lippmann,  104  U.  S.  333  [13  Am.  &  Eng.  273.]  In 
this  last  case  it  was  said  (p.  336)  [282] :  "A  use  necessarily 
open  to  public  view,  if  made  in  good  faith,  solely  to  test  the 
qualities  of  the  invention,  and  for  the  purpose  of  experiment, 
is  not  a  public  use  within  the  meaning  of  the  statute."  In 
Elizabeth  v.  Pavement  Co.,  97  U.  S.  126  [11  Am.  &  Eng. 
614,]  it  was  said :  '^  When  the  subject  of  invention  is  a  ma- 
chine, it  may  be  tested  and  tried  in  a  building  either  with  or 
without  closed  doors.  In  either  case,  such  use  is  not  a  public 
use,  within  the  meaning  of  the  statute,  so  long  as  the  in- 
ventor is  engaged,  in  good  faith,  in  testing  its  operation. 
He  may  see  cause  to  alter  it  and  improve  it,  or  not.  His 
experiments  will  reveal  the  fact  whether  any  and  what 
alterations  may  be  necessary.  If  durability  is  one  of  the 
quaUties  to  be  attained,  a  long  period,  perhaps  years,  may 
be  necessary  to  enable  the  inventor  to  discover  whether  his 
purpose  is  accomplished.  And  though  during  all  that 
period  he  may  not  find  that  any  changes  are  necessary,  yet 
he  may  be  justly  said  to  be  using  his  machine  only  by  way 
of  experiment ;  and  no  one  would  say  that  such  a  use,  pur- 
sued with  a  bona  fide  intent  of  testing  the  qualities  of  the 
machine,  would  be  a  public  use  within  the  meaning  of  the 
statute.  *  *  *  Whilst  the  supposed  machine  is  in  such 
experimental  use,  the  public  may  be  incidentally  deriving  a 
benefit  from  it.  If  it  be  a  grist  mill,  or  a  carding  machine, 
customers  from  the  surrounding  country  may  enjoy  the  use 

123  U.  8.  257-358. 


Oct,  1887.]    SMITH  &c.  MNFQ.  CO.  v.  SPRAGUE.  265 

Opinion  of  the  court 

of  it  by  having  their  grain  made  into  flour,  or  their  wool 
into  rolls,  and  still  it  will  not  be  in  public  use,  within  the 
meaning  of  the  law.  But  if  the  inventor  allows  his  machine 
to  be  used  by  other  persons  generally,  either  with  or  without 
compensation,  or  if  it  is,  with  his  consent,  put  on  sale  for 
such  use,  then  it  will  be  in  public  use  and  on  public  sale 
within  the  meaning  of  the  law." 

The  only  witness  called  to  prove  the  fact  of  two  years' 
prior  use  was  the  patentee  himself.  It  is  to  be  supposed 
that  his  statement  of  the  circumstances  is  as  favorable  to 
himself  as  the  facts  will  justify.  It  appears  from  this  that 
he  commenced  making  buckles  under  his  patent  of  May  27, 
1862,  No.  35,401,  in  the  course  of  that  year.  The  manufac- 
ture of  the  levers  for  these  buckles  required  the  use  of  three 
separate  machines,  one  for  cutting  the  blank  with  the  holes 
punched,  another  for  drawing  it  into  a  U -shape,  and  the 
other  for  pressing  the  U-shaped  blank  into  its  final  form  on 
a  mandrel.  This  continued  until  1867  or  1868,  from  which 
time  until  the  fall  of  1873,  he  testifies  that  he  made  a  cer- 
tain class  of  levers  in  one  operation,  but  that  they  were 
"not  arctics."  In  order  to  make  the  levers  for  the  arctic 
buckles,  from  the  fall  of  1873  to  the  fall  of  1874,  two  ma- 
chines were  used,  one  for  making  the  whole  of  the  lever, 
''  except  putting  on  a  bead  on  the  tail  of  the  lever ;"  this 
operation  was  performed  by  a  second  machine.  While  pro- 
ducing  the  buckle-levers  in  this  way  upon  two  separate  ma- 
chines, the  patentee  states  that  he  made  changes  in  the 
mechanism  with  a  view  of  producing  the  entire  lever  with  a 
bead  on  by  means  of  one  machine.  One  change  was,  to  put 
in  an  apparatus  "to  stop  the  machine  when  it  worked  im- 
I)erfectly."  Another  was  to  put  "a friction  joint  in  the 
lever,"  that  is,  the  lever  of  the  machine,  which  he  thinks 
he  put  in  during  the  year  1866.  The  change  whereby  he 
was  enabled  to  put  the  bead  on,  and  which  he  says  was 
made  in  1870,  or  1871,  or  1872,  he  states  was  not  successful. 
In  describing  the  causes  of  the  failure  in  this  machine  to 
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produce  the  beaded  arctic  buckle  lever  lie  says:  '*One 
feature,  it  broke  the  levers  that  done  the  pressing,  and,  by 
not  driving  onto  mandrel  true,  it  would  not  strike  it  in  the 
right  place,  and  had  to  be  sent  back  by  customers."  The 
result  was,  that  in  the  year  1874  he  abandoned  the  use  of 
this  machine  for  the  purpose  of  making  beaded  arctic 
buckle-levers,  and  constructed,  in  the  spring  of  that  year,  a 
new  one.  This  press  was  manufactured  for  him  by  Bliss  & 
Williams,  in  March,  1874,  and,  as  made  by  them,  included 
the  press,  the  main  shaft,  one  of  the  levers,  the  lever  for 
driving  the  carrier,  the  arrangement  for  working  the  levers 
for  operating  the  striking  dies,  and  the  bed  of  the  buckle- 
lever  machine  was  planed  for  receiving  the  dies  and  the 
working  parts  of  the  buckle-lever  machine.  The  other  parts 
of  the  machine  were  made  by  the  patentee  himself  and  his 
own  workmen.  On  the  subject  of  this  machine,  the  follow- 
ing is  a  portion  of  his  examination : 

^^Q.  115.  After  carefully  examining  your  patent,  231,199 
again,  please  state  wherein  that  machine,  as  it  was  used  by 
you  in  the  latter  part  of  the  year  1 874,  differed,  if  at  all, 
from  the  machine  described  in  your  said  patent  and  shown 
therein. 

"A.  The  springs  between  the  levers  that  worked  the 
striking  dies  are  in  the  patent,  but  were  not  in  the  machine, 
and  this  rib  m*  on  top  of  the  mandrel,  which  projects  over 
the  matrix  to  keep  the  U-sliai)ed  blank  down  in  position 
when  forced  on  to  the  mandrel  to  keep  it  true  and  straight, 
was  not  in  the  machine.  The  point  in  the  lower  side  of  the 
carrier  or  driver  is  not  in  the  patent,  as  I  used  the  bar  w"  in 
its  place.  It  gave  me  a  great  deal  of  trouble,  and  so  I 
changed  it.  I  don't  know  as  I  see  a  great  deal  more.  I 
don' t  see  anything  more  that  I  can  describe. 

''Q.  116.  When  did  you  put  the  springs  between  the 
levers  and  the  striking  dies  in  that  machine  ? 

^*  A.  It  was  in  1877,  in  the  fall. 

*'Q.  117.  When  did  you  put  the  extension  of  the  man- 
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drel,  referred  to  as  m'  in  your  patent,  in  that  machine  in 
place  of  the  point  on  the  carrier  to  hold  the  U-shaped  blank 
down  in  the  matrix  ? 

"A.  It  was  either  in  January  or  February,  1878;  I  think 
it  was. 

"Q.  118.  Did  you  use  that  machine  between  the  fall  of 
'74  and  the  fall  of  '77  for  making  buckle-levers  such  as  are 
described  in  your  patent,  231,199? 

"A.  Yes. 

"Q.  119.  How  many  did  you  make  during  that  period  of 
time  on  that  machine  \ 

"A.  Well,  I  must  have  made  about  fifty  thousand  gross, 
as  near  as  I  can  come  at  it. 

"  Q.  120.  And  what  did  you  do  with  that  fiLfty  thousand 
gross? 

"A.  Sold  them.  I  might  have  made  a  few  more  and  I 
might  have  made  a  few  less ;  I  can't  tell  till  I  look  at  my 
books ;  I  could  come  nearer  to  it. 

"Q.  121.  Which  of  the  figures  of  the  drawings  of  your 
patents  in  suit  illustrates  these  fiifty  thousand  gross  of 
buckle-levers  ? 

''A.  Figure  9  of  231,199." 

The  witness  further  states  that  into  the  room  where  this 
machine  was  being  operated  people  came  at  will,  some  to 
sell  brass ;  others,  people  from  the  neighboring  factories ;  and 
others  to  buy  buckles  ;  that  the  machine  was  open  to  their 
inspection ;  and  in  answer  to  the  question  whether  an  attempt 
was  made  to  keep  the  operation  of  the  machine  secret  dur- 
ing this  i)eriod  of  time,  the  witness  states :  ' '  From  parties 
whom  we  thought  were  manufacturing  buckles,  we  endeav- 
ored not  to  let  them  see  them  closely;"  ''not  from  those  that 
we  became  acquainted  with,  and  did  not  sujopose  would 
want  to  use  any  such  machine." 

In  respect  to  the  changes  made  in  the  machine  in  1877  and 
1878,  and  which  are  covered  by  claims  in  the  patents,  he 
further  testifies  on  cross-examination  as  follows  : 
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''Q.  171.  After  you  had  completed  the  new  machine  in 
the  way  described  in  reply  to  question  115  in  your  testimony, 
did  you  have  any  practical  trouble  in  its  working  ? 

''A.  Not  near  as  much. 

"Q.  172.  What  had  been  the  trouble  up  to  that  time  ? 

"A.  Forming  the  bead  or  telescoping  or  failing  to  drive 
on  the  mandrel. 

"Q.  173.  Describe  what  you  mean  by  telescoping. 

''A.  The  buckle-levers,  when  the  die  formed  the  first  im- 
pression onto  the  mandrel — the  next  blank  from  the  matrix 
has  to  force  that  along,  and  it  would  spread  oi)en  and  go  on 
the  outside  of  the  tongue  formerly  on  there,  and  what  I  call 
telescope. 

''Q.  174.  Was  this  telescoping  a  real  practical  diflSculty 
in  the  ox)eration  of  this  machine  up  to  that  time  ? 

"A.  It  was,  and  gave  me  considerable  trouble. 

"  Q.  176.  Did  you  experiment  from  time  to  time  to  devise 
means  to  prevent  it  ? 

''A.  Yes,  sir. 

''Q.  176.  Now,  about  the  trouble  in  the  beading  which 
you  say  existed  up  to  the  time  when,  in  the  fall  of  1877,  and 
in  January  or  February,  1878,  you  made  the  change  you 
have  described.    Please  explain  what  the  trouble  was. 

''A.  One  trou\)le  was,  that  if  it  was  not  held  in  the  right 
position  in  the  matrix,  it  would  go  onto  the  mandrel  one 
side  longer  than  the  other  to  match  the  ribs.  It  would  not 
come  in  the  center. 

"Q.  177.  What  would  be  the  result  of  one  side  of  the 
bent  blank  being  longer  than  the  other  when  it  went  onto 
the  mandrel  ? 

"A.  It  made  a  bad  lever,  which  was  rejected  by  my  cus- 
tomers, and  consequently  was  lost. 

"Q.  178.  Did  you  have  any  trouble  from  the  bead  not 
being  made  precisely  parallel  with  the  slot  before  you  made 
these  improvements  of  1877  and  '78  ? 

"A.  Yes,  sir. 
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"Q.  179.  How  did  that  come  about  ? 

^'A.  One  cause  that  I  have  described,  and  telescoping, 
not  being  held  in  the  right  position  in  the  matrix  to  be 
forced  onto  the  mandrel. 

'  *  Q.  180.  State  whether  or  not  it  was  a  very  delicate  opera- 
tion to  make  the  head  precisely  parallel  with  the  slot,  and 
why? 

"A.  It  gave  me  a  great  deal  of  trouble  to  do  it.  If  it  was 
«  not  forced  onto  the  mandrel  evenly  it  would  come  that 
way. 

"Q.  181.  Did  you  have  any  practical  trouble  in  any  of 
these  respects  after  you  completed  the  machine  in  1877  and 
'78  by  the  changes  which  you  have  described? 

"A.  Not  when  the  dies  and  tools  were  in  order — man- 
drel, carrier,  etc. 

''Q.  182.  I  suppose  you  mean  that  the  parts  were  liable 
to  wear  and  get  out  of  order  like  other  machines;  am  I  right  ? 

"A.  Yes,  sir. 

' '  Q.  183.  State  whether  or  not  it  was  your  intention,  while 
you  were  experimenting  upon  and  improving  this  last  ma- 
chine, to  obtain  a  patent  when  it  should  be  completed  ? 

"A.  It  was." 

^ '  Q.  187.  State  whether  to  complete  the  machine  for  mak- 
ing these  arctic  buckle-levers  with  a  slot  and  bead  so  that 
all,  or  practically  all,  the  levers  would  come  out  of  the  ma- 
chine with  a  perfect  bead  required  the  later  improvements 
which  you  put  upon  the  machine  ? 

"A.  Yes,  sir ;  or  I  would  not  have  put  them  on. 

''Q.  188.  What  would  be  the  effect  of  telescoping  upon 
the  machine  itself  before  you  devised  the  improvements 
which  you  made  in  1877  and  1878  i 

''A.  It  would  break  the  mandrel  sometimes,  and  choke 
up  the  machine  so  that  we  had  to  get  it  out. 

' '  Q.  189.  In  what  way  did  you  get  out  the  telescoping 
Manks  when  the  machine  was  choked  ? 

"A.  Stopped  the  machine,  and  took  a  pointed  steel  with 
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a  hook  on  and  drew  them  back,  and  some*  :mes  worked  them 
oflf  the  further  end  of  the  mandrel." 

On  re-examination,  he  further  testifies  as  follows : 

'*  Q.  190.  Did  you  ever  have  any  trouble  with  the  machine 
in  choking  after  you  had  made  the  slight  alterations  you 
have  spoken  about,  of  extending  the  mandrel  and  putting 
in  the  springs  ? 

''  A.  Yes,  sir ;  some,  but  it  was  not  near  as  much. 

* '  Q.  191.  What  caused  this  choking,  smce  those  altera- 
tions— ^telescoping,  or  what  ? 

^'  A.  Sometimes  telescoping  and  sometimes  the  blank  not 
being  cut  smooth. 

' '  Q.  192.  In  what  way  did  you  get  out  the  telescoping 
blanks  when  the  machine  was  choked,  after  it  was  altered  ? 

"  A.  By  stopping  the  machine,  and  using  a  sharp-pointed 
hook,  the  same  as  before. 

''Q.  193.  Since  those  alterations  were  made,  have  you 
had  any  trouble  about  putting  the  bead  on  on  account  of 
the  blank  not  going  on  the  mandrel  just  right  in  this  ma- 
chine? 

'*  A.  Yes,  sir ;  when  the  matrix  was  worn  and  the  die  was 
worn,  the  die,  not  cutting  smooth,  will  throw  it  around. 

"  Q.  194.  Would  the  telescoping  of  the  blanks,  after  the 
alterations  were  made  in  this  machine,  also  injure  the  ma- 
chine, and,  if  so,  what  part  ? 

'^A.  The  telescoping  would  produce  the  same  injury  as 
before  when  it  did  telescope." 

Also,  on  further  cross-examination,  he  testified  as  follows : 

"Q.  203.  After  your  machine  was  completed  by  the 
changes  of  1877  and  1878,  did  you  have  any  practical  trouble 
in  forming  the  bead,  or  pushing  the  blank  into  the  mandrel, 
or  from  telescoping,  or  from  waste,  when  the  machine  was 
in  good  running  order  and  in  repair  ? 

' '  A.  No,  sir ;  not  any  practical  trouble. 

And  on  furtiier  examination : 

''Q.  204.  Wasn't  the  telescoping  that  you  have  testified 
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about,  that  occurred  in  this  machine  after  it  was  altered  by 
extending  the  mandrel  and  putting  in  the  springs,  a  practi- 
cal difficulty  ? 

"A.  Yes,  one  of  them. 

"Q.  205.  What  caused  this  practical  difficulty  after  those 
changes  were  made  ? 

"A.  There  was  several.  The  matrix  wearing,  the  dies 
wearing  smooth,  not  holding  the  brass  evenly  upon  the 
mandrel,  and  the  end  of  the  carrier  wearing  so  as  not  to 
force  the  U-shaped  blanks  on  evenly. 

''  Q.  206.  And  those  same  things  caused  the  telescoping 
in  the  machine  before  it  was  altered,  didn't  they  ? 

"A.  Yes ;  and  when  the  die  wasn't  worn  it  would  tele- 
scope." 

The  eflFect  of  this  testimony,  it  is  claimed  by  the  appellee, 
is  that  ''before  the  changes  the  telescoping  took  place  when 
the  machine  was  in  order,  the  defect  residing  in  the^organi- 
zation ;  after  the  changes,  it  would  only  take  place  when 
the  machine  was  out  of  repair."  On  the  other  hand,  it  is 
contended  on  the  part  of  the  appellant,  that,  although  the 
patentee,  on  being  asked  the  question  whether  he  exi)eri- 
mented  from  time  to  time  to  devise  means  to  prevent  the 
difficulty  of  telescoping  which  he  had  exi)erienced,  answered 
in  the  affirmative,  yet  "there  is  nothing  to  show  that  these 
experiments  were  made  prior  to  the  fall  of  1877,  and  he  is 
entirely  silent  as  to  what,  if  any,  they  were,  and  what,  if 
anything,  was  done  by  him  by  way  of  experimentmg.  As 
the  record  stands,  this  machine  was  not  changed  or  altered, 
nor  was  any  experiment  made  with  it  or  on  it,  during  the 
period  of  some  three  years  while  it  made  over  7,000,000 
buckle-levers,  which  were  sold.  Sprague  does  not  intimate 
anywhere  that  he  made  any  experiments  to  overcome  the 
objection  which  he  said  existed  in  the  guiding  of  the  U- 
blanks  upon  the  mandrel,  at  any  time  before  he  added  to 
the  mandrel  an  ordinary  guide  or  rib,  m',  which  was  in 
January  or  February,  1878 ;"  and  that,  ''the  only  testimony 
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as  to  his  intention  of  patenting  the  machine  while  experi- 
menting is  his  answer  to  X-Q.  183,  as  follows :  'X-Int.  183. 
State  whether  or  not  it  was  your  intention,  while  you  were 
experimenting  upon  and  improving  this  last  machine,  to 
obtain  a  patent  when  it  should  be  completed  ?  A.  It  was.'  " 

In  considering  the  evidence  as  to  the  alleged  prior  use  for 
more  than  two  years  of  an  invention,  which,  if  established, 
will  have  the  effect  of  invalidating  the  patent,  and  where 
the  defence  is  met  only  by  the  allegation  that  the  use  was 
not  a  public  use  in  the  sense  of  the  statute,  because  it  was 
for  the  purpose  of  perfecting  an  incomplete  invention  by 
tests  and  experiments,  the  proof  on  the  part  of  the  patentee, 
the  period  covered  by  the  use  having  been  clearly  estab- 
lished, should  be  full,  unequivocal,  and  convincing. 

The  testimony  of  the  patentee  seems  to  be  indefinite  and 
vague.  The  question  whether,  during  the  period  of  his  use 
of  the  machine,  he  was  experimenting  for  its  improvement, 
put  to  him  by  his  counsel,  suggested  its  own  answer,  which 
was  in  the  affirmative,  as  also  that  respecting  his  intention 
during  that  time  to  apply  for  a  patent.  He  gives  no  ac- 
count of  the  dates  of  any  such  experiments,  nor  any  par- 
ticulars respecting  them.  He  does  not  say  whether  more 
than  one  mode  of  overcoming  the  difficulties  experienced 
was  suggested  and  tried,  or  not ;  nor,  if  more  than  one  de- 
vice was  attempted,  what  they  were.  The  statements  are 
meager  and  bald,  and  quite  insufficient  to  satisfy  us  that 
the  problem  of  perfecting  the  machine,  in  -the  particulars 
in  which  it  was  proved  to  be  deficient,  was  one  that  was  ex- 
ercising the  ingenuity  and  inventive  faculty  of  the  patentee 
continuously,  with  the  ever-present  intention,  during  the 
whole  period,  to  make  an  application  for  the  patents  as 
soon  as  he  had  reached  a  satisfactory  solution. 

In  the  present  case,  the  use  of  the  machine  was  appar- 
ently for  the  purpose  of  conducting  an  established  business  ; 
the  machine  itself  was  the  only  one  used  for  the  manufact- 
ure, of  which  the  patentee,  by  a  prior  patent,  already  had 
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a  monopoly.  He  alone  supplied  the  market  with  the  arti- 
cle, and  the  whole  demand  was  satisfactorily  met  by  this 
single  machine.  To  this  extent,  it  operated  successfully. 
That  it  was  capable  of  improvement  need  not  be  denied, 
nor  that,  while  it  was  in  daily  use,  its  owner  and  inventor 
watched  it  with  the  view  of  devising  means  to  meet  and 
overcome  imperfections  in  its  operation ;  but  this  much  can 
be  said  in  every  such  case.  There  are  few  machines,  prob- 
ably, which  are  not  susceptible  of  further  development  and 
improvement,  and  the  ingenuity  of  mechanics  and  invent- 
ors is  commonly  on  the  alert  to  discover  defects  and  invent 
remedies.  The  alterations  made  in  the  machine  in  ques- 
tion, however  useful,  was  not  vital  to  its  organization. 
Without  them  it  could  and  did  work  so  as  to  be  commer- 
cially successful. 

The  impression  made  upon  us  by  the  evidence,  the  con- 
clusion from  which  we  cannot  resist,  is,  that  the  patentee 
unduly  neglected  and  delayed  to  make  his  application  for 
the  patents,  and  deprived  himself  of  his  right  thereto  by  the 
public  use  of  the  machine  in  question,  so  far  as  it  is  em- 
bodied in  the  claims  under  discussion. 

The  proof  falls  far  short  of  establishing  that  the  main  pur- 
IX)se  in  view,  in  the  use  of  the  machine  by  the  patentee, 
prior  to  his  application,  was  to  i)erf ect  its  mechanism  and 
improve  its  operation.  On  the  contrary,  it  seems  to  us  that 
it  shows  that  the  real  purpose  in  the  use  was  to  conduct  the 
business  of  the  manufacture,  the  improvement  and  perfec- 
tion of  the  machine  being  merely  incidental  and  subsidiary. 

The  case  upon  the  proofs  seems  to  us  to  fall  within  the 
principle  of  the  decision  of  this  court  in  Hall  v.  MacNeale, 
107  U.  S.  90  [14  Am.  &  Eng.  291.]  It  was  there  said:  ''It 
is  contended  that  the  safes  were  experimental  and  that  the 
use  was  a  use  for  experiment.  But  we  are  of  opinion  that 
this  was  not  so,  and  that  the  case  falls  within  the  principle 
laid  down  by  this  court  in  CoflSn  v.  Ogden,  18  Wall.  120  [9 
Am.  &  Eng.  125.0    The  invention  was  complete  in  those 
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safes.  It  was  capable  of  producing  the  results  sought  to  be 
accomplished,  though  not  as  thoroughly  as  with  the  use  of 
welded  steel  and  iron  plates.  The  construction  and  arrange- 
ment and  purpose  and  mode  of  operation  and  use  of  the 
bolts  in  the  safes  were  necessarily  known  to  the  workman 
who  put  them  in.  They  were,  it  is  true,  hidden  from  view, 
after  the  safes  were  completed,  and  it  required  a  destruction 
of  the  safes  to  bring  them  into  view.  But  this  was  no  con- 
cealment of  them  or  use  of  them  in  secret.  They  had  no 
more  concealment  than  was  inseparable  from  any  legitimate 
use  of  them.  As  to  the  use  being  experimental,  it  is  not 
shown  that  any  attempt  was  made  to  see  if  the  plates  of  the 
safe  could  be  stripped  oflf,  and  thus  to  prove  whether  or  not 
the  conical  bolts  were  efficient." 

It  follows  that  patent.  No.  228,136,  to  the  extent  of  the 
1st,  2d,  3d,  4th,  and  6th  claims,  and  patent,  No.  231,199,  in 
respect  to  the  2d,  3d,  and  5th  claims,  must  be  held  void  by 
reason  of  a  prior  public  use  of  the  invention  covered  thereby 
for  more  than  two  years  before  the  date  of  the  applica- 
tion. In  resi)ect  to  the  alleged  infringement  of  the  5th  claim 
of  Intent,  No.  228, 136,  and  the  1st  and  4th  claims  of  patent, 
No.  231, 199,  we  agree  with  the  conclusions  of  the  Circuit 
Court  for  the  reasons  stated  in  its  opinion,  which  it  is  not 
necessary  here  to  repeait.  Sprague  v.  Smith  &  Griggs  Mnfg. 
Co.,  12  Fed.  Rep.  721. 

As  we  find  the  decree  of  the  Circuit  Court  to  he  erroneous 
in  respect  to  the  other  claims^  it  must  he  reversed^  and  the 
cause  remanded^  with  instructions  to  take  further  pro- 
ceedings therein^  in  conformity  with  this  opinion;  and  it 
is  so  ordered. 
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Notes  I 

1.  Delay  for  the  Bole  purpose  of  experiment  is  no  abandonment: 
Kendall  v.  Winsor,  21  How.  322  [7  Am,  &  Eng.  1.] 
Agawam  Co.  v.  Jordan,  7  Wall.  583  [8  Am.  &  Eng.  24.] 


Held  not  experimental  use: 

Hall  V.  MacNeale,  107  U.  S.  90  [14  Am.  <fe  Eng.  291.] 
Miller  v.  Force,  116  U.  S.  22  [16  Am.  &  Eng.  193.] 


Public  use  and  experimental  use  distinguished: 

Elizabeth  v.  Pavement  Co.,  97  U.  S.  126  [11  Am.  &  Eng. 

614.] 
Egbert  v.  Lippmann,  104  U.  S.  333  [13  Am.  <fe  Eng.  273.] 
Manning  v.  Cape  Ann  Co.,  108  XT.  S.  462  [14  Am.  &  Eng. 

604.] 


Patents  In  snit  t 

Ko.  228,136.     Sprague,  L.  A.     May  26,  1880.    Machine  for 

making  Buckle-Levers. 

No.  231,199.     Sprague,  L.  A.    August  17,  1880.     Machine 
for  making  Buckle-Levers. 
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Other  Suits  on  Sams  Patent  : 
Sprague  v.  Smith  A  Griggs  Mnfg.  Co.,  1882.     12  Fed.  Rep.  721. 


Cited  I 

In  Text  Books  : 
Walker  on  Pats.  2d  ed.     1889.  pp.  76,  96. 


Oct,  1887.]    SMITH  &o.  MNFG.  00.  V.  SFRAOUE.  967 


268  ANDREWS  w.  HOVEY.  [Sup.  Ct 

SyUabua. 

WILLIAM  D.   ANDREWS  et  al.,  APPELLANTS,  v. 

GEORGE  HOVEY.* 

128  U.  S.  967-270.    Oct.  Term,  18S7. 

[Bk.  31,  L,  ed.  160;  41  O.  G.  1162.] 

Affirming  Ibidy  5  McCrary,  181. 

Argued  October  18,  19,  1887.     Decided  November  14,  1887. 

Particular  patent  construed.    Abandonment.     Consent  and  aUow' 

a7ice  of  inventor.     Statutes  reviewed. 

1.  Reissued  letters  patent,  No.  4,372,  granted  to  Nelson  W.  Green, 

May  9,  1871,  for  Improvements  in  the  Methods  of  construct- 
ing Artesian  Wells,  original  patent,  No.  73,425,  January  14, 
1868,  declared  invalid  on  account  of  public  use  more  than  two 
years  before  the  date  of  filing  the  application  for  the  original 
patent,  the  consent  of  the  inventor  thereto  or  its  absence  being 
immaterial,     (p.  272.) 

2.  Section  7  of  the  Act  of  1839,  construed  in  connection  with  Act 

of  1836,  sections  6,  7  and  15,  provides  that  when  the  purchase 
or  construction  of  the  patented  machine  or  article  took  place 
at  a  time  more  than  two  years  prior  to  the^application,  whether 
with  or  without  the  knowledge,  consent  or  allowance  of  the 
patentee,  the  patent  is  invalid,     (p.  273.) 

3.  The  language  of  section  24  of  the  Act  of  1870,  now  section  4886 

of  the  Revised  Statutes,  is  to  the  same  effect,  and  carries  out 
the  policy  inaugurated  by  the  Act  of  1839,  i.  e.  that  public  use 
or  sale  for  more  than  two  years  prior  to  the  application,  in 
order  to  invalidate  the  patent,  does  not  require  as  an  element, 
the  knowledge,  consent  or  allowance  of  the  applicant,  (p. 
279.) 

4.  If  the  invention  is  in  public  use  or  on  sale  at  a  date  more  than 

two  years  before  the  application  for  a  patent  upon  it,  it  will 
be  conclusive  evidence  of  abandonment  and  the  patent  will  be 
void.     (p.  280.) 

*See  Explanation  of  Notes,  page  IIL 
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[Citations  in  the  opinion  of  the  oonrt :] 

Eames  v.  Andrews,  122  U.  8.  40    [p.  96  anU,'\    p.  272. 

Beedle  v.  Becnett,  122  U.  S.  71     [p.  96  aiUe.]    pp.  272,  274. 

Andrews  v.  Hovey,  5  McCrary,  181.    p.  272. 

Andrews  v.  Carman,  13  Blatch.  307.    p.  273. 

Andrews  «.  Cross,  19  Blatch.  294.    p.  273. 

Egbert  v.  Lippmann,  104  U.  8.  333  [13  Am.  &  Eng.  273.]    p.  274. 

Elizabeth  v.  Pavement  Co.,  97  U.  8.  126  [11  Am.  &  Eng.  514.]    p.  280. 

Appeal  by  plaintiff  from  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  Iowa. 
Reported  below,  5  McCrary,  181. 
The  case  is  fully  stated  in  the  opinion. 

Messrs.  Joseph  C.  Clayton  and  Anihxmy  Q.  Keasbey^ 
for  appellants : 

Cited,  on  the  question  of  dedication  to  the  public,  to  show 
that  consent  or  allowance  was  necessary,  in  order  to  work  a 
forfeiture : 

Pierson  d.  Eagle  Screw  Co.,  3  Story,  402;  Mcdurg  t. 
Kingsland,  1  How.  202  [4  Am.  &  Eng.  382 ;]  Pitts  v.  Hall, 
2  Blatch.  235 ;  American  Hide  &  L.  S.  &  D.  M.  Co.  t^.  Amer- 
ican Tool  &  M.  Co.,  4  Fish.  Pat.  Cas.  286 ;  Russell  &  Irwin 
Mnfg.  Co.  V.  Mallory,  5  Pish.  Pat.  Cas.  632 ;  Jones  v.  Sewall, 
6  Fish.  Pat.  Cas.  343 ;  McMillin  «.  Barclay,  5  Fish.  Pat. 
Cas.  180 ;  Andrews  v.  Carman,  13  Blatch.  307 ;  Andrews 
t).  Cross,  19  Blatch.  294 ;  Elizabeth  v.  Nicholson  Pavement 
Co.,  97  U.  S.  126  [11  Am.  &  Eng.  614 ;]  Consolidated  Fruit 
Jar  Co.  V.  Wright,  94  U.  S.  92  [11  Am.  &  Eng.  46 ;]  Man- 
ning V,  Cape  Ann  I.  &  G.  Co.,  108  U.  S.  462  [14  Am.  &  Eng. 
604 ;]  Ryan  v.  Goodwin,  3  Sumn.  618. 

Messrs,  Jed.  Liake^  M.  W,  Harmony  and  Geo,  ITovey. 
for  appellees : 

If  the  original  patent  was  not  inoperative  or  void,  by 
reason  of  defective  specifications,  there  was  no  law  author- 
izing the  reissue.    If  the  reissue  was  not  authorized  by  the 

terms  of  the  statute,  then  the  Commissioner  of  Patents  ex- 
ceeded his  jurisdiction  and  the  reissue  is  void  for  want  of 

authority  to  issue  it. 
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Giant  Powder  Co.  v.  California  V.  Powder  Co.,  18  Off. 
Gaz.  1339 ;  S.  C.  4  Fed.  Rep.  720 ;  Flower  t).  Rayner,  6  Fed. 
Rep.  793 ;  Russell  v.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng. 
496 ;]  Giant  Powder  Co.  v.  California  Powder  Works,  98  U. 
S.  138  [12  Am.  &  Eng.  201 ;]  Siebert  Cylinder  OU  Cup  Co. 
V.  Harper  Steam  L.  Co.,  4  Fed.  Rep.  328 ;  Putnam  «.  Tink- 
ham.  Id.  411. 

The  original  specifications  are  so  complete  and  full  that 
there  were  no  legal  grounds  on  which  a  reissue  could  be 
asked. 

R.  S.  §  4916 ;  Morey  t.  Lockwood,  8  Wall.  230  [8  Am.  & 
Eng.  78 ;]  Railway  v.  Sayles,  97  U.  S.  663  [12  Am.  &  Eng. 
121 ;]  Searls  v.  Bouton,  12  Fed.  Rep.  626. 

The  scope  of  the  patent  has  been  enlarged,  and  for  that 
reason,  also,  the  reissue  is  invalid. 

Giant  Powder  Co.  v.  California  Powder  Works,  Putnam 
V.  Tinkham,  and  Siebert  Cylinder  Oil  Cup  Co.  v.  Harper 
Steam  L.  Co.,  supra;  Root  v,  E.  N.  Welch  Mnfg.  Co.,  4 
Fed.  Rep.  423 ;  Washburn  &  Moen  Mnfg.  Co.  ©.  Haish,  Id. 
900 ;  Novelty  Paper-Box  Co.  v.  Stapler,  6  Fed.  Rep.  919. 

Authorities  on  the  question  of  prior  use : 

Bedford  v.  Hunt,  1  Mason,  302 ;  Coflln  v.  Ogden,  2  Whit. 
Pat.  Cas.  465  [9  Am.  &  Eng.  125 ;]  MUler  v.  Foree,  9  Fed. 
Rep.  603 ;  Collender  v.  Griffith,  10  Rep.  (Boston)  8 ;  New 
V.  Lawrence,  11  Rep.  (Boston)  45 ;  Reed  v.  Cutter,  1  Story, 
690 ;  McNish  v.  Everson,  2  Fed.  Rep.  899 ;  Olendorf  v.  Eck- 
ler,  2  Fed.  Rep.  670 ;  Blake  v.  San  Francisco,  113  U.  S.  679 
[16  Am.  &  Eng.  636 ;]  Pennsylvania  R.  R.  Co.  t?.  Locomo- 
tive Engine  S.  T.  Co.,  110  U.  S.  490  [16  Am.  &  Eng.  148 ;] 
Brown  v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272 ;]  Roberts 
V.  Ryer,  91  U.  S.  160  [10  Am.  &  Eng.  302  ;]  Sewall^.  Jones, 

91  U.  S.  171  [10  Am.  &  Eng.  336 ;]  Reckendorfer  v.  Faber, 

92  U.  S.  347  [10  Am.  &  Eng.  373 ;]  King  e.  Gallun,  109  U. 
S.  99  [14  Am.  &  Eng.  659 ;]  Zane  v.  Soffe,  110  U.  S.  200  [16 
Am.  &  Eng.  103 ;]  Estey  v.  Burdett,  109  U.  S.  633  [16  Am. 
&  Eng.  32  ;]  Phillips  v.  Detroit,  111  U.  S.  604  [16.  Am.  & 
Eng.  269  ;]  Mahn  v.  Harwood,  112  U.  S.  364  [16  Am.  &  Eng. 
322 ;]  Miller  v.  Foree,  116  U.  S.  22  [16  Am.  &  Eng.  193.] 
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These  cases  show  conclusively  that  the  courts  hold  in 
every  Instance  where  prior  use  is  proved,  that  it  is  a  suc- 
cessful and  meritorious  defence. 

Shaw  V.  Cooper,  1  Whit.  Pat.  Cas.  173  [4  Am.  &  Eng.  286.] 

Where  public  use  is  known,  or  might  be  known  to  the 
inventor,  knowledge  of  its  use  and  acquiescence  is  pre- 
sumed. 

Sisson  V.  Gilbert,  5  Fish.  Pat  Cas.  109 ;  Egbert  v.  lipp- 
mann,  14  Off.  Qtaz.  822 ;  Edgarton  v.  Furst  &  Bradley  Mnf g. 
Co.,  9  Fed.  Rep.  450;  Henry  v.  FrancestownSoapstoneCo., 
2  Fed.  Rep.  78 ;  Perkins  v.  Nashua  Card  &  Q.  P.  Co.,  Id. 
451 ;  Manning  v.  Cape  Ann  I.  &  G.  Co.,  9  Rep.  (Boston) 
337 ;  Kells  v.  McKenzie,  9  Fed.  Rep.  284 ;  Henry  z.  Frances- 
town  Soapstone  Co.,  9  Rep.  (Boston)  706;  Campbell  v. 
Mayor  of  N.  Y.,  9  Fed.  Rep.  600;  MiUer  v.  Smith,  5  Fed. 
Rep.  359. 

In  Elizabeth  v.  Nicholson  Pavement  Co.,  97  U.  S.  134  [11 
Am.  &  Eng.  614,]  this  court  said  '^  An  abandonment  of  an 
invention  to  the  public  may  be  evidenced  by  the  conduct  of 
the  inventor  at  any  time  within  the  two  years  named  in  the 
law. 

Egbert  v.  lippmann,  104  U.  S.  333  [13  Am.  &  Eng.  273;] 
Consolidated  Fruit  Jar  Co.  v.  Wright,  94  U.  S.  92  [11  Am. 
&  Eng.  46.] 

An  abandonment  of  a  perfected  invention,  no  matter  for 
what  reason,  cannot  be  recalled. 

Melius  V.  Silsbee,  4  Mason,  108;  Pennock  v.  Dialogue,  2 
Pet.  1  [4  Am.  &  Eng.  217;]  Jones  v.  Sewall,  3  Cliflf.  563;  Bell 
V.  Daniels,  1  Bond,  212;  Rowley  v.  Mason,  Am.  L.  R.  106. 

Acquiescence  in  a  public  use  is  an  abandonment. 

Whittemore  v.  Cutter,  1  QsH.  478;  Savary  v.  Lauth,  1 
lilacAr.  Pat.  Cas.  691;  Kendall  v.  Wiusor,  21  How.  322  [7 
Am.  &  Eng.  1;]  Babcock  v.  Degener,  1  MacAr.  Pat.  Cas. 
607;  Rich  v.  lippincott,  2  Fish.  Pat.  Cas.  1 ;  Hayden  v.  Suf- 
folk Mnfg.  Co.,  4  Fish.  Pat.  Cas.  86. 
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Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court : 

Tliis  is  a  suit  in  equity  brought  by  the  appellants  for  the 
infringement  of  reissued  letters  patent,  No.  4,372,  granted  to 
Nelson  W.  Green,  one  of  the  appellants.  May  9,  1871,  for 
an  '^  improvement  in  the  methods  of  constructing  artesian 
wells,"  the  original  patent,  No.  73,425,  having  been  granted 
to  said  Green,  as  inventor,  January  14, 1868,  on  an  applica- 
tion filed  March  17,  1866. 

This  patent  was  before  this  Court  in  the  cases  of  Eames  t). 
Andrews  and  Beedle  n.  Bennett,  at  October  Term,  1886,  re- 
ported in  122  U.  S.  40  [p.  98  a7vte\  and  71  [p.  142  arde.'l  In 
tliose  cases,  this  Court  sustained  the  validity  of  the  reissued 
patent  and  affirmed  the  decrees  of  the  Circuit  Courts.  In  the 
present  case,  the  decree  of  the  Circuit  Court  was  against  the 
validity  of  the  patent,  and  the  bill  was  dismissed.  (5  Mc- 
Crary,  181.)    From  that  decree  the  plaintiffs  have  appealed. 

The  patent  is  familiarly  known  as  the  ''driven  well"  pat- 
ent. The  specifications  and  drawings  of  the  original  and  re- 
issued patents  are  set  forth  in  the  opinion  of  this  Court  in 
Eames  v.  Andrews.  Numerous  defences  are  set  up  in  the 
answer  in  the  present  case,  and  voluminous  proofs  have  been 
taken  in  resi)ect  to  those  defences ;  but  it  is  necessary  to  con- 
sider only  one  of  them,  which,  in  our  view,  is  fatal  to  the 
validity  of  the  patent,  and  that  is,  that  the  invention  was 
used  in  public,  at  Cortland,  in  the  State  of  New  York,  by 
others  than  Green,  more  than  two  years  before  the  applica- 
tion for  the  patent. 

The  brief  of  the  appellants  concedes  that  it  is  shown  in 
this  case  that  other  persons  than  Green  put  the  invention 
into  public  use  more  than  two  years  before  his  application 
was  filed.  It  is  contended  for  the  appellants  that  this  was 
done  without  his  knowledge,  consent  or  allowance.  The 
appellee  contends  that  such  knowledge,  consent  or  allow- 
ance was  not  necessary  in  order  to  invalidate  the  patent, 
while  the  appellants  contend  that  it  was  necessary.    The 

193  U.  S.  268. 
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whole  question  depends  upon  the  proper  construction  of 
section  7  of  the  Act  of  March  3,  1839,  (5  Stat.  364,)  inter- 
preted  in  connection  with  sections  6,  7,  and  15  of  the  Act  of 
July  4,  1836  (6  Stat.  119,  123.) 

A  list  of  the  various  cases  decided  in  the  Circtut  Courts, 
brought  on  the  reissued  ^'driven  well"  patent,  is  given  in 
the  case  of  Eames  v.  Andrews,  at  page  47  [p.  112  ante.^  In 
none  of  those  cases,  except  the  present  one  and  those  heard 
at  the  same  time  with  it,  did  the  question  thus  presented  arise. 
In  Andrews  v.  Carman  (13  Blatch.  307,  324,)  the  question  in- 
volved and  considered  by  the  Court  was  that  of  a  dedication 
and  abandonment  to  the  public  of  his  invention  by  Green 
prior  to  his  application,  founded  upon  acts  done  by  him.  The 
conclusion  of  the  Court  was,  that  there  was  no  evidence  of 
any  use  or  sale  of  the  invention  by  Green  prior  to  his  appli- 
cation for  a  patent,  nor  any  direct  proof  of  knowledge  on 
his  part  of  any  use  or  sale  of  the  invention  by  others  within 
two  years  prior  to  his  application,  nor  sufficient  evidence 
from  which  to  properly  infer  that  he  had  such  knowledge. 
The  question  of  the  use  of  his  invention  by  others  more 
than  two  years  prior  to  his  application  does  not  appear  to 
have  been  raised. 

Nor  was  it  raised  in  Andrews  z.  Cross  (19  Blatch.  294.) 
One  of  the  defences  set  up  in  the  answer  in  that  case  was 
'*  that  the  claim  of  Green  as  inventor  was  barred  because  the 
improvement  was  in  use  more  than  two  years  prior  to  the 
granting  of  his  patent,"  and,  as  was  said  in  the  opinion  in 
that  case,  there  was  ' '  no  allegation  that  the  invention  was 
in  public  use  in  the  United  States  for  more  than  two  years 
before  Green  applied  for  his  original  patent,  or  that  any  use 
was  with  his  consent  or  allowance,  or  that  he  abandoned  the 
invention  to  the  public  in  fact,  or  otherwise  than  inferenti- 
ally,  from  the  fact  alleged  that  it  was  in  use  for  more  than 
two  years  before  his  original  patent  was  granted."  The 
conclusion  of  the  Circuit  Court  in  Andrews  v.  Cross  was, 
that  no  abandonment  or  dedication  of  the  invention  to  the 

1X8  Cr.  S.  968-X69. 
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public  by  Green  was  shown ;  and  that  there  was  no  evidence 
of  any  use  or  sale  of  the  invention  by  Green  before  his  ap- 
plication, and  no  sufficient  evidence  from  which  to  conclude 
that  any  use  of  any  driven  well  by  others  before  his  appli- 
cation was  consented  to  or  allowed  by  him.  The  use  by 
others  thus  referred  to  was,  as  in  Andrews  v.  Carman,  a  use 
within  two  years  prior  to  the  application. 

The  point  was  not  presented  in  Eames  v.  Andrews  or  in 
Beedle  v.  Bennett,  and  in  the  opinion  in  the  latter  case,  it 
was  said  p.  77  [p.  153  ante] :  ''There  is  no  evidence  in  the 
record  of  any  use  or  sale  of  the  invention  by  Green  before 
his  application  for  a  patent,  and  no  evidence  from  which 
to  conclude  that  any  use  of  any  driven  well  by  others  be- 
fore his  application  was  consented  to  or  allowed  by  him, 
except  in  the  instances  mentioned  at  Cortland,  which  were 
merely  experimental  tests,  made  by  himself.  Much  less  is 
there  any  evidence  to  show  that  there  was  any  use  of  the 
invention  by  others  for  more  than  two  years  prior  to  his 
application." 

The  question  involved  has  never  been  decided  by  this 
Court.  In  Egbert  v.  lippmann,  104  U.  S.  333  [13  Am.  & 
Eng.  273;]  it  was  said:  ''Since  the  passage  of  the  Act  of 
1839,  it  has  been  strenuously  contended  that  the  public  use 
of  an  invention  for  more  than  two  years  before  such  appli- 
cation, even  without  his ' '  the  inventor' s  ' '  consent  and  allow- 
ance, renders  the  letters  patent  therefor  void.  It  is  unnec- 
essary in  this  case  to  decide  this  question,  for  the  allied 
use  of  the  invention  covered  by  the  letters  patent  to  Barnes 
is  conceded  to  have  been  with  his  express  consent."  In 
that  case,  the  Circuit  Court  had,  in  Egbert  v.  Lippmann, 
(15  Blatch.  295,)  held  that  the  effect  of  the  Act  of  1839  was 
to  require  that  the  inventor  should  not  permit  his  invention 
to  be  used  in  public  at  a  period  earlier  than  two  years  prior 
to  his  application  for  a  patent,  under  the  penalty  of  having 
his  patent  rendered  void  by  such  use ;  and  that  consent  and 
allowance  by  the  inventor  were  not  necessary  to  such  inva- 

1»8  U.  8.  S69-S70. 
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lidity.  The  Circuit  Court  said,  that  the  policy  introduced 
by  the  Act  of  18S9,  and  continued'  by  sections  24  and  61  of 
the  Act  of  July  8th,  1870  (16  Stat.  201,  206,)  now  sections 
4886  and  4920  of  the  Revised  Statutes,  was,  ''That  the  in- 
ventor must  apply  for  his  patent  within  two  years  after  his 
invention  is  in  such  a  condition  that  he  can  apply  for  a  pat- 
ent for  it,  and  that,  if  he  does  not  apply  within  such  time, 
but  applies  after  the  expiration  of  such  time  and  obtains  a 
I)atent,  and  it  appears  that  his  invention  was  in  public  use 
at  a  time  more  than  two  years  earlier  than  the  date  of  his 
application,  his  patent  will  be  void,  even  though  such  public 
use  was  without  his  knowledge,  consent,  or  allowance,  and 
even  though  he  was  in  fact  the  original  and  first  inventor  of 
the  thing  x>atented  and  so  in  public  use.'-  The  Circuit 
Court,  in  that  case,  appears  to  have  decided  the  question  on 
the  view  that  the  defence  set  up  in  the  answer  was  that  the 
invention  had  been  known  and  in  use  in  the  United  States 
more  than  two  years  before  the  application,  and  that  there 
was  no  issue  as  to  whether  the  public  use  for  more  than  two 
years  was  with  the  consent  or  allowance  of  the  patentee ; 
but  this  Court  decided  the  case  on  the  question  of  the  con- 
sent of  the  jmtentee  to  the  use  for  more  than  [two]  years  be- 
fore the  application. 

The  original  patent  in  the  present  case,  having  been  ap- 
plied for  and  issued  prior  to  the  jyassage  of  the  Act  of  1870, 
is  to  be  governed  by  the  provisions  of  the  Acts  of  1836  and 
1889.  Section  6  of  the  Act  of  1836  provided  for  the  issuing 
of  a  patent  to  an  inventor  for  an  invention  not  known  or 
used  by  others  before  his  discovery  or  invention  thereof, 
' '  and  not,  at  the  time  of  his  application  for  a  patent,  in 
public  use  or  on  sale,  with  his  consent  or  allowance,  as  the 
inventor  or  discoverer."  Section  7  of  the  same  Act  pro- 
vided for  the  issuing  of  a  patent  if,  on  examination,  it 
should  not  appear  to  the  commissioner  that  the  invention 
had  been  made  by  any  other  person  in  this  country  prior  to 
its  being  made  by  the  applicant,  or  that  it  had  been  pat- 
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ented  or  described  in  any  printed  publication  in  this  or  any 
foreign  country,  "or  had  been  in  public  use  or  on  sale 
with  the  applic£^nt's  consent  or  allowance  prior  to  the  appli- 
cation." Section  15  of  the  same  Act  provided  that  the  de- 
fendant, in  an  action  for  the  infringement  of  a  patent,  might 
show,  among  other  things,  that  the  thing  patented  ''had 
been  in  public  use,  or  on  sale,  with  the  consent  and  allow- 
ance of  the  patentee,  before  his  application  for  a  patent ; " 
and  that,  if  that  was  shown,  judgment  should  be  rendered 
for  the  defendant. 

The  seventh  section  of  the  Act  of  1839  was  in  these  words : 
' '  That  every  person  or  corporation  who  has,  or  shall  have, 
purchased  or  constructed  any  newly-invented  machine, 
manufacture,  or  composition  of  matter,  prior  to  the  appli- 
cation of  the  inventor  or  discoverer  for  a  patent,  shall  be 
held  to  possess  the  right  to  use,  and  vend  to  others  to  be 
used,  the  specific  machine,  manufacture,  or  composition  of 
matter  so  made  or  purchased,  without  liability  therefor  to 
the  inventor,  or  any  other  person  interested  in  said  inven- 
tion ;  and  no  patent  shall  be  held  to  be  invalid  by  reason  of 
such  purchase,  sale,  or  use  prior  to  the  application  for  a  pat- 
ent as  aforesaid,  except  on  proof  of  abandonment  of  such 
invention  to  the  public ;  or  that  such  purchase,  sale,  or 
prior  use  has  been  for  more  than  two  years  prior  to  such  ap- 
plication for  a  patent." 

The  Act  of  July  8,  1870,  i-epealed  the  Act  of  1839,  but 
provided  (section  111)  that  such  repeal  should  not  affect, 
impair,  or  take  away  any  right  existing  under  the  Act  of 
1839.  Section  24  of  the  Act  of  1870,  now  embodied  in  sec- 
tion 4886  of  the  Revised  Statutes,  was  in  these  words: 
"  That  any  person  who  has  invented  or  discovered  any  new 
and  useful  art,  machine,  manufacture,  or  composition  of 
matter,  or  any  new  and  useful  improvement  thereof,  not 
known  or  used  by  others  in  this  country,  and  not  patented, 
or  described  in  any  printed  publication  in  this  or  any  foreign 
country,  before  his  invention  or  discovery  thereof,  and  not 
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in  public  use  or  on  sale  for  more  than  two  yearig  prior  to  his 
application,  unless  the  same  is  proved  to  have  been  aban- 
doned, may,  ujwn  payment  of  the  duty  required  by  law, 
and  other  due  proceedings  had,  obtain  a  patent  therefor." 

Section  37  of  the  Act  of  1870,  now  embodied  in  section 
4899  of  the  Revised  Statutes,  provided  as  follows :  "Thp^t 
every  person  who  may  have  purchased  of  the  inventor,  or 
with  his  knowledge  and  consent  may  have  constructed  any 
newly-invented  or  discovered  machine,  or  other  i>atentable 
article,  prior  to  the  application  by  the  inventor  or  discoverer 
for  a  patent,  or  sold  or  used  one  so  constructed,  shall  have 
the  right  to  use,  and  vend  to  others  to  be  used,  the  si)ecific 
thing  so  made  or  purchased,  without  liability  therefor." 

In  section  61  of  the  Act  of  1870  it  was  enacted,  that,  in 
any  action  for  infringement,  the  defendant  might  prove  on 
the  trial,  as  a  defence,  among  other  things,  that  the  thing 
I>atented  ''  had  been  in  public  use  or  on  sale  in  this  country, 
for  more  than  two  years  before  his  application  for  a  patent, 
or  had  been  abandoned  to  the  public,"  and  that,  if  such 
sx)ecial  matter  alleged  should  be  found  for  the  defendant, 
judgment  should  be  rendered  for  him.  This  provision  is 
now  found  in  section  4920  of  the  Revised  Statutes. 

It  is  very  plain,  that,  under  the  Act  of  1836,  if  the  thing 
patented  had  been  in  public  use  or  on  sale  with  the  consent 
or  allowance  of  the  applicant  for  any  time,  however  short, 
prior  to  his  application,  the  patent  issued  to  him  was  in- 
valid. Then  came  section  7  of  the  Act  of  1839,  which  was 
intended  as  an  amelioration  in  favor  of  the  inventor,  in  this 
resi)ect,  of  the  strict  provisions  of  the  Act  of  1836.  The  first 
clause  of  that  section  provides  for  the  protection  of  a  person 
who,  prior  to  the  application  for  the  patent,  purchases  or 
constructs  a  specific  machine  or  article,  and  declares  that 
he  may  use  and  sell  such  specific  machine  or  article  after 
the  patent  is  issued,  without  liability  to  the  patentee.  The 
section  does  not  require,  in  order  to  this  protection,  that  the 
purchase  or  construction  shall  have  been  with  the  consent 
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or  allowance  of  the  person  who  afterwards  obtains  the  pat- 
ent and  seeks  to  enforce  it  against  such  purchaser  or  con- 
structor. The  words  '*  consent  or  allowance  "  are  not  found 
in  the  provision.  The  only  requirement  is,  that  the  spe- 
cific machine  or  article  shall  have  been  purchased  or  con- 
structed at  some  time  prior  to  the  application  for  a  patent. 
The  second  clause  of  the  section  then  passes  to  consider 
the  effect  upon  the  validity  of  the  patent  ''of  such  pur- 
chase, sale,  or  use  prior  to  the  application "  for  the  pat- 
ent, and  declares  that  ''no  i)atent  shall  be  held  to  be  in- 
valid by  reason  of  such  purchase,  sale,  or  use  prior  to  the 
application  for  a  patent,  as .  aforesaid,  except  on  proof  of 
abandonment  of  such  invention  to  the  public,  or  that  such 
purchase,  sale,  or  prior  use  has  been  for  more  than  two 
years  prior  to  sUch  application  for  a  patent."  The  expres- 
sion "  such  purchase  "  clearly  means  the  purchase  from  any 
person,  and  not  merely  from  the  person  who  becomes  the 
patentee  of  the  machine  or  article.  The  expression  ''such 
sale  or  use ' '  clearly  refers  to  the  use  or  sale  by  the  i)erson 
who  has  purchased  or  constructed  the  machine  or  article, 
the  right  to  use  and  sell  which  is  given  1  o  him  by  the  first 
part  of  the  section.  That  right  is  given  to  a  person  who 
has  constructed  the  machine  or  article,  as  well  as  to  one 
who  has  purchased  it;  and  the  plain  declaration  of  the 
second  part  of  the  section  is,  that,  where  the  purchase  or 
construction  of  the  machine  or  article  took  place  more  than 
two  years  prior  to  the  application  for  the  patent,  or  where 
the  use  or  sale  by  the  person  who  so  purchased  or  con- 
structed the  machine  or  article  took  place  at  a  time  more 
than  two  years  prior  to  the  application,  the  patent  becomes 
invalid.  It  is  not  possible  in  any  other  way  to  give  full 
eflfect  to  the  word  "constructed,"  in  the  first  part  of  the 
section.  The  word  "purchased"  and  the  word  "con- 
stnicted  "  are  used  in  the  same  connection,  and  in  connec- 
tion with  the  words  "  so  made  or  purchased,"  which  occur 
afterwards ;  and  the  word  "  purchased"  cannot  be  limited 
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to  a  purchase  from  the  applicant  for  the  patent,  nor  can  the 
,  word  '* constructed"  be  limited  to  a  construction  with  the 

\  consent  and  allowance  of  such  applicant,  without  interpo- 

j  lating  into  the  statute  the  words  "consent  or  allowance." 

f  We  can  find  no  warrant  for  doing  this.    The  evident  pur- 

pose of  the  section  was  to  fix  a  period  of  limitation  which 
should  be  certain,  and  require  only  a  calculation  of  time, 
and  should  not  depend  upon  the  uncertain  question  of 
whether  the  applicant  had  consented  to  or  allowed  the  sale 
or  use.  Its  object  was  to  require  the  inventor  to  see  to  it 
that  he  filed  his  application  within  two  years  from  the  com- 
pletion of  his  invention,  so  as  to  cut  off  all  question  of  the 
defeat  of  his  patent  by  a  use  or  sale  of  it  by  others  more 
than  two  years  prior  to  his  application,  and  thus  leave  open 
only  the  question  of  priority  of  invention.  The  evident  in- 
tention of  Congress  was  to  take  away  the  right  (which  ex- 
isted under  the  Act  of  1836)  to  obtain  a  patent  after  an  in- 
vention had  for  a  long  period  of  time  been  in  public  use 
without  the  consent  or  allowance  of  the  inventor ;  it  limited 
that  period  to  two  years,  whether  the  inventor  had  or  had 
not  consented  to  or  allowed  the  public  use.  The  right  of 
an  inventor  to  obtain  a  patent  was  in  this  resi)ect  narrowed, 
and  the  rights  of  the  public  as  against  him  were  enlarged, 
by  the  Act  of  1839.  The  language  of  section  24  of  the  Act 
of  1870,  now  section  4886  of  the  Revised  Statutes,  is  to  the 
same  effect,  and  carries  out  the  i)olicy  inaugurated  by  the 
Act  of  1839.  It  allows  a  patent  to  be  granted  only  for  an 
invention  which  was  not  in  public  use  or  on  sale  for  more 
than  two  years  prior  to  the  application  for  the  patent,  sub-  ^ 
ject  to  the  defence  of  abandonment  within  such  two  years, 
which  is  also  the  requirement  of  section  61  of  the  same  Act; 
while  section  37  of  that  Act  requires  that  a  person,  in  order 
to  have  the  right  to  use  and  sell,  without  liability,  a  specific 
thing  made  or  purchased  prior  to  the  application  for  the 
patent,  shall  have  purchased  it  of  the  inventor  or  con- 
structed it  with  his  knowledge  and  consent. 
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In  view  of  the  fact  that  section  37  of  the  Act  of  1870  re- 
enacts  the  first  part  of  section  7  of  the  Act  of  1839,  with  the 
addition,  ex  induBtria^  of  the  requirement,  in  order  to  con- 
fer the  right  to  use  the  specific  thing  in  question,  that  the 
purchase  of  it  should  have  been  from  the  inventor  or  the 
construction  of  it  should  have  been  with  his  knowledge  and 
consent,  and  of  the  further  fact  that  section  24  of  the  Act  of 
1870  re-enacts  the  second  part  of  section  7  of  the  Act  of 
1839,  and  does  not  contain  a  requirement  that  the  public 
use  or  sale  for  more  than  two  years  prior  to  the  application 
shall  have  been  with  the  consent  or  allowance  of  the  pat- 
entee, in  order  to  invalidate  the  patent,  it  may  fairly  be 
said,  that  it  was  the  view  of  Congress,  that  section  7  of  the 
Act  of  1839  did  not  require,  as  an  element,  the  knowledge, 
consent  or  allowance  of  the  applicant. 

Views  are  to  be  found  in  decisions  of  Circuit  Courts,  not 
in  harmony  with  the  construction  we  have  thus  put  upon 
section  7  of  the  Act  of  1839.  That  construction  was  upheld 
in  the  very  full  opinion  given  by  Judge  Love,  one  of  the 
Judges  who  sat  in  the  present  case  in  the  Circuit  Court.  (5 
McCrary,  204.)  It  was  indicated  as  the  proi)er  construction 
in  the  opinion  of  this  Court  in  Elizabeth  v.  Pavement  Co., 
97  U.  S.  126  [11  Am.  &  Eng.  514,]  which  was  the  case  of 
a  patent  issued  under  the  Act  of  1839,  and  where  this  Court, 
si)eaking  by  Mr.  Justice  Bradley,  said,  in  regard  to  that 
Act :  ' '  An  abandonment  of  an  invention  to  the  public  may 
be  evinced  by  the  conduct  of  the  inventor  at  any  time,  even 
within  the  two  years  named  in  the  law.  The  effect  of  the 
law  is,  that  no  such  consequence  will  necessarily  follow 
from  the  invention  being  in  public  use  or  on  sale,  with  the 
inventor's  consent  and  allowance,  at  any  time  within  two 
years  before  his  application ;  but  that,  if  the  invention  is  in 
public  use  or  on  sale  prior  to  that  time,  it  will  be  conclusive 
evidence  of  abandonment,  and  the  patent  wiU  be  void." 

The  decree  of  the  Circuit  Court  is  affirmed. 
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Syllabus. 

SIEMENS'  ADMINISTRATOR  v.  SELLERS,  also  caUed 
GUARANTEE  INSURANCE,  TRUST  AND  SAFE  DE- 
POSIT  COMPANY,  Administrator  of  Charles  Wil- 
liam Siemens  et  al.,  APPELLANTS,  v.  WILLIAM 
SELLERS  ET  ai,.* 

128  U.  8. 276-288.    Oct.  Term,  1887. 

[Bk.  31,  L.  ed.  153 ;  41  O.  G.  1165.] 

Affirming  Siemens  v.  Sellers,  16  Fed.  Rep.  856  ;  23  O.  G.  2234. 

Argued  October  17,  1887.     Decided  November  14,  1887. 

Term  of  particular  patent  limited  by  term  of  prior  foreign  patent. 

Statutes  reviewed, 

1.  Reissued  letters  patent,  No.  3,265,  granted  Charles  W.  and 
>  Frederick  Siemens,  January  12,  1869,  for  an  Improved  Regen- 
erator-Furnace, (original  No.  41,788,  March  1,  1864,)  declared 
to  have  expired  July  19,  1878,  by  the  expiration  of  patent 
granted  by  Great  Britain,  upon  the  same  invention,  No.  167, 
dated  January  22,  1861,  and  sealed  July  19,  1861.     (p.  327.) 

2.  Where,  on  comparison  of  an  American  with  an  English  patent, 

they  described  the  same  thing  in  all  essential  particulars,  the 
English  specification  being  more  detailed,  and  its  drawings 
more  minute  and  full,  and  having  but  one  claim,  sufficient,  un- 
der the  English  system,  to  entitle  patentees  to  their  entire  in- 
vention, and  at  least  as  broad  and  comprehensive  as  all  four 
of  the  American  patent  claims,  and  the  American  patent  con- 
tained improvements  not  exhibited  in  the  English  patent,  they 
were  held  identical  within  the  purview  of  Acts  1861,  sec.  16, 
and  1839,  sec.  6,  limiting  the  term  of  a  domestic  patent  to  that 
of  the  prior  foreign  patent  of  the  same  invention,     (p.  329.) 

3.  A  patent  cannot  be  exempt  from  the  operation  of  the  law  limit- 

ing its  term  in  case  of  a  previous  foreign  patent  upon  the  same 
invention,  by  adding  some  new  improvements  to  the  invention 
and  cannot  be  construed  as  running  partly  from  one  date  and 
partly  from  another,     (p.  330.) 

4.  The  condition,  imposed  by  the  Act  of  1839  (sec.  6,)  that  the 

*  See  Explanation  of  Notes,  page  III. 
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term  of  a  patent  for  an  invention,  which  has  been  patented  in 
a  foreign  country,  shall  commence  to  run  from  the  time  of 
publication  of  the  foreign  patent,  was  not  repealed  or  abro- 
gated by  the  Act  of  1861  (sec.  16  ;)  and  the  term  of  an  Ameri- 
ean  patent  is  limited  to  run  from  the  date  (or  sealing  which  is 
equivalent  to  the  publication)  of  the  English  patent,  (p.  332.) 
5.  The  Act  of  1861,  sec.  16,  was  only  intended  to  change  the 
length  of  the  term  during  which  patent  should  be  in  force, 
and  not  the  point  of  the  conmiencement.  The  latter  continued 
as  before,  ''  the  date  of  issue ''  as  defined  by  the  previous  laws, 
referring  to  the  issue  of  the  United  States  patent  itself  when 
no  foreign  patent  had  been  previously  obtained,  or  to  that  of 
the  latter  when  such  patent  had  been  obtained,     (p.  332.) 

[Citations  in  the  opinion  of  the  court :] 

De  Florez  v,  Reynolds,  17  Blatch.  436.    p.  333. 
De  Florez  v.  Reynolds,  8  Fed.  Rep.  434.    p.  333. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Pennsylvania. 

The  facts  are  stkted  by  the  court. 

The  drawings  and  speciiications  of  Siemens'  United  States 
and  English  letters  patent,  are  as  follows : 


CHARLES  WILLIAM   SIEMENS   AND    FREDERICK 
SIEMENS,  OP  WESTMINSTER,  ENGLAND. 

Letters  Patent,  No.  41,788,  dated  March   1,  1864  ;    Reissue    No. 

3^266^  dated  January  12,  1869. 

Improved   Regenerator-Furnace  for  Metallurgists 

AND  Others. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  aXL  persons  to  whom  these  presents  shall  come : 

Be  it  known  that  we,  Charles  William  Siemens  and  Fred- 
erick Siemens,  residents  of  Great  George  street,  Westmin- 
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ster,  in  or  near  the  city  of  London,  of  the  kingdom  of  Great 
Britain,  have  made  a  new  and  useful  invention,  having 
reference  to  Furnaces  of  various  kinds ;  and  we  do  hereby 
declare  the  same  to  be  fully  described  in  the  following  speci- 
fication, and  represented  in  the  accompanying  drawings,  of 
which — 

Figure  1  is  a  top  view. 

Fig.  2,  a  longitudinal  section. 

Fig.  3,  a  transverse  section. 

Fig.  4,  a  rear  elevation  ;  and 

Fig.  5,  a  front  elevation  of  a  puddling-fumace,  with  our 
said  invention  applied  to  it. 

Fig.  6  is  a  longitudinal  section,  taken  through  the  air- 
valves  and  passages  of  the  two  outermost  or  air-regenera- 
tors, to  be  hereinafter  described. 

Fig.  7  is  a  transverse  section,  taken  through  one  of  the 
outermost  regenerators. 

The  object  of  our  invention  is  not  only  to  economize  heat, 
or  to  save  and  utilize  much  of  it  that  is  generally  wasted  by 
being  allowed  to  escape  into  and  through  the  chimney  of  a 
furnace,  but  to  produce  heat  by  the  combustion  of  gases 
and  atmospheric  air,  in  mixture,  the  gases  being  derived 
from  coal  or  other  fuel  by  a  furnace  such  as  we  shall  here- 
inafter explain,  or  by  any  other  suitable  means  or  appa- 
ratus. 

In  carrying  out  our  invention  in  its  application  to  a  fur- 
nace for  puddling  iron,  or  for  any  other  purpose,  where  the 
furnace  is  to  be  heated  to  a  high  degree,  we  anunge  four  of 
what  we  term  the  ''regenerators,"  below  the  level  of  the 
bed  of  the  furnace,  and  where  all  or  any  of  them  may  be 
placed  immediately  underneath  the  furnace,  we  form  un- 
derneath the  latter  a  space  for  the  circulation  of  cold  air, 
the  top  of  the  regenerator  or  regenerators  which  may  be  im- 
mediately underneath  such  space  being  duly  covered. 

Passages  lead  from  the  upper  part  of  two  of  these  regen- 
erators into  the  furnace,  or  into  a  channel  or  passage  com- 
municating with  one  end  thereof.     Similar  passages  lead 
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from  the  two  remaining  regenerators,  and  in  a  similar  man- 
ner communicate  with  the  opposite  end  of  the  furnace. 

The  lower  parts  of  the  four  regenerators  have  passages 
leading  into  them  respectively.  To  one  of  the  regenerators 
of  each  pair,  at  either  end  of  the  furnace,  the  passage  lead- 
ing into  its-  lower  part  is  to  open  into  the  atmosphere,  so  as 
to  supply  the  regenerater  with  atmospheric  air.  The  pas- 
sage leading  into  the  lower  part  of  the  other  regenerator  of  the 
pair  is  a  gas-conduit  for  supplying  its  regenerator  with  gas. 

The  several  i)assages  communicate  with  a  flue  or  chimney, 
and  have  valves  and  reversing-dami)ers,  by  means  of  which 
currents  of  air  and  combustible  gas  or  gases  may  be  directed 
through  the  furnace  and  the  whole  system  of  regenerators 
in  the  following  manner : 

A  current  of  air  is  to  be  caused  to  flow  into  the  lower 
part,  and  up  through  one  of  the  regenerators  of  one  of  the 
two  pairs  of  them.  At  the  same  time  a  current  of  gas  is  to 
be  made  to  flow  into  the  lower  part  of  the  other  regenerator 
of  such  pair.  After  ascending  through  their  regenerators, 
or  between  the  bricks  of  the  mass  of  loosely-piled  brick- 
work, or  other  refractory  material  making  part  of  such  re- 
generator, the  said  aerial  and  gaseous  currents  unite  and 
flow  into  the  furnace  where  they  are  to  be  fired. 

The  heated  volatile  products,  or  spent  gases,  resulting 
from  the  combustion  of  the  said  currents  of  air  and  gas  will 
flow  out  of  the  furnace,  and  into  and  down  through  the  two 
remaining  regenerators,  and  after  circulating  through  the 
masses  of  brick-work  or  refractory  material  of  which  such 
regenerators  are  composed  in  part,  the  said  si)ent  products 
will  be  directed  into  and  will  escai)e  by  the  chimney. 

When  the  last  two  regenerators  may  have  been  sufficiently 
heated,  the  direction  of  the  aerial  and  gaseous  currents  is 
to  be  reversed  ;  that  is  to  say,  the  currents  of  air  and  gas 
are  to  be  caused  to  enter  the  two  last-mentioned  regenera- 
tors separately  ;  that  is  to  say,  air  is  to  pass  into  one,  and 
gas  into  the  other. 

In  ascending  through  the  regenerators,  the  air  and  gas 
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will  be  heated,  or  will  absorb  from  the  masses  of  brick- 
work much  of  the  heat  previously  imparted  to  them,  after 
which  the  two  currents  will  unite  and  flow  into  the  furnace, 
and  there  will  be  inflamed,  and  will  produce  a  flame  of  very 
great  intensity  or  heat.  The  spent  products  of  combustion 
will  flow  out  of  the  furnace,  and  thence  down  through  the 
remaining  two  regenerators,  and  after  imparting  their  heat 
to  them,  or  having  it  more  or  less  abstracted  by  them,  will 
be  directed  into  and  caused  to  escape  by  the  chimney.  The 
supplying  aerial  and  gaseous  currents  are  thus  to  be  thrown 
through  the  pairs  of  regenerators  alternately,  their  combus- 
tible products  escaping  through  the  discharging  pair,  and 
serving  to  heat  them,  while  they,  in  turn,  serve  to  heat  the 
aerial  and  gaseous  currents,  when  caused  to  flow  through 
them. 

Before  proceeding  to  more  fully  describe  our  invention, 
we  will  explain  a  gas-generator  such  as  may  be  employed  in 
connection  therewith,  the  said  generator  being  shown  in 
vertical  section  in  figure  8.  One  or  more  of  these  generators 
may  be  used  in  connection  with  a  conduit  or  conduits  for 
the  conveyance  of  gas  to  the  regenerators. 

In  this  gas-generator,  O  is  a  hopper  or  induct,  into  and 
through  which  the  coal  or  fuel  is  to  be  introduced,  the  said 
hopper  being  closed  by  means  of  a  cx)ver,  a,  after  it  may  have 
received  a  supply  of  fuel. 

From  the  hopper  the  fuel  descends  an  inclined  plane,  P, 
composed  of  fire-brick,  or  other  proper  refractory  or  heat- 
resisting  material,  it  being  inclined  at  an  angle  of  about 
forty-five  degrees  to  the  horizon.  From  thence  the  fuel 
passes  upon  a  fire-grate,  Q,  having  a  less  inclination. 

Over  this  grate,  but  at  a  sufficient  height  from  the  same  to 
allow  a  deep  layer  of  fuel  to  intervene,  there  is  an  arch,  R, 
of  fire-brick.  This  arch,  after  having  been  heated  to  a  con- 
siderable degree  by  the  fire  on  the  grate,  will  radiate  heat 
on  the  fresh  fuel  while  it  may  be  passing  down  the  plane 
P,  and  thus  will  aid  in  causing  the  decomposition  and  vol- 
atilization of  the  fuel,  which  will  be  afterwards  completed 
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by  the  fire  in  the  furnace,  and  by  the  atmospheric  air  which 
may  enter  through  the  grate  Q.  The  air,  on  passing  through 
the  highly -heated  fuel  lying  upon  the  grate,  will  be  decom- 
posed into  CArbonic-acid  gas,  with  a  certain  projK^rtion  of 
nitrogen.  Afterward,  on  passing  up  through  the  thick  layer 
of  fuel  in  a  less  state  of  combustion  or  incandescence,  it  will 
become  transformed  into  carbonic  oxide,  and  in  this  state 
will  pass  over  the  surface  of  the  fuel,  resting  on  the  plane 
P,  where  it  will  mix  with  the  gases  evolved  from  the  same, 
and  finally  escape  by  the  passage  S,  and  into  the  vertical 
pipe  T,  leading  into  the  conduit  U,  by  which  it  will  be  con- 
veyed to  the  regenerators. 

The  aperture  V,  at  the  top  of  the  generator,  is  to  enable 
a  person  to  introduce  a  i)oker  into  the  fuel,  for  the  purpose 
of  stirring  it  from  time  to  time.  A  valve,  w^  in  the  pii)e  T, 
answers  to  close  the  latter  as  occasion  may  require.  By 
means  of  a  pipe,  >t,  leading  into  a  conductor,  /,  water  may 
be  led  into  the  generator  in  a  small  stream.  This  small  cur- 
rent of  water,  falling  on  the  fuel,  becomes  vaporized.  The 
vapor,  acting  on  any  hot  particles  of  carbon  rising  up  with 
the  gases,  will  combine  with  the  same  and  form  two  com- 
bustible gases,  viz.,  carbonic  oxide  and  hydrogen. 

We  do  not  confine  our  invention  to  the  employment  of 
this  specific  form  or  kind  of  gas-generator,  as  there  may  be 
others  which  may  be  employed  to  good  advantage,  the  whole 
depending  on  circumstances.  By  means  of  the  gas-genera- 
tor, or,  in  other  words,  by  decomposing  the  solid  fuel,  such 
as  coal,  lignite,  peat,  etc.,  by  means  of  a  separate  apparatus, 
we  not  only  avoid  the  introduction  of  such  fuel  into  the 
furnace,  but  we  are  enabled  to  heat  the  gas  to  a  high  degree, 
and  to  mix  it  with  heated  air,  preparatory  to  its  being  con- 
ducted into  the  furnace  or  place  designed  for  its  combustion, 
and  to  be  heated  thereby.  By  the  absence  of  any  solid 
carbon  or  ashes  in  the  working-chamber  of  the  furnace,  opera- 
tions may  be  carried  on  in  an  open  furnace,  which  hitherto 
it  has  only  been  possible  to  conduct  in  covered  vessels  or 
pots. 
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Thus  we  can  melt  flint,  extra  white,  and  other  saperior 
qualities  of  glass  in  open  pots,  fire  pottery  without  enclos- 
ing the  same  in  "saggers,"  or  melt  steel  and  other  sub- 
stances upon  an  open  bed  or  hearth,  without  injury. 

It  is  also  important,  in  many  operations,  that  the  state  of 
pressure  of  the  gases  in  the  furnace  should  be  under  entire 
control,  and  should  sometimes  exceed,  and  at  other  times 
exactly  balance  that  of  the  atmosphere,  in  order  to  prevent 
the  egress  of  flame  from,  or  the  ingress  of  air  into  the  fur- 
nace, on  opening  apertures  for  the  approach  of  the  workmen 
attending  the  operation  to  be  carried  on,  such  as  blowing 
glass  or  puddling  iron.  For  this  purpose  we  arrange,  with 
the  furnace,  four  regenerators,  as  hereinafter  described,  and 
to  operate  as  before  specified. 

In  some  cases,  however,  where  no  great  heat  may  be  re- 
quired, or  where  the  gas  may  be  very  rich  in  combustible 
matter,  the  two  regenerators  intended  for  heating  the  com  - 
bustible  gases,  may  be  suppressed,  and  mere  passages  sub- 
stituted, but  we  generally  prefer  the  employment  of  the 
four  regenerators. 

In  applying  our  improvements  to  glass-furnaces,  we  find 
it  sometimes  advantageous  to  melt  the  materials  composing 
the  glass,  in  open  pots,  and  to  cover  the  latter  with  movable 
lids  whilst  working  the  metal  out  in  the  usual  way.  When 
it  is  required  to  accomplish  secondary  operations  in  separate 
furnaces,  for  instance,  to  heat  annealing  furnaces  or  ' '  lears  ■ ' 
in  the  manufacture  of  glass,  we  accomplish  this  without 
providing  separate  regenerators,  but  by  arranging  branch- 
channels  leading  from  the  upper  portion  of  the  four  regen- 
erators, to  the  lear  or  furnace  to  be  heated,  where  they  join 
in  combustion. 

Dampers,  of  fire-clay  or  other  refractory  material,  are  to 
be  provided,  in  that  case,  to  these  channels,  to  regulate  the 
flow  of  the  gases,  according  to  the  direction  in  which  the 
main  furnace  may  be  working,  or  we  draw  oflf  the  mixed 
gases,  in  a  state  of  combustion,  from  the  principal  furnace. 

In  firing  pottery- ware,  in  calcining  ores,  and  other  opera- 
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tions,  it  is  required  that  the  furnace  charged  with  these 
materials,  after  having  been  heated  to  the  desired  degree, 
should  cool  gradually  and  completely  before  it  is  charged 
again.  In  such  cases,  we  propose  to  provide  similar  fur- 
naces, side  by  side,  and  only  one  set  of  four  regenerators, 
which,  by  means  of  slides  or  valves  of  fire-clay,  or  other 
proper  refractory  material,  can  be  made  to  communicate  at 
intervals  with  one  heated  furnace  or  the  other.  During  the 
time  that  one  furnace  is  fired,  the  other  is  to  be  allowed  to 
cool,  to  be  discharged,  and  charged  again  with  fresh  ma- 
terial, and  vice  versa.  The  regenerators  may  thus  always 
be  kept  in  working-condition.  Or  we  arrange  four  or  more 
chambers  in  such  way  that  they  themselves  may  contain  the 
materials  to  be  fired,  and  serve  alternately  as  regenerators, 
and  as  kilns  to  be  fired  or  discharged. 

In  the  drawings,  figs.  1,  2,  3,  4,  6,  6,  and  7, — A  is  the  fur- 
nace, of  which  a  is  the  bed,  and  ft,  the  crown  or  arch,  and 
c,  the  mouth. 

Beneath  the  bed  of  the  furnace  are  the  four  regenerators, 
B*  B"  B"  B*,  each  consisting,  in  part,  of  a  chamber,  erected 
of  fire-brick  or  other  suitable  material,  and  having  a  grat- 
ing, c\  extending  across  its  lower  part,  and  constituting 
part  of  the  upper  portion  of  an  arched  passage,  H,  I,  K  or 
L,  arranged  underneath  such  chamber. 

Upon  this  grating  is  a  pile,  rf,  of  fire-bricks,  or  other  heat- 
absorbing  and  indestructible  materials,  the  same  being  ar- 
ranged or  stacked  in  such  manner  as  to  leave  interstices  or 
spaces  between  them,  so  as  to  enable  the  air  or  gas,  while 
passing  through  the  pile,  to  come  in  contact  with  the  sur- 
faces of  the  several  parts  or  bricks  thereof. 

Each  of  the  said  regenerators  is  arched  or  closed  over  at 
its  top,  and  opens  into  the  furnace  by  a  i)aflsage,  e,  leading 
out  of  it,  and  into  a  common  passage,  /  or  /',  as  shown  in 
the  drawings. 

The  two  passages  //'  lead  out  of  the  furnace  A  in  oppo- 
site directions,  and  from  opiX)site  ends  thereof. 

Directly  underneath  the  bed  of  the  furnace  A,  and  be- 
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tween  it  and  the  tops  of  the  two  inner  regenerators  B*  and 
B",  there  is  an  air-chamber  or  space,  C,  which  should  com- 
municate freely,  at  its  opi)osite  sides  or  ends,  with  the  at- 
mosphere, in  order  that  a  current  of  cool  air  may  be  caused 
to  continually  pass  through  it,  for  the  purpose  of  maintain- 
ing the  bed  of  the  furnace,  as  well  as  the  arches  of  the  re- 
generators B"  B',  at  a. low  temperature,  and  thus  protect 
them  from  being  destroyed  by  the  intense  heat  within  the 
furnace  and  regenerators,  while  they  may  be  in  operation. 

In  rear  of  the  upper  parts  of  the  regenerators,  and  below 
the  furnace,  there  is  an  air-space  or  chamber,  D,  which,  at 
intervals,  is  bridged,  as  shown  Bt  g  g  g. 

There  is,  also,  below  the  space  D,  a  sunken  space  or 
chamber,  E,  in  which  are  situated  the  levers  for  working  the 
dampers  of  the  apparatus. 

In  front  of  the  space  E,  there  is  a  passage,  F,  (see  fig.  6,) 
which  continues  horizontally  in  opposite  directions,  and 
thence  drops  downward,  and,  at  its  two  extremities,  opens 
respectively  into  the  two  passages  H  and  L,  which  extend 
underneath  the  two  outermost  regenerators. 

Each  of  these  passages  H  I  K  L  is  to  be  closed  at  both  of 
its  ends,  but  the  two  middle  passages  I  K  are  shown,  in  fig. 
4,  as  open  at  their  rear  ends. 

These  middle  passages,  however,  with  vertical  continua- 
tions of  them  leading  into  a  horizontal  passage,  N,  are,  as 
well  as  the  said  passage  N,  to  be  walled  up  or  covered  in 
rear.  The  same  may  be  said  with  respect  to  a  gas-tube  or 
passage,  O',  which  is  to  lead  from  the  generator  and  into  the 
passage  N,  as  shown  in  figs.  3  and  4. 

Between  the  two  passages  I  K,  there  is  a  smoke-flue,  P, 
into  the  rear  part  of  which  there  is  an  opening,  Q',  leading 
from  the  passage  F,  or  a  damper-case,  R,  arranged  vertically 
therein,  and  having  a  damper,  S',  arranged  within  it,  and 
so  as  to  be  capable  of  being  turned  by  a  lever,  h. 

There  is  another  such  damper-case,  T',  applied  in  the  i)as- 
sage  N,  and  opening,  at  its  opposite  sides,  into  such  pas- 
sage, and  also,  at  its  top,  into  the  generator-conduit,  or  gas- 
flue,  O'. 
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Within  the  case  T',  there  is  a  damper,  U,  capable  of  be- 
ing turned  by  a  lever,  i. 

Situated  over  «ieach  of  the  damper-cases,  there  is  a  valve- 
opening  V  or  W,  provided  with  a  valve,  X  or  Y,  the  whole 
being  arranged  as  shown  in  figs.  3  and  4. 

By  means  of  the  damper  U,  gas  from  the  passage  O'  may 
be  led  into  either  of  the  passages  IK,  it  being  cut  off  from 
passing  into  one  while  it  may  be  passing  into  the  other.  So, 
by  means  of  the  damper  S',  air  may  be  caused  to  How  ad 
libitum  into  either  of  the  passages  H  L,  it  being  cut  off  from 
one  while  it  may  be  passing  into  the  other. 

The  valve  Y  will  serve  to  arrest  the  flowage  of  air  into  the 
passage  F.  So  with  the  valve  X ;  it  will  answer  to  close  off 
the  passage  of  gas  into  the  damper-case  immediately  under- 
neath it. 

The  operation  of  the  said  apparatus  having  been  herein- 
before substantially  described,  we  now  proceed  to  i)oint  out 
what  we  claim  as  our  invention ;  that  is  to  say — 

We  claim,  in  combination  with  a  furnace,  A,  and  its 
chimney  or  smoke-discharged  flue  P,  a  system  or  series  of 
air  and  gas-regenerators,  B*  B*  B"  B*,  constructed  substan- 
tially as  specified,  and  having  conduits  and  dampers,  ar- 
ranged so  that  air  and  gas  may  be  led  into  and  through  such 
regenerators  and  furnace,  and  out  of  the  chimney,  in  man- 
ner and  so  as  to  be  operated  as  and  for  the  purpose  or  pur- 
poses hereinbefore  described. 

We  also  claim  the  arrangement  and  combination  of  the 
air-space  or  oi)en-chamber  C,  with  the  furnace  and  its  sys- 
tem of  regenerators,  arranged  and  applied  together  substan- 
tially in  manner  and  so  as  to  operate  as  described. 

We  also  claim  the  arrangement  and  combination  of  the 
air-chamber  or  si)ace  D,  or  the  same  and  the  space  E,  with 
the  furnace,  regenerators,  conduits,  and  damper-chests  ap- 
plied thereto,  the  whole  being  substantially  as  specified. 

We  also  claim  the  combination  of  a  furnace  with  one  or 
more  regenerators  or  means  of  receiving  its  waste  smoke  and 
gaseous  products,  and  intercepting  or  receiving  heat  there- 
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from,  and  also  with  means  or  devices  by  which  all  or  a  i)or- 
tion  of  the  heat  so  intercepted  or  received  may  be  absorbed 
by  the  influent  air  or  gas  dnring  its  passage  into  or  to  snch 
furnace,  for  the  purpose  of  improving  or  promoting  combus- 
tion therein. 

C.  W.  SIEMENS, 
FRED.  SIEMENS. 
Witnesses  as  to  C.  W.  Siemens : 
Edw'd  N.  Hobbs, 
Thos.  Tanner. 
Both  of  2  Pope's-Head  Alley,  Comhill,  London,  Gentle- 
men. 

Witnesses  as  to  Frederick  Siemens: 
Oswald  Roethig, 
Paul  Druckmueller,  of  Dresden. 

A.  D.  1861,  22d  JULY.     NO.  167. 

SPECIFICATION  in  pursuance  of  the  conditions  of  the  Letters 
Patent  filed  by  the  said  Charles  William  Siemens  and  Frederick 
Siemens  in  the  Great  Seal  Patent  Office  on  the  22d  July,  1861. 

TO  ALL  TO  WHOM  THESE  PRESENTS  SHALL 
COME,  we,  Charles  William  Siemens  and  Frederick 
Siemens,  both  of  Great  George  Street,  Westminster,  send 
greeting. 

WHEREAS,  Her  most  Excellent  Majesty  Queen  Victoria^ 
by  Her  Letters  Patent,  bearing  date  the  Twenty-second  dnj 
of  January,  in  the  year  of  our  Lord,  One  thousand,  eight 
hundred  and  sixty-one,  in  the  twenty-fourth  year  of  Her 
reign,  did,  for  Herself,  Her  heirs  and  successors,  give  and 
grant  unto  us,  the  said  Charles  William  Siemens  and  Fred- 
erick Siemens,  Her  special  licence  that  we,  the  said  Charles 
William  Siemens  and  Frederick  Siemens,  our  executors,  ad- 
ministrators, and  assigns,  or  such  others  as  we,  the  said 
Charles  William  Siemens  and  Frederick  Siemens,  our  ex- 


ui 
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ecators,  administrators,  and  assigns,  shoald  at  any  time 
agree  with,  and  no  others,  from  time  to  time  and  at  all 
times  thereafter  during  the  term  therein  expressed,  should 
and  lawfully  might  make,  use,  exercise,  and  vend,  within 
the  United  Kingdom  of  Great  Britain  and  Ireland,  the 
Channel  Islands,  and  Isle  of  Man,  an  Invention  for  '^  Im- 
provements IN  Furnaces,"  ui)on  the  condition  (amongst 
others)  that  we,  the  said  Charles  William  Siemens  and 
Frederick  Siemens,  our  executors  or  administrators,  by  an 
instrument  in  writing  under  our  or  their  hands  and  seals, 
or  under  the  hand  and  seal  of  one  of  us  or  them,  should 
particularly  describe  and  ascertain  the  nature. of  the  said  In- 
vention, and  in  what  manner  the  same  was  to  be  performed, 
and  cause  the  same  to  be  filed  in  the  Great  Seal  Patent  Office 
within  six  calendar  months  next  and  immediately  after  the 
date  of  the  said  Letters  Patent. 

NOW  KNOW  YE,  that  I,  the  said  Charles  William  Sie- 
mens, on  behalf  of  myself  and  the  said  Frederick  Siemens, 
do  hereby  declare  the  nature  of  the  said  Invention,  and  in 
what  manner  the  same  is  to  be  performed,  to  be  particu- 
larly described  and  ascertamed  in  and  by  the  following  state- 
ment thereof,  that  is  to  say : — 

These  improvements  relate  to  that  class  of  furnaces  where 
regenerators  are  applied  to  receive  the  waste  heat  of  the 
products  of  combustion,  and  to  communicate  the  same  sub- 
sequently to  the  air  supporting  combustion.  It  is  an  essen- 
tial part  of  our  Invention  that  the  solid  fuel  used,  such  as 
coal,  lignite,  i)eat,  &c. ,  should  be  decomposed  in  a  separate 
apparatus,  so  that  the  introduction  of  solid  fuel  into  the 
furnace  may  be  altogether  avoided,  and  the  gaseous  fuel 
may  be  heated  to  a  high  degree  prior  to  its  entering  into 
combustion  with  atmospheric  air,  also  heated  to  a  high  de- 
gree, thus  causing  a  great  economy  of  fuel.  There  is  also  a 
great  advantage  derived  from  the  absence  of  any  solid  car- 
bon or  ashes  in  the  working  chamber  of  the  furnace,  by 
which  we  are  enabled  to  carry  on  operations  in  the  open  fur- 
nace, which  it  has  only  been  possible  hitherto  to  conduct 
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in  covered  vessels .  or  pots.  We  are  thus  enabled  to  melt 
flint,  extra  white,  and  other  superior  qualities  of  glass  in 
open  pots,  to  fire  pottery  without  enclosing  the  same  in  sag- 
gers, or  to  melt  steel  and  other  substances  upon  an  open 
hearth  or  bed  without  injury.  It  is  also  important  in  many 
operations  that  the  state  of  pressure  of  the  gases  in  the  fur- 
nace should  be  under  entire  control,  and  should  sometimes 
exceed,  and  at  other  times  exactly  balance,  that  of  the  at- 
mosphere, in  order  to  prevent  the  egress  of  flame  from,  or 
the  ingress  of  atmospheric  air  into  the  furnace  on  opening 
apertures  for  the  approach  of  the  workmen  attending  the 
operation  to  be  carried  on,  such  as  blowing  glass,  puddling 
iron,  &c.  For  this  purpose  we  arrange  four  regenerators 
below  the  bed  of  the  furnace,  two  of  which  serve  to  com- 
municate heat  separately  to  the  combustible  gases  and  at- 
mospheric air  on  their  way  to  the  furnace,  and  the  remain- 
ing two  to  absorb  the  waste  heat  from  the  products  of  com- 
bustion passing  through  them  indiscriminately  before 
reaching  the  chimney  (their  respective  action  being  reversed 
at  intervals,)  the  currents  of  heated  gas  and  air  in  ascend- 
ing through  and  from  the  regenerators  into  the  furnace  caus- 
ing a  plenum  of  pressure  within  the  same,  which  is  capable 
of  being  modified  or  regulated  by  valves  for  the  admission 
of  the  gas  and  air  to  the  regenerators  and  by  the  chimney 
damper.  By  the  same  arrangements  the  chemical  qualities 
as  well  as  the  intensity  of  the  flame  can  be  regulated  to  the 
utmost  nicety.  In  some  cases,  where  no  great  heat  is  re- 
quired, or  where  the  gas  used  is  very  rich  in  combustible 
matter,  the  two  regenerators  intended  for  heating  the  com- 
bustible gases  may  be  suppressed  and  mere  passages  be  sub- 
stituted, but  we  generally  prefer  the  four-regenerator  ar- 
rangement. In  order  to  prevent  an  accumulation  of  exces- 
sive heat  in  the  arch  covering  the  regenerators,  and  forming 
at  the  same  time  the  supi)ort  of  the  furnace  bed,  we  provide 
chambers  between  the  same  for  the  circulation  of  atmos- 
pheric air.  Glass,  slag,  or  other  matters  that  may  flow  from 
the  bed  of  the  furnace  are  made  to  drop  into  pockets  or 
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chambers  on  the  side  of  the  regenerators,  whence  they  can 
be  readily  removed. 

In  applying  our  improvements  to  glass  furnaces  we  find 
it  sometimes  advantageous  to  melt  the  materials  composing 
the  same  in  open  pots,  but  to  cover  them  with  movable  lids 
whilst  working  the  metal  out  in  the  usual  way.  When  it 
is  required  to  accomplish  secondary  operations  in  separate 
furnaces,  for  instance,  to  heat  annealing  furnaces  or  lears  in 
the  manufacture  of  glass,  we  accomplish  this  without  pro- 
viding separate  regenerators,  but  by  arranging  branch  chan- 
nels leading  from  the  upper  portion  of  the  four  regenerators 
to  the  lear  or  furnace  to  be  heated,  where  they  join  in  com- 
bustion. Dampers  of  fire  clay  or  other  refractory  material 
are  provided  in  that  case  to  these  channels  to  regulate  the 
flow  of  the  gases  according  to  the  direction  in  which  the 
main  furnace  is  working ;  or  we  draw  oflf  the  mi^ed  gases 
in  a  state  of  combustion  from  the  principal  furnace.  In 
fireing  pottery  ware,  in  calcining  ores,  and  other  oi)erations, 
it  is  required  that  the  furnace  charged  with  these  materials, 
after  having  been  heated  to  the  desired  degree,  should  cool 
gradually  and  completely  before  it  is  charged  again.  In  such 
cases  we  propose  to  provide  similar  furnaces  side  by  side 
and  only  one  set  of  four  regenerators,  which,  by  means  of 
slides  or  valves  of  fire  clay  or  other  refractory  material,  can 
be  made  to  communicate  at  intervals  with  the  one  furnace 
or  heated  chamber  or  the  other.  During  the  time  that  one 
furnace  is  fired  the  other  is  allowed  to  cool,  to  be  discharged 
and  charged  again  with  fresh  material,  and  vice  versa. 
The  regenerators  are  thus  always  kept  in  working  condi- 
tion. Or  we  arrange  four  or  more  chambers  in  such  a  way 
that  they  themselves  are  made  to  contain  the  materials  to 
be  fired,  serving  alternately  as  regenerators  and  as  kilns,  to 
be  fired  or  discharged.  Another  part  of  our  improvements 
consists  in  the  particular  arrangements  of  gas  generators. 
It  is  important  that  the  combustible  gases  produced  from 
the  fuel  should  be  as  rich  as  possible  in  hydrogen,  car- 
buretted  hydrogen,  and  carbonic  oxide,  with  as  little  admix- 
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ture  of  carbonic  acid,  nitrogen,  and  incombustible  vapours 
as  may  be.  The  apparatus  should  be  so  arranged  as 
to  be  very  regular  in  its  action,  and  be  easily  tended  and 
freed  from  cinders  from  time  to  time.  It  is  also  important 
that  the  gas  produced  is  not  drawn  through  the  furnace  by 
the  chimney,  but  that  the  full  atmospheric  pressure  is  main- 
tained in  the  channels  leading  from  the  gas  generator  to  the 
furnace,  lest  atmospheric  air  should  be  drawn  in  through 
crevices,  and  produce  a  partial  combustion  of  the  gas  in  the 
channels,  which  might  be  accompanied  by  a  deposition  of 
carbon  in  the  same.  This  we  accomplish  in  allowing  the 
hot  gases  to  ascend  from  the  generators  and  to  descend 
again  after  they  have  been  partially  cooled  by  exposure  of 
the  pipes  containing  them  to  the  atmosphere.  The  decom- 
position of  carbon  is,  moreover,  avoided  by  the  introduction 
into  the  generators,  or  channels  leading  from  the  same,  of 
streamlets  of  water  or  of  steam,  which,  in  combining  with 
the  heated  portions  of  solid  carbon,  form  permanent  com- 
bustible gases  with  the  same,  namely,  carbonic  oxide  and 
hydrogen.  If  several  generators  are  provided,  we  prefer  to 
lead  the  gases  produced  by  them  into  a  main  channel,  which 
may  be  arranged  to  supply  several  furnaces,  the  advantage 
of  this  arrangement  being  that  a  greater  uniformity  in  quan- 
tity and  quality  of  the  gas  is  obtained. 

But  in  order  that  our  Invention  may  be  more  easily  un- 
derstood and  readily  carried  into  effect,  we  will  now  describe 
the  best  means  we  are  acquainted  with  of  performing  the 
same,  reference  being  had  to  the  accompanying  Drawings. 

Pigs.  1,  2,  .3,  4,  and  5  on  Sheet  I,  represent  one  arrange- 
ment of  our  improved  regenerative  gas  furnace  as  applied 
to  the  manufacture  of  glass,  together  with  the  generator  for 
the  combustible  gases  employed  therein.  Pig.  1  is  a  longi- 
tudinal section  through  the  furnace  and  regenerators  ;  Pig. 
2  is  a  sectional  plan ;  Pig.  3  is  a  transverse  section  through 
the  furnace,  regenerators,  and  gas  generators ;  Pig.  4  is  a 
section  through  the  passages  leading  from  the  regenerators 
to  the  gas  generators,  chimney,  and  atmosphere,  and  also 
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shows  the  furnace  in  elevation ;  Pig.  5  shows  a  longitudinal 
section  through  one  of  the  gas  generators.  Similar  letters 
indicate  similar  parts  in  all  the  Figures. 

A  is  the  furnace,  upon  the  bed  a  of  which  stand  the  glass 
pots  X,  X,  X,  apertures  6, 6, 6,  being  provided  for  working  on 
the  glass.  Beneath  the  bed  of  the  furnace  are  the  four  re- 
generators B\  B',  B*,  B*,  each  consisting  of  a  chamber  built 
of  fire-brick,  near  the  bottom  of  which  is  a  grating  &^  c",  c*, 
&  ;  upon  this  grating  are  piled  the  fire-bricks  or  other  re- 
fractory material  d\  rf',  e?*,  tf ,  in  such  a  manner  as  to  leave 
small  interstices  between  each  brick.  These  regenerators 
are  arched  over  at  the  top,  and  sujjport  the  bed  a  of  the 
furnace.  This  consists  of  a  number  of  slabs  of  fire-clay  or 
other  refractory  material,  having  on  their  underside  small 
channels  e,  e,  e^  communicating  at  one  end  through  the  chan- 
nel/with  the  atmosphere,  and  at  the  other  end  with  the 
air  passage  I,  conducting  to  the  regenerators.  A  current  of 
cold  air  is  continually  passing  through  these  channels,  tend- 
ing to  maintain  the  bed  of  the  furnace,  and  the  arches  cov- 
ering the  regenerators,  at  a  low  temperature.  Communica- 
tions are  established  between  the  top  of  the  four  regenera- 
tors B*,  B',  B*,  B*,  and  the  furnace  A  in  the  following  man- 
ner : — The  regenerator  B'  communicates  with  the  furnace  at 
the  point  C,  through  the  passages  D',  D',  D',  while  the  re- 
generator B*  communicates  with  the  furnace  at  the  same 
point  C,  through  the  passages  D',  D*.  In  a  similar  manner 
the  regenerator  B'  communicates  at  the  point  C  with  the 
furnace  through  the  passages  D",  D",  whilst  the  regenerator 
B*  communicates  with  the  furnace  at  the  same  point  C, 
through  the  passages  D*,  D*,  D*.  At  these  points  C  and  C, 
the  passages  D'  and  D',  as  also  those  D*  and  D*,  are  sepa- 
rated from  each  other  by  the  vertical  division  walls  t,  i\  till 
they  reach  the  level  of  the  bed  of  the  furnace.  It  will  be 
seen  that  any  glass  or  other  materials  falling  through  the 
apertures  J)\  D',  J)\  J)\  from  the  bed  of  the  furnace  will 
not  enter  the  regenerators,  but  will  fall  into  the  chambers 
or  pockets  E,  E',  at  the  side  of  the  same,  whence  they  can 
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be  removed  through  the  apertures  Z,  l\  ordinarily  kept 
closed. 

Each  of  the  regenerators  B',  B',  B",  B*,  are  provided  below 
the  gratings  c\  c*,  c*,  c\  with  openings  P*,  P,  P*,  P* ;  by  means 
of  these  the  regenerators  B*  and  B*  communicate  alternately 
with  the  passage  G  leading  from  the  gas  generators  which 
will  be  hereafter  described,  and  with  the  passage  H  leading 
to  the  chimney,  whilst  the  regenerators  B'  and  B*  commu- 
nicate alternately  with  the  passage  I,  communicating  with 
the  atmosphere,  and  the  passage  H  leading  to  the  chimney. 
These  alternate  communications  are  regulated  by  the  re- 
versing valves  or  dampers  g  and  h  in  the  following  man- 
ner :  If  the  valve  ^^  is  in  the  position  indicated  in  Pig.  4, 
then  combustible  gas  from  the  generator  wiU  pass  through 
the  passages  J,  J,  and  will  enter  the  regenerator  B*  through 
the  aperture  P" ;  if  at  the  same  time  the  valve  7^  is  in  the 
same  position  as  gr,  then  atmospheric  air  will  enter  from 
the  passage  I  into  the  regenerator  B*,  through  the  passage 
L  and  aperture  P*.  If  the  regenerators  B*  and  B*  have  been 
previously  heated  by  the  hot  products  of  combustion  pass- 
ing through  them,  then  the  currents  of  air  and  combustible 
gas  in  passing  up  through  the  small  interstices  between  the 
bricks  will  become  heated  to  a  considerable  degree.  Ar- 
rived at  the  top  of  the  regenerators,  they  will  be  conducted 
through  the  passages  D"  and  D*  to  the  point  C  of  the  fur- 
nace, where  on  rising  up  between  the  vertical  division 
walls  /',  r,  they  will  unite,  and  on  being  ignited  evolve  an 
intensely  hot  flame,  which  passes  across  the  furnace  and 
imparts  its  heat  to  the  glass  pots  X,  X,  X.  Arrived  at  the 
other  end  of  the  furnace,  the  hot  products  of  this  combus- 
tion pass  downwards  through  the  passages  D*  and  D',  into 
the  regenerators  B'  and  B' ;  here  on  passing  downwards 
through  the  mass  of  loosely  piled  bricks,  these  latter  absorb 
the  greater  part  of  the  heat  of  the  gases,  and  they  issue  in 
a  comparatively  cold  state  through  the  aperture  P*  and  P 
into  the  passages  K,  K,  and  M,  whence  the  reversing  valves 
g  and  Ti  being  in  the  position  indicated,  they  are  conducted 
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through  the  flue  H,  H,  to  the  chimney  shaft.  When  by 
the  continued  passage  of  the  hot  products  of  combustion 
the  regenerators  B'  and  B*  have  become  heated  to  a  consid- 
erable degree,  the  position  of  the  valves  or  dampers  g  and  h 
are  reversed  by  means  of  the  levers  Z,  Z ;  combustible  gas 
will  now  enter  into  the  regenerator  B*,  and  atmospheric  air 
into  the  regenerator  B* ;  these  currents  of  gas  and  air  on 
passing  up  through  the  regenerators  will  become  heated  to 
a  considerable  degree,  and  on  emerging  from  them  at  the 
point  C  will  mix,  will  become  i^ited,  and  the  hot  products 
of  combustion,  after  traversing  across  the  furnace,  will  pass 
down  at  C,  through  the  regenerators  B*  and  B*,  imparting 
to  these  the 'greater  part  of  their  heat,  and  thus  each  pair 
of  regenerators  will  alternately  serve  to  absorb  the  heat 
from  the  products  of  combustion,  and  then  give  off  this 
same  heat  again  to  the  gas  and  air  serving  to  produce  this 
combustion.  A  passage  Y  is  provided  at  the  side  of  the 
regenerators  for  obtaining  access  to  them  through  the  open- 
ings Y\  y,  Y\  Y\ 

The  combustible  gases  are  produced  in  a  series  of  gas 
generators  N,  N,  by  the  imperfect  combustion  of  fuel.  In 
these  gas  generators  the  fuel  is  introduced  through  the  hop- 
pers O,  kept  closed  by  means  of  the  covers  o,  o;  from  these 
hoppers  the  fuel  descends  on  to  an  inclined  plane  P  of  fire- 
brick or  other  refractory  material,  which  may  be  inclined 
about  forty-five  degrees ;  thence  the  fuel  passes  on  to  the 
tire-grate  Q,  which  should  be  inclined  about  thirty  degrees. 
Over  this  grate,  but  at  a  sufficient  height  from  the  same  to 
aUow  a  deep  layer  of  fuel  to  intervene,  is  an  arch  of  fire- 
brick R.  This  arch,  being  once  heated  to  a  considerable 
degree  by  the  fire  on  the  grate,  radiates  heat  on  to  the  fresh 
combustibles  as  they  pass  down  the  inclined  plane  P,  and 
thus  causes  their  partial  decomposition  and  volatilization, 
which  is  afterwards  completed  by  the  atmospheric  air  which 
enters  through  the  grate  Q.  This  air,  on  passing  through 
the  layer  of  highly  heated  fuel  lying  upon  the  grate,  is  first 
decomposed  into  carbonic  acid  gas  with  a  certain  propor- 
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tion  of  nitrogen,  and  afterwards,  on  passing  up  through  the 
thick  layer  of  fuel  in  a  less  state  of  incandescence,  it  be- 
comes transformed  into  carbonic  oxide,  and  in  this  form 
passes  over  the  surface  of  the  fresh  fuel  on  the  inclined 
plane  P,  where  it  mixes  with  the  gases  evolved  from  the 
same,  and  then  pa43ses  up  through  the  passage  S  into  the 
vertical  pipe  T,  and  from  this  into  the  horizontal  pipe  U, 
which  establishes  a  communication  between  all  the  gas  gen- 
erators and  the  regenerators  B*  and  B*.  This  pipe  descends 
again  at  U',  where  it  joins  on  to  the  flue  G,  by  which  means 
the  column  of  gas  in  the*  pipe  U '  being  somewhat  cooler, 
and  consequently  more  dense  than  the  column  of  gas  in  the 
pipe  S,  a  sufficient  draft  is  maintained  without  the  gases  in 
the  flue  G  having  to  be  drawn  through  by  the  action  of  the 
chimney,  and  thus  a  plenum  of  pressure  is  maintained  in 
these  passages  so  as  effectually  to  prevent  atmospheric  air 
enteriug  into  them  through  fissures,,  and  causing  a  partial 
combustion  of  the  gases. 

An  aperture  V  is  formed  in  the  top  of  the  generator  for 
the  purpose  of  stirring  the  fuel  from  time  to  time.  Valves 
V)  are  provided  in  the  pipes  T  of  each  gas  generator  so  as  to 
shut  off  the  communication  with  any  one  of  them  when  not 
in  use  or  under  repair.  A  small  water  supply  pipe  k  is  pro- 
vided with  little  branches  and  taps  for  admitting  a  small 
driblet  of  water  into  the  gas  generator  through  the  funnel  / 
on  the  pipe  T ;  this  small  current  of  water  passing  along  the 
side  of  the  pipe,  and  falling  partially  on  the  body  of  the 
fuel,  becomes  vapourized,  and  the  vapour  thus  formed,  act- 
ing upon  any  hot  particles  of  carbon  rising  up  with  the 
gases,  combines  with  the  same,  forming  two  combustible 
gases,  namely  carbonic  oxide  and  hydrogen. 

The  gas  generator  just  described  is  particularly  adapted 
for  dry  coal.  In  Figures  6  and  7  is  shewn  an  arrangement 
of  the  same  which  we  prefer  employing  where  very  gaseous 
or  '* baking-'  coal  is  used.  The  general  construction  is  in 
most  respects  similar  to  the  just  described  one.  A,  A,  are 
hoppers  through  which  the  fuel  is  introduced ;  B,  B,  are  the 
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inclined  planes  of  fire-brick  over  which  the  fuel  passes, 
whence  it  falls  on  to  the  table  C.  In  place  of  the  oniinary 
fire-grates  we  here  employ  two  iron  plates  D,  D,  with  per- 
forations, and  provide  two  bars  E,  E,  beneath  these  with 
apertures  for  the  means  of  breaking  up  the  coal  when  it  be- 
comes caked.  Apertures  P,  P,  are  also  provided  for  stirring 
up  the  coal  from  the  top.  The  heated  arch  G  serves  to 
volatilize  the  fresh  fuel  partially  as  it  descends  from  the 
hoppers ;  H  is  the  ascending  flue  through  which  the  gases 
are  conducted  to  the  regenerators.  Streamlets  of  water  may 
be  introduced  through  H,  or  elseVhere,  which  are  not  shewn 
on  the  Drawing.  The  i)assage  H  is  sometimes  continued 
down  into  the  body  of  the  fuel,  as  shewn  in  dotted  lines,  so 
that  the  combustible  gas  has  to  pass  through  the  fuel  before 
entering  the  same,  and  is  thus  deprived  of  particles  of 
tar,  etc. 

Pigures  8  and  9  shew  an  arrangement  of  our  improved  re- 
generative gas  furnace  as  applied  to  the  manufacture  of 
glass,  where  the  furnace  is  of  a  circular  shape,  and  is  also 
connected  with  a  lear  for  annealing  purposes.  Pigure  8 
shews  a  sectional  elevation  of  the  furnace  and  lear,  and  Pig- 
ure 9  shews  a  sectional  plan  of  the  furnace  and  regenerators. 
The  furnace  A  itself  is  here  of  an  annular  shape ;  the  cen- 
tral space  B  communicates  by  means  of  the  apertures  a,  a, 
with  the  furnace,  and  is  provided  at  the  top  with  a  flue  6, 
through  which  it  communicates  with  the  lear  C,  constructed 
immediately  over  the  furnace.  This  is  closed  at  either  end 
by  doors,  or  in  any  other  temporary  manner,  and  is  provided 
at  one  end  with  the  chimney  shaft  D,  having  a  damper  c. 
Beneath  the  bed  /  of  the  furnace,  which  is  provided  with 
channels  6,  e,  for  the  circulation  of  cold  air,  are  the  four  re- 
generators E*,  E',  E",  E*,  constructed  in  a  similar  manner  to 
those  described  with  reference  to  Pigures  1,  2,  3,  and  4. 
These  communicate  with  the  furnace  at  P,  F',  through  the 
I)assages  Gt\  G',  G",  G*,  and  are  connected  below  with  the 
passages  from  the  gas  generators,  the  atmosphere,  and  the 
chimney,  which  are  not  shewn  in  the  Drawing.     Reversing 


318  SIEMENS  v.  SELLERS.  [Sup.  Ct 

Statement  of  the  case. 

valves  or  dampers,  also  omitted  on  the  Drawing,  cause  the 
combustible  gas  and  air  to  flow  through  one  pair  of  regen- 
erators, and  then  cause  the  products  of  their  combustion, 
after  traversing  the  furnace  A,  and  heating  the  glass  pots 
X,  X,  X,  to  pass  down  through  the  other  pair  of  regenerators 
in  a  precisely  similar  manner  to  the  regenerators  described 
in  Figures  1,  2,  3,  and  4. 

When  it  is  required  to  anneal  objects  of  glass  in  the  lear 
C  whilst  the  furnace  is  at  work,  the  damper  c  in  the  chimney 
D  is  opened,  in  consequence  of  which  a  portion  of  the  gases 
in  a  state  of  combustion  pass  from  the  furnace  A  into  the 
chamber  B,  and  thence  through  the  flue  b  into  the  lear  C, 
where  they  heat  the  objects  placed  in  the  trays  d^  d^  d,  to  the 
required  extent  in  that  portion  of  the  lear  immediately  over 
the  furnace,  and  then  escape  up  the  chimney  D.  The  trays 
d^  d^  containing  the  articles,  in  being  passed  gradually  along 
towards  the  chimney,  are  removed  gradually  from  the  hotter 
to  the  cooler  portion  of  the  lear,  as  is  well  understood. 
When  the  lear  is  not  in  operation,  the  damper  c  in  the 
chimney  D  is  closed,  and  the  hot  products  of  combustion  are 
thus  prevented  from  escaping  from  the  furnace  into  the  lear. 

In  our  improved  regenerative  gas  furnaces  for  glass  we 
sometimes  dispense  with  the  use  of  pots  altogether,  and 
place  the  materials  to  be  melted  on  the  bed  of  the  furnace 
itself,  which  is  then  made  of  a  certain  depth. 

In  Figure  10,  Sheet  II,  of  the  accompanying  Drawings  is 
shewn  such  an  arrangement.  The  bed  of  the  furnace  A  con- 
sists of  the  two  sloping  sides  B,  B,  and  the  central  channel 
C.  Upon  the  highest  parts  of  the  sloping  sides  B,  B,  are 
heaped  the  materials  a,  a,  to  be  melted.  The  heated  cur- 
rents of  combustible  gas  and  air  passing  into  the  furnace 
from  the  regenerators  D,  through  the  passages  E  in  a  simi- 
lar manner  to  that  already  described  with  reference  to  Fig- 
ures 1,  2,  3,  and  4,  on  Sheet  I,  are  ignited  in  the  furnace, 
and  the  intense  heat  thus  produced  melts  the  heaped -up 
materials  a,  a,  and  the  melted  glass  ninning  down  in  a  thin 
sheet  from  these  heaps  over  the  highly  heated  surfaces  B,  B, 
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of  the  bed  planes  at  once,  and  is  in  this  state  collected  in  the 
channel  C,  whence  it  may  be  worked  out  immediately,  in- 
stead of  having  to  wait  several  hours  before  the  glass  planes 
as  18  the  case  where  it  is  melted  in  pots.  The  hot  products 
of  combustion  pass  down  through  the  passages  E^  into  the 
other  pair  of  regenerators  D',  in  the  same  manner  as  has  al- 
ready been  described.  Channels  e^  6,/,/,  are  formed  in  the 
bed  of  the  furnace,  through  which  cold  air  circulates  to 
moderate  the  temperature  of  the  same.  This  arrangement 
of  furnace  may  also  be  employed  with  advantage  for  smelt- 
ing iron,  for  making  steel,  or  roasting  copper  and  other  ores. 

In  Figures  11,  12,  and  13  is  shewn  a  construction  of  our 
improved  regenerative  gas  furnace  adapted  for  the  purpose 
of  puddling  iron. 

Figure  11  shews  a  longitudinal  section  through  the  same ; 
Figure  12  shews  a  sectional  plan  above  the  bed  of  the  furnace ; 
and  Figure  13  shews  a  sectional  plan  of  the  regenerators. 

The  bed  A  of  the  furnace  B  is  made  of  a  considerable 
depth,  and  is  constructed  of  iron  covered  with  fire-brick  or 
other  refractory  material.  Below  the  bed,  spaces  a,  a,  a,  are 
provided  for  the  circulation  of  cold  air.  Beneath  the  fur- 
nace are  the  regenerators  C*,  C*,  C',  C*,  constructed  in  a 
similar  manner  to  those  already  described.  By  means  of 
the  reversing  valves  or  dampers  I),  E,  actuated  by  the  levers 
rf,  e,  the  regenerators  C  and  C  are  made  to  communicate  al- 
ternately with  the  gas  generators  through  the  passages  F 
and  G,  and  with  the  flue  Z  leading  to  the  chimney,  whilst 
the  regenerators  C  and  C*  are  made  to  communicate  alter- 
nately with  the  atmosphere  through  the  passages  H  and  I, 
and  with  the  chimney  through  the  flue  Z.  Thus  if  gas  is 
entering  at  the  bottom  of  the  regenerator  C,  and  atmo- 
spheric air  is  entering  at  the  bottom  of  the  regenerator  C*, 
they  become  heated  on  passing  through  the  masses  of  loosely 
piled  bricks ;  arrived  at  the  top  they  pass  up  through  the 
passages  J  and  K,  and  into  the  furnace  through  the  side 
openings  J',  K';  here  they  unite,  and  on  being  ignited,  heat 
the  furnace  to  the  required  extent,  the  hot  products  of  com- 
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bustion  traversing  across  the  furnace  and  then  passing 
through  the  side  openings  L',  M',  into  the  passages  L,  M,  and 
then  down  into  the  two  regenerators  C*  and  C  in  the  manner 
as  already  hereinbefore  described  with  reference  to  other 
arrangements.  The  apertures  J',  K',  L',  and  M',  leading 
from  the  regenerators  into  the  furnace  are  here  with  advan- 
tage constructed  in  the  side  of  the  same  instead  of  in  the 
bed,  as  in  the  before-described  arrangements.  This  allows 
of  channels  N  and  O  being  formed  between  them,  leading 
from  the  bridges  6, 6,  down  to  the  small  openings  c,  c,  through 
which  cinders  and  other  impurities  are  removed  from  the 
furnace.  A  door  X  is  provided  as  usual  in  the  side  of  the 
furnace  for  working  the  iron. 

In  Figures  14,  15,  16,  and  17,  on  Sheet  II,  is  shewn  the 
application  of  the  principle  of  our  regenerative  gas  furnace 
to  the  burning  of  bricks  or  other  objects  in  kilns ;  Fig.  14 
shows  a  longitudinal  section  through  four  such  kilns  in  con- 
nection; Fig.  15  shows  a  sectional  plan  of  the  same,  as 
also  a  plan  of  the  gas  generator  connected  thereto;  Fig. 
16  shows  a  transverse  section,  and  Fig.  17  shews  a  section 
through  the  gas  generator. 

In  this  arrangement  the  bricks  or  other  objects  to  be  burnt 
or  fired  are  piled  up  loosely  in  the  kilns,  and  themselves 
form  the  regenerators,  which  alternately  absorb  the  heat 
from  the  products  of  combustion  resulting  from  the  burn- 
ing of  gas  and  air  in  one  of  the  charged  kilns,  and  then 
after  being  themselves  fired  give  off  their  heat  again  to  the 
air  serving  for  the  combustion  of  gases  in  another  kiln. 

The  four  kilns  A\  A',  A',  A*,  are  for  this  purpose  con- 
nected with  each  other,  with  the  gas  generator,  with  the 
chimney,  and  with  the  atmosphere  in  the  following  man- 
ner :  The  bottom  of  the  kiln  A'  communicates  with  the 
top  of  the  kiln  A*  through  the  passagfe  a\  the  bottom  of  A* 
communicates  with  the  top  of  A*  through  the  passage  a\ 
the  bottom  of  A'  communicates  with  the  top  of  A*,  through 
the  passage  a\  and  the  bottom  of  A*  communicates  with  the 
top  of  A\  through  the  passages  X  and  a*.     Slides  c\  c',  (f,  c% 
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for  dampers  are  provided  in  each  of  the  passages  a\  a\  a\  a\ 
but  there  is  only  one  damper  to  all  the  four  passages,  which 
is  consecutively  placed  in  each,  as  shall  be  hereafter  ex- 
plained. An  underground  flue  B  passes  from  the  gas  gen- 
erator C,  which  is  also  below  the  level  of  the  ground  along 
the  front  of  all  four  kilns,  in  front  of  each  of  which  it  opens 
into  the  vertical  shafts  D*,  D',  D",  D\  which  are  closed  at 
the  top,  and  from  which  branch  the  pipes  E*,  E*,  E*,  E* ; 
these  pipes  enter  into  the  center  of  the  side  of  each  kiln, 
and  branches  €\  e',  e*^  €%  on  the  same  also  enter  into  the 
before-mentioned  passages  a\  a%  a\  a*.  All  these  branches 
are  provided  with  valves  actuated  by  the  levers  b\  b\  b\  b\ 
by  means  of  which  the  gas  can  either  be  admitted  through 
the  passages  a\  a*,  a\  a\  into  the  top  of  the  kiln  or  through 
the  branches  E\  E',  E",  E*,  into  the  middle  of  the  kiln,  or 
the  gas  can  be  shut  off  from  the  kilns  altogether.  When 
the  kilns  are  charged  with  bricks  or  other  objects  to  be 
burnt,  a  tube  P',  P,  P',  P*,  having  perforations,  is  placed  in 
the  same  in  such  a  position  that  the  gas  when  entering  the 
kiln  through  the  pipes  E\  E',  E",  E*,  passes  into  these  tubes, 
thus  being  more  equally  distributed  throughout  the  mass ; 
or  in  place  of  having  tubes  such  passages  may  be  formed 
with  the  bricks  themselves.  Rows  of  bricks  are  left  out 
here  and  there  at  the  level  of  these  tubes  so  a«  to  allow  of 
the  easy  egress  of  the  gas  from  them.  Each  of  the  kilns 
is  furthermore  provided  with  an  aperture  Q\  G',  G",  G*,  at 
the  bottom,  connecting  them  by  means  of  branches  to  the 
flue  H  conducting  to  the  chimney  shaft ;  each  of  the  open- 
ings are  capable  of  being  closed  by  means  of  dampers  g\ 

it,  St,  St' 
Large  openings  I',  P,  T,  T,  are  provided  at  the  top  of  each 

kiln  for  the  purpose  of  charging  and  discharging  them ; 

these  are  temporarily  bricked  up  when  the  kiln  is  at  work, 

but  the  one  being  open  where  the  kiln  is  being  charged 

serves  to  admit  the  atmospheric  air  that  has  to  assist  the 

combustion  of  the  gas  in  the  kiln  that  is  being  fired.     If  we 

now  suppose  that  the  contents  of  the  kiln  A*  are  being  fired, 
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that  the  contents  of  the  kiln  A'  have  been  freshly  filled  in, 
and  are  being  heated  preparatory  to  firing ;  that  the  kiln  A* 
is  being  discharged  and  charged  afresh,  and  that  the  kiln 
A*  has  just  been  fired  and  is  now  cooling,  then  the  action 
of  the  four  kilns  will  take  place  as  follows :  All  the  pas- 
sages from  the  gas  generator  to  the  kilns  will  be  closed  ex- 
cepting the  one  at  ^* ;  the  damper  will  be  placed  in  the  i)as- 
sage  a"  shutting  off  the  communication  between  the  kiln  A* 
and  A* ;  all  the  communications  with  the  flue  H  leading  to 
the  chimney  will  be  closed  with  the  exception  of  G*.  Com- 
bustible gas  will  now  enter  at  the  top  of  the  kiln  A*  through 
the  passage  a*,  at  the  same  time  atmospheric  air  will  enter 
through  the  open  kiln  A",  will  pass  through  the  hot  contents 
of  the  kiln  A*,  and  become  considerably  heated ;  it  will 
then  pass  through  the  passage  X  to  the  kiln  A*,  where  it 
will  mix  with  the  combustible  gases ;  these  will  then  be  ig- 
nited and  produce  considerable  heat,  by  which  the  contents 
of  the  kiln  will  be  burnt.  The  hot  products  of  this  com- 
bustion will  then  pass  down  to  the  bottom  of  the  kiln,  and 
thence  through  the  passage  a^  to  the  top  of  the  kiln  A' ; 
they  will  then  pass  downwards  through  the  contents  of  this 
kiln,  which  will  absorb  the  greater  part  of  the  heat  from 
these  gases,  which  will  eventually  escape  through  the  open- 
ing G*  into  the  flue  H  conducting  to  the  chimney.  After  a 
time  the  valve  in  the  branch  e^  will  be  closed  and  that  in  E* 
opened,  so  that  the  combustible  gases  will  pass  in  to  the 
middle  of  the  bricks  and  be  there  ignited,  so  as  to  bum  the 
bricks  equally  throughout.  When  this  has  been  completed, 
and  the  bricks  in  the  kiln  A'  have  become  heated  to  a  con- 
siderable degree,  the  valve  at  E*  is  closed,  whilst  that  at  6?* 
is  opened.  The  kiln  A"  having  in  the  meantime  been 
charged  and  the  openings  V  closed  up,  the  damper  is  re- 
moved from  the  passage  (C  to  the  passage  a',  shutting  off 
the  communication  between  the  kilns  A'  and  A*.  The  con- 
tents of  this  latter  having  become  cooled  it  is  opened  and 
discharged ;  cold  air  enters  through  it,  passes  through  the 
passage  X  into  the  kiln  A*,  where  it  becomes  heated  by 
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passing  down  between  the  hot  bricks  and  then  enters  the 
kiln  A\  which  is  to  be  fired.  The  opening  G*  from  the  kiln 
A*  into  the  flue  H  having  been  closed,  and  the  one  Ot*  in  the 
kiln  A*  opened,  the  hot  products  of  the  combustion  taking 
place  in  the  kiln  A',  pass  hence  down  through  the  kiln  A* 
freshly  piled  with  materials  which  absorb  the  greater  part 
of  their  heat,  and  thus  cooled  they  escape  through  the  open- 
ing Gt*  into  the  flue  H.  In  this  manner  it  will  be  seen  that 
each  kiln  is  in  rotation  charged  with  bricks  or  other  objects 
to  be  burnt,  is  then  made  to  absorb  the  heat  from  the  pro- 
ducts of  combustion,  is  fii'ed,  is  then  cooled  by  the  passage 
of  atmospheric  air  serving  to  support  combustion  in  another 
kiln,  and  is  lastly  discharged  and  charged  afresh.  To  al- 
low of  the  perfect  circulation  of  the  hot  gases  and  air  at  the 
bottom  of  the  kilns,  they  are  there  provided  with  a  series 
of  dwarf  wall  /,/,/,  having  spaces  between  them,  upon 
which  walls  the  bricks  or  other  objects  are  piled.  The  hot 
products  of  combustion  always  passing  through  the  bricks 
in  a  downward  direction,  thereby  bum  them  much  more 
uniformly  than  if  the  currents  passed  in  an  upward  direc- 
tion, as  in  the  latter  case  partial  currents  are  liable  to  be 
formed  acting  in  a  partial  manner  on  the  bricks.  These 
kilns  may  also  be  charged  with  earthenware  instead  of 
bricks,  or  they  may  be  filled  with  saggers  containing  porce- 
lain. Instead  of  being  placed  in  a  row  they  may  also  be  ar- 
ranged in  a  circle,  and  instead  of  only  employing  four  com- 
partments any  number  may  be'  added  to  the  system. 

The  gas  generator  C  is  precisely  similar  in  construction 
to  those  described  with  reference  to  Pigs.  1,  2,  3,  4  and  6, 
on  Sheet  I,  with  the  exception  that  the  generator  being  be- 
low the  level  of  the  kilns,  the  vertical  pipe  for  taking  off 
the  gases  is  here  dispensed  with,  as  the  gases  pass  at  once 
through  the  opening  d  into  the  passage  B,  whence  they 
rise  up  and  pass  into  the  kilns,  as  already  described.  A 
streamlet  of  water  may  here  also  be  introduced  into  the 
generator  for  the  purpose  as  hereinbefore  described. 

In  Pig.  18  is  shown  an  arrangement  in  which  our  improved 
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regenerative  gas  furnace  is  employed  for  the  purpose  of 
heating  retorts,  either  for  the  manufacture  of  gas  or  for  any 
other  process,  which  has  to  be  carried  on  in  retorts,  such  as 
zinc  retorts,  muffles,  etc. 

A  is  a  furnace,  in  which  may  be  fired  any  number  of  re- 
torts B,  B,  B ;  C,  C*  are  the  regenerators,  for  heating  the 
combustible  gases  and  air  which  undergo  combustion  in  the 
furnace,  and  for  taking  up  the  heat  resulting  from  this  com- 
bustion, in  the  manner  already  described  with  reference  to 
other  arrangements. 

Having  now  described  the  nature  of  our  Invention,  and 
the  best  modes  we  are  acquainted  with  of  performing  the 
same,  we  wish  it  to  be  understood  that  we  'do  not  confine 
ourselves  to  the  precise  details  shown  on  the  accompanying 
Drawings ;  but  we  claim  as  our  Invention  the  various  ar- 
rangements of  regenerative  furnaces  worked  by  gases  re- 
sulting from  an  imi)erfect  combustion  of  solid  fuel  in  oepsL- 
rate  places,  as  hereinbefore  set  forth. 

In  witness  whereof,  I,  the  said  Charles  William  Siemens, 
have  hereunto  set  my  hand  and  seal,  this  Nineteenth  day  of 
July,  in  the  year  of  our  Lord  One  thousand  eight  hundred 
and  sixty-one. 

C.  W.  SIEMENS  [L :  s.] 
C.  D.  Abel. 

Mr.  Charles  8.  Whitman^  for  appellaTits : 

A  United  States  patent  \s  prima  facie  evidence  that  in 
the  specification  there  is  contained  a  full  and  proper  de- 
scription. 

Poppenhusen  «.  N.  Y.  Gutta  Percha  Comb  Co.,  2  Pish. 
Pat.  Cas.  62. 

When  a  prior  foreign  patent  is  relied  upon  to  defeat  a 
patent,  the  description  and  drawings  therein  must  contain 
and  exhibit  a  substantial  representation  of  the  patented  im- 
provement. 

Curt.  Pat.  4th  ed.  §§  99,  368  a,  3786;  Seymour  v.  Os- 
borne, 11  WaU.  616  [8  Am.  &  Eng.  290 ;]  Hills  v.  Evans,  6 
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L.  T.  N.  S.  90 ;  Betts  v.  Menzies,  4  Best  &  S.  Q.  B.  999 ;  Cohn 
V.  United  States  C.  Co.,  93  U.  S.  366  [10  Am.  &  Eng.  473 ; 
Gahill  «.  Brown,  15  Oflf.  Gaz.  697 ;  Harwood  v.  Mill  River 
W.  Mnfg.  Co.,  3  Pish.  Pat.  Cas.  526. 

Novelty  can  only  be  negatived  by  proof  which  puts  the 
fact  beyond  a  reasonable  doubt. 

Coffin  V.  Ogden,  18  Wall.  120  [9  Am.  &  Eng.  125  ;]  Par- 
ham  V.  American  B.  O.  &  S.  M,  Co.,  4  Pish.  Pat.  Cas.  482 ; 
Shirley  v.  Sanderson,  8  Ped.  Rep.  908 ;  Green  v.  French,  11 
Ped.  Rep.  591 ;  Wood  v.  Cleveland  R.*M.  Co.,  4  Pish.  Pat. 
Cas.  660 ;  Hawes  v.  Antisdel,  2  Ban.  &  Ard.  10 ;  Begnell  t. 
Harvey,  5  Ban.  &  Ard.  636. 

When  an  extended  term  is  granted  in  apparent  con- 
formity to  the  Act  of  Congress,  the  decision  of  the  officer 
granting  the  extension  has  the  attribute  of  a  final  judg- 
ment. 

It  cannot  be  shown  that  the  Commissioner  exceeded  or 
irregularly  exercised  his  authority,  except  by  matter  ap- 
parent on  the  face  of  the  patent. 

Clum  V.  Brewer,  2  Curt.  506;  Brooks  v.  Bicknell,  3 
McLean,  250 ;  Colt  t.  Young,  2  Blatch.  471 ;  Goodyear  v. 
Providence  Rubber  Co.,  2  Pish.  Pat.  Cas.  499  ;  and  on  ap- 
peal, 9  Wall.  788  [8  Am.  &  Eng.  150 ;]  Jordan  v.  Dobson,  4 
Pish.  Pat.  Cas.  232 ;  Gear  v.  Grosvenor,  6  Pish.  Pat.  Cas. 
314 ;  Crompton  v.  Belknap  Mills,  3  Pish.  Pat.  Cas.  536 ; 
Eureka  Co.  «.  BaUey  Co.,  11  Wall.  488  [8  Am.  &  Eng. 
280 ;]  Mowry  v.  Whitney,  5  Pish.  Pat.  Cas.  496 ;  and  on 
appeal,  14  Wall.  620  [9  Am.  &  Eng.  1;]  Tilghman  v.. 
Mitchell,  4  Pish.  Pat.  Cas.  615  ;  Coming  v.  Burden,  15  How. 
271  [6  Am.  &  Eng.  69 ;]  Wilder  v.  McCormick,  2  Blatch. 
34 ;  Alden  v.  Dewey,  1  Story,  341 ;  Hotchkiss  v.  Green- 
wood, 4  McLean,  456 ;  S.  C.  on  appeal,  11  How.  248  [5  Am. 
&  Eng.  240.] 

The  description  may  be  partly  in  writing  and  partly  in 
drawing. 

Earle  v.  Sawyer,  4  Mason,  1 ;  Swift  v.  Whisen,  3  Pish. 
Pat.  Cas.  343 ;  Brooks  v.  Bicknell,  3  McLean,  250,  261 ; 
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Washbum  v.  Gould,  3  Story,  122,  133 ;  Hogg  v.  Emerson, 
11  How.  687  [5  Am.  &  Eng.  279  ;]  6  How.  437  [5  Am.&  Eng. 
1 ;]  Kittle  v.  Merriam,  2  Curt.  476 ;  Emerson  v.  Hogg,  2 
Blatch.  1;  Heinrich  v.  Luther,  6  McLean,  348;  Webster 
Loom  Co.  V.  Higgins,  105  II.  S.  580  [14  Am.  &  Eng.  70.] 

There  are  two  sources  to  which  we  are  entitled  to  resort 
in  construing  the  claims, — first,  the  state  of  the  art  to  which 
the  invention  relates  prior  to  the  invention  of  the  patentees 
(Blaisdell  v.  Tufts,  16  Off.  Gaz,  881 ;  Pitts  v.  Wemple,  2 
Pish.  Pat.  Cas.  10 ;  Burden  v.  Coming,  Id.  477 ;  Rubber  C. 
H.  T.  Co.  V.  WeUing,  97  U.  S.  7  [11  Am.  &  Eng.  479  ;]  Carl- 
ton V.  Bokee,  17  Wall.  463  [9  Am.  &  Eng.  91 ;]  Washing 
Machine  Co.  v.  Tool  Co.,  20  Wall.  342  [9  Am.  &  Eng.  305 ;] 
Duff  V.  Sterling  Pump  Co.,  107  U.  S.  636  [14  Am,  &  Eng. 
440 ;]  second,  the  description  in  writing  and  in  drawing  con- 
tained in  the  specification. 

Construction  of  the  Act  of  1861. 

Weston  V.  White,  13  Blatch.  364 ;  Goff  v.  Stafford,  14 
Off.  Gaz.  748 ;  DeFlorez  v.  Kaynolds,  17  Off.  Gaz.  503. 


Messrs.  S.  8.  HolUngsworth  and  Joseph  C.  Fraley^  for 
appellees : 

The  term  of  the  reissue  No.  3,266  was  limited  to  seventeen 
years  from  July  19,  1861,  the  date  of  publication  of  com- 
plainants' prior  British  patent. 

The  subject  matter  of  the  reissue.  No.  3,266,  was  patented 
in  complainants'  British  patent,  No.  167,  published  and 
dated  July  19,  1861. 

The  reissued  patent  sued  ujwn,  the  original  of  which  was 
granted  March  1,  1864,  expired  on  July  20,  1878. 

Act  July  4, 1886,  5  Stat,  at  L.  117 ;  Act  March  3,  1839,  5 
Stat,  at  L.  353 ;  Act  March  2,  1861,  12  Stat,  at  L.  246 ;  De- 
Florez V.  Raynolds,  17  Blatch.  446 ;  Nathan  v.  New  York 
E.  R.  R.  Co.,  2  Fed.  Rep.  225. 
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Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 
This  is  a  suit  on  a  patent  granted  to  the  appellants, 
Charles  W.  and  Frederick  Siemens,  of  Great  Britain,  on 
the  12th  day  of  January,  1869,  being  a  reissue  of  a  patent 
originally  granted  to  the  appellants  on  the  1st  day  of  March, 
1864.  This  patent  was  for  an  improved  regenerator  fur- 
nace, so  called,  intended  to  be  used  where  a  high  degree  of 
heat  is  required.  By  the  arrangements  of  this  invention, 
the  products  of  combustion,  after  passing  through  the  fur- 
nace, and  before  entering  the  chimney,  are  utilized  in  heat- 
ing what  are  called  the  regenerators,  consisting  of  bricks,  or 
other  refractory  materials,  loosely  piled  up  in  two  pair  of 
separate  chambers  through  which,  alternately,  after  being 
thus  heated,  the  air  and  gases  are  made  to  pass  on  their 
way  to  the  furnace,  and  thus  become  raised  to  an  intense 
degree  of  heat  before  entering  it.  Whilst  one  pair  of  re- 
generators are  being  thus  heated  by  the  outgoing  products 
of  combustion,  or  flame,  the  other  pair  are  giving  out  their 
heat  to  the  air  and  gases  which  are  passing  into  the  furnace; 
and  then,  by  a  reversal  of  dampers,  the  current  is  changed, 
and  the  air  and  gases  are  made  to  pass  through  the  newly 
heated  regenerators,  and  the  products  of  combustion,  or 
flame,  through  those  that  have  become  partially  cooled; 
and  so  on  alternately. 

The  apparatus  has  various  incidental  appliances  neces- 
sary to  its  successful  operation.  Thus,  as  the  regenerator 
chambers  are  placed  underneath  the  furnace,  spaces  are 
formed  between  them  and  the  furnace  bottom,  for  the  pur- 
pose of  admitting  a  circulation  of  air  to  cool  the  parts  and 
prevent  their  being  destroyed  by  the  intense  heat.  Another 
arrangement  is  that  of  a  separate  and  distinct  furnace,  of 
peculiar  form,  for  the  consumption  of  the  raw  fuel,  so  con- 
structed and  operated  that  the  gases  produced  thereby  are 
carried  over  by  a  suitable  flue  to  one  of  the  heated  regener- 
ators, whilst  atmospheric  air  is  admitted  into  the  other  re- 
generator of  the  same  pair.     The  air  and  gases  are  thus 

198  v.  8*  »76-977. 
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kept  separate  until  about  to  enter  the  furnace  by  separate 
flues,  when  they  meet  and  commingle  and  produce  a  rapid 
combustion  and  a  most  intense  heat. 

This  is  the  general  nature  of  the  invention,  and  this  ex- 
planation will  be  sufficient  for  understanding  the  claims  of 
the  patent,  which  are  four  in  number,  and  are  as  follows, 
to  wit: 

''We  claim,  in  combination  with  furnace,  A,  and  its 
chimney  or  smoke-discharge  flue  P,  a  system  or  series  of  air 
and  gas  regenerators  B*  B*  B*  B*,  constructed  substantially 
as  specified,  and  having  conduits  and  dampers  arranged  so 
that  air  and  gas  may  be  led  into  and  through  such  regener- 
tors  and  furnace  and  out  of  the  chimney,  in  manner  and  so 
as  to  be  operated  as  and  for  the  purpose  or  purposes  herein- 
before described. 

"We  also  claim  the  arrangement  and  combination  of  the 
air  space  or  open  chamber  C  with  the  furnace  and  its  system 
of  regenerators,  arranged  and  applied  together  substantially 
in  manner  and  so  as  to  operate  as  described.  [The  air  space 
here  referred  to  is  that  by  which  the  hearth  of  the  furnace 
and  other  parts  are  cooled  and  prevented  from  destruction 
by  the  intense  heat.] 

"We  also  claim  the  arrangement  and  combination  of  the 
air  chamber  or  space  D,  or  the  same  and  the  space  E,  with 
the  furnace,  regenerators,  conduits,  and  damper  chests  ap- 
plied thereto,  the  whole  being  substantially  as  specified. 
[The  air  chamber  D  admits  the  atmospheric  air  to  the  re- 
generator.] 

' '  We  also  claim  the  combination  of  a  furnace  with  one  or 
more  regenerators  or  means  of  receiving  its  waste  smoke 
and  gaseous  products,  and  intercepting  or  receiving  heat 
therefrom,  and  also  with  means  or  devices  by  which  all  or 
a  portion  of  the  heat  so  intercepted  or  received  may  be  ab- 
sorbed by  the  influent  air  or  gas  during  its  passage  into  or 
to  such  furnace,  for  the  purpose  of  improving  or  promoting 
combustion  therein. ' ' 

1S3  r.  S.  S77-S78. 
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The  defendants  do  not  deny  that  the  appellants  were  the 
authors  of  the  very  ingenious  invention  claimed  by  the  pat- 
ent ;  and  they  do  not  seriously  deny  that  they  use  it.  The 
principal  defence  which  they  set  up  is,  that  the  appellants 
took  out  an  English  patent  for  the  same  invention,  dated 
January  22,  1861,  and  sealed  July  19,  1861 ;  and  that,  by 
force  of  the  Acts  of  1839  and  1861,  the  American  patent  ex- 
pired at  the  end  of  seventeen  years  from  the  sealing  of  the 
English  patent,  namely,  on  the  19th  day  of  July,  1878 ;  and 
they  deny  that  they  used  the  said  invention  before  the  last 
mentioned  date,  and  no  evidence  is  given  that  they  did  do  so. 

(a)  The  questions  to  be  decided,  therefore,  are  whether 
the  English  patent  (which  was  given  in  evidence)  was  for 
the  same  invention  as  the  American  jiatent;  and,  if  so, 
whether  the  latter  is  limited  to  expire  at  the  end  of  seven- 
teen years  from  the  sealing  of  the  former.  We  think  that 
both  of  these  questions  must  be  answered  in  the  affirma- 
tive. 

As  to  the  first  question,  we  have  carefully  compared  the 
two  patents,  the  English  and  American,  and  can  see  no  es- 
sential difference  between  them.  They  describe  the  same 
furnace  in  all  essential  particulars.  The  English  specifica- 
tion is  more  detailed,  and  the  drawings  are  more  minute 
and  full ;  but  the  same  thing  is  described  in  both.  There  is 
only  one  claim  in  the  English  jiatent,  it  is  true.  But  that 
claim,  under  the  English  patent  system,  entitled  the  paten- 
tees to  their  entire  invention,  and  is  at  least  as  broad  and 
comprehensive  as  all  four  claims  in  the  American  x)atent.  It 
is  in  these  terms : 

"Having  now  described  the  nature  of  our  invention  and 
the  best  modes  we  are  acquainted  with  of  performing  the 
same,  we  wish  it  to  be  understood  that  we  do  not  confine 
ourselves  to  the  precise  details  shown  on  the  accompanying 
drawings;  but  we  claim  as  our  invention  the  various  ar- 
rangements of  regenerative  furnaces  worked  by  the  gases  re- 

1S8  U.  8.  978,  98»-»88. 
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salting  from  an  imperfect  combustion  of  solid  fuel  in  separ- 
ate places,  as  hereinbefore  set  forth." 

It  is  contended  by  the  counsel  of  the  complainants,  that 
the  American  patent  contains  improvements  which  are  not 
exhibited  in  the  English  patent.  But  if  this  were  so,  it 
would  not  help  the  complainants.  The  principal  invention 
is  in  both ;  and  if  the  American  patent  contains  additional 
improvements,  this  fact  cannot  save  the  patent  from  the 
operation  of  the  law  which  is  invoked,  if  it  is  subject  to  that 
law  at  all.  A  patent  cannot  be  exemi)ted  from  the  operation 
of  the  law  by  adding  some  new  improvements  to  the  inven- 
tion ;  and  cannot  be  construed  as  running  jiartly  from  one 
date  and  partly  from  another.  This  would  be  productive  of 
endless  confusion. 

We  have,  then,  to  examine  the  question  whether  the  term 
of  the  American  patent  was  limited  to  run  from  its  own  date, 
or  from  the  date  (or  sealing — which  is  equivalent  to  the  pub- 
lication) of  the  English  patent.  The  reissued  patent  sued 
on  is  dated  January  12th,  1860,  but  the  original  patent, 
which  is  the  one  to  be  looked  at,  was  dated  March  1st,  1864. 
It  was  issued^  therefore,  before  the  Act  of  1870,  by  which 
the  patent  laws  were  revised,  and  whilst  the  Acts  of  1836, 
1839  and  1861  were  in  force.  The  Act  of  1836,  as  well  as 
previous  Acts,  made  the  term  of  a  patent  fourteen  years  ; 
but  it  authorized  an,  extension  of  the  term  for  seven  years 
longer,  if  it  should  appear  that  the  patentee,  without  neg- 
lect or  fault  on  his  part,  failed  to  obtain  a  reasonable  re- 
muneration for  his  invention.  By  the  same  Act  (sec.  7),  if 
an  invention  for  which  a  patent  was  sought,  had  been  pat- 
ented in  a  foreign  country,  before  the  application  for  a  pat- 
ent here,  it  was  a  bar  to  obtaining  a  patent  in  this  country, 
unless  (sec.  8)  such  foreign  letters  patent  had  been  taken 
out  by  the  applicant  himself  within  six  months  previous  to 
the  filing  of  his  specification  and  drawings.  The  Act  of 
1839  (sec.  6)  removed  the  limitation  of  six  months,  and  al- 
lowed a  patent  to  be  taken  out  here  at  any  time  after  the 

1«3  U.  S.  S8S-984. 
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inventor  had  taken  out  a  patent  for  the  same  invention  in  a 
foreign  country,  provided  it  should  not  have  been  intro- 
duced into  public  and  common  use  in  the  United  States 
prior  to  the  application  for  a  patent  here :  ^  ^AticI  provided 
also^  that  in  all  cases  every  such  patent  shall  be  limited  to 
the  term  of  fourteen  years  from  the  date  or  publication  of 
such  foreign  letters  patent." 

The  Act  of  1861  introduced  several  changes  in  the  admin- 
istration of  the  Patent  Office,  and  gave  a  right  to  patents  for 
designs.  The  last  section  (sec.  16)  declared  as  follows,  to 
wit,  ' '  that  all  patents  hereafter  granted  shall  remain  in  force 
for  the  term  of  seventeen  years  from  the  date  of  issue ;  and 
all  extension  of  such  patents  is  hereby  prohibited." 

The  Act  of  1870,  which  was  a  revision  of  all  previous  laws 
relating  to  patents,  continued  the  i)eriod  of  seventeen  years 
as  the  term  of  a  patent,  and  in  case  a  foreign  patent  had 
been  previously  issued,  declared  that  the  American  patent 
should  expire  at  the  same  time  with  the  foreign  patent,  or, 
if  more  than  one,  at  the  same  time  with  the  one  having  the 
shortest  term ;  but,  in  no  case,  for  a  longer  term  than  seven- 
teen years.  This  provision  is  substantially  carried  forward 
into  the  Revised  Statutes.     (Sec.  4887.) 

The  appellants  contend  that  the  Act  of  1861  repealed  that 
portion  of  the  Act  of  1839  which  declared  that  a  patent 
should  be  limited  to  the  term  of  fourteen  years  from  the 
date  or  publication  of  prior  foreign  letters  patent  for  the 
same  invention.  So  far  as  the  period  of  fourteen  years  is 
concerned,  this  is,  undoubtedly,  true.  Prior  to  1861  all 
patents,  as  we  have  seen,  were  granted  for  the  term  of  four- 
teen years,  with  a  right,  under  certain  circumstances,  to  an 
extension  for  seven  years  longer.  This  right  of  extension 
was  attended  with  many  inconveniences  and  much  expense 
to  meritorious  patentees,  and  Congress,  by  the  Act  of  1861, 
cut  it  off,  and  made  the  term  of  all  patents  seventeen  years 
— a  compromise  between  fourteen  and  twenty-one  years. 
The  Act  had  nothing  to  do  with  the  question  of  foreign  pat- 
ios U.  8.  »84-»80. 
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ents,  but  only  with  the  term  for  which  patents  should  ordi- 
narily run  ;  and  the  period  of  seventeen  years,  without  any 
privilege  of  extension,  was  adopted  in  lieu  of  fourteen  years 
with  a  provisional  right  of  extension.  That  was  the  sole 
point  before  the  legislative  mind.  Seventeen  years  limit 
was  substituted  for  fourteen  years.  That  was  all  that  was 
intended  or  thought  of.  We  are  of  opinion,  therefore,  that 
the  condition  imposed  by  the  Act  of  1839,  that  the  term  of 
a  patent  for  an  invention  which  has  been  patented  in  a 
foreign  country,  shall  commence  to  run  from  the  time  of 
publication  of  the  foreign  patent,  was  not  repealed  or  abro- 
gated by  the  Act  of  1861.  If  it  was,  it  follows  that  there 
was  a  i)eriod  of  nine  years,  from  1861  to  1870,  in  which  our 
patent  system  presented  the  anomaly  of  allowing  patents  to 
be  taken  out  in  this  country  at  any  length  of  time  after  the 
invention  had  been  patented  abroad,  and  without  being  sub- 
ject to  any  condition,  limitation,  or  restriction.  This  can 
hardly  be  supposed  to  have  been  the  intention  of  Con- 
gress. 

No  doubt,  the  words  of  a  law  are  generally  to  have  a  con- 
trolling effect  upon  its  construction  ;  but  the  interpretation 
of  those  words  is  often  to  be  sought  from  the  surrounding 
circumstances  and  preceding  history.  From  the  history  of 
the  law  in  this  case,  as  exhibited  in  previous  enactments, 
and  from  the  evident  object  and  purpose  of  section  16  of 
the  Act  of  1861,  we  are  satisfied  that  the  words  there  used 
to  define  and  limit  the  term  during  which  patents  thereafter 
granted  should  remain  in  force,  namely,  ' '  seventeen  years 
from  the  date  of  issue,"  were  only  intended  to  change  the 
length  of  the  term,  and  not  the  point  of  its  commencement. 
The  latter  continued  as  before,  at  "the  date  of  issue,"  as 
defined  by  previous  laws — referring  either  to  the  issue  of 
the  American  patent  itself,  when  no  foreign  patent  had  been 
previously  obtained,  or  to  that  of  the  latter  when  such  a 
patent  had  been  obtained.  This  view  of  the  construction 
and  meaning  of  the  Act  of  1861  was  fully  explained  and 

1)83  U.  S.  »8ft-986. 


Oct.,  1887.]  SIEMENS  v.  SELLERS.  333 

Notes  and  citations. 

enforced  by  Mr.  Justice  Blatchf ord  in  the  case  of  De  Plorez 
V.  Reynolds,  17  Blatch.  436 ;  S.  C,  8  Fed.  Rep.  434. 
Tke  decree  of  the  Qircv/U  Court  is  affirraed, 

198  U.  S.  886. 

2.  Act  1790,  sec.  1;  Act  1793,  sec.  1;  Act  1836,  see.  5;  Act  1861, 
sec  16;  Act  1870,  sec.  22;  R.  S.  sec.  4884. 
Act  1836,  sec.  8;  Act  1839^  see.  6;  Act  1870,  sec.  25;  R.  S. 
sec.  4887. 


4.  Term  of  domestic  patent  as  affected  by  prior  foreign  patent : 
O'Reilly  v.  Morse,  15  How.  62  [5  Am.  &  Eng.  483.] 
Smith  V.  Ely,  15  How.  137  [6  Am.  &  Eng.  1.] 
Telephone  Cases,  126  U.  S.  1. 
Bate  Refrigerating  Co.  v,  Hammond,  129  U.  S.  151. 


Date  of  English  patent  is  that  of  filing  the  complete  specifica- 
tion : 
Smith  V.  Goodyear  D.  V.  Co.,  93  U.  S.  486  [11  Am.  & 
Eng.  1.] 
,   Telephone  Cases,  126  U.  S.  1. 
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Patent  in  siaitt 

No.  41,788.     Siemens,  C.  W.  A  F.   March  1,  1864.    Regen- 
erator Furnace.    Reissue  No.  3,265.    January  12,  1869. 

Other  Suits  on  Same  Patent 

a 

Siemens  v.  Sellers,  1883.     16  Fed.  Rep.  856;  23  O.  G.  2234. 


C:itedt 

In  Cibcuit  Courts  in  : 

Electrical  Accumulator  Co.  v.  Julien  Electric  Co.,  March,  1889.   38 
Fed.  Rep.  111. 


In  Text  Books  : 
Walker  on  Pats.,  2d  ed.,  1889.   p.  129. 
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WILLIAM  HAILES  kt  al.,  APPELLANTS,  v.  ALBANY 

STOVE  COMPANY. 

lap  U.  &  SSa-GMfe.    Oct.  Term*  1887. 

[Bk.  31,  L.  ed.  284;  42  O.  G.  95.] 

Affirming  Ibid,  21  Blatch.  271. 

Argued  November  28,  1887.     Decided  December  12,  1887. 

Particular  patent  wanting  in  invention.    Disclaimer — its  office. 
Improper  disclaimer,  sees.  4917  and  Jf922,  R.  S. 

1.  Claim  of  patent.  No.  51,085,  granted  Rathbone  and  Hailes,  No- 

vember 21,  1866,  Coal-Stoves,  for  a  "circular  stove  "  having  a 
perforated  fire-pot  with  a  grate-bottom  having  provision  for 
the  admission  of  air  below  the  point  of  suspension  of  said  fire- 
pot,  held,  to  be  met  by  prior  patents  showing  all  the  elements 
of  the  claim  save  the  circular  cylinder,  that  element  being  old 
per  se  on  the  ground  that  ho  invention  was  required  to  com- 
bine these  features,     (p.  359.) 

2.  A  particular  disclaimer  held,  to  be  an  attempt  to  secure  a  new 

patent  by  an  amended  specification  and  supplemental  descrip- 
tion and  not  a  proper  disclaimer  under  R.  S.  sees.  4917  and 
4922.     (p.  360.) 

3.  A  disclaimer  is  properly  employed  for  the  surrender  of  a  separ- 

ate claim,  or  some  other  distinct  and  separable  matter,  which 
can  be  exscinded  without  mutilating  or  changing  what  is  left 
standing.  Perhaps  it  may  be  used  to  limit  a  claim  to  a  par- 
ticular class  of  objects,  or  to  change  the  form  of  a  claim  which 
is  too  broad ;  but  certainly  it  cannot  be  used  to  change  the 
character  of  the  invention,     (p.  361.) 

4.  ffeld  that  the  drawings  annexed  to  the  patent  cannot  be  used, 

even  on  an  application  for  a  reissue,  much  less  on  a  disclaimer, 
to  change  the  patent  and  make  it  embrace  a  different  inven- 
tion from  that  described  in  the  specification,     (p.  362.) 

5.  Sections  4917  and  4922,  Revised  Statutes,  have  reference  to  the 

same  sets  of  circumstances  as  grounds  for  disclaimer,  the  for- 

^^e  Explanation  of  Notes,  page  III. 
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mer  authorizing  the  filing  of  a  disclaimer  and  the  other  legaliz- 
ing  suits  brought  on  patents  such  as  have  been  amended  under 
the  first-mentioned  section,    (p.  362.) 

[Citations  in  the  opinion  of  the  court:] 

Parker  &  Whipple  Co.  v,  Yale  Clock  Co.,  123  U.  S.  87     [p.  194  ante.]    p. 
362. 

Appeal  from  the  Circuit  Court  for  the  Northern  District 
of  New  York. 

The  facts  and  case  are  fully  stated  by  the  court. 

The  specifications  and  drawings  of  Rathbone  and  Hailes 
letters  patent  and  of  Russell's  English  letters  patent  and 
drawing  of  Hunt's  device  are  as  follows : 


LEWIS  RATHBONE  AND  WILLIAM  HAILES,  OF 

ALBANY,  NEW  YORK. 

Improvement  in  Coal-Stoves. 

Specification  forming  part  of  Letters  Patent  No.  Sl^OSS^  dated 

November  21, 1865. 

To  all  whom  it  Tnay  concern : 

Be  it  known  that  we,  Lewis  Rathbone  and  William  Hailes, 
of  Albany,  county  of  Albany  and  State  of  New  York,  have 
invented  a  new.  and  Improved  Circular  Stove ;  and  we  do 
hereby  declare  that  the  following  is  a  full,  clear,  and  exact 
description  thereof,  reference  being  had  to  the  accompany- 
ing drawings,  making  a  i)art  of  this  specification,  in  which — 

Figure  1  is  an  elevation  of  the  front  of  our  improved  stove. 
Pig.  2  is  a  diametrical  section  taken  from  the  front  to  rear 
through  the  stove,  showing  our  improvements.  Pig.  3  is  a 
section  taken  through  the  stove  in  the  horizontal  plane  in- 
dicated by  the  red  line  a?  rr  in  fig.  2.  Pig.  4  is  a  top  view  of 
the  detachable  fire-pot  and  grate.  Pig.  5  is  a  side  view  of 
the  same. 
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Similar  letters  of  reference  indicate  corresponding  parts  in 
the  several  figures. 

This  invention  relates  to  certain  novel  improvements  on 
that  class  of  stoves  which  are  known  as  '* cannon"  or  circu- 
lar stoves,  in  consequence  of  their  consisting  of  only  one 
cylinder  or  cannon,  without  flues  or  separated  fire-chambers. 
Such  stoves  have  generally  been  constructed  with  a  con- 
tracted outlet,  and  also  with  provision  for  admitting  air 
above  the  fire.  This  we  desire  to  obviate,  as  we  have  found 
that  a  much  more  perfect  combustion  can  be  maintained  by 
enlarging  the  outlet  for  the  smoke  and  admitting  air  through 
the  sides  of  a  suspended  fire-pot  at  all  points,  and  thus  fa- 
cilitating combustion  by  supplying  oxygen  to  the  burning 
coals  beneath  the  surface  of  the  fire-pot,  as  will  be  herein- 
after described. 

Another  object  of  our  invention  is  to  construct  an  open 
circular  fire-pot  which  can  be  applied  to  or  removed  from 
the  stove  at  pleasure,  with  a  grate  in  its  bottom,  said  grate 
being  so  applied  that  it  can  be  moved  for  shaking  the  ashes 
from  the  fire-pot  when  desired,  as  will  be  hereinafter  de- 
scribed. 

To  enable  others  skilled  in  the  art  to  understand  our  in- 
vention, we  will  describe  its  construction  %nd  operation. 

In  the  accompanying  drawings,  A  represents  the  bottom 
plate  of  the  stove,  which  is  made  circular;  and  B  repre- 
sents the  cylindrical  ash-pit  section,  which  is  placed  eccen- 
trically upon  the  circular  bottom  plate.  A,  so  that  a  com- 
paratively wide  space  is  left  in  front,  as  shown  in  figs.  2  and 
3,  which  is  gradually  contracted  as  it  approaches  the  back 
of  the  stove  on  both  sides  thereof.  Above  this  cylinder  B  is 
the  body  of  the  stove,  that  forms  the  fire-chamber  C,  which 
terminates  at  its  upper  end  in  a  flaring  outlet-chamber,  D, 
through  which  the  products  of  combustion  which  are  un- 
consumed  escape  into  the  smoke-pipe  a.  Within  the  body 
or  central  i)ortion,  C,  of  this  stove  is  an  annular  flange,  6, 
the  object  of  which  is  to  support  the  fire-pot  Q  by  receiving 
ux)on  it  a  flange,  c,  that  is  formed  upon  the  upper  edge  of 
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said  pot,  as  shown  in  fig.  2.  The  fire-pot  is  made  of  cast- 
iron  of  a  flaring  form  and  of  such  diameter  as  to  leave  a  free 
space,  dj  all  around  it  when  arranged  within  the  stove.  It 
extends  from  the  enlarged  fire-chamber  C  down  into  the  ash- 
chamber  B,  land  it  is  made  with  vertical  openings  through 
its  sides  for  the  admission  of  air  into  the  body  of  coal  within 
it.  The  bottom  of  this  fire-pot  is  an  open  grate,  G',  which 
may  be  so  applied  that  it  can  be  moved  about  a  central  pin, 
c,  or  turned  upon  a  horizontal  bar,  g^  or  both  of  these  move- 
ments may  be  provided  for. 

It  will  thus  be  seen  that  the  fire-pot  and  its  grate  are 
united  together,  so  that  both  can  be  removed  from  the  stove 
together.  By  thus  connecting  the  grate  and  fire-pot  to- 
gether and  arranging  them  within  the  stove  so  that  they  are 
supported  or  suspended  by  means  above  mentioned,  they 
can  be  removed  very  readily  from  the  stove  when  it  is 
necessary  to  renew  them. 

At  the  junction  of  the  body  of  the  stove  with  the  ash-pit 
section  B  is  a  ledge,  A,  extending  entirely  around  the  top  of 
said  section,  as  shown  in  fig.  3.  This  ledge  is  perforated  at 
regular  Intervals,  and  it  is  covered  by'means  of  a  movable 
ring-plate,  t,  which  is  also  i)erforated  in  a  manner  corre- 
si)onding  to  the  perforations  through  the  ledges.  This  ring- 
plate  i,  being  provided  with  a  knob  or  handle,  constitutes 
an  annular  register  for  regulating  the  admission  of  air  into 
the  section  B  of  the  stove  below  the  point  of  suspension  of 
the  fire-pot,  as  indicated  by  the  arrows  in  fig.  2. 

The  flanges  6  and  c  effectually  close  the  upper  portion  of 
the  space  d  surrounding  the  fire-pot,  so  that  no  air  can  pass 
at  this  point.  The  air  which  enters  the  smoke-chamber 
above  the  fire-pot  must  either  be  admitted  through  the  reg- 
ister J  in  the  feed-door  or  it  must  pass  through  the  fire-pot. 
Our  object  is  to  maintain  such  an  intense  heat  in  the  fire-pot 
by  the  free  supply  of  oxygen  to  the  incandescent  coal  therein 
aU  around  this  pot  that  there  will  be  little  or  no  smoke 
formed  after  the  fire  is  fully  started.    In  this  way  we  obtain 
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a  more  perfect  combustion  and  are  enabled  to  bum  soft  coal 
and  obtain  the  greatest  heating  effects  therefrom. 

Having  thus  described  our  invention,  what  we  claim  as 
new,  and  desire  to  secure  by  Letters  Patent,  is — 

1.  Arranging  a  perforated  fire-pot  with  a  grate-bottom 
within  a  circular  stove,  having  provision  for  the  admission 
of  air  below  the  point  of  suspension  of  said  fire-pot,  sub- 
stantially as  described. 

2.  The  combination  of  an  annular  horizontal  register  with 
a  suspended  fire-pot  which  has  perforated  sides,  substan- 
tially as  described. 


LEWIS  RATHBONE, 
WTLLTAM  HAILES. 


Witnesses : 

W.  R.  Bush,  Jr., 
Wm.  J.  Dunn. 


A.  D.  1857,  13th  JULY.     NO.  113. 

SPECIFICATION  in  pursuance  of  the  conditions  of  the  Let- 
ters Patent,  filed  by  the  said  Robert  Russell  in  the  Great  Seal  Pat- 
ent Office  on  the  13th  July,  1867. 

To  all  to  whom  tTiese  presents  sTiaU  come : 

I,  Robert  Russell,  of  the  firm  of  Powkes  and  Russell,  of 
Derby,  in  the  county  of  Derby,  Ironf  ounders,  send  greeting  : 

WHEREAS,  Her  most  Excellent  Majesty  Queen  Victoria, 
by  Her  Letters  Patent,  bearing  date  the  Thirteenth  day  of 
January,  in  the  year  of  our  Lord  One  thousand  eight  hun- 
dred and  fifty -seven,  in  the  twentieth  year  of  Her  reign, 
did,  for  Herself,  Her  heirs  and  successors,  give  and  grant 
unto  me,  the  said  Robert  Russell,  Her  special  license 
that  I,  the  said  Robert  RusseU,  my  executors,  adminis- 
trators, and  assigns,  or  such  others  as  I,  the  said  Robert 
Russell,  my  executors,  administrator^,  and  assigns,  should 
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At  any  time  agree  with,  and  no  others,  from  time  to  time 
and  at  all  times  thereafter  during  the  term  therein  ex- 
pressed, should  and  lawfully  might  make,  use,  exercise, 
and  vend,  within  the  United  Kingdom  of  Great  Britain  and 
Ireland,  the  Channel  Islands,  and  Isle  of  Man,  an  Invention 
for  *' Improvements  in  Stoves  and  Fire-places,"  upon 
the  condition  (amongst  others)  that  I,  the  said  Robert  Bus- 
49ell,  my  executors  or  administrators,  by  an  instrument  in 
writing  under  my,  or  their,  or  one  of  their  hands  and  seals, 
should  particularly  describe  and  ascertain  the  nature  of  the 
«aid  Invention,  and  in  what  manner  the  same  was  to  be  per- 
formed, and  cause  the  same  to  be  filed  in  the  Great  Seal 
Patent  Ofiice  within  six  calendar  months  next  and  imme- 
diately after  the  date  of  the  said  Letters  Patent. 

NOW  KNOW  YE ;  that  I,  Robert  Russell,  do  hereby 
declare  the 'nature  of  my  said  Invention,  and  in  what  man- 
ner the  same  may  be  performed,  to  be  particularly  described 
and  ascertained  in  and  by  the  following  statement  thereof, 
reference  being  had  to  the  Drawings  hereunto  annexed,  that 
is  to  say: 

My  Invention  consists  in  placing  within  an  outer  case  a 
fire  dish  or  fire  basket  intended  to  contain  the  ignited  fuel, 
and  so  suspended,  mounted,  or  fitted  that  rotary  motion 
may  be  communicated  to  it,  whereby  the  fuel  is  worked 
about,  ashes,  etc.,  are  shaken  down  into  the  ash-pit  or  cin- 
der tray  beneath,  and  (in  stoves  of  the  description  called 
self -feeding  air  stoves)  sticking  of  the  fuel  and  choking  of 
the  feed  passage  are  prevented. 

And  the  Invention  further  consists  in  constructing  the 
fire  basket  with  x)erf orated  sides  or  with  openings  all  round 
it,  and  in  forming  the  stove  case  with  openings  all  round  it, 
into  which  latter  openings  talc  is  inserted,  so  that  the  fire 
may  be  seen  on  all  sides  of  the  stove,  whereby  a  cheerful 
appearance  is  imparted.  The  openings  in  the  case  may  be 
provided  with  sliding  plates  (fitted  with  talc  or  not)  for 
regulating  the  draught.  The  fire  basket  may  be  made  with 
a  pivot  at  bottom  stepped  into  a  socket  in  the  stove  case, 
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or  with  a  top  flange,  by  which  it  is  hang  on  bearings  within 
the  case,  or  it  may  be  mounted  on  a  wheel,  or  otherwise 
fitted ;  and  rotary  motion  may  be  communicated  to  it  by 
inserting  a  lever  into  a  hole  or  series  of  holes  in  the  fire 
basket,  and  thereby  turning  it  wholly  or  partially  round, 
or  in  any  other  suitable  manner. 

A  modification  of  my  Invention  consists  in  the  following 
arrangement :  The  fuel  is  received  on  a  stationary  block 
or  grate,  round  which  fire  bars  arranged  in  a  circular  or 
cylindrical  frame  or  fire  basket  with  apertures  in  the  sides, 
are  or  is  made  to  revolve ;  the  bars,  frame,  or  basket  rest- 
ing on  a  ilange  or  on  the  grate,  the  fuel  is  disturbed,  and 
the  ashes,  etc.,  shaken  down  into  the  ash-pit.  One  or  more 
abutments  is  or  are  provided  within  the  stove  case,  against 
which  the  revolving  fire  basket  may  be  brought  for  the  bet- 
ter shaking  out  of  the  ashes. 

The  Invention  further  consists  in  so  constructing  cooking 
stoves  or  close  stoves  that  they  may,  when  desired,  be  con- 
verted into  open  stoves  by  fitting  at  the  back  a  number  of 
collapsible  screens  or  doors,  which,  when  the  stove  is  used 
as  a  close  stove,  are  folded  back  against  the  covings,  but 
when  it  is  to  be  used  as  an  open  stove  the  plate  over  the 
fire  place  is  removed,  and  these  folding  screens  brought  for- 
ward and  opened  out  in  such  manner  as  to  form  a  kind  of 
bonnet  or  fine,  one  screen  being  so  made  as  to  form  an  arch 
over  the  back  part  of  the  fire,  under  which  the  products  of 
combustion  are  drawn  through  this  fine  into  the  ordinary 
flue  or  chimney. 

Having  thus  stated  the  nature  of  my  said  Invention,  I 
will  proceed  more  fully  to  describe  how  the  same  is  to  be 
performed,  reference  being  had  to  the  Drawings  hereunto 
annexed. 

Figure  1  is  an  elevation  of  my  improved  stove,  having 
part  of  its  outer  case  broken  away,  so  as  to  show  the  inte- 
rior ;  Fig.  2  is  a  vertical  section  of  the  same.  A  is  the  fire 
dish,  composed  of  a  number  of  grate  bars,  with  suflScient 
ox>enings  between  them  for  the  admission  of  air ;  these  bars 
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may  be  fixed  at  their  top  to  a  ring  B,  and  at  their  bottom 
to  a  plate  C,  having  a  pivot  D  formed  or  cast  on  it ;  the 
pivot  D  is  inserted  in  a  hole  in  the  plate  £,  in  which  it  is 
free  to  turn.  F  is  a  piece  cast  or  otherwise  formed  on  the 
fire  dish,  in  which  piece  there  is  a  hole  formed  or  drilled, 
or  a  series  of  pieces  and  holes  may  be  formed  round  the  fire 
dish  of  a  sufficient  size  to  receive  the  end  of  a  bar  for  mov- 
ing or  turning  the  fire  dish.  This  bar  is  indicated  by  the 
dotted  lines  O.  A  pin  or  projecting  piece  F'  is  formed  on 
the  fire  dish  A,  which  abuts  against  a  fixed  piece  or  pin  Qt' 
in  the  plate  E,  so  that  when  the  fire  dish  is  moved  smartly, 
a  shock  is  given  to  it  which  causes  tha  fuel  to  descend  and 
the  ashes  to  fall  through  the  fire  dish  grating.  The  fire  dish 
may  be  cast  in  one  piece,  and  have  openings  cored  out,  so 
as  to  form  the  bars  in  the  dish  itself.  H  is  a  plate  under- 
neath «the  plate  E ;  the  plate  H  has  holes  formed  in  it,  and 
is  capable  of  being  moved  or  turned  partially  round,  so  as 
to  bring  its  holes  in  a  position  to  coincide  with  similar  holes 
formed  in  the  plate  E.  Air  is  thus  admitted  to  the  space 
in  which  the  iire  dish  is  placed,  and  from  thence  through 
the  openings  in  the  fire  dish  to  the  burning  fuel ;  the  plate 
H  may  be  fixed  on  the  lower  end  of  the  fire  dish  pivot  D, 
if  desired,  or  it  may  be  loose  and  capable  of  being  moved 
or  turned  independently.  To  shut  off  the  air,  the  plate  H 
is  moved  or  turned  into  a  position  so  that  the  holes  in  the 
plate  H  will  not  coincide  with  those  in  the  plate  E,  and 
communication  will  consequently  be  cut  off  between  the 
ash-pit  I  and  space  J,  in  which  the  fire  dish  is  placed ;  or, 
instead  of  regulating  the  air  by  the  plates  H,  H,  it  may  be 
regulated  by  a  ventilator  placed  in  the  drawer  front  of  the 
ash-pit.  K,  K,  is  an  enclosed  space  between  the  fuel  hop- 
per M  and  the  external  case  K^,  K\  and  is  closed  at  top  by 
an  annular  lid  or  cover  L,  secured  to  the  casing  K',  K',  and 
round  the  fuel  hopi)er  M  ;  this  space  acts  as  a  fuel  chamber 
and  hot-air  case,  from  which  the  heat  is  radiated  through 
the  apartment.  The  fine  pipe  K''  carries  the  remaining 
smoke  and  gases  to  the  chimney.    The  fuel  hopper  M  is 
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closed  by  a  cover  M',  which  is  fitted  thereto  in  such  a  man- 
ner as  to  be  easily  removed  when  a  fresh  supply  of  fuel  is 
required.  The  hopper  M  is  made  conical,  with  its  greatest 
diameter  placed  a  little  above  the  fire  dish  A ;  this  arrange- 
ment allows  the  fuel  to  sink  gradually  as  it  bums  away. 
The  hopi)er  M  is  composed  of  two  parts,  d  and  N,  which 
are  joined  together  at  a,  a  ;  the  part  dS&oi  sheet  iron,  and 
the  part  N  of  cast  iron,  of  considerable  thickness  at  its  lower 
edge,  so  as  to  withstand  the  intense  heat  which  is  produced 
at  this  i)oint.  To  serve  the  same  purpose,  the  interior  of 
the  casing  P  is  made  thicker  and  shelving  inwards  all  round, 
as  at  O.  The  sides  of  the  casing  P,  from  5  to  c,  may  be 
perforated,  or  slotted  holes  may  be  formed  in  them,  and  in 
the  i)erf  oration  or  slots  pieces  of  talc  may  be  inserted,  so 
that  the  fire  may  be  seen  from  all  sides,  whereby  a  cheerful 
apx)earance  is  imparted.  Instead  of  placing  the  talc  in  the 
sides,  I  sometimes  slot  the  sides  of  the  case,  and  cover  them 
up  with  sliding  pieces  similarly  slotted,  but  having  talc  in- 
serted, so  that  by  sliding  the  pieces  along  until  the  talc 
stands  opposite  the  opening  in  the  casings  the  fire  will  be 
seen. 

Pig.  3  is  a  view  of  one  of  the  sides  of  the  casing  P,  with 
the  openings  formed  in  it,  in  which  the  talc  Q  is  inserted. 
Or,  instead  of  making  one  sliding  piece  (with  a  number  of 
slotted  holes  with  talc  in  them)  for  each  side  of  the  stove,  a 
sliding  piece  with  a  piece  of  talc  inserted  may  be  used  for 
each  slotted  hole  in  the  casing  P. 

In  Pig.  4,  I  have  shown  a  section  of  part  of  a  stove  with 
its  fire  basket,  composed  of  a  series  of  tubes  set  in  a  ring  at 
top  and  another  at  bottom,  d^  d^  at  the  tubes ;  e  is  the  upper 
ring,  and  /,  the  lower  one.  The  tubes  d,  d!,  are  inserted 
through  suitable  holes  formed  in  the  rings  e  and  f ;  the 
lower  ends  of  the  tubes  d^  d^  are  open  to  the  ash-pit,  which 
ash-pit  communicates  with  the  atmosphere.  The  air  in 
passing  from  the  ash-pit  upwards  through  the  tubes  d,  d^ 
gets  heated,  and  is  gathered  into  a  hot-air  box,  g^  at  the 
upper  ends  of  the  tubes  d^  d ;  from  this  it  escapes  by  an 
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apertnre  of  sufficient  size  to  correspond  to  the  area  of  the 
openings  in  the  tubes  d^  d ;  this  ai)ertureis  formed  all  round 
the  stove  by  the  overhanging  lip  h  of  the  hot-air  box  g  and 
the  upper  ring  e ;  at  this  point  the  hot  air  comes  into  con- 
tact with  the  flame  and  gases  from  the  ignited  fuel,  and 
complete  combustion  takes  place.  The  lower  ring/  may 
be  formed  in  a  piece  with  the  bottom  of  the  fire  basket,  and 
may  be  made  solid  or  with  apertures,  and  having  a  pivot  i 
formed  on  it  to  take  into  a  hole  on  the  plate  y,  on  which 
pivot  it  may  be  moved  or  turned  round.  Apertures  may 
be  formed  in  the  plate  j^  to  correspond  to  similar  holes 
in  the  bottom  of  the  fire  basket,  so  as  to  regulate  the  admis- 
sion of  air  to  the  fuel,  similar  to  that  already  described  with 
reference  to  Figs.  1  and  2.  The  tubes  d^  d^  and  rings  e  and/ 
may  all  be  made  to  turn  together  upon  a  solid  fixed  bot- 
tom ;  the  tubes  being  made  tocommunicate  with  the  ash-pit, 
as  before  described.  Instead  of  tubes,  solid  bars  may  be  used. 
Instead  of  making  the  fire  dishes  to  turn  on  a  pivot,  as  pre- 
viously described,  I  sometimes  hang  them  by  a  projection  or 
fiange  formed  on  the  upper  ring  of  the  fire  dish  A,  which 
fiange  rests  upon  a  corresponding  projection  on  the  inside 
of  the  casing,  as  shown  in  dotted  lines  at  &,  A:,  in  Figs.  1  and 
2.  In  Figs.  4  and  6  I  have  shown  a  similar  mode  in  dotted 
lines  at  ?,  I.  In  this  case  the  ring  ^,  through  which  the  tubes 
are  passed,  is  made  broader,  so  as  to  rest  on  a  corresponding 
projection  on  the  inside  of  the  casing  P. 

Fig.  5  is  a  plan  of  the  tubular .  fire  dish  with  perforated 
bottom. 

And  having  now  described  the  nature  of  my  said  Inven- 
tion, and  in  what  manner  the  same  is  to  be  performed,  I 
declare  that  I  claim : — 

First,  the  placing  of  hollow  perforated  metal  fire  baskets 
or  dishes  formed  with  either  solid  or  tubular  bars  in  the  in- 
terior of  stove  cases,  in  such  manner,  whether  supported  on 
pivots  or  flanges,  as  to  be  capable  of  being  turned  or  jerked 
round,  so  as  to  shake  down  the  fuel  and  ashes,  as  before  de- 
scribed. 
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Second,  perforating  the  sides  of  such  stove  castings 
throughout  their  whole  circumferences,  and  inserting  pieces 
of  talc  or  other  similar  material  in  the  perforations,  so  that 
the  fire  may  be  seen  from  either  side  or  all  round.         , 

Third,  the  several  methods  of  constructing  stoves,  as 
hereinbefore  described,  and  represented  in  the  Drawings 
her^unto  annexed. 

In  witness  whereof,  I,  the  said  Robert  Russell,  have  here- 
unto set  my  hand  and  seal,  this  Tenth  day  of  July,  One  thou- 
sand eight  hundred  and  fifty-seven. 

ROBERT  RUSSELL  [l.  s.] 

Mr.  Andrew  J.  Todd^  for  appeUarUs : 

Disclaimer  has  been  properly  filed. 

Silsby  r.  Foote,  20  How.  378  [6  Am.  &  Eng.  392 ;]  Bur- 
dett  V.  Estey,  15  Blatch.  347. 

The  time  of  unreasonable  delay  in  filing  a  disclaimer  be- 
gins when  knowledge  that  claim  is  bad  comes  home  to  the 
patentee. 

Singer  v.  Walmsley,  1  Fish.  Pat.  Gas.  668;  O'Reilly  v. 
Morse,  16  How.  62  [5  Am.  &  Eng.  483 ;]  Seymour  u.  McCor- 
mick,  19  How.  96  [6  Am.  &  Eng.  282 ;]  McCormick  v.  Sey- 
mour, 3  Blatch.  209 ;  Potter  u.  Whitney,  3  Fish.  Pat.  Gas. 
77 ;  S.  G.  1  Lowell,  87 ;  Ralston  v.  Smith,  9  G.  B.  N.  S. 
147. 

The  disclaimer  meets  all  the  requirements  of  section  4922, 
R.  S. 

Earle  v.  Sawyer,  4  Mason  1 ;  Gurt.  Pat.  §  262 ;  Howes  t. 
Nute,  4  Fish.  Pat.  Gas.  266 ;  Thomas  t>.  Welch,  1  L.  R.  G. 
P.  202. 

Mr.  Esek  Cowen^  for  responderU : 

The  patentee  can  only  recover  for  an  infringement  of  what 
he  claims  as  new. 

Lehigh  Valley  R.  R.  Go.  v.  MeUon,  104  U.  S.  112  [13  Am. 
&  Eng.  200.] 
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The  following  are  cases  in  which  the  claim  was  for  two  or 
more  distinct  inventions : 

Silsby  V.  Foote,  14  How.  218  [5  Am.  &  Eng.  411 ;]  S.  C. 
20  How.  378  [6  Am.  &  Eng.  392 ;]  McConnick  v.  Seymour, 
3  Blatch.  222 ;  Tuck  v.  Bramhill,  6  Blatch.  95 ;  Taylor  v. 
Archer,  8  Blatch.  315 ;  Schillinger  v.  Gunther,  17  Blatch.  66. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 

This  is  a  suit  on  a  patent,  in  which  the  court  below  de- 
cided adversely  to  the  complainants.  The  patent  sued  on 
was  granted  to  Lewis  Rathbone  and  William  Hailes,  No- 
vember 21st,  1865.  It  was  for  an  alleged  improvement  in 
coal  stoves,  of  the  class  known  as  "cannon"  or  circular 
stoves,  so  called  in  consequence  of  their  consisting  of  one 
cylinder  or  cannon,  without  flues  or  separate  fire  chambers. 
Tlie.  patentees  in  their  specification  allege  that  such  stoves 
have  generally  been  constructed  with  a  contracted  outlet, 
and  with  provision  for  admitting  air  above  the  fire.  This, 
they  say,  they  desire  to  obviate,  having  found  that  a  much 
more  perfect  combustion  can  be  maintained  by  enlarging 
the  outlet  for  the  smoke,  and  admitting  air  through  the 
sides  of  a  suspended  fire-pot,  at  all  points,  and  thus  facili- 
tating combustion  by  supplying  oxygen  to  the  burning  coals 
beneath  the  surface  of  the  fire-pot.  Another  object,  they 
say,  is  to  construct  an  open,  circular  fire-pot,  which  can  be 
applied  to  or  removed  from  the  stove  at  pleasure,  with  a 
grate  in  its  bottom,  said  grate  being  so  applied  that  it  can 
be  moved  for  shaking  the  ashes  from  the  fire-pot  when  de- 
sired. 

They  then  proceed  to  describe  their  improved  fire-pot,  re- 
ferring to  accompanying  drawings.    They  say : 

''The  fire-pot  is  made  of  cast  iron  of  a  ilaring  form  and  of 
such  diameter  as  to  leave  a  free  space,  dy  all  around  it  when 
arranged  within  the  stove.  It  extends  from  the  enlarged 
fire-chamber  C  down  into  the  ash-chamber  B,  and  it  is  made 
with  vertical  openings  through  its  sides  for  the  admission  of 
air  into  the  body  of  coal  within  it.  ^ 

198  U.  S.  583. 
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'*The  bottom  of  this  fire-pot  is  an  open  grate,  G,  which 
may  be  so  applied  that  it  can  be  moved  around  a  central 
pin,  ^,  or  turned  upon  a  horizontal  bar,  g^  or  both  of  these 
movements  may  be  provided  for. 

''It  will  then  be  seen  that  the  fire-pot  and  its  grate  are 
united  together,  so  that  both  can  be  removed  from  the  stove 
together. 

' '  By  thus  connecting  the  grate  and  fire-pot  together  and  ar- 
ranging them  within  the  stove,  so  that  they  are  supported 
or  suspended  by  means  above  mentioned,  they  can  be  re- 
moved very  readily  from  the  stove  when  it  is  necessary  to 
renew  them. 

"At  the  junction  of  the  body  of  the  stove  with  the  ash-pit 
section  B  is  a  ledge,  A,  extending  entirely  around  the  top  of 
said  section,  as  shown  in  figure  3.  This  ledge  is  perforated  at 
regular  intervals,  and  it  is  covered  by  means  of  a  marble 
ring  plate,  «,  which  is  also  perforated  in  a  manner  corre- 
sponding to  the  perforations  through  the  ledge.  This  ring 
plate,  e,  being  provided  with  a  knob  or  handle,  it  consti- 
tutes an  annular  register  for  regulating  the  admission  of  air 
into  the  section  B  of  the  stove  below  the  point  of  suspension 
of  the  fire-pot,  as  indicated  by  the  arrows  in  figure  2. 

"The  flanges  h  and  c  effectually  close  the  upper  portion 
of  the  space  d  surrounding  the  fire-pot,  so  that  no  air  can 
pass  at  this  point ;  the  air  which  entei-s  the  smoke  chamber 
above  the  fire-pot  must  either  be  admitted  through  the  regis- 
ter J,  in  the  feed  door,  or  it  must  pass  through  the  fire-pot. 

Our  object  is  to  maintain  such  an  intense  heat — in  the 
fire-pot,  by  the  free  supply  of  oxygen  to  the  incandescent 
coal  therein — all  around  this  pot — that  there  will  be  little 
or  no  smoke  formed  after  the  fire  is  fully  started.  In  this 
way  we  obtain  a  more  perfect  combustion,  and  are  enabled 
to  bum  soft  coal  and  obtain  the  greatest  heating  efl!ects 
therefrom. 

"Having  thus  described  our  invention,  what  we  claim  as 
new  and  desire  to  secure  by  letters  patent,  is — 

193  U.  8.  088-584. 
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"  1st.  Arranging  a  i)erf  orated  fire-pot  with  a  grate  bottom 
within  a  circular  stove  having  provision  for  the  admission  of 
air  below  the  point  of  suspension  of  said  fire-pot,  substan- 
tially as  described. 

"2d.  The  combination  of  an  annular  horizontal  register 
with  a  suspended  fire-pot  which  has  i)erf orated  sides,  sub- 
stantially as  described." 

The  drawings  and  model  exhibited  at  the  hearing  show 
that  the  fire-pot  referred  to  in  the  patent  was  in  the  form  of 
a  basket,  with  grated  bottom,  and  grated  sides,  for  the  ad- 
mission of  air  not  only  through  the  grated  bottom,  but 
through  the  sides.  In  the  drawing  the  grated  portion  of 
the  sides  extends  from  the  bottom  nearly  two-thirds  of  the 
way  upwards  towards  the  top ;  but  the  specification  speaks 
generally  of  vertical  openings  through  the  sides  for  the  ad- 
mission of  air  into  the  body  of  coal,  without  calling  atten- 
tion to,  or  specifying  any  limitation  to  the  extent  of  the 
openings,  whether  all  the  way,  or  only  part  of  the  way  up 
the  side  of  the  fire-pot ;  and,  as  seen,  the  principal  claim  is 
tot  aminging  a  perforated  fire-pot  with  a  grate  bottom 
within  a  circular  stove,  having  provision  for  the  admission 
of  air  below  the  point  of  suspension  of  said  fire-pot. 

Now  it  turns  out  that,  before  the  issue  of  the  patent  sued 
on,  there  were  already  in  existence  two  patents  for  a  fire-pot 
of  precisely  the  same  description ;  one,  an  English  patent, 
granted  to  Robert  Russell  in  July,  1857 ;  and  the  other,  an 
American  patent,  granted  to  Zebulon  Hunt  on  the  14th  of 
June,  1864.  The  English  patent  shows  two  separate  de- 
vices, one  of  a  tapering  fire-i)ot  or  basket  having  grated 
sides,  but  without  a  grate  at  the  bottom.  "Another  modi- 
fication consists  in  constructing  the  fire-basket  with  perfor- 
ated sides  all  around  it  by  means  of  tubes."  The  patentee 
adds  that  ''  Solid  bars  may  be  used  instead  of  tubes,"  and, 
again,  "  Instead  of  making  the  fire  dishes  to  turn  on  a  pivot 
as  previously  described,  I  sometimes  hang  them  by  a  pro- 
jection or  flange  formed  upon  the  upper  flange  of  a  fire-dish, 
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which  flange  rests  upon  a  corresponding  projection  on  the 
inside  of  the  casing."  When  the  latter  modification  is  used 
the  inventor  provides  for  a  grated  bottom  to  the  fire-dish  in 
the  following  language:  "The  lower  ring  (/)  may  be 
formed  in  one  piece  with  the  bottom  of  the  fire-basket,  and 
may  be  made  solid  or  with  apertures.  *  *  *  Apertures  may 
be  formed  in  the  plate  {j)  to  correspond  to  similar  holes  in 
the  bottom  of  the  fire-basket  so  as  to  regulate  the  admission 
of  air  to  the  fuel." 

The  Russell  stove,  therefore,  contains  all  the  elements  of 
the  first  claim  of  the  complainants'  patent,  the  i)erf  orated 
fire-pot  with  a  grate  bottom,  suspended  by  a  fiange  from  the 
body  of  the  stove,  projecting  into  an  ash  pit  or  draft  cham- 
ber, having  provision  for  the  admission  of  air  below  the 
point  of  suspension  of  the  fire-pot. 

It  is  true  that  the  device  of  Russell  is  not  placed  in  a  cir- 
cular, or  ''cannon"  stove,  consisting  of  a  single  cylinder,  as 
defined  in  the  patent  of  Rathbone  &  Hailes,  the  Russell 
stove  being  composed  of  two  cylinders,  one  of  which  forms 
the  coal  magazine  or  reservoir.  But  we  fail  to  see  that  any 
inventive  power  was  required  to  apply  the  same  fire-pot  to  a 
different  kind  of  circular  stove.  That  no  invention  was  re- 
quired seems  to  us  too  plain  for  argument  The  patent  of 
Zebulon  Hunt  shows  a  grated  fire-pot  of  flaring  form,  sus- 
pended within  the  draft  chamber  of  the  stove,  and  provided 
with  a  grated  bottom,  the  fire-pot  susi>ended  in  precisely 
the  same  manner  as  in  the  patent  in  suit,  and  the  ash-pit  is 
provided  with  means  for  the  admission  of  air  below  the 
point  of  suspension  of  the  fire-pot.  Hunt's  stove  was  also  a 
magazine  stove. 

We  have  no  hesitation  in  holding  that  the  supi)osed  in: 
vention  of  Rathbone  ft  Hailes,  as  described  and  claimed  in 
their  patent,  was  anticipated  by  the  prior  patents  referred  to. 

Probably  in  anticipation  or  apprehension  of  this  result, 
the  complainants,  after  the  commencement  of  this  suit,  on 
the  30th  of  October,  1882,  filed  in  the  Patent  Office  a  dis- 
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claimer,  which  they  suppose  has  the  effect  of  narrowing 
their  patent,  and  of  obviating  the  objection  of  prior  discov- 
ery. The  substantive  i)art  of  the  disclaimer  is  as  follows, 
to  wit : 

"Your  petitioners,  William  Hailes,  etc.,  represent  that 
in  the  matter  of  certain  improvements  in  coal  stoves,  for 
which  letters  i)atent  of  the  United  States,  No.  61,085,  were 
granted  Lewis  Bathbone  and  William  Hailes  on  the  21st 
day  of  November,  1865,  *  *  *  they  have  reason  to 
believe  that  through  inadvertence,  accident,  or  mistake,  the 
specification  and  claims  of  said  letters  patent  are  too  broad, 
including  that  of  which  said  patentees  were  not  the  first  in- 
ventors. 

"Your  petitioners,  therefore,  hereby  enter  their  dis- 
claimer to  so  much  of  the  first  claim  as  covers  i)erf orations 
or  openings  in  the  sides  of  a  suspended  fire-pot  extending 
throughout  the  entire  depth  of  sides,  and  limiting  such  per- 
forations or  openings  to  substantially  the  lower  half  of  the 
fire-pot,  the  material  or  substantial  part  of  the  thing  pat- 
ented in  and  by  said  claim  not  hereby  disclaimed  being  as 
follows : 

"A  fire-pot  suspended  from  its  upper  edge  with  substan- 
tially the  upper  half  of  its  sides  made  solid,  and  substan- 
tially the  lower  half  of  its  sides  containing  perforations  or 
openings." 

Viewed  as  a  disclaimer,  this  instrument  naturally  excites 
attention.  A  disclaimer  is  usually  and  properly  employed 
for  the  surrender  of  a  separate  claim  in  a  patent,  or  some 
other  distinct  and  separable  matter,  which  can  be  exscinded 
without  mutilating  or  changing  what  is  left  standing.  Per- 
haps it  may  be  used  to  limit  a  claim  to  a  particular  class  of 
objects,  or  even  to  change  the  form  of  a  claim  which  is  too 
broad  in  its  terms ;  but  certainly  it  cannot  be  used  to  change 
the  character  of  the  invention.  And  if  it  requires  an 
amended  specification  or  supplemental  description  to  make 
an  altered  claim  intelligible  or  relevant,  whilst  it  may  pos- 
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sibly  present  a  case  for  a  surrender  and  reissue,  it  is  clearly 
not  adapted  to  a  disclaimer.  A  man  cannot,  by  merely 
filing  a  paper  drawn  up  by  his  solicitor,  make  to  himself  a 
new  patent,  or  one  for  a  different  invention  from  that  which 
he  has  described  in  his  sx)ecification.  That  is  what  has  been 
attempted  in  this  case.  There  is  no  word,  or  hint,  in  the 
patent,  that  the  invention  claimed  was  a  fire-pot  with  sides 
grated  only  half  way,  or  part  of  the  way,  from  the  bottom 
towards  the  top,  or  that  such  partially  grated  sides  have 
any  advantage  over  those  grated  all  the  way  to'  the  top. 
The  first  claim  as  modified  by  the  disclaimer,  has  nothing 
in  the  specification  to  stand  upon,  nothing  to  explain  it, 
jiothing  to  furnish  a  reason  for  it. 

It  is  contended  that  the  drawings  annexed  to  the  patent 
may  be  referred  to  for  the  purpose  of  defining  the  invention 
and  showing  what  it  really  was.  But  the  drawings  cannot 
be  used,  even  on  an  application  for  a  reissue,  much  less  on 
a  disclaimer,  to  change  the  patent  and  make  it  embrace  a 
different  invention  froift  that  described  in  the  specifieation. 
This  is  fully  and  clearly  shown  in  the  recent  case  of  Parker 
&  Whipple  Co.  V.  Yale  Clock  Co.,  123  U.  S.  87  [p.  194  arUe.] 

The  counsel  for  the  appellants  suggests  that  there  is  a  dif- 
ference between  sections  4917  and  4922  of  the  Revised  Stat- 
utes (corresponding  respectively  to  sections  7  and  9  of  the 
Act  of  1837,)  and  that  the  disclaimer  filed  in  this  case  satis- 
fies the  conditions  of  the  former  of  these  sections.  He  says : 
"  Evidently  there  are  two  sections  under  which  a  disclaimer 
can  be  made  in  this  country :  "  First,  under  section  4917, 
where  the  claim  is  too  broad ;  that  is  to  say,  in  the  lan- 
guage of  the  section,  where  the  patentee  *  has  claimed  more 
than  that  of  which  he  was  the  original  and  first  inventor  or 
discovel^er.  Second,  under  section  4922,  where  a  patentee 
'  has  in  his  specification  claimed  to  be  the  original  and  first 
inventor  or  discoverer  of  any  material  or  substantial  part 
of  the  thing  patented,  of  which  he  was  not  the  original  and 
first  inventor  or  discoverer ;'  and  it  goes  on  to  state  that  he 
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^  may  maintain  a  suit  at  law  or  in  equity  for  the  infringe- 
ment of  any  part  thereof  which  was  bona  fide  his  own,  if  it 
is  a  material  and  substantial  part  of  the  thing  patented,  and 
definitely  distinguishable  from  the  parts  claimed  without 
right'  " 

We  think  that  counsel  is  mistaken  in  supposing  that 
these  sections  have  reference  to  different  sets  of  circum- 
stances as  grounds  for  a  disclaimer.  They  both  relate  to 
the  same  condition  of  things  in  that  regard,  namely,  to  the 
case  in  which  a  patentee,  through  inadvertence,  accident,  or 
mistake,  and  without  any  fraudulent  intent,  has  included 
and  claimed  more  in  his  patent  than  he  was  entitled  to,  and 
where  the  part  which  is  bona  fide  his  own  is  clearly  distin- 
guishable from  the  part  claimed  without  right.  In  every 
such  case  he  is  authorized  by  section  4917  to  file  a  disclaimer 
of  the  parts  to  which  he  is  not  entitled ;  and  that  is  the  only 
section  which  gives  him  this  right.  The  object  of  the  other 
section  (4922)  is  to  legalize  and  uphold  suits  brought  on 
such  patents  as  are  mentioned  in  section  4917,  to  the  extent 
that  the  patentees  are  entitled  to  claim  the  inventions 
therein  patented ;  but  no  costs  are  allowed  to  the  plaintiffs 
in  such  suits  unless  the  proper  disclailner  fias  been  entered 
at  the  Patent  Office  before  the  commencement  thereof ;  and 
no  patentee  is  entitled  to  the  benefits  of  this  section  if  he 
has  unreasonably  neglected  or  delayed  to  enter  a  disclaimer. 

We  do  not  see  how  it  is  possible  to  misunderstand  the 
two  sections  when  read  together,  as  it  is  necessary  to  read 
them.  One  section  authorizes  a  disclaimer  to  be  filed  in 
certain  cases ;  the  other  enables  patentees  to  maintain  suits 
in  those  cases,  provided  a  disclaimer  is  filed  without  unrea- 
sonable delay.  They  are  parts  of  one  law,  having  one  gen- 
eral purpose,  and  that  purpose  is  to  obviate  the  inconve- 
nience and  hardship  of  the  common  law,  which  made  a  pat- 
ent wholly  void  if  any  part  of  the  invention  was  wrongfully 
claimed  by  the  patentee,  and  which  made  such  a  defect  in 
a  patent  an  effectual  bar  to  a  suit  brought  upon  it. 
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There  is  no  such  difference  in  the  phraseology  of  the  two 
sections  as  to  make  them  apply  to  different  classes  of  cases. 
They  refer  to  the  same  class,  and,  being  read  together,  throw 
mutual  light  on  each  other.  And  viewed  in  that  mutual 
light,  we  think  it  clear  that  there  is  no  authority  for  amend- 
ing a  patent  by  means  of  a  disclaimer  in  the  manner  in 
which  the  appellants  have  attempted  to  amend  their  patent 
in  the  present  case. 

The  decree  of  the  OircuU  Court  is  affirmed. 

\%Z  U.  S.  689. 

protest 

2.  The  original  patent  cannot  be  revived  by  a  disclaimer  in  the 
reissue  : 
McMurray  v.  Mallory,  111  U.  S.  79  [15  Am,  &  Eng.  171.] 


4.  Variation  in  the  invention  based  on  the  original  drawing : 

Parker  &  Whipple  Co.  v.  Yale  Clock  Co.,  123  U.  S.  87 
[p.  194  ante,'] 


5.  Act  1837,  sec.  7  ;  Act  1870,  sec.  54  ;  B.  8.  seC.  4917;  Act 
1837,  sec.  9  ;  Act  1870,  sec.  60  ;  B.  8.  see.  4922. 
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Patent  in  ralti 

No.  51,085.    Bathbone  &    Hailes.    November   21,    1865. 
Coal  Stove. 

Otheb  Suits  on  Same  Patent: 

Hailes  v.  Albany  Stove  Co.,  1883.     21  Blatch.  271  ;  16  Fed.  Rep. 
240  ;  16  Reporter,  65  ;  24  O.  G.  891. 


€:itedi 

In  Supbehb  Court  in  : 
Collins  Co.  V.  Coes,  1889.     130  U.  S.  56  ;  Bk.  32  L.  ed.  858. 


In  Circuit  Courts  in  : 

Holmes  Electric  Protective  Co.  v.  Metropolitan  Burglar  Alarm  Co., 

December,  1887.     33  Fed.  Rep.  252. 
Electrical  Accumulator  Co.  v,  Julien  Electric  Co.,  March,  1889. 

38  Fed.  Rep.  117. 


In  Text  Books  : 
Walker  on  Pats.,  2d  ed.,  1889.  pp.  149,  160,  152,  185, 
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JAMES  P.  CRAWFORD,  APPELLANT,  v.  ISAAC  W. 

HEYSINGER  irr  al.* 

128  U.  &  68IMI07.    Oct.  Term,  188T. 

[Bk.  31,  L.  ed.  269 ;  42  O.  6.  197.] 

Argned  November  29,  1887.     Decided  December  12,  1887. 

Particular  reissued  patent  construed^  limited  and  not  infringed, 
FUe-wrapper  and  contents.  Amendments  to  appliccUion  as  lim- 
itations in  constriAction  of  patent. 

1.  Claims  1  and  2  of  reissue,  No.  9,303,  H.  R.  Heyl,  July  12,  1881, 

Device  for  inserting  Metallic  Staples,  assumed  to  be  valid,  con- 
strued and  limited  to  the  specific  combinations  and  arrange- 
ments of  parts  described  and  shown,  in  view  of  original  patent, 
No.  195,603,  September  25,  1877,  of  patentee's  voluntary  limit- 
ations and  amendments  in  his  reissue  application,  and  of  the 
prior  state  of  the  art,  and  held^  not  infringed  as  limited,  (p. 
372.) 

2.  Where  the  applicant  in  soliciting  a  reissue,  limited  his  claims  in 

view  of  the  objections  of  the  Patent  Ofiice,  his  reissue  claims 
were  construed  in  view  of  the  amendments  in  his  file-wrapper 
and  contents,  and  he  was  held  bound  by  his  claims  as  so  lim- 
ited in  subsequent  suits,     (p.  384.) 

[Citations  in  the  opinion  of  the  ooart :] 

Le^gett  V  Avery,  101  U.  S.  156  [12  Am.  k  Eng.  369.]    p.  391. 
Goodyear  D.  V.  Co.  v.  Davis,  102  U.  S.  222  [12  Am.  &  Eng.  524.]    p.  391. 
Fay  V.  Coidesman,  109  U.  S.  406  [15  Am.  &  Eng.  1.]    p.  391. 
Mahn  v,  Harwood,  112  U.  S.  354  [15  Am.  &  Eng.  322.]    p.  391. 
Cartridge  Co.  v.  Cartridge  Co.,  112  U.  S.  624  [15  Am.  &  Eng.  364.]    p.  391* 
Sargent  i;.  Hall  Safe  &  Lock  Co.,  114  U.  S.  63  [15  Am.  &Eng.  573.]    p.  391. 
Shepard  v.  Carrigan,  116  U.  S.  593  [16  Am.  &  Eng.  235.]    p.  391. 
White  V.  Danhar,  119  U.  S.  47  [16  Am.  &  Eng.  397.]    p.  391. 
Sutter  V,  Robinson,  119  U.  S.  530  [16  Am.  &  Eng.  481.]    p.  391. 
Bragg  V.  Fitch,  121  U.  S.  478  [p.  54  anie,^    p.  391. 
Snow  V.  L.  S.  &  M.  S.  R.  Co.,  121  U.  S.  617  [p-  76  anU.^    p.  391. 

*  See  EzplanatioD  of  Notes,  page  III. 
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statement  of  the  case. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Pennsylvania. 

The  case  is  stated  bv  the  court. 

The  specification  and  drawings  of  Brown's  letters  patent 
are  as  follows : 


WILLIAM  J.  BROWN,  JR.,  OF  PHILADELPHIA, 
PENNSYLVANIA,  ASSIGNOR  TO  ANNIE  J. 
BROWN,  OP    SAME    PLACE. 

Device  for  Inserting  and  Clinching  Metallic  Staples. 

Specification  forming  part  of  Letters  Patent,  No.  260,365,  dated 

July  4, 1882. 

Application  filed  Jannary  28,  1881.     (No  model.) 

To  aJl  wTiom  it  may  concern : 

Be  it  known  that  I,  William  J.  Brown,  Jr.,  of  Philadel- 
phia, in  the  county  of  Philadelphia  and  State  of  Pennsyl- 
vania, have  invented  certain  new  and  useful  Improvements 
in  Devices  for  Inserting  and  Clinching  Metallic  Staples,  of 
which  the  following  is  a  specification : 

The  object  of  my  invention  is  to  provide  a  suitable  means 
for  inserting  and  clinching  the  points  of  metallic  staples 
when  used  to  bind  books,  papers,  &c.,  and  when  driven  by 
a  detachable  staple-driver,  or  with  one  which  may  some- 
times be  used  separately  from  any  other  device  for  the 
simple  insertion  of  staples  without  clinching ;  and  it  con- 
sists of  a  clinching-anvil  provided  with  a  suitable  guide  arm 
containing  a  guideway  to  direct  the  end  or  mouth  of  a 
staple-driver  to  a  proper  position,  so  that  when  a  staple  is 
driven  thereby  the  points  will  be  directed  toward  the  in- 
clined surfaces  of  the  clinching-anvil  and  be  turned  inward 
toward  each  other  upon  the  under  side  of  the  work,  as  will 
be  better  understood  by  reference  to  the  drawings  accom- 
panying this  specification,  in  which — 
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Figure  1  is  a  side  view  of  the  base  and  guide,  with  sheets 
upon  the  former  and  the  staple-driver  above  them.  Fig.  2 
is  a  front  view,  partly  in  section,  showing  the  driver  and 
clincher  or  anvil  in  the  act  of  securing  the  sheets  together. 
Fig.  3  is  a  plan  view  of  the  anvil.  Fig.  4  is  a  plan  view  of 
the  guide  and  clincher-cylinder  or  anvil. 

By  reference  to  Figs.  1  and  2  it  will  be  seen  that  the  stand 
or  base  B  is  provided  with  a  raised  anvil,  6,  at  its  front  end, 
and  in  the  top  face  of  this  anvil  is  a  recess  or  depression,  b\ 
which  is  shallow  or  dish-shaped,  as  shown.  The  inclined 
sides  2  2  of  this  depression,  coming  in  contact  with  the  pro- 
truding points  of  a  staple  as  it  is  pushed  down  upon  them, 
operate  to  turn  said  points  inward  toward  each  other,  as  in- 
dicated in  Fig.  2. 

To  the  rear  end  of  the  base  B  is  attached  a  metal  blade  or 
arm,  A,  which  projects  horizontally  forward  over  the  clinch- 
ing-cavity  6'  of  the  anvil.  This  arm  A  is  provided  at  its 
forward  end  with  a  guideway,  a  a,  for  receiving  and  guid- 
ing the  mouth  of  a  staple-driving  punch  directly  over  the 
clinching-cavity.  These  guideways  a  a  may  be  formed  in 
various  ways.  In  Fig.  4  a  circular  orifice  is  formed  in  the 
end  of  the  guide-arm  A,  in  which  the  staple-driver  may 
stand  m  various  positions,  as  indicated  by  the  dotted  lines 
in  said  figure,  and  in  which  any  two  opposite  poiilts  within 
the  circle  may  form  the  guideways  a  a. 

It  is  now  obvious  that  if  papers  to  be  bound  or  other  ma- 
terial to  be  fastened  be  placed  upon  the  anvil,  over  the 
clinching-cavity  &',  as  at  C,  Figs.  1  and  2,  and  the  mouth  of 
a  detached  staple-driver  be  introduced  within  the  guide- 
ways  a  a,  so  that  its  open  end  is  resting  on  the  work  C,  and 
if  a  staple  be  driven  from  it  downward  through  the  work, 
the  ends  of  the  staple  will,  upon  protruding  through  the 
under  side  of  the  work,  impinge  on  the  slanting  slides  2  2 
of  the  clinching-cavity,  and  be  thereby  directed  inward 
toward  each  other,  and  thus  become  clinched,  in  the  manner 
as  shown  in  Fig.  2. 
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Having  thus  described  my  invention,  what  I  claim  as  new 
therein  is — 

As  an  improvement  in  devices  for  inserting  and  clinching 
metallic  staples  with  detachable  staple-drivers,  a  base  pro- 
vided with  a  clinching-cavity,  combined  with  an  arm  ex- 
tended over  said  cavity  and  having  above  the  latter  a  gaide- 
way  for  receiving  and  goiding  the  mouth  of  the  stable-driver 
to  position  over  the  clinching-cavity. 

In  testimony  whereof  I  affix  my  signature  in  presence  of 
two  witnesses. 

WILLUM  J.  BROWN,  Jr. 
Witnesses: 

Stanislaus  Bemak, 
Adolph  Eichholz. 


Mr.  Sector  T.  FenJton^foi*  appellanl. 

The  case  presents  facts  like  those  in  Saxby  «.  Gloucester 
Waggon  C!o.,  7  L.  R,  Q.  B.  Div.  305,  cited  in  Gkirdner  v. 
Herz,  118  U.  S.  180  [16  Am.  &  Eng.  368 ;]  and  is  controlled 
by  the  decisions  in  the  latter  case,  as  well  as  by  Thatcher 
Heating  Co.  v.  Burtis,  121  U.  S.  286  [p.  37  ante ,]  which 
is  a  parallel  case ;  and  see  also  Clark  Pomace  Holder  Co. 
V.  Ferguson,  119  U.  S.  335  [16  Am.  &  Eng.  441 ;]  Thomp- 
son V.  Boisselier,  114  U.  S.  1  [15  Am.  &  Eng.  649,]  and  Yale 
Lock  Mnfg.  Co.  v.  Greenleaf,  117  U.  S.  554  [16  Am.  &  Eng. 
303.] 

If  it  is  possible  to  sustain  thi^  patent  for  any  purpose,  it 
must  be  for  the  precise  device  shown  in  the  drawings  and 
described  in  the  specification. 

Bragg  V.  Pitch,  121  U.  S.  484  [p.  54  arUef]  Snow  v.  Lake 
Shore  &  M.  S.  R.  Co.,  121  U.  S.  629  [p.  76  anie;^  Thomp- 
son V.  Boisselier,  114  U.  S.  13  [15  Am.  &  Eng.  649 ;]  White 
V.  Dunbar,  119  U.  S.  47  [16  Am.  &  Eng.  397 ;]  Sutter  v. 
Robinson,  119  U.  S.  641  [16  Am.  &  Eng.  48.] 

The  record  and  proof  show  a  bar,  by  reason  of  laches, 
from  asserting  amything  by  reason  of  this  reissue,  beyond 
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the  matter  of  the  first  claim  only,  which  is  substantially  tha 
same  as  the  fourth  claim  of  the  original. 

Miller  v.  Bridgeport  Brass  Co.,  104  U.  S.  350  [13  Am.  & 
Eng.  303;  ]  Mahn  v.  Harwood,  112  U.  S.  354  [16  Am.  & 
Eng.  322;]  Wollensak  v.  Reiher,  115  U.  S.  99  [16  Am.  & 
Eng.  162 ;]  Ives  v.  Sargent,  119  U.  S.  652  [16  Am.  &  Eng. 
512.] 

Mr.  Joshua  Pusey^  for  appeUees : 

An  examination  of  the  ''Victor"  tool,  will  show  clearly 
that  it  infringes  both  the  first  and  second  claims  of  the  Hey  1 
patent. 

In  the  several  patents  granted  for  stapling  machines  for 
desk  or  miscellaneous  use  since  the  Heyl  patent,  the  same 
elements  are  embodied  in  a  similar  combination,  and  adapted 
to  operate  in  substantially  the  same  manner,  with  like  re- 
sults, as  the  Heyl  machine,  and  are  improvements  or  alleged 
improvements  upon  that  machine,  which  testify  to  its 
utility. 

It  is  respectfully  submitted  that  the  finding  of  the  Circuit 
Court,  that  the  Heyl'invention  has  gone  into  very  common 
use  and  is  of  great  value  ;  that  the  reissue  is  valid  as  to  the 
claims  considered  (the  first  and  second ;)  that  the  invention 
is  novel ;  that  the  defendant's  device  infringes  the  first  and 
second  claims;  and  that  the  findings  of  the  master  were 
correct,  should  be  afltoned,  and  the  api)eal  dismissed. 

Mr.  Justice  Blatohford  delivered  the  opinion  of  the 
court: 

This  is  a  bill  in  equity  filed  in  the  Circuit  Court  of  the 
United  States  for  the  Eastern  District  of  Pennsylvania,  by 
Isaac  W.  Heysinger,  Christian  H.  Hershey,  and  J.  Loren 
Heysinger,  against  James  P.  Crawford,  founded  on  the  al- 
leged infringement  of  reissued  letters  patent.  No.  9,803, 
granted  July  12,  1881,  to  George  W.  Heyl,  assignee  of 
Henry  R.  Heyl,  the  inventor,  for  an  "improvement  in  de- 
vices for  inserting  metallic  staples,"  the  application  for  the 
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reissue  having  been  filed  May  10,  1881,  and  the  original 
patent,  No.  196,603,  having  been  granted  to  Henry  R.  Heyl, 
September  25, 1877,  on  an  application  filed  September  20, 
1877.  Henry  R.  Heyl  assigned  the  original  x>^tent  to 
George  W.  Heyl,  March  20,  1878,  and  George  W.  Heyl  as- 
signed  the  reissued  patent  to  the  plaintiffs,  November  23, 
1881.  This  bill  was  filed  June  9,  1883.  The  answer  of  the 
defendant  sets  up  as  defences  the  invalidity  of  the  reissue, 
want  of  novelty,  and  non-infringement.  After  issue  joined, 
proofs  were  talien,  and  the  Circuit  Court,  in  November, 
1883,  entered  an  interlocutory  decree,  adjudging  the  reis- 
sued patent  to  be  valid  as  respects  claims  1  and  2,  and  that 
those  claims  had  been  infringed  by  the  defendant,  and 
awarding  a  perpetual  injunction,  and  referring  it  to  a  master 
to  take  an  account  of  profits  and  damages.  On  his  report, 
a  final  decree  was  entered,  in  May,  1884,  in  favor  of  the 
plaintiffs,  for  $226. 76  damages  and  for  costs. 

In  order  to  consider  any  question  involved  as  to  the  re- 
issue, it  is  necessary  to  compare  the  specifications  of  the 
original  and  reissued  patents.  They  are  here  placed  in 
parallel  columns,  the  parts  of  each  which  are  not  found  in 
the  other  being  in  italics,  the  drawings  in  the  two  being 
substantially  alike,  with  only  immaterial  differences  in  the 
lettering : 


Original. 

''  To  all  whom  it  may  con- 
cern: Be  it  known  that  I, 
Henry  R.  Heyl,  of  the  city 
and  county  of  Philadelphia 
and  State  of  Pennsylvania, 
have  invented  a  new  and  use- 
ful improvement  in  paper- 
fasteners,  which  improvement 
is  fully  set  forth  in  the  fol- 
lowing specification  and  ac- 
companying drawings,  in 
which  figures  1  and  6  are  side 
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Reissue. 

*'To  all  whom  it  may  con- 
cern: Be  it  known  that  I, 
Henry  R.  HeyL  of  the  city 
and  county  of  Philadelphia 
and  State  of  Pennsylvania, 
have  invented  a  new  and  use- 
ful improvement  in  paper- 
fasteners,  which  improvement 
is  fully  set  forth  in  the  fol- 
lowing specification  and  ac- 
companying drawings,  in 
which  figures  1  and  6  are  side 
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elevations  of  the  fastener  em- 
bodying my  invention.  Kg. 
2  is  a  vertical  section  in  line 
X  Xj  fijj.  1.  Fig.  8  is  a  side 
elevation,  partly  sectional. 
Fig.  4  is  a  norizontal  section 
in  line  y  y,  fig.  1.  Similar 
letters  of  reference  indicate 
corresponding  parts  in  the 
several  figures. 

"My  invention  consists  of 
an  implement  of  the  form  of 
a  hand-stamp,  by  which  me- 
tallic staples  may  be  forced 
through  sneets  of  Baper  docu- 
ments, and  securea  by  clinch- 
inff  the  legs  on  the  reverse 
siae. 

"Referring  to  the  draw- 
ings, A  represents  a  station- 
ary anvil,  which  is  secured  to 
or  formed  with  an  arm  rising 
from  a  suitable  stand  of  con- 
venient form  for  use  upon  a 
writing-desk;  and  B  repre- 
sents a  sliding  guide-biock 
fitted  to  the  anvil  A  by  a  slid- 
ing Joint,  and  having  ^ooves 
C  Cf,  which  match  with  the 
tongue  of  the  anvil,  the  up- 

Ser  face  of  the  block  being 
at.  The  normal  position  of 
the  guide  B  is  elevated,  and 
in  order  to  keep  it  in  this 
position,  or  from  dropping 
prematurely,  I  employ  a 
spring,  D,  which  may  press 
up  under  the  guide,  or  a 
spring,  D',  which  may  press 

r'nst  it,  and  thus  produce 
nec^sary  friction.  E 
represents  a  reciprocating 
driver,  whose  under  face  is 


elevations  of  the  fastener  en 
bodying  my  invention.  Fi| 
2  is  a  vertical  section  in  lii 
X  Xj  fi^.  1.  Fig.  3  is  a  sic 
elevation,  parfly  sections 
Fig.  4  is  a  horizontal  sectic 
in  line  y  y,  fig.  1,  Simib 
letters  of  reference  indicai 
corresponding  parts  in  tl 
several  figures. 

"My  invention  consists  < 
an  implement  of  the  form  < 
a  hand-stamp,  by  which  ra 
tallic  staples  maybe  forc€ 
through  sheets  of  paper  c 
documents,  and  secu^  b 
clinching  the  legs  on  the  r< 
verse  side. 

"Referring  to  the  dra^ 
ings,  A'  represents  a  statioi 
ary  anvil,  which  is' secured  1 
or  formed  with  an  arm  risin 
from  a  suitable  stand  of  coi 
venient  form  for  use  upon 
writing  desk;  and  B  repr< 
sents  a  sliding  guide-bloc 
fitted  to  the  anvil  A'  by  a  sli( 
ing  joint,  and  having  ^roov< 
C  C,  which  match  with  tl 
tongue  of  the  anvil,  the  u] 
per  face  of  the  block  bein 
flat.  The  normal  position  ( 
the  guide  B  is  elevated,  an 
in  order  to  keep  it  in  th 
X)osition,  or  from  droppin 
prematurely,  I  employ 
spring,  D,  which  may  pres 
up  under  the  guide,  or 
spring,  D',  which  may  pres 

r'nst  it,  and  thus  produc 
necessary    friction, 
represents    a    reciprocatin 
dnver,  whose  under  face  i 
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flat,  and  in  the  same  is  a  con- 
cave recess,  F,  said  driver 
having  a  knob,  G,  for  receiv- 
ing the  blows  of  the  hand, 
and  provided  with  a  spring, 
H,  for  causing  the  return  or 
elevation  of  the  driver. 

"The  operation  is  as  fol- 
lows :  A  staple  is  placeid 
within  the  grooves  C  Cf,  with 
its  crown  resting  on  the  anvil 
A,  the  points  thus  being  up- 
ward. The  papers  to  be 
united  are  now  placed  upon 
the  face  of  the  guide  B  07>€r 
the  staple^poimSy  and,  by  a 
sharp  blow  of  the  hand  upon 
the  Knob  G,  the  driver  is 
forced  downward  upon  the 
papers.  77ie  guide  B  gives 
way^  and  the  staple-legs  come 
up  through  the  paj)ers  into 
the  recess  F,  where  thev  are 
bent  over  preparatory  lo  the 
final  clinching.  The  hand, 
is  now  released  from  the 
knob  of  the  driver ^  the  latter 
then  rising^  and  the  papers 
are  drawn  somewhat  for- 
ward^ until  the  staple-crown 
rests  upon  the  face  of  the 
guide  -a,  when  another  blow 
is  imparted  to  the  driver^ 
and  the  flat  portion  of  its 
face  descends  forcibly  on  the 
staple-legs^  so  as  to  bend  the 
latter  close  to  the  paper ^  thus 
completing  the  operation. 

"It  will  be  seen  that  the 
grooves  C  C  serve,  to  support 
and  guide  the  staple-legs  dur- 
ing their  penetration  through 
the  paj)ers,  and  the  recess  F 
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flat,  and  in  the  same  is  a  con- 
cave recess,  F,  said  driver 
having  a  knob,  G,  for  receiv- 
ing the  blows  of  the  hand, 
and  provided  with  a  spring, 
H,  for  causing  the  return  or 
elevation  of  the  driver. 

"The  operation  is  as  fol- 
lows ;  A  staple  is  placed 
within  the  grooves  C  Cf,  with 
its  crown  resting  on  the  anvil 
A^,  the  points  thus  being 
turned  toward  the  bending 
recess  F.  The  papers  to  be 
united  are  now  placed  beneaih 
the  driver^  and,  by  a  sharp 
blow  of.  the  hand  upon  the 
knob  G,  the  driver  is  forced 
downward  ui)on  the  papers. 
The  staple  legs  come  through 
the  papers  into  the  recess  F, 
where  they  are  bent  over  by 
the  slanting  ends  thereof. 


"  It  will  be  seen  that  the 
grooves  C  C  serve  to  support 
and  guide  the  staple-legs  dur- 
ing their  penetration  through 
the  i)apers,  and  the  recess  F 
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is  SO  shaped  that,  as  the  sta- 
ple-legs enter  thereinto,  they 
will  strike  the  concave  or 
slanting  walls  of  said  recess, 
and  thus  be  bent  inward 
toward  each  other  su^lciently 
to  insure  their  being  bent 
down  properly  when  again 
struck  between  thefaxies  of 
the  guide  B  and  driver  E. 
A  plate,  a,  may  be  advanta- 
geously employed  to  overlap 
file  staple  crown,  for  prevent- 
'ing  the  latter  from  binding 
while  the  legs  are  being  forced 
through  the  papers. 


is  so  shai)ed  that,  as  the  sta- 
ple-legs enter  thereinto,  they 
will  strike  the  concave  or 
slanting  walls  of  said  recess, 
and  thus  be  bent  inward 
toward  each  other,  as  sliown 
in  Figs,  2  and  3.  A  plate, 
a,  may  be  advantageously 
employed  to  overlap  me  sta- 

{)le-crown,  for  preventing  the 
atter  from  beriaing  while  the 
legs  are  being  forced  through 
the  paj)er8. 


^^  It  will  be  seen  that  the 
staple  support  or  anvil  A\ 
with  the  slotted  or  recessed 
hammer^  operates  to  insert  a 
staple  through  layers  of 
stock  to  be  united^  and  sim- 
uUaneously  bends  over  its 
projecting  ends. 

^''In  my  original  specifi- 
cation I  described  the  fur- 
ther separate  operaiion  of 
completely  Jlatiening  down 
the  ends  of  the  staple  thus 
bent  over  J  by  a  second  blow 
between  the  upper  and  lower 
Jaw  of  the  implement^  be- 
lieving that  the  same  was 
new:  but  I  have  since  learn- 
ed that  the  same  result  was 
obtained  by  devices  described 
in  previous  letters  patent  of 
the  United  States.  '  Should 
the  legs  of  the  staple^  when 
bent  over  by  the  same  blow 
which  drives  the  same^  as  is 
hereinabove  described^  be 
found  not  to  lie  sufficiently 
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'^  Having  thns  described 
my  invention,  what  I  claim 
as  new,  and  desire  to  secure 
by  Letters  Patent,  is — 

"1.     The     reciprocaiing 

d/river  B,  construded  with  a 

fiai  face  recessed  svbstan- 

tiaUy  as  described,  whereby 

theprqjecting  ends  qf  staples 


close  to  the  surface  of  the 
paper,  the  same  may  be  fur- 
ther flaUened  down  by  a  sec- 
ond blow  between  fiat  sur- 
faces  in  front  of  toe  staple- 
channel  and  bending  recess, 
respectively  provided  there- 
for. 

"  Mgs.  1,  Z,  and  3  show  a 
harud-stamp  embodying  my 
invention,  in  which  the  dri- 
ver reciprocates  in  a  fixed 
head  in  the  manner  if  a 
plunger,  while  F^ig.  6  shows 
the  same  invention  embodied 
in  a  hand-stamp,  in  which 
the  driver  is  mxmrUed  at  the 
end  of  a  vibrating  arm  piv- 
oted at  its  rear  extremity  to 
the  base,  which  rests  upon 
the  table.  It  will  be  seen 
that  the  demces  which  con- 
stitute my  invention  are  to 
be  found  in  both  these  modi- 
fications, and  that  both  ope- 
rate in  precisely  the  same 
manner,  to  insert  by  a  blow 
upon  the  knob  O  of  me  hand- 
stamp,  the  staple  through 
layers  of  stocJc  to  be  united, 
and  simultaneously  bend 
over  the  projecting  ends  in 
the  opposite  bending  recess 
provided  therefor. 

''Having  thus  described 
my  invention,  what  I  claim 
as  new,  and  desire  to  secure 
by  letters  patent,  is — 

"i.  The  combination  of 
the  stationary  staple-sup- 
port or  anvil  A! ,  and  the  slid- 
ing staple-guide  B,  with  the 
reciprocating  slotted  or  re- 


188  U.  8.  596. 


Oct.,  1887.]       CRAWFORD  v.  HEYSINGER. 


379 


Opinion  of  the  court 


may  he  first  bent  over  by  en- 
tering the  recess  and  then 
flattened  down  by  pressure 
from  the flM face. 


* '  2.  The  self'O^'vMing 
guide-btock  B^  havina  staple- 
guiding  grooves  Ouana  a 
flatfacej  upon  which  to  coTn- 
plete  the  clinching  qf  the 
staple^  svJ)stantiaUy  as  and 
for  the  purpose  set  forth. 


"<f.  The  oomhinaiion  qf 
the  stationary  staple  sv/pport 
or  anvil  A^  with  the  stiaing 
guide  jB,  grooved  to  partially 
embrace  and  guide  the  sta- 
ple-legs^ sui>staviiaUy  as 
and  for  the  purpose  setjorth. 


'%  The  combination  of  tJie 
staiionary  staple  support  or 
anvil  A  with  the  reciprocat- 
ing slotted  or  recessed  ham- 
mer^ operating  to  insert  a 
staple  through  layers  of 
stock  to  be  united^  and  sim- 
ultaneously bend  over  its 
prelecting  ends^  substan- 
tially as  and  for  the  purpose 
setjorth?'* 


cessed  hamrner,  operating  to 
insert  a  staple  through  lay- 
ers of  stock  to  be  united^  and 
simultaneously  bend  over  its 
projecting  ends  ^substantial- 
ly as  ana  for  the  purpose  set 
forth. 

"  i?.  In  a  device  for  insert- 
ing metallic  staples^  the  com- 
bination of  the  staple-guide 
-B,  anvil  A\  spring  i),  and 
reciprocating  driver^  pro- 
vided with  the  knob  Oj  the 
whole  arranged  to  operate 
substantially  as  and  for  the 
purpose  set  forth. 

^^3.  A  staple-inserting  im- 
plement having  two  opposite 
jaws  arrangeawith  relation 
to  each  other ^  substantially 
as  shown^  one  of  which  is 
provided  with  a  recess^  the 
other  with  a  vertically-chan- 
neled staple-guide^  an  anvilj 
and  a  spring^  so  that^  when 
the  jaws  are  separated^  after 
driving  a  staple^  the  guide 
will  be  open  for  the  reception 
of  the  succeeding  staple^  sub- 
stantially as  described. 

*'^.  An  implement  for  in- 
serting TnetaUic  staples^  con- 
sisting of  two  opposite  jaws^ 
one  of  which  is  provided  with 
a  staple-bending  recess^  and 
the  other  with  staple-guiding 
grooves  and  an  anvil  fitted 
thereto^  in  combination  with 
a  knob  to  receive  the  blow  of 
the  hand  and  insert  a  staple 
by  a  sudden  percussion^  sub- 
stantially as  described. 

''5.  In  a  staple-inserting 
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maohine  constructed  to  ope- 
rate svbstantiaUv  us  de- 
scribed^ the  stapte-guiding 
block  jB,  having  stqple-hx)ld- 
ing  grooves  d  C^  forming 
side  extensions  of  the  verti- 
cal slot  Sj  svbstantiaUy  as 
shovm  and  described. 

*'tf.  An  implemerU for  in- 
serting metauic  staphs j  con- 
sisting  of  two  opposite  jaws, 
one  qf  which  is  provided  with 
a  staple-bending  recess^  and 
theother  with  stapU-gtviding 
grooves  and  an  anvil  fiVed 
therein^  the  said  jaws  being 
arranged  to  be  separated  arvd 
stand  apart^  to  admit  the 
requisite  m>anipulation  for 
conveniently  placing  a  sta- 
ple in  the  open  end  of  the 
staple-guiding  grooves^  sub- 
stantia^ as  set  forth. 

**7.  ^he  combination  qf 
the  stationary  staple-sup- 
port or  anvil  A'  with  the 
slfding-auide  Bj  grooved  to 
partially  embrace  and  guide 
the  staple  legs^  substantial- 
ly as  and  for  thepurpose  set 
forth. 

'^8.  In  an  implement  for 
inserting  metallic  staples^  a 
reciprocating  driver  protkd- 
&i  with  a  knob  to  receive  the 
blow  of  the  handj  in  combi- 
nation with  a  grooved  sta- 
ple-aiding block  and  an 
anvil  attached  to  a  stand  qf 
convenient  form  for  use  upon 
a  writing-desk^  the  said 
stand  having  an  arm  aris- 
ing therqfrom^  and  over  and 
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above  it  a  guide/or  the  pur- 
pose of  guiding  the  taid 
driver  to  the  said  anvil,  svb- 
ttaiUially  as  afid  for  the 
purpose  set  forth." 

The  differences  which  thns  appear  in  the  descriptive  parts 
of  the  specification  are  these : 

In  the  original,  in  stating  the  operation  of  the  machine,  it 
is  said  that  the  points  of  the  staple  point  "upward"  when 
the  staple  is  within  the  grooves.  In  the  reissue,  it  is  stated 
that  those  points  are  ' '  turned  toward  the  bending  recess  P." 

In  the  original,  it  is  said  that  the  papers.to  be  united  are 
"placed  upon  the  face  of  the  guide  B  over  the  staple- 
points."  In  the  reissue,  it  is  said  that  the  papers  to  be 
nnit«d  are  "placed  beneath  the  driver." 

In  the  original,  it  is  said  that  "The  guide  B  gives  way, 
and  the  staple-legs  come  up  through  the  papers  into  the  re- 
cess F,  where  they  are  bent  over  preparatory  to  the  final 
clinching."  In  the  reissue,  it  is  said  that  "  "riie  staple-legs 
come  through  the  papers  into  the  recess  F,  where  they  ai'e 
bent  over  by  the  slanting  ends  thereof." 

The  original  then  contains  the  following  statement,  which 
is  wholly  omitted  in  the  reissue:  "The  hand  is  now  re- 
leased from  the  knob  of  the  driver,  the  latter  then  rising, 
and  the  papers  are  drawn  somewhat  forward,  until  the 
staple-crown  rests  upon  the  face  of  the  guide  B,  when 
another  blow  is  imparted  to  the  driver,  and  the  flat  portion 
of  its  face  descends  forcibly  on  the  staple-1^^,  so  as  to  bend 
the  latter  close  to  the  paper,  thus  completingthe  operation." 

The  reissue  omits  the  statement  of  the  original,  that,  as 
the  staple-l^s  strike  the  slanting  walls  of  the  recess,  they 
will  be  bent  inward  toward  each  other  sufficiently  to  insure 
their  being  bent  down  properly  when  again  struck  between 
the  faces  of  the  guide  B  and  driver  E,  and  substitutes  the 
statement,  that,  when  the  staple-legs  strike  the  slanting 
walls  of  the  recess  they  will  be  bent  inward  toward  each 
•other,  as  shown  in  Figures  3  and  3. 
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The  following  sentence,  not  in  the  original,  is  f onnd  in  the 
reissue :  ''It  will  be  seen  that  the  staple  supx)ort  or  anvil 
A',  with  the  slotted  or  recessed  hammer,  operates  to  insert 
a  staple  through  layers  of  stock  to  be  united,  and  simultan- 
eously bends  over  its  projecting  ends." 

The  si)ecification  of  the  reissue  then  states  that  the  separ- 
ate operation  described  in  the  original,  of  flattening  down 
by  a  second  blow  the  ends  of  the  staple  when  bent  over, 
was  not  new,  but  that  the  legs  of  the  staple,  if  not  laid  suffi- 
ciently close  to  the  surface  of  the  paper,  when  bent  over  by 
the  driving  blow,  may  be  further  flattened  down  by  a  second 
blow  between  flat  surfaces. 

Figure  5  of  the  drawings,  though  contained  in  the  draw- 
ings of  the  original  patent,  was  not  described  or  referred  to 
in  the  original  specification ;  but  the  reissued  specification 
speaks  of  Figures  1, 2,  and  3  as  showing  a  hand-stamp  in  which 
the  driver  reciprocates  in  a  fixed  head  in  the  manner  of  a 
plunger,  while  Figure  6  shows  a  hand-stamp  in  which  the 
driver  is  mounted  at  the  end  of  a  vibrating  arm,  pivoted  at  its 
rear  extremity  to  the  base  which  rests  upon  the  table ;  that 
the  devices  which  constitute  the  invention  are  found  in  both 
of  these  modifications ;  and  that  both  operate  to  insert,  by  a 
blow  upon  the  knob  G  of  the  hand-stamp,  a  staple  through 
layers  of  stock  to  be  united,  and  to  simultaneously  bend 
over  the  projecting  ends  in  the  opposite  bending  recess  pro- 
vided therefor. 

On  the  question  of  novelty,  the  alleged  prior  invention 
princij)ally  relied  ux)on  is  a  patent  of  the  United  States,  No. 
187, 189,  granted  to  George  L.  Ward  and  Orianna  S.  Smyth, 
assignees  of  James  C.  Smyth,  February  6, 1877,  for  an  ''im- 
provement in  machines  for  stitching  books  with  staples." 

The  Circuit  Court,  in  its  opinion  accompanying  the  record, 
held  that  the  patented  invention  was  not  anticipated  by  that 
of  Smyth ;  that  claims  1  and  2  of  the  reissue  were  substan- 
tially the  same  as  claim  4  of  the  original  patent,  when  the 
latter  claim  was  read  in  the  light  of  the  specification ;  and 
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that  the  defendant's  device  infringed  claims  1  and  2  of  the 
reissue. 

Claim  1  of  the  reissue  is  for  a  combination  of  (1)  the 
stationary  staple-support  or  anvil ;  (2)  the  sliding  staple- 
guide  ;  and  (3)  the  reciprocating  slotted  or  recessed  hammer 
or  driver ;  the  conjoined  operation  of  the  three  being  to  in- 
sert a  staple  through  layers  of  stock  to  be  united,  and  to 
simultaneously  bend  over  its  projecting  ends.  Claim  2  of 
the  reissue  is  for  a  combination  with  the  same  three  elements, 
of  (4)  the  spring  D,  and  (5)  the  knob  G.  Claim  4  of  the 
original  patent  was  for  a  combination  of  only  two  of  these 
elements,  namely,  (1)  the  stationary  staple-support  or  anvil 
and  (2)  the  reciprocating  slotted  or  recessed  hammer  or 
driver.  It  left  out  the  sliding  staple-guide,  and  yet  the 
claim  stated  that  the  combination  of  the  two  elements,  with- 
out the  staple-guide,  would  ox)erate  to  insert  the  staple  and 
simultaneously  bend  over  its  projecting  ends.  It  would, 
however,  wholly  fail  to  so  operate  without  the  use  of  the 
sliding  staple-guide.  The  use  and  oi)eration  of  the  sliding 
staple-guide,  its  arrangement  so  as  to  slide,  the  use  of  the 
spring  D  to  keep  it  in  its  normal  elevated  position  so  that 
it  will  not  drop  prematurely,  and  the  use  of  the  knob  G, 
with  which  to  impel  the  driver,  are  fully  set  forth  in  the 
original  specification,  and  described  as  necessary,  in  combi- 
nation with  the  stationary  staple-support  and  the  recipro- 
cating slotted  or  recessed  hammer,  to  insert  a  staple  through 
layers  of  stock  and  simultaneously  bend  over  its  projecting 
ends ;  and  the  invention  is  stated  in  the  original  specifica- 
tion, to  consist  in  a  hand-stamp  by  which  metallic  staples 
may  be  forced  through  sheets  of  ''pai)er  documents"  and 
secured  by  clinching  the  legs  on  the  reverse  side.  We  do 
not  find  it  necessary,  however,  to  decide  whether  the  reissue 
is  to  be  considered  a  proper  one,  so  far  as  claims  1  and  2, 
rightly  construed,  are  concerned,  on  the  view  that  it  was  an 
inadvertence,  accident,  or  mistake  to  have  left  out  of  claim 
4  of  the  original  the  elements  which,  by  the  description  in 
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the  original  specification,  were  made  necessary  to  the  i)er- 
f  ormance  of  the  operation  specified  in  that  claim.  We  dis- 
pose of  the  case  on  the  assumption  that  the  reissued  patent 
is  valid  a£^  respects  claims  1  and  2. 

What  is  the  proper  construction  of  those  claims  t  In 
claim  1,  the  staple-support  or  anvil  is  described  as  being 
"stationary,"  and  the  slotted  or  recessed  hammer  or  driver 
as  being  "reciprocating."  In  claim  2,  the  anvil  must  be  re- 
garded as  a  "stationary"  anvil,  and  the  hammer  or  driver 
is  expressly  stated  to  be  "  reciprocating."  In  claim  4  of  the 
original,  the  staple-support  or  anvil  is  said  to  be  "station- 
ary," and  the  slotted  or  recessed  hammer  to  be  "reciprocat- 
ing." So  in  claim  1  of  the  original,  the  driver  is  said  to  be 
"reciprocating,"  and  in  claim  3  of  the  original  the  staple- 
support  or  anvil  is  said  to  be  "stationary."  In  the  descrip- 
tion in  the  original  si)ecification,  the  anvil  is  described  as 
being  "a  stationary  anvil,"  and  the  hammer  or  driver  as 
being  "a  reciprocating  driver."  In  the  specification  of  the 
reissue,  the  staple  supjwrt  is  described  as  being  "a  station- 
ary anvil,"  and  the  driver  or  hammer  as  being  "a  recipro- 
cating driver." 

The  file-wrapi)er  and  contents  in  the  matter  of  the  reissue 
are  x>art  of  the  evidence  in  the  case,  and  throw  light  upon 
what  should  be  the  proper  construction  of  claims  1  and  2. 
The  application  for  the  reissue  was  filed  May  10,  1881.  In 
the  application  as  then  presented  eleven  claims  were  pro- 
posed, the  first  and  ninth  of  which  were  as  follows : 

"1.  The  staple-guide  B,  driving  head  A',  oi)erating 
therein,  recessed  bending  block  E,  spring  D,  and  knob  G, 
combined  and  operating  substantially  as  and  for  the  purpose 
set  forth." 

"  9.  The  combination  of  the  anvil  or  driving  head  A'  with 
the  reciprocating  slotted  or  recessed  hammer,  operating  to 
insert  a  staple  through  layers  of  stock  to  be  united,  and  si- 
multaneously bend  over  the  projecting  ends,  substantially 
as  and  for  the  purpose  set  forth." 
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On  the  12th  of  May,  1881,  the  applicant  canceled  claims  1 
and  9,  and  converted  claim  9  into  a  new  claim  1,  and  claim 
1  into  a  new  claim  2,  as  follows : 

^^  1.  The  combination  of  the  stationary  staple  support  or 
anvil  A'  with  the  reciprocating  slotted  or  recessed  hammer, 
operating  to  insert  a  staple  through  layers  of  stock  to  be 
united  and  simultaneously  bend  over  its  projecting  'ends, 
substantially  as  and  for  the  purpose  set  forth." 

^'2.  In  a  device  for  inserting  metallic  staples,  the  combi- 
nation of  the  staple-guide  B,  anvil  A',  operating  therein, 
spring  D,  recess  F,  and  knob  G,  the  whole  arranged  to  op- 
erate substantially  as  and  for  the  purpose  described." 

On  the  14th  of  May,  1881,  the  examiner  notified  the  ap- 
plicant as  follows:  ''Upon  further  consideration  of  this 
matter,  in  connection  with  amended  specification,  applicant 
is  advised  that  the  1st  clause  of  claim  does  not  present  an 
oi)erative  combination  of  mechanical  devices  for  the  purpose 
stated.  It  is  obvious  that  without  a  staple-holding  device 
the  parts  enumerated  would  be  inoperative,  in  view  of  which 
a  staple-holding  device  should  be  included.  In  reference  to 
the  2d  and  3d  clauses  of  claim,  the  statement  that  the  anvil 
operates  in  the  guide-block  is  unwarranted,  inasmuch  as  the 
anvil  is  stationary  and  the  guide-block  slides  up  and  down 
upon  the  anvil.  With  proper  correction  as  to  this  point, 
the  2d  and  8d  clauses  of  claim  may  be  allowed." 

On  the  31st  of  May,  1881,  the  applicant  adopted  the  sug- 
gestions of  the  examiner  and  amended  claim  1,  by  inserting 
after  the  words  *'  stationary  staple  support  or  anvil  A',"  the 
words  ''and  the  sliding  staple-guide  B,"  and  amended  claim 
2  by  cancelling  the  words  "operating  therein,"  so  that 
<;laims  1  and  2  then  read  as  follows : 

"1.  The  combination  of  the  stationary  staple-support  or 
anvil  A^  and  the  sliding  staple-guide  B  with  the  reciprocat- 
ing slotted  or  recessed  hammer,  operating  to  insert  a  staple 
through  layers  of  stock  to  be  united,  and  simultaneously 
bend  over  its  projecting  ends,  substantially  as  and  for  the 
purpose  set  forth. 
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* '  2.  In  a  device  for  inserting  metallic  staples,  the  combi- 
nation of  the  staple-guide  B,  anvil  A',  spring  D,  recess  P, 
and  knob  Gr,  the  whole  arranged  to  operate  substantially  as 
and  for  the  purpose  described/' 

On  the  4th  of  June,  1881,  the  examiner  notified  the  appli- 
cant as  follows :  "  Upon  further  consideration  of  this  mat- 
ter, in  connection  with  the  last  amendment,  it  is  obvious 
that  the  '  recess  F '  should  not  form  an  element  of  the  me- 
chanical combination,  as  such  recess  is  a  provision  of  the 
'  hammer '  referred  to  in  the  first  clause  of  claim,  and  such 
recess  is  not  an  operative  element  independent  of  such  ham- 
mer." 

On  the  14th  of  June,  1881,  the  applicant  made  further 
amendments,  leaving  claim  1  as  last  recited,  and  as  it  is 
found  in  the  reissued  patent,  and  amending  claim  2,  as  last 
recited,  by  striking  out  the  words  "recess  F,"  so  that  it  read 
as  follows : 

"2.  In  a  device  for  inserting  metallic  staples,  the  combi- 
nation of  the  staple-guide  B,  anvil  A',  spring  D,  and  knob 
G,  the  whole  arranged  to  operate  substantially  as  and  for 
the  purpose  described." 

On  the  15th  of  June,  1881,  the  examiner  notified  the  ap- 
plicant as  follows:  ''Uix)n  further  consideration  of  this 
matter,  with  a  view  to  final  action,  the  2d  clause  of  claim  is 
found  defective,  in  the  absence  of  any  mechanical  combina- 
tion between  the  '  knob  Gr '  and  the  other  elements  included 
in  the  combination.  To  obviate  this  objection  a  '  reciprocat- 
ing driver'  should  be  added  to  the  combination." 

On  the  18th  of  June,  1881,  the  applicant  amended  claim  2 
by  substituting  for  the  words  "and  knobG"  the  words 
"and  reciprocating  driver  provided  with  the  knob  G,"  so 
that  the  claim,  as  thus  amended,  read  as  follows,  the  same 
as  claim  2  in  the  reissued  patent : 

"2.  In  a  device  for  inserting  metallic  staples,  the  combi- 
nation of  the  staple-guide  B,  anvil  A',  spring  D,  and  recip- 
rocating driver  provided  with  the  knob  G,  the  whole  ar- 
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ranged  to  operate  substantially  as  and  for  the  purpose  set 
forth." 

Prom  these  proceedings  in  the  Patent  Office,  in  regard  to 
the  allowance  of  claims  1  and  2  of  the  reissued  patent,  it  is 
apparent  that  the  applicant  carefully  limited  himself,  in 
those  claims,  to  a  stationary  staple-support  or  anvil  and  a 
reciprocating  slotted  or  recessed  hammer  or  driver.  This 
result  must  also  follow  in  view  of  the  devices  existing  in  the 
various  prior  patents  introduced  in  evidence,  showing  the 
state  of  the  art.  The  various  elements  entering  into  the 
combinations  of  claims  1  and  2  of  the  reissue  were  old,  con- 
sidered singly.  The  recessed  clinching  base  was  old ;  the 
driver  in  the  staple  case  was  old  ;  the  combination  of  those 
two  devices  in  a  power  machine  was  old.  The  J.  C.  Smyth 
machine  was  a  hand-lever  machine,  and  contained  in  combi- 
nation all  the  elements  of  the  Heyl  device,  though  differ- 
ently arranged.  In  both  the  Smyth  and  the  Heyl  devices 
there  are  means  of  forcing  out  a  staple  from  a  case  by  a  con- 
tained plunger,  and  bending  the  legs  against  a  concave  re- 
cess. In  view  of  this  Smyth  machine,  the  plaintiffs'  expert 
stated  that  the  novelty  of  the  Heyl  devices  consisted  par- 
ticularly "in  the  automatic  adjustment  to  various  thick- 
nesses of  paper,  by  means  of  which,  without  any  added 
parts,  the  jaws  are  adapted  to  grip  and  hold  all  thicknesses 
of  paper  while  being  stapled  and  clinched ;  in  their  capacity 
for  being  opened  to  allow  the  eye  to  see  the  staple  while 
being  inserted  by  hand  at  the  open  end  of  the  staple  case, 
whereby  a  length  of  staple  may  be  adapted  or  selected  to 
suit  the  material ;  in  the  retracting  spring  to  keep  the  staple 
case  constantly  open  for  a  new  staple ;  in  a  hand  knob  for 
driving  down  the  plunger ;  and  in  the  general  construction 
and  adaption  of  all  the  parts  to  be  used  as  a  light,  portable 
desk  tool,  low  in  price,  simple  in  construction  and  operation, 
and  of  universal  use." 

In  prior  devices,  the  clinching  part  was  the  base  and  the 
inserting  device  was  above  it.    This  arrangement  did  not 
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permit  of  the  proper  support  of  the  staple  in  the  tube.  Heyl 
reversed  the  position  of  the  parts,  and  placed  the  inserting 
device  on  the  base,  so  that  the  staple  could  be  inserted  by 
hand  into  the  open  mouth  of  the  tube,  and  be  supported, 
until  it  should  be  driven,  by  the  tube  and  its  contained 
driver ;  this  reversal  of  the  parts  necessitating  the  use  of  a 
spring  underneath,  to  support  the  tube  and  keep  it  above 
the  end  of  the  driving  blade,  or  of  a  spring  at  the  side  to 
press  against  the  guide  and  keep  it  in  place  by  friction. 
Claims  1  and  2  of  the  reissued  i>atent  must,  therefore,  be 
limited  to  the  specific  combinations  and  arrangements  of 
parts  described  and  shown  in  the  specification  and  drawings, 
and  enumerated  in  those  claims.  The  staple-supi)ort  or  anvil 
must  be  stationary,  and  the  slotted  or  recessed  hammer  or 
driver  must  be  reciprocating. 

In  the  defendant's  device,  called  the  "Victor  tool,"  the 
anvil  or  staple  blade  is  movable,  and  the  recessed  clinching 
base  is  fixed  or  stationary.  It  is  a  device  constructed  under 
and  in  accordance  with  letters  patent.  No.  218,237,  granted 
to  William  J.  Brown,  Jr.,  August  5,  1879,  and  a  second 
patent.  No.  260,365,  granted  to  the  same  person  July  4, 
1882.    The  drawings  of  No.  260,365  are  as  follows :  * 

An  expert  for  the  plaintifls  testifies,  that  he  regards  the 
lower  part  of  the  defendant's  device,  which  is  fixed  or  sta- 
tionary and  contains  the  clinching  cavity,  and  resists  the 
driving  and  clinching  blow  of  the  hand  from  the  opposite 
part  of  the  tool,  as  the  equivalent  for  the  ''reciprocating 
driver  provided  with  the  knob  Gr,"  mentioned  in  claim  2  of 
the  reissue.  As  the  defendant's  tool  is  constructed  with 
the  stationary  recessed  clinching  base  made  to  rest  upon  a 
table,  and  to  receive  the  impact  from  above  of  the  detached 
driving  tool,  it  is  a  misnomer  to  say  that  such  stationary 
base  is  the  mechanical  equivalent  of  the  reciprocating  driver 
E  of  the  Heyl  patent.  The  patentee  having  imposed  words 
of  limitation  upon  himself  in  his  claims,  especially  when  so 
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required  by  the  Patent  Office  in  taking  out  his  reissue,  is 
bound  by  such  limitations,  in  subsequent  suits  on  the  reis- 
sued patent.  Such  have  been  the  uniform  decisions  of  this 
Court  in  like  cases.  Leggett  v.  Avery,  101  U.  S.  256  [12 
Am.  &  Eng.  369  ;]  Goodyear  Dental  Vulcanite  Co.  v.  Davis, 
102  XJ.  S.  222  [12  Am.  &  Eng.  524 ;]  Fay  v.  Cordesman,  109 
TJ.  S.  408  [15  Am.  &  Eng.  1 ;]  Mahn  v.  Harwood,  112  U.  S. 
354  [15  Am.  &  Eng.  322 ;]  Cartridge  Co.  v.  Cartridge  Co., 
112  U.  S.  624  [15  Am.  &  Eng.  364 ;]  Sargent  v.  Hall  Safe  & 
Lock  Co.,  114  U.  S.  63  [15  Am.  &  Eng.  573 ;]  Shepard  v. 
Carrigan,  116  U.  S.  593  [16  Am.  &  Eng.  235 ;]  White  v. 
Dunbar,  119  U.  S.  47  [16  Am.  &  Eng.  397 ;]  Sutter  v.  Rob- 
inson, 119  U.  S.  530  [16  Am.  &  Eng.  481 ;]  Bragg  v.  Pitch, 
121  U.  S.  478  [p.  54  ante;']  Snow  o.  Lake  Shore  Railway 
Co.,  121  U.  S.  617  [p.  76  ante.] 

Assuming,  therefore,  that  claims  1  and  2  of  the  reissued 
patent  are  valid,  they  are  to  be  construed  as  covering  only 
the  precise  combinations  enumerated  in  them  and  described 
in  the  specification  and  shown  in  the  drawings;  and  they  do 
not  cover  the  defendant's  device,  which  has  a  stationary  re- 
cessed clincher  and  a  movable  detached  staple-inserting 
tool,  because  claims  1  and  2  of  the  reissued  patent  expressly 
call  for  a  reciprocating  clincher  and  a  stationary  staple-sup- 
porting anvil.  Those  elements,  in  those  forms,  in  claims  1 
and  2,  were  made  necessary  by  the  requirements  of  the  Pat- 
ent Office^  before  it  would  grant  the  reissue,  and  the  appli- 
cant, having  voluntarily  made  the  limitations,  is  bound  by 
them. 

Although,  in  the  proofs,  the  plaintiffs  undertook  to  show 
that  three  other  claims  of  the  reissued  patent,  in  addition 
to  claims  1  and  2,  were  infringed  by  the  *'  Victor  tool,"  the 
Circuit  Court,  in  its  interlocutory  decree,  states  that  it  con- 
sidered only  claims  1  and  2  ;  and,  as  the  decree  holds  those 
claims  alone  to  be  valid  and  to  have  been  infringed,  and  the 
master's  report  and  the  final  decree  apply  only  to  those 
claims,  and  the  counsel  for  the  plaintiffs  does  not  contend, 
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in  his  brief,  that  any  other  claim  is  infringed,  we  neces- 
sarily have  confined  our  consideration  of  the  case  to  those 
two  claims,  leaving  all  questions  as  to  every  other  claim  of 
the  reissued  patent  entirely  open  for  consideration  in  a  case 
which  may  involve  them. 

The  decree  of  the  Oircuit  Court  is  reversed^  and  the  case 
is  remanded  to  thai  courts  with  a  direction  to  dismiss  the 
bill  of  complaint. 

198  U.  S.  607. 
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Syllabus. 

ALFRED  B.  LAWTHER,  APPELLANT,  t.  CHARLES  S. 

HAMILTON  ET  AL.* 

124  U.  S.  1-U.    Oct.  Term,  1887. 

[Bk.  31,  L.  ed.  325 ;  42  O.  G.  487.] 

Reyersing  Ihid^  21  Fed.  Rep.  811. 

Argued  October  28,  31, 1887.    Decided  January  9,  1888. 

Particular  process  patent  canstruedy  limited,  and  infringed.  Novelty 
in  process.  Patentability.  Sufficient  description.    Implied  license. 

1.  Letters  patent,  No.  168,164,  A.  B.  Lawther,  September  28, 1875, 

Processes  for  treating  Oleaginous  Seed,  construed  to  be  for  a 
new  mode  of  using  and  applying  old  instrumentalities — ^a  new 
and  patentable  process  consisting  in  altogether  omitting  one  of 
the  steps  of  the  former  processes,  held^  sufficiently  described  in 
view  of  the  fact  that  the  several  steps  were  well  known  in  the 
art,  limited  to  the  use  of  the  kind  of  instrumentality  described, 
held  valid  and  infringed,     (p.  402.) 

2.  The  omission  of  one  step  in  an  old  process  with  an  improved  re- 

sult constitutes  a  new  process,     (p.  403.) 

3.  Where  the  new  process  requires  greater  care,  or  even  greater 

skill  on  the  part  of  the  workman  than  formerly,  it  does  not 
change  its  character  as  a  process  or  materially  affect  its  utility, 
(p.  404.) 

4.  A  patent  sufficiently  describes  a  process  when  by  the  aid  of  the 

knowledge  derived  from  the  state  of  the  art  the  same  may  be 
carried  out  from  the  description  in  the  patent  by  those  skilled 
in  the  particular  manufacture.  In  this  instance  the  several 
steps  in  the  process  being  well  known  in  the  art  when  the  pat- 
ent was  applied  for  required  no  particular  explanation,  (p.  404.) 

5.  A  claim  for  a  process  consisting  of  several  steps  may  be  limited 

by  the  state  of  the  art  and  the  description  in  the  patent  to  the 
instrumentalities  or  their  equivalents  as  thus  described,  which 
are  essential  to  the  carrying  out  of  the  process  claimed,  (p.  407.) 

6.  Where  one  of  the  defences  set  up  to  the  infringement  of  a  pro- 

*See  Explanation  of  Notes,  page  III. 
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ceBs  was  that  of  an  implied  license,  and  in  it  appeared  that  ap- 
pellees purchased  a  set  of  instruments  under  another  of  appel- 
lant's patents  (rollers)  and  with  his  knowledge  and  consent, 
which  rollers  were  returned,  but  their  frames  retained  and 
other  similar  ones  obtained  elsewhere,  and  appellees  contended 
that  by  this  transaction  appellant  gave  his  consent  to  their  use 
of  his  process,  heldy  there  was  not  sufficient  evidence  of  such 
consent,  that  the  use  of  the  rollers  did  not  necessarily  involve 
the  use  of  the  process  and  that  there  was  no  nroof  that  ahy- 
thing  was  said  about  the  process,     (p.  408.) 

[Citations  in  the  opinion  of  the  court:] 

Lawther  v.  Hamilton,  21  Fed.  Rep.  811.    p.  400. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
Eastern  District  of  Wisconsin. 

Action  for  infringing  a  patent.  The  Circuit  Court  dis- 
missed the  action.    The  plaintiff  apx)ealed  to  this  court. 

The  facts  and  case  are  fully  stated  in  the  opinion. 

Messrs.  John  W.  Munday  and  Edmiund  Adcock,  for 
appellarU : 

The  subject  matter  of  the  patent  sued  upon  is  a  process 
and  patentable. 

Cochrane  v.  Deener,  94  U.  S.  780  [11  Am.  &  Eng.  288 ;] 
Tilghman  v.  Proctor,  102  U.  S.  708  [13  Am.  &  Eng.  29 ;]  Rus- 
sell  V.  Cowley,  1  Web.  Pat.  Cas.  467  [1  Am.  &  Eng.  489.] 

.  Tlie  claim  in  the  patent  precisely  covers  the  improvement 
made  by  Lawther,  and  no  more. 

A  claim  for  a  combination  of  several  steps  or  elements  is 
always  to  be  construed  as  covering  equivalents. 

Seymour  t.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290  ;1 
S.  C.  2  Whitm.  Pat.  Cas.  292 ;  Gould  v.  Rees,  15  Wall.  187 
[9  Am.  &  Eng.  39 ;]  S.  C.  2  Whitm.  Pat.  Cas.  442 ;  Good- 
year V.  N.  J.  Cent.  R.  R.  Co.,  2  Wall.  Jr.  356 ;  S.  C.  1  Pish. 
Pat.  Cas.  631. 

The  patent  is  for  an  entire  process,  made  up  of  several 
constituents.  The  patentee  does  not  claim  to  have  been  the 
inventor  of  the  constituents.    The  exclusive  use  of  them 
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singly  is  not  secared  to  him.    What  is  secured  is  their  use 
when  arranged  in  the  process. 

Mowry  v.  Whitney,  2  Whitm.  Pat.  Cas.  436  [9  Am.  & 
Eng.  1 ;]  Ryan  v,  Goodwin,  3  Sumn.  514 ;  Lee  v.  Blandy,  2 
Pish.  Pat.  Cas.  93 ;  Gould  v.  Rees,  2  Whitm.  Pat.  Cas.  439 
[9  Am.  &  Eng.  39 ;]  Howe  v.  Morton,  1  Pish.  Pat.  Cas.  586 ; 
Many  v.  Sizer,  1  Pish.  Pat.  Cas.  17. 

Mr.  Charles  B,  Shepard^  for  appellees  : 

The  appellant's  process  is  not  a  novel  and  patentable  in- 
vention. 

It  is  not  a  process  within  the  sense  of  the  patent  law. 

Coming  v.  Burden,  15  How.  252  [6  Am.  &  Eng.  69  ;1  Mc- 
Kay V.  Jackman,  12  Fed.  Rep.  615;  Goss  v.  Cameron,  14 
Fed.  Rep.  576 ;  Walker,  Patents,  §§3-14 ;  Eachusz?.  Broomall, 
115  U.  S.  429  [16  Am.  &  Eng.  176 ;]  Western  Electric  Mnfg. 
Co.  V.  Ansonia Brass  &C.  Co.,  114  U.  S.  447  [16  Am.  &  Eng. 
94  ;1  Hollister  v.  Benedict  &  B.  Mnfg.  Co.,  113  U.  S.  59  [15 
Am.  &  Eng.  417 ;]  King  t>.  Gallun,  109  U.  S.  99  [14  Am.  & 
Eng.  559 ;]  Pearce  o.  Mulford,  102  U.  S.  112  [12  Am.  &  Eng. 
495 ;]  Vinton  v.  Hamilton,  104  U.  S.  4851;13  Am.  &  Eng.  394.1 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 
The  appellant,  Alfred  B.  Lawther,  filed  his  bill  in  the 
court  below  against  the  appellees,  alleging  that  they  were 
infringing  a  patent  granted  to  him  on  the  28th  of  September, 
1875,  for  certain  improvements  in  processes  of  treating  oleagi- 
nous seeds,  and  prajdng  for  an  account  of  profits  and  damages, 
and  an  injunction.  The  Circuit  Court,  being  of  opinion  that 
the  patent  could  not  be  sustained  as  a  patent  for  a  process, 
(which  it  was  claimed  to  be)  dismissed  the  bill.  We  are 
called  uppn  to  revise  this  decision. 

In  the  specification  of  the  patent  the  patentee  states  that 
the  object  of  his  invention  is  "  to  improve  the  process  of  work- 
ing flaxseed,  linseed,  and  other  oil  seeds,  in  such  a  manner 
that  a  greater  yield  of  oil  is  obtained  at  a  considerable  sav- 
ing of  time  and  power  in  the  running  of  the  crushing,  mix- 
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ing,  and  pressing  machines,  while  also  a  cake  of  superior 
texture  is  produced. ' ' 

The  sx)ecification  proceeds  as  follows :  ^'  Hitherto  it  has 
been  the  practice  to  crush  the  oil  seeds  between  revolving 
rollers,  and  completing  the  imperfect  crushing  by  passing 
them  under  heavy  stones  known  as  edge  runners  or  mullers, 
under  addition  of  a  quantity  of  water,  the  crushed  and 
moistened  seed  being  then  taken  from  the  muUer-stones  and 
stirred  in  a  heated  steam- jacketed  reservoir  preparatory  to 
being  placed  into  the  presses  for  extracting  the  oil. 

' '  This  process  has  been  found  imperfect  in  regard  to  many 
points,  but  mainly  on  account  of  the  over-grinding  of  por- 
tions of  the  seed  and  the  husks  or  bran  when  the  seeds  were 
exposed  for  too  long  a  time  to  the  action  of  the  muUer- 
stones,  so  as  to  form  a  pasty  mass  and  produce  an  absorp- 
tion of  oil  by  the  fine  particles  of  bran,  while  on  the  other 
hand  the  under-grinding,  by  too  short  an  action  of  the 
stones,  rendered  the  presses  incapable  of  extracting  the  full 
amount  of  oil  from  the  seed.    *       *       * 

*'  My  process  is  intended  to  remedy  the  defects  of  the  one 
at  present  in  use,  and  consists  mainly  in  conveying  the  oil 
seeds  through  a  vertical  supply-tube  and  feeding-roller  at 
such  degree  of  pressure  to  powerful  revolving  rollers  that 
«ach  seed  is  individually  acted  upon,  and  the  oil-cells  fully 
<5ru8hed  and  disintegrated.  They  are  then  passed  directly, 
without  the  use  of  muller-stones,  to  the  mixing-machine  to 
be  stirred,  moistened,  and  heated  by  the  admission  of  small 
jets  of  water  or  steam  to  the  mass,  and  then  transferred  to 
the  presses. 

"  The  oil  seeds  are  by  my  new  process  first  conveyed  to  a 
hopper  and  fluted  seed-roller  at  the  top  of  an  upright  feed- 
tube  of  the  crushing-machine,  by  which  the  seeds  are  fed, 
under  suitable  pressure,  to  revolving  rollers  of  sufficient 
power,  which  run  at  a  surface  speed  of  about  150  to  200  feet 
per  minute. 

"  The  pressure  on  the  seeds  in  the  feed-tube  is  necessary, 
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as  the  oil  seeds  would  otherwise  not  feed  readily  into  rollers 
revolving  under  great  pressure.  The  oil  seeds  are  thereby 
compelled  to  pass  evenly  and  steadily  through  the  rollers, 
which  have,  therefore,  a  chance  to  act  on  all  of  them  and 
break  the  oil-cells  uniformly  without  reducing  any  portion 
to  a  pasty  condition.  The  bran  is  also  left  comparatively 
coarse,  so  that  it  shows  the  nature  of  the  seed  after  pressing. 

"  The  muUer-stones  and  their  over  or  under  grinding  of 
any  portion  of  the  seeds  are  entirely  done  away  with  by 
this  mode,  which  makes  not  only  the  machinery  less  ex- 
pensive, but  produces  also  a  saving  of  power  required  in 
running  the  same.  The  crushed  seeds  are  next  placed  in  a 
steam- jacketed  reservoir  of  the  mixing-machine,  where  they 
are  stirred,  moistened,  and  heated  by  perforated  revolving- 
stirrer  arms,  which  throw  jets  of  water  or  steam  into  the 
mass  so  as  to  thoroughly  permeate  and  mix  the  same.  The 
crushed  and  moistened  mass  is  transferred  to  the  presses  for 
the  extraction  of  the  oil,  which  operation  requires  less  power 
on  account  of  the  uniformity  of  the  mass,  produces  a  greater 
yield  of  oil,  and  furnishes  an  improved  quality  of  oH-cake, 
or  residue,  of  open-grained,  flaky  nature,  capable  of  being 
split  in  regular  pieces  at  right  angles  to  the  direction  of 
pressure." 

Having  thus  described  his  invention,  the  patentee  states 
his  claim  to  be  '*the  process  of  crushing  oleaginous  seeds 
and  extracting  the  oil  therefrom,  consisting  of  the  following 
successive  steps,  viz.,  the  crushing  of  the  seeds  under  pres- 
sure, the  moistening  of  the  seeds  by  direct  subjection  to 
steam,  and,  finally,  the  expression  of  the  oil  from  the  seed 
by  suitable  pressure,  as  and  for  the  purpose  set  forth." 

The  purpose  and  effect  of  the  invention  claimed  by  the 
patentee  as  a  new  process,  and  the  argument  against  the 
validity  of  the  patent  as  a  patent  for  a  process,  cannot  be 
better  or  more  clearly  stated  than  is  done  in  the  opinion  of 
the  court  below,  pronounced  by  Judge  Dyer  (21  Fed.  Rep. 
811. )    We  quote  therefrom  as  follows :     '  *  The  proofs  show, 
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and  in  fact  it  is  undisputed,  that  formerly,  in  the  process 
of  extracting  oil  from  flaxseed,  the  seed  was  subjected  to 
the  crushing  and  disintegrating  action  of  the  muUer-stones, 
which  consisted  of  two  large  and  very  heavy  stone  wheels 
mounted  on  a  short  horizontal  axis  attached  to  a  vertical 
shaft.  By  the  rotation  of  this  shaft  the  stones  were  caused 
to  move  on  their  edges  shortly  around  in  a  circular  path 
upon  a  stone  bed-plate,  with  a  i)eculiar  rolling  and  grind- 
ing action,  upon  a  layer  of  flaxseed  placed  on  the  bed-plate. 
This  was  the  usual  mechanical  appliance  in  connection  with 
the  operating  movement  of  the  muller-stones.  By  this 
means  such  portions  of  the  seed  as  came  in  contact  with  the 
muller-stones  were  reduced  to  a  complete  state  of  pulveri- 
zation. To  facilitate  the  disintegrating  action  of  the  mul- 
ler-stones, the  seed  was  generally  first  more  or  less  crushed 
by  passing  it  through  one  or  more  pairs  of  rollers,  thus  bet- 
ter preparing  it  for  the  rubbing  and  grinding  action  of  the 
muller-stones.  The  further  treatment  of  the  seed  required 
the  application  of  heat  and  moisture,  and  this  was  accom- 
plished in  various  ways.  Sometimes  the  heat  and  moisture 
were  applied  by  a  steaming  device  before  the  seed  was 
crushed  by  the  muller-stones;  sometimes  the  seed  was 
moistened  when  it  was  under  the  action  of  the  muller-stones 
by  sprinkling  water  upon  the  layer  of  seed  beneath  the 
stones,  the  heat  being  applied  afterwards  by  a  separate 
operation.  At  other  times  both  heat  and  moisture  were  ap- 
plied after  the  seed  had  been  run  through  the  mullers,  and 
was  in  the  form  of  meal  in  the  heater.  As  the  last  step  in 
the  process  the  seed  thus  crushed  and  disintegrated,  and  in 
moist  and  warm  condition,  was  usually  placed  in  haircloth 
mats  or  bags,  and  subjected  to  hydraulic  pressure,  by  which 
means  the  oil  was  extracted.  This  was  the  state  of  the  art, 
and  this  the  usual  process  when  the  complainant  obtained 
his  patent." 

The  court  then  states  the  process  set  out  in  the  appellant's 
I)atent,  and,  after  some  observations  thereon,  proceeds  to 
say:— 
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'^  The  cmshing  of  oleaginoas  seed,  so  that  ultimately  it 
may  be  in  condition  for  the  application  of  hydraulic  pres- 
sure, was  always  a  step,  and,  necessarily  the  first  step,  in 
the  process  of  extracting  the  oil  therefrom.  As  we  have 
seen,  that  step  was  formerly  accomplished  by  means  of  rol- 
lers and  muUer-stones.  The  complainant  ascertained,  by 
practice,  that  in  crushing  the  seed  the  tearing,  pulverizing 
action  of  the  muller-stones  was  injurious,  and  so  he  dis- 
pensed with  that  mechanical  operation  in  the  crushing  step 
of  the  process,  and  employed  the  rollers  alone.  He  thereby 
simply  omitted  one  of  the  instrumentalities  previously  used 
in  the  first  stage  of  treatment  of  the  seed.  This  was  un- 
doubtedly a  useful  improvement,  but  it  was  not  the  inven- 
tion or  discovery  of  a  new  process.  Each  step  in  the  pro- 
cess existed  and  was  known  before ;  namely,  crushing  the 
seed,  beating  and  moistening  it,  and,  finally,  the  application 
of  hydraulic  pressure.  What  the  complainant  accom- 
plished was  a  change  in  mechanical  appliances  and  opera- 
tion, by  which  an  existing  process,  and  each  step  thereof, 
were  made  more  effective  in  its  results.  For  this  he  may 
have  been  entitled  to  a  mechanical  patent.  *  *  *  He 
discovercib  that  more  advantageous  results  were  attainable 
by  dispensing  with  the  use  of  muller-stones,  and  that  these 
results  were  also  promoted  by  the  improved  construction 
of  the  rollers  and  other  mechanical  appliances  for  heating 
and  moistening  the  seed,  is  quite  apparent.  The  discovery 
or  invention  was  not  of  a  new  series  of  acts  or  steps  con- 
stituting a  process,  but  only  of  certain  mechanical  changes 
in  carrying  into  effect  the  well-known  old  steps  of  the  pro- 
cess.'' 

The  view  thus  taken  by  the  court  below  seems  to  us  open 
to  some  criticism.  If,  as  that  court  says,  and  we  think 
rightly  says,  the  omission  of  the  muller-stones  is  a  real  im- 
provement in  the  process  of  obtaining  the  oil  from  the  flax- 
seed ;  if  it  produces  more  oil  and  better  oil-cakes,  and  it  is 
new,  and  was  not  used  before ;  why  is  it  not  a  patentable 
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discovery  t  And  why  is  not  such  new  method  of  obtaining 
the  oil  and  making  the  oil-cakes  a  process  'i  There  is  no 
new  machinery.  The  rollers  are  an  old  instrument,  the 
mixing  machinery  is  old,  the  hydrauUc  press  is  old  ;  the 
only  thing  that  is  new  is  the  mode  of  using  and  applying 
these  old  instrumentalities.  And  what  is  that  but  a  new 
process  ?  This  process  consists  of  a  series  of  acts  done  to 
the  flaxseed.  It  is  a  mode  of  treatment.  The  first  part  of 
the  process  is  to  crush  the  seeds  between  rollers.  Perhaps, 
■as  this  is  the  only  breaking  and  crushing  of  the  seed  which 
is  done,  the  rollers  are  required  to  b©  stronger  than  before. 
But  if  so,  it  is  no  less  a  process. 

The  evidence  shows  that,  although  the  crushing  of  the 
seed  by  two  horizontal  rollers,  and  then  passing  it,  thus 
crushed,  under  the  muller-stones,  was  the  old  method  com- 
monly used,  yet  that,  for  several  years  before  Lawther  took 
out  his  patent,  a  more  thorough  crushing  had  been  effected 
by  the  employment  of  four  or  five  strong  and  heavy  rollers 
arranged  on  top  of  one  another  in  a  stack,  still  using  the 
muller-stones  to  grind  and  moisten  the  crushed  seed  after  it 
was  i)assed  through  the  rollers.  The  invention  of  Lawther 
consisted  in  discarding  the  muller-stones  and  passing  the 
crushed  seed  directly  into  a  mixing  machine  to  be  stirred, 
moistened  and  heated  by  jets  of  steam  or  water,  and  then 
transferring  the  mass  to  the  presses  for  the  expression  of  the 
oil  by  hydraulic  or  other  power. 

The  machinery  and  api)aratus  used  by  Lawther  had  all 
been  used  before.  His  only  discovery  was  an  improvement 
in  the  process.  He  found  that,  by  altogether  omitting  one 
of  the  steps  of  the  former  process — the  grinding  and  mixing 
under  the  muller-stones — and  mixing  in  the  mixing  machine 
by  means  of  steam,  a  great  improvement  was  effected  in 
the  result. 

Why  should  it  be  doubted  that  such  a  discovery  is  pat- 
entable ?  It  is  highly  useful,  and  it  is  shown  by  the  evidence 
to  have  been  the  result  of  careful  and  long-continued  ex- 
periments, and  the  application  of  much  ingenuity. 
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By  the  omission  of  the  mullers  greater  care  may  be  neces- 
sary on  the  part  of  the  workman  in  carrying  on  the  opera- 
tions, especially  in  watching  the  moistening  and  mixing 
process  so  as  to  produce  the  proper  moisture  and  consistency 
of  the  mass  before  subjecting  it  to  hydraulic  pressure.  But 
though  it  be  true  that  the  new  process  does  require  greater 
care,  and  even  greater  skill,  on  the  part  of  the  workman 
than  was  formerly  required,  this  does  not  change  its  char- 
acter as  being  that  of  a  process,  nor  does  it  materially  affect 
its  utility. 

The  only  question  which,  in  our  view,  raises  a  doubt  on 
the  validity  of  the  patent,  is,  whether  it  sufficiently  de- 
scribes the  process  to  be  followed  in  order  to  secure  the 
beneficial  results  which  it  promises.  The  patentee,  when 
on  the  witness's  stand,  stated  that  the  invention  was  per- 
fected on  the  2d  day  of  June,  1874 ;  that  it  was  the  result 
of  a  long  series  of  experiments  which  were  not  entirely 
successful  until  that  date.  His  account  of  it  is  thus  elicited, 
on  his  cross-examination : 

"  57.  When  did  this  invention,  as  you  claim  it,  as  you  de- 
scribe it  in  this  patent,  first  take  tangible  and  practical 
shape  in  your  mind  as  a  whole  process  ? 

"A.  Complete  and  perfect  in  1874. 

*^58.  What  time? 

"  A.  Between  the  31st  of  May  and  the  2d  of  June. 

"59.  What  was  the  particular  improvement  that  pro- 
duced the  change  in  results  at  that  time  ? 

''A.  It  was  the  perfecting  of  all  of  the  improvements, 
the  harmonious  working  of  all  the  changes  that  we  had 
made  in  the  matter ;  most  of  the  changes  had  taught  us 
something,  and  when  we  learned  it  all  we  knew  it. 

*'60.  What  particular  thing  brought  about  that  change 
at  that  time  ? 

"A.  I  don' t  know  that  I  could  locate  any  particular  thing 
of  any  importance  or  magnitude. 

"  61.  What  did  you  do  different  on  the  first  or  second  of 
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June  or  thereafter  from  what  you  had  done  on  the  30th  of 
May  or  theretofore  ? 

"  A.  I  have  answered  that  before  as  near  as  1  can.  I 
only  know  it  was  the  culmination  of  all  previous  efforts, 
our  knowledge,  and  our  apparatus. 

*'  62.  Was  the  change  caused  by  anything  more  than  your 
men's  increased  practical  skill  and  experience  in  working 
seed  in  that  new  way  J 

' '  A.  Added  to  the  apparatus,  yes,  sir ;  that  was  just  it 
exactly.  We  couldn'  t  have  done  it  without  the  proper  ap- 
pliances, and  with  the  proper  appliances  we  couldn't  have 
done  it  without  the  knowledge ;  the  two  things  come  to- 
gether. The  whole  thing  was  a  series  of  infinitely  small 
steps. 

''63.'  Wasn't  the  apparatus  the  same  on  the  30th  of  May 
and  after  the  2d  of  June  J 

''A.  I  have  no  record  of  any  experiment  or  change  having 
been  made  during  that  time,  nor  do  I  recollect  of  any 
changes.     It  is  possible  that  it  was  precisely  similar. 

'*  64.  Isn't  that  your  best  recollection,  that  it  is  similar  ? 

'*  A.  I  have  no  recollection  about  it  one  way  or  the  other. 
One  of  our  greatest  difficulties  was  the  uniform  moistening 
of  the  seed.  We  changed  the  moistening  apparatus  in  a 
great  many  different  ways.  Some  of  them  involved  the 
delay  of  a  day,  some  of  them  an  hour,  some  of  them  a  few 
minutes.  Some  such  changes  as  that  might  have  been  made 
in  the  time  spoken  of. 

*'  65.  No  change  was  made  in  the  rolls  in  that  time,  was 
there  ? 

*'  A.  Not  that  I  know  of. 

"  66.  Nor  in  the  heater  apparatus  or  in  the  presses  at  that 
time) 

* '  A.  No  ;  we  didn't  change  the  body  of  that  heater ;  prob- 
ably not  the  presses.' 

"67.  On  the  30th  day  of  May,  and  some  time  previously, 
didn't  you  crush  the  seed  under  rolls  as  the  first  step  'i 
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"A.  Yes. 

'^  68.  And  then  moisten  it  ? 

"A.  Yes. 

''69.  And  then  heat  it  ? 

''A.  Yes. 

' '  70.  And  then  extract  the  oil  by  pressure  in  the  presses  I 

''A.  Yes ;  some  of  it ;  all  that  we  did  extract. 

''71.  Are  not  those  the  same  steps  in  the  process  of  mak- 
ing oil  that  you  used  on  the  2d  of  June,  and  ever  since  i 

"  A.  That  is  the  process  to-day." 

From  this  statement  it  is  apparent  tnat  the  beneficial  re- 
sult is  due,  not  only  to  a  proper  degree  of  crushing  of  the 
seed  in  the  rolls,  but  to  a  proper  and  uniform  moistening 
of  the  crushed  material  in  the  heating  machine  before  it  is 
subjected  to  pressure.  The  question  is,  whether  the  patent 
sufficiently  describes  the  oi)eration  to  be  performed  in  order 
to  accomplish  these  results. 

After  a  careful  consideration  of  the  specification  of  the 
patent,  and  in  view  of  the  principle  of  law,  that  it  }p  to  be 
construed  in  the  light  of  that  knowledge  which  existed  in 
the  art  at  the  time  of  its  date,  we  are  satisfied  that  it  does 
sufficiently  describe  the  process  to  be  followed.  Every  step 
of  this  process  was  already  understood,  although  not  con- 
nected in  the  manner  pointed  out  in  the  patent.  The  fol- 
lowing things  were  known  and  used  before  the  granting  of 
the  patent,  to  wit :  Firsts  the  crushing  of  the  seed  be- 
tween powerful  revolving  rollers,  fed  thereto  by  a  supply- 
tube  and  feeding-roller,  so  as  to  pass  in  a  sheet  of  uniform 
thickness  between  the  rollers.  Secondly^  the  moistening, 
mixing  and  heating  of  the  crushed  mass  by  means  of  steam 
and  water  in  a  mixing  machine.  Thirdly,  the  pressure  of 
the  material  thus  prepared,  in  moulds,  by  means  of  hy- 
draulic power.  These  several  steps  being  well  known  in 
the  art  when  the  patent  was  applied  for,  required  no  par- 
ticular explanation.  The  patentee  had  only  to  say  to  the 
oil  manufacturers  of  the  country  what  he  did  say,  namely : 
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crush  your  seed  evenly  and  sufficiently  between  powerful 
rollers  as  heretofore ;  and,  then,  instead  of  passing  it  under 
the  muUer-stones,  as  you  have  heretofore  done,  transfer  it 
immediately  to  the  well-known  steam-mixing  machine,  and 
moisten  and  mix  it  equably  and  sufficiently  for  pressing. 
Every  oil  manufacturer  in  the  country  would  understand 
him.  They  would  also  understand  that  it  might  require 
additional  care  and  skill  to  make  the  new  process  work  suc- 
cessfully. It  is  evident  that  they  did  understand  him,  and 
that  the  manufacture  of  linseed  oil,  and  oil-cakes,  has  ever 
since  been  greatly  improved  and  facilitated  by  the  invention. 

But  whilst  we  are  satisfied  that  the  invention  is  that  of  a 
process,  it  is  nevertheless  limited  by  the  clear  terms  of  the 
s;)ecification,  at  least  so  far  as  the  crushing  of  the  seed  is 
concerned,  to  the  use  of  the  kind  of  instrumentality  des- 
cribed, namely,  in  the  first  part  of  the  process,  to  the  use 
of  powerful  revolving  rollers  for  crushing  the  seed  between 
them  under  pressure.  The  claim  cannot  have  the  broad 
generality  which  its  terms,  taken  literally,  might,  at  first 
sight,  seem  to  imply.  But  limited  as  suggested,  it  seems 
to  us  sustainable  in  law. 

It  is  true  that  the  description  also  calls  for  the  use  of  a 
vertical  supply-tube  and  feeding  roller.  The  latter  is  prob- 
ably essential  as  a  means  of  distributing  the  flow  of  the 
seed  in  a  sheet  of  even  thickness  to  the  rolls.  But  the  ver- 
tical supply-tube  is  evidently  an  incidental  arrangement, 
suited  to  one  position  of  the  rollers,  namely,  where  a  pair 
of  rollers  are  set  side  by  side.  Where  they  form  a  pile,  on 
top  of  one  another,  a  vertical  tube  would  be  inapplicable. 
In  such  case  the  equivalent  Would  be  a  slanting  tube,  or  in- 
clined plane.  The  vertical  tube  is  clearly  not  an  essential 
part  of  the  instrumentality  used,  and  constitutes  no  limita- 
tion of  the  process. 

The  appellees  also  contend  that  they  do  not  (in  the  words 
of  the  claim)  '*  moisten  the  seeds  by  direct  subjection  to 
steam."     It  is  proven,  however,  that  they  do  moisten  the 
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seeds  by  a  shower  of  spray  in  the  mixing  machine,  produced 
by  directing  a  jet  of  steam  against  a  small  stream  of  water. 
This  is  within  the  claim  of  the  patent.  The  si)ecification 
describes  the  process  of  moistening  the  seeds  as  follows : 
' '  They  are  then  passed  (after  being  crushed)  directly,  with- 
out the  aid  of  muller-stones,  to  the  mixing  machine  to  be 
stirred,  moistened  and  heated  by  the  admission  of  small 
jets  of  water  or  steam  to  the  mass."  Again :  '*  The  crushed 
seeds  are  next  placed  in  a  steam-jacketed  reservoir  of  the 
mixing  machine,  where  they  are  stirred,  moistened  and 
heated  by  perforated  revolving  stirrer  arms  which  throw 
jets  of  water  or  steam  into  the  mass,"  etc.  Then  the  claim 
is  for  three  successive  steps,  viz ;  the  crushing  of  the  seeds 
under  pressure,  the  moistening  of  the  seeds  by  direct  sub- 
jection to  steam,  and  the  expression  of  the  oil  by  suitable 
pressure.  These  words  are  to  be  read  in  the  light  of  the 
explanations  in  the  descriptive  part ;  and  thus  read,  it  is 
apparent  that  the  meaning  of  the  claim  is,  that  the  crushed 
seeds  are  to  be  moistened  and  heated  by  the  use  of  steam, 
or  steam  and  water,  immediately  after  coming  from  the 
rollers,  without  any  aid  from  muller-stones.  This  is  pre- 
cisely what  the  appellees  do. 

One  of  the  defences  set  up  is,  an  implied  license.  It  seems 
that  Lawther  has  another  patent  for  some  improvement  in 
the  stack  of  rollers  now  commonly  used  for  crushing  the 
seed,  and  supplies  them  to  order  through  a  foundryman  by 
the  name  of  McDonald.  The  appellees  purchased  a  set  of 
these  rollers  from  McDonald  with  the  knowledge  and  con- 
sent of  Lawther.  These  rollers  were  returned  on  account 
of  some  imperfection  in  the  material ;  but  the  frame  was 
retained,  and  the  appellees  procured  similar  rollers  made 
elsewhere.  They  contend  that  by  this  transaction  Lawther 
gave  his  consent  to  their  use  of  his  process.  We  do  not 
think  that  there  is  sufficient  evidence  of  any  such  consent. 
The  use  of  the  rollers  did  not  necessarily  involve  the  use  of 
the  process,  and  there  is  no  proof  that  anything  was  said 
about  the  process. 
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Other  points  were  raiaed  which  we  do  not  deem  it  neces- 
sary to  discuss.  We  cannot  bat  think  that  Lawther  dis- 
covered a  new  process  of  manufacturing  oil  from  seeds,  and 
that  he  was  entitled  to  a  patent  therefor ;  and  we  are  of 
opinion  that  the  patent  in  suit,  construed  as  we  have  sug- 
gested, is  a  good  and  valid  patent.  We  are  also  of  opinion 
that  the  appellees  infringe  the  patent,  and  that  they  have 
not  shown  any  legal  defence  to  the  suit.  It  follows  that 
the  appellant  is  entitled  to  a  decree  for  an  injunction  and 
an  acconnt  of  profits  and  damages,  as  prayed  in  the  bill. 

The  decree  of  the  Circuit  Court  is,  there/ore,  reversed, 
and  the  cause  remanded  with  inst'uctions  to  enter  a  de- 
cree/or the  appellant,  and  take  such  furtjier  proceedings 
as  may  be  in  coi^ormity  with  this  (pinion. 
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Evidence.  Agreement  to  sell.  Sitdmiasion  to  jury.   Verdict.   Charge 

to  jury. 

1.  Evidence  offered  by  plaintiff  tending  to  establish  an  agreement 

respecting  the  sale  of  a  particular  patent,  reviewed  and  held^ 
sufficient  to  entitle  plaintiff  to  have  the  issue  submitted  to  the 
jury.     (p.  421.) 

2.  Where,  upon  a  certain  state  of  facts,  if  proven  to  their  satisfac- 

tion, the  jury  would  have  been  warranted  in  finding  a  verdict 
for  the  plaintiff,  heldy  that  it  was  error  in  the  Circuit  Court  to 
direct  a  verdict  for  the  defendants,     (p.  422.) 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Eastern  District  of  Pennsylvania. 

The  jury,  under  the  direction  of  the  court,  returned  a  ver- 
dict for  defendants.  This  direction,  being  excepted  to,  is 
assigned  for  error ;  and  all  the  evidence  is  brought  into  the 
record  by  bill  of  exceptions. 

The  facts  and  case  are  fully  stated  in  the  opinion. 

Messrs.  Francis  E.  Brewster^  Damd  W.  Sellers  and  F. 
CarroU  Brewster^  for  plaintiff  in  error : 

The  court  below  erred  in  instructing  the  jury  to  find  a  ver- 
dict for  the  defendants. 

There  was  evidence  for  the  consideration  of  a  jury. 

Etting  V.  Bank  of  U.  S.,  11  Wheat.  59 ;  Phoenix  Ins.  Co. 
7).  Doster,  106  U.  S.  30 ;  Keyes  v.  Grant,  118  U.  S.  26  [16 
Am.  &  Eng.  346 ;]  Pehl  v.  Good,  2  Binn.  495 ;  McGee  v. 
Northumberland  Bank,  5  Watts,  32 ;  (Gardner  v.  Clark,  17 

*  See  Explanation  of  Notes,  page  III. 
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Barb.  538 ;  Chichester  o.  Whiteleather,  51  111.  259 ;  Kane  v. 
Learned,  117  Mass.  190 ;  First  Nat.  Bank  v.  Dana,  79  N.  Y. 
108 ;  Conover  o.  Middletown,  42  N.  J.  L.  382 ;  Little  Rock 
&  Ft.  S.  R.  R.  Co.  V.  Perry,  37  Ark.  164 ;  Demill  v.  Moffat, 
45  Mich.  410 ;  Taylor  v.  McNutt,  58  Tex.  71 ;  Parker  t;.  Mid- 
dleton,  65  Iowa,  200 ;  Cunningham  v.  Cambridge  Sav.  Bank, 
138  Mass.  480. 

Messrs.  A,  H,  Winter steen  arvA  Wayne  Mac  Veagh^  for 
defendants  in  error : 

An  act  of  one  partner  to  bind  the  firm  must  be  within  the 
scope  of  the  partnership  business. 

Lindley,  Partnership,  236-239,  290-292 ;  Clay  c.  Carter, 
16  Weekly  Notes  of  Cases  (Pa.)  385;  Brettel  v.  Williams, 
4  Exch.  630 ;  Schuylkill  &  D.  Improvement  &  R.  R.  Co.  v. 
Munson,  14  Wall.  448. 

If  the  court  can  see  that  if  a  verdict  for  the  plaintiff  should 
be  rendered,  it  ought  to  be  set  aside  as  being  unwarranted 
by  the  testimony,  an  instruction  to  find  for  the  defendants 
should  be  given  in  advance  of  the  verdict. 

Pleasants  v.  Pant,  22  Wall.  116 ;  Schofield  v.  Chicago,  M. 
&  St.  P.  R.  Co.,  114  U.  S.  615 ;  Marshall  v.  Hubbard,  117  U. 
S.  415 ;  Goodlett  v.  Louisville  &  N.  R.  R.  Co.,  122  U.  S.  391. 

The  acts  and  declarations  of  the  defendants,  made  before 
the  execution  of  the  agreement  dated  July  31,  or  of  the  as- 
signment of  September  30,  are  not  evidence  to  show  an  al- 
leged ownership  in  the  patent,  contrary  to  the  terms  of 
those  papers. 

Hunt  V.  Rousmanier,  8  Wheat.  174 ;  Shankland  ».  Wash- 
ington, 5  Pet.  390 ;  Specht  v.  Howard,  16  Wall.  564 ;  Bailey 
V.  Hannibal  &  St.  J.  R.  R.  Co.,  17  Wall.  96, 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court  i 

This  is  an  action  of  assumpsit,  brought  by  the  plaintiff  in 

error  to  recover  the  sum  of  $25, 000  as  consideration  for  the 

sale  and  transfer  to  the  defendants  below  of  the  exclusive 

right  for  the  States  of  Pennsylvania  and  New  Jersey  to 
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make,  use,  and  vend  to  others  Humiston's  atmospheric  hy- 
drocarbon apparatus  for  generating  light  and  heat,  nnder 
letters  patent  dated  June  34,  1879,  No.  216,853,  issued  to 
Ransom  F.  -Humiston. 

The  defence  relied  upon  was  the  plea  of  non-assumpsit. 
The  cause  was  tried  to  a  jury,  and,  the  testimony  having 
closed  on  the  pari;  of  the  plaintiff,  the  defendants  offering 
none,  the  judge  charged  the  jury  to  return  a  verdict  for  the 
defendants,  which  was  accordingly  done.  This  ruling,  be- 
ing duly  excepted  to,  is  now  assigned  for  error,  all  the  evi- 
dence in  the  cause  being  brought  into  the  record  by  a  bill  of 
exceptions. 

The  principal  witness  on  the  part  of  the  plaintiff  below 
was  Ransom  F.  Humiston,  the  patentee.  He  testified  that, 
having  received  his  patent  on  June  24,  1879,  he  was  intro- 
duced to  the  defendants  on  the  second  of  July,  by  their 
superintendent,  they  being  manufacturers  of  ranges  and 
heaters.  Having  tried  and  tested  the  patented  apparatus  at 
their  manufactory,  a  negotiation  was  entered  into  for  the 
sale  of  the  patent.  In  answer  to  the  question  how  he  pro- 
posed to  sell  it,  the  witness  stated  that  he  had  no  experience, 
but  understood  that  the  usual  way  was  to  form  a  stock  com- 
pany, and  that  if  he  did  not  find  a  purchaser  he  should 
oi^ganize  one.  One  of  the  defendants  asked  him  if  he  was 
particular  about  forming  a  stock  company,  and  whether  he 
would  be  willing  to  sell  it  to  the  firm.  He  said  he  would 
prefer  to  do  this,  and  named  |30,000  as  the  price  for  Penn- 
sylvania, $5,000  cash  and  $6,000  in  monthly  instalments. 
After  some  further  conversation,  the  defendant  said  that  it 
would  be  easier  to  raise  the  money  by  forming  a  stock  com- 
pany, and  went  to  the  office  of  an  attorney  for  the  purpose 
of  having  the  papers  drawn  to  contain  their  agreement.  At 
this  time  it  was  further  agreed  to  include  New  Jersey  at  an 
additional  price  of  $6,000  on  the  same  terms.  The  interview 
at  the  attorney's  office  when  the  papers  were  drawn  was  on 
July  31,  1879,  and  they  were  signed  on  the  2d  of  August. 
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The  witness  added :  "The  substance  of  what  was  said  by 
defendants  was,  that  we  will  be  the  owners  of  the  patent, 
but  it  is  nece^ssary  to  have  certain  names  to  an  appliisation 
for  a  charter,  and  we  (myself,  Myers,  and  Feltwell)  con- 
sented to  go  on  application  articles."  The  papers  referred 
to  by  the  witness,  and  put  in  evidence,  are  two.  The  first  is 
an  agreement  concluded  July  31,  1879,  the  parties  to  which 
are  Joseph  Wood,  James  P.  Wood,  B.  M.  Feltwell,  William 
H.  Myers,  and  R.  F.  Humiston.  It  was  thereby  agreed  that 
the  parties  named  would  ' '  associate  themselves  together  for 
the  object  of  obtaining  a  charter  of  incorporation  under  the 
name  and  title  of  the  '  American  Light  and  Heat  Company 
of  Philadelphia,  Pennsylvania,'  said  organization  to  be  per- 
fected, and  to  be  for  the  manufacture  and  sale  of  Humiston' s 
atmospheric  hydrocarbon  apparatus  for  generating  light  and 
heat,  and  for  the  manufacture  and  sale  of  fixtures  for  the 
same ;  also,  for  the  preparation  and  sale  of  oil  suitable  for 
the  use  of  the  said  apparatus,  and  for  any  other  business  or 
matter  necessary  in  carrying  out  the  purposes  aforesaid." 
The  capital  stock  of  the  company  was  placed  at  $200,000, 
and  it  was  provided  that  each  of  the  parties  should  use  his 
best  endeavors  in  disposing  of  the  stock.  It  was  also  pro- 
vided *'That  the  said  party  of  the  fifth  part  (Humiston) 
shall  forthwith  transfer  to  the  other  parties  hereto  the  sole 
right  of  the  improvement  in  apparatus  for  burning  hydro- 
carbons for  the  States  of  Pennsylvania  and  New  Jersey,  let- 
ters patent  for  said  improvement  being  No.  216,863,  and 
bearing  date  the  24th  day  of  June,  A.  D.  1879,  said  transfer 
to  cover  any  and  all  improvements  hereafter  to  be  made  on 
said  apparatus.  That  the  said  party  of  the  fifth  part  shall 
receive  from  the  concern  or  association  or  corporation  for 
said  patent  right  for  said  States  the  sum  of  $25, 000,  to  be 
paid  to  him  as  follows,  to  wit :  five  thousand  dollars  thereof 
within  thirty  days  from  the  date  hereof ;  the  further  sum  of 
five  thousand  dollars  in  sixty  days  from  the  date  hereof ;  the 
further  sum  of  five  thousand  dollars  in  ninety  days  from  the 
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date  hereof ;  the  further  sum  of  five  thousand  dollars  in  one 
hundred  and  twenty  days  from  the  date  hereof;  and  the 
balance  of  five  thousand  dollars  in  one  hundred  and  fifty 
days  from  the  date  hereof ;  the  said  payments  to  be  made  to 
the  said  party  of  the  fifth  part,  or  his  legal  representatives." 

The  other  paper,  also  dated  July  31,  1879,  and  signed  by 
R.  F.  Humiston  alone,  is  as  follows : 

"  Whereas,  By  a  certain  agreement  made  the  31st  duy  of 
July,  1879,  wherein  James  P.  Wood,  Joseph  Wood,  Ben- 
jamin M.  Feltwell,  William  H.  Myers  and  Ransom  F. 
Humiston  agreed  to  form  a  company  for  the  manufacture 
and  sale  of  Humiston' s  improvement  in  apparatus  for  burn- 
ing hydrocarbons,  and  also  agreed  to  pay  the  said  Ransom 
F.  Humiston  for  all  his  interest  in  the  letters  patent  for  said 
improvement  for  the  States  of  Pennsylvania  and  New 
Jersey  the  sum  of  $25,000,  to  be  raised  from  sales  of  the 
stock  of  said  company,  in  i)ayment3  of  $5,000  each,  the  first 
payment  to  be  made  in  thirty  days  after  the  execution  of 
the  agreement,  and  $5,000  every  thirty  days  thereafter  until 
the  whole  sum  be  paid  ;  therefore,  in  consideration  of  said 
agreement,  I  hereby  agree  with  the  said  James  P.  Wood, 
Joseph  Wood,  Benjamin  F.  Feltwell,  and  William  H. 
Myers  that  I  will  not  hold  them  personally  responsible  for 
the  payment  of  the  said  sum  of  $25,000,  but  will  look  to 
them  only  as  trustees  for  the  sale  of  the  stock  of  the  said 
compahy  and  the  payment  to  me  of  such  moneys  as  may  be 
received  for  such  sales  until  the  whole  is  paid;  and  I 
further  agree,  that  if  sufficient  money  be  not  received  to 
pay  the  first  instalment  of  $6,000  when  it  becomes  due, 
that  I  will  extend  the  time  of  payment  for  ten,  twenty,  or 
thirty  days,  as  may  be  necessary." 

The  witness  further  testified,  that  finding  difficulties  in 
the  way  of  obtaining  a  charter  in  Pennsylvania  that  idea 
was  abandoned  at  a  meeting  of  the  parties  held  on  the  7th 
of  October  at  the  office  of  the  defendants,  when  a  committee 
was  appointed  to  ascertain  the  laws  of  New  Jersey  relative 
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to  corporations  in  that  State,  to  report  at  a  subsequent 
meeting  on  November  8d.  At  that  interview,  the  witness 
testifies,  ^^I  spoke  to  Joseph  Wood,  asked  him  when  the 
committee  would  report,  and  Joseph  said  to  me.  If  you  are 
perfectly  satisfied  we  don't  care  about  the  company ;  we 
will  take  the  ownership  ourselves  on  the  same  terms  (I  mean 
as  to  price  and  payment) .  I  cannot  give  the  exact  language ; 
the  substance  was  that  James  and  Joseph  Wood  would 
take  the  patent  on  the  same  terms  as  the  company  had." 
In  the  meantime,  as  the  witness  further  stated,  the  defend- 
ants received  ofFers  from  various  i)arties  to  buy  territorial 
rights ;  amongst  others,  an  offer,  as  he  learned,  from  Joseph 
Wood,  for  the  county  in  which  Newark,  New  Jersey,  was, 
of  $10,000,  and  asked  the  witness  what  he  thought  of  it. 
He  testifies  that  he  replied:  ''I  would  take  it,  as  it  was 
twice  as  much  as  he  had  given  for  the  whole  stock.  He  said 
it  was  no  one's  business  what  they  had  given  for  it.  He 
said  Jersey  City  was  in  it.  It  is  worth  $40,000."  The  wit- 
ness further  testified  that  Joseph  said  '^That  parties  in 
Pennsylvania  were  proposing  to  buy  the  State  west  of  the 
Allegheny  Mountains,  and  talked  of  $25,000  for  about  one- 
third  of  the  State.  He  said  it  was  worth  more.  I  said  it 
was  his  business  and  not  mine.  I  wanted  my  pay."  He 
also  testified  that  Mr.  Moran  had  seen  the  apx>aratus  at  the 
State  fair,  and  entered  into  an  agreement  in  writing  with 
James  P.  Wood  in  reference  to  the  patent.  This  writing 
Moran  brought  to  the  witness,  and  thereupon  he  says :  "I 
told  Mr.  Wood  that  Moran  had  brought  an  article  to  me  to 
be  signed,  and  I  stated  that  I  was  not  the  owner,  but  that 
they  were  ;  and  then  the  agreement  was  signed.  When  I 
told  James  Wood  this,  he  said  to  Moran,  Draw  up  the  contract 
and  I  will  look  it  over !"  The  witness  further  testified  that 
the  defendants  issued  circulars  advertising  the  apparatus  as 
their  own,  and  employed  him  to  go  to  Western  Pennsylva- 
nia to  make  sales  of  rights  under  it  for  them.  He  remained 
in  Pittsburgh  for  that  purpose  about  a  month,  correspond- 
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ing  with  the  defendants  in  reference  to  the  subject.  He 
also  went  to  New  York,  upon  letters  of  introduction  from 
the  defendants,  to  see  about  putting  in  the  apparatus  there. 
The  witness  further  testified  as  follows:  ''In  March,  1880, 
I  called  on  the  defendants  for  some  money  and  they  handed 
me  $200 ;  I  told  them  I  needed  money ;  I  think  $200  was 
the  amount ;  defendants  had  paid  me  $640  on  account  of 
purchase  money ;  the  last  payment  in  June  or  July,  1880, 
of  $40.  Defendants  said  they  could  not  pay  it  then ;  this 
was  in  June,  1880.  They  gave  no  reason  at  that  time.  At 
a  subsequent  time,  late  in  June,  they  called  to  see  me,  and 
said  the  reason  they  could  not  pay  me  was  because  there 
had  been  a  great  deal  of  competition  in  their  business,  and 
they  had  made  nothing  in  two  or  three  years,  but  that  they 
had  some  contracts  which  were  better,  and  if  I  would  not 
press  them  they  would  pay  me  from  time  to  time.  I  did 
not  press  the  matter  for  the  time  being ;  that  was  the  end 
at  that  time.  I  called  on  them  for  some  money  and  they 
paid  me  this  $40.  I  called  on  them  again,  and  they  said  it 
was  impossible.  I  told  them  $1,000  was  wanted.  They 
said  they  were  getting  some  money  from  some  institution, 
but  they  were  disappointed.  I  asked  them  if  they  could 
let  me  have  $500,  and  they  said  no  ;  $200,  no ;  $60,  no  ;  $10, 
and  they  said  no  ;  they  had  men  to  i)ay  oflf  and  could  not 
let  me  have  $10,  and  I  saw  it  was  time  to  be  looking  after 
my  securities.    This  was  the  last  interview. ' ' 

In  the  meantime,  on  the  30th  of  September,  1879,  the 
witness  had  executed  an  assignment  of  the  patent,  reciting, 
that  "  Whereas,  James  P.  Wood,  Joseph  Wood,  Benjamin 
M.  Peltwell,  and  William  H.  Myers,  of  the  City  of  Phila- 
delphia and  State  of  Pennsylvania,  and  said  Hansom  P. 
Humiston,  have  associated  themselves  together  for  the  pur- 
pose of  forming  a  company  to  manufacture  and  sell  said 
apparatus  and  territorial  rights  under  said  patent,  and  have 
appointed  the  said  Joseph  Wood  their  trustee  to  take  the 
title  of  said  patent  on  behalf  of  said  association,  and  are 
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desirous  of  acquiring  an  interest  therein,"  and  assigning  the 
patent  accordingly  for  the  States  of  Pennsylvania  and  New 
Jersey  to  Joseph  Wood,  trustee  for  the  said  association. 
The  witness  also  testified  to  having  received  at  various 
times  from  the  defendants  the  sum  of  $616 ;  of  this  $100^ 
paid  July  26, 1879,  was  before  the  execution  of  the  contract, 
and  for  which  he  gave  his  due  bill.  He  gave  another  due 
bill  for  $160,  paid  on  the  8th  of  November,  1879.  For  the 
other  sums  no  due  bills  were  given.  He  testified  that  he 
understood  that  all  the  payments,  except  the  first  $100«  were 
on  account  of  purchase  money. 

The  only  other  witness  called  was  William  H.  Myers,  a 
notary  public,  in  whose  office  the  agreements  were  drawn 
up,  and  whose  name  was  put  in,  as  he  says,  to  furnish  the 
number  to  get  the  charter,  though  he  had  no  interest  in  the 
business  or  in  the  patent.  He  says  the  charter  did  not  go 
through  because  money  had  to  be  paid,  and  that  at  a  meet- 
ing of  the  parties  in  interest  at  his  office  he  and  James  P. 
Wood  were  appointed  a  conunittee  to  obtain  information  in 
regard  to  getting  a  charter  in  New  Jersey,  but  nothing  fur- 
ther was  done.  Later,  in  1879,  he  says  that  he  saw  Joseph 
Wood,  who  told  him  it  might  be  a  good  thing ;  the  terri- 
tory might  be  sold  probably  for  sufficient  to  pay  for  the 
patent.  ' '  During  the  conversation  we  spoke  of  the  diffi- 
culty of  raising  the  company.  Joseph  said  they  had 
thought  something  of  taking  it  themselves  and  of  abandon- 
ing the  company ;  they  thought  territory  sufficient  might 
be  sold  to  pay  Humiston.  Defendants  spoke  to  me  of  send- 
ing the  plaintiff  to  Pittsburgh.  *  *  *  When  they  said 
they  thought  of  abandoning  the  company,  defendants  em- 
ployed me  to  mak^  sale,  and  they  said  they  would  give  me 
a  commission — $6,000  if  $26,000  were  realized,  or  a  less  sum, 
a  proportionate  commission.  This  was  about  the  10th  of 
December,  1879." 

In  the  correspondence  between  the  parties  put  in  evidence 
there  is  a  letter  from  Humiston,  dated  February  12,  1880, 
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addressed  to  J.  P.  Wood  &  Co.,  in  which  it  iH  stated  that 
the  writer  had  an  interview  with  the  anperintendent  of  the 
elevated  railroads  in  New  York  in  regard  to  the  use  of  the 
invention  in  mnning  locomotires  on  the  railroads.  In  that 
letter  it  is  also  stated  that  a  party  had  called  npon  him  "  to 
know  if  I  had  yet  sold  tlie  right  to  use  my  apparatus  for 
railroad  purposes  in  any  of  the  States.  I  told  him  that  I 
had  sold  the  right  for  all  purposes  for  Pennsylvania  and 
New  Jersey.  He  told  me  that  I  had  made  a  great  mistake, 
for  that  sale  almost  shut  up  New  York  City  from  her  most 
important  outlets.  I  told  him  that  I  felt  ooniideut  that  I 
could  buy  back  the  right  for  railroad  purposes  for  those 
States  at  a  reasonable  figure.  Now,  I  feel  confident  that 
this  man  means  business,  and  he  is  known  to  be  connected 
with  a  wealthy  corporation,  and  I  believe  that  if  you  will 
authorize  me  to  sell  just  so  much  of  the  right  as  is  applica- 
ble to  railroad  purposes  alone  for  Pennsylvania  and  New 
Jersey,  that  I  can  do  it  within  thirty  days  from  tliis  date, 
and  bring  you  money  enough  to  pay  me  off,  and  still  you 
will  own  the  right  for  the  above-named  States  f  oi*  all  pur- 
poses except  for  use  on  railroads.  Now,  I  want  you  to 
name  your  lowest  price  for  sixty  days.  I  mean  that  you 
sliall  give  the  refusal  for  sixty  days  at  the  price  you  name, 
selling  only  the  railroad  right.  He  is 'to  caU  for  my  answer 
on  Saturday,  P.  M.  at  3  o'clock.  •  *  •  Qive  me  your 
minimum  price,  and  I  will  get  as  much  more  as  possible." 

On  the  next  day,  February  13,  1880,  the  defendants,  by  a 
letter  signed  J.  P.  W.  &  Co.,  per  Hinkle,  addressed  to  Prof. 
B.  P.  Humiston,  say  :  "  Yours  of  yesterday  received.  We 
are  pleased  to  learn  of  your  prospective  success  with  rail- 
roads. With  reference  to  price  for  our  interest  in  Pennsyl- 
vania and  New  Jersey  for  railroad  purposes,  we  leave  it  en- 
tirely with  you  to  make  such  arrangements  as  you  may  deem 
best  for  the  interest  of  all  concerned." 

On  the  18th  of  February,  1880,  at  New  York,  Humiston 
writes  again  to  James  P.  Wood  &  Co.,  on  the  subject  of 
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trying  the  heating  api)aratus  for  running  locomotives,  in 
which  he  says :  "  Please  do  not  forget  to  talk  with  James 
about  the  money  matters.  I  should  not  trouble  you  now, 
but  I  need  it  more  than  ever;  send  what  you  can  spare." 
And  also :  ' '  James  will  remember  saying  to  me  that  until 
sales  were  made  that  I  could  have  such  small  sums  as  I 
needed  for  my  current  expenses." 

This  was  the  substance  of  all  the  testimony  in  the  case,  so 
far  as  necessary  to  the  determination  of  the  question  in- 
volved. 

We  think  that  this  evidence  was  sufficient  to  entitle  the 
plaintiff  to  have  the  issue  submitted  to  the  jury.  We  as- 
sume that  the  original  negotiations  prior  to  July  31,  1879, 
were  merged  in  the  written  agreements  of  that  date,  which 
contemplated  the  organization  of  a  corporation  to  receive  an 
assignment  of  the  patent  for  the  States  of  Pennsylvania  and 
New  Jersey  in  consideration  of  $25,000,  to  be  paid  by  the 
corporation,  and  the  contemporary  agreement  by  which  the 
individual  corporators,  including  the  defendants,  were  ex- 
onerated from  any  personal  responsibility  for  the  payment 
of  the  consideration;  Humiston  thereby  agreeing  that  he 
would  look  to  them  only  as  trustees  for  the  sale  of  the  stock 
of  the  company,  and  the  payment  to  him  of  such  moneys  as 
might  be  received  for  such  sales  until  the  whole  was  paid. 
But  this  project  was  abandoned,  and  the  tendency  of  Humi- 
son's  testimony  certainly  was  to  establish  an  agreement,  be- 
tween himself  on  the  one  part  and  James  and  Joseph  Wood 
on  the  other,  that  the  defendants  would  take  the  patent  on 
the  same  terms  as  it  had  been  agreed  that  the  company 
should,  that  is  to  say,  that  the  defendants  were  to  stand  in 
the  matter  precisely  as  it  had  been  agreed  that  the  corpora- 
tion should  if  it  had  been  formed.  That  being  so,  the  de- 
fendants would  succeed  to  the  obligation  of  the  comj)any  to 
pay  the  consideration  of  $25,000  absolutely  and  uncondition- 
ally. The  collateral  agreement  of  July  81,  1879,  by  which 
the  individual  corporators  were  not  to  be  personally  respon- 

1S4  U.  S.  19-90. 
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sible  for  the  consideration,  would  thas  be  rendered  nuga- 
tory ;  as  it  was  only  intended  to  have  effect  in  the  event  of 
the  organization  of  the  corporation. 

Upon  this  state  of  facta,  if  proven  to  their  satisfaction, 
the  jury  would  have  been  warranted  in  finding  a  verdict  for 
the  plaintiff.  It  was  error,  therefore,  in  the  Circuit  Court 
to  direct  a  verdict  for  the  dtfevdants.  For  this  error  its 
Judgment  is  reversed,  and  the  cause  is  remanded  with  di- 
rections to  grant  a  new  trial. 

1)14  17.  S.  so. 

Patent  In  salt  i 

No.  216,853.    HumiBton,  R,  F.     June  24, 1879.     Hydrocar- 
bon Apparatus, 
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LOUIS  DRYFOOS,  APPELLANT,  v.  WILLLA.M 

WIESE.* 

124  IT.  S.  as-sa    Oct.  Term,  188T. 

I 

[Bk.Hil,  L.  ed.  362;  42  0.  G.  490.] 

Affirming  I  bid,  22  Blatch.  19. 

Argued  December  14,  1887.     Decided  January  9,  1888. 

Particular  patent  construed^  limited^  and  not  infringed.    Equiva- 
lent,   Scope  of  parent, 

1.  Claim  2  of  reissue,  No.  9,097,  A.  Beck,  February  24,  1880,  Quilt- 

ing Machine,  original  patent.  No.  190,184,  May  1,  1877,  for 
"The  combination  with  a  series  of  vertically  reciprocating 
needles  mounted  in  a  laterally  reciprocating  sewing  frame,  of 
conical  feed-rolls,  and  a  mechanism  for  causing  them  to  act 
intermittingly  during  the  intervals  between  the  formation  of 
stitches,  substantially  as  herein  shown  and  described,"  limited 
to  the  mechanism  described  and  claimed,  held^  not  infringed 
by  a  machine  for  the  same  purpose  and  producing  the  same 
result,  but  by  different  means,  and  held^  that  the  cylindrical 
feed  rollers  for  feeding  in  a  circular  direction  employed  i^  the 
alleged  infringing  machine  were  not  the  equivalents  of  the 
"  conical  rollers  "  specified  as  an  element  in  the  second  claim, 
(p.  441.) 

2.  Held^  that  plaintiff's  patent  cannot  be  extended  so  as  to  cover 

all  mechanism  for  giving  a  circular  direction  to  the  feed  mo- 
tion, nor  to  the  process  of  operation  of  the  mechanism  de- 
scribed in  his  patent,  and  the  defendant's  mechanism  in  each 
form  of  his  machine  cannot  be  regarded  as  merely  an  equiva- 
lent for  the  plaintiff's  mechanism,     (p.  442.) 

[Citations  in  the  opinion  of  the  conrt :] 

Yale  Lock  Co.  v,  Saiigent,  117  U.  S.  373  [16  Am.  &  Eng.  264.]    p.  443. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York,  dismissing  a 

*See  Explanation  of  Notes,  page  III. 
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bill  of  complaint,  charging  infringement  of  reissued  letters 
patent  granted  to  the  complainant,  Louis  Dryfoos,  as  as- 
signee, for  an  improvement  in  quilting  machines. 

The  case  and  facts  are  fully  stated  in  the  opinion. 

The  specification  and  drawings  of  the  letters  patent  re- 
ferred to  in  the  opinion  of  the  court  are  as  follows : 


AUGUST  BECK,  OF  NEW  YORK,  N.  Y.,  ASSIGNOR, 
BY  MESNE  ASSIGNMENTS,  TO  LOUIS  DRYFOOS. 

Quilting-Machine. 

Specification  forming  part  of  Reissued  Letters  Patent,  No.  9^097^ 
dated  February  24,  1880.  Original  No.  190,184,  dated  May  1, 
1877  ;  Reissue  No.  8,063,  dated  January  29,  1878.  Application 
for  Reissue  filed  January  24,  1880. 

To  all  whom  it  may  concern  : 

Be  it  known  that  I,  August  Beck,  of  the  city,  connty, 
and  State  of  New  York,  have  invented  certain  new  and  use- 
ful Improvements  in  Quilting  Machines,  of  which  the  fol- 
lowing is  a  specification. 

The  machine  to  which  my  invention  relat.es  is  a  sewing- 
machine  to  be  used  for  quilting  fabrics.  It  may  be  used, 
however,  for  sewing  ornamental  patterns  of  various  kind^. 

My  invention  consists  of  certain  improvements  ou  the 
quilting-machine  described  and  shown  in  Letters  Patent, 
No.  159,884,  dated  February  16,  1875,  these  improvements 
having  reference  to  the  feed  and  the  mechanism  .for  later- 
ally reciprocating  the  sewing-frame.  They  will  be  explained 
by  reference  to  the  accompanying  drawings,  in  which — 

Figure  1  is  a  perspective  view  of  the  machine.  Fig.  2  is 
rear  elevation  of  the  same.  Fig.  3  is  a  side  elevation,  on  an 
enlarged  scale,  of  the  mechanism  through  the  intermediary 
of  which  the  feed  is  effected.  Fig.  4  is  a  pattern  of  the 
stitching  made  by  the  machine. 

I  shall  give  but  a  general  and  brief  description  of  such 
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parts  of  the  machine  as  are  not  immediately  related  to  my 
improvements.  The  general  organization  does  not  mate- 
rially differ  from  that  of  the  machine  described  in  my  above- 
recited  Letters  Patent. 

Before  proceeding  to  a  description  of  my  improvements, 
which,  as  above  stated,  relate  to  the  feed  and  to  the  mechan- 
ism for  laterally  reciprocating  the  sewing-frame,  I  would 
remark  that  in  the  use  of  my  patented  machine  difficulty 
was  experienced  in  the  use  of  the  presser-feet,  which,  under 
the  arrangement  described  in  the  patent,  were  apt  to  rub 
and  drag  on  the  cloth,  which  was,  therefore,  at  times  caused 
to  follow  the  reciprocating  movement  of  the  sewing-frame. 
The  arrangement  itself  was,  moreover,  somewhat  compli- 
cated and  cumbersome. 

I  now  use  with  each  and  every  needle  bar  or  holder  a  an 
annular  vertically-yielding  presser-foot,  ft,  attached  to  and 
moving  up  and  down  with  the  bar  and  surrounding  the 
needle.  The  presser-feet  thus  press  the  goods  only  during 
the  formation  of  the  stitches.  They  rise  with  the  needles, 
and  their  pressure  on  the  goods  is  entirely  taken  oflf  when 
the  needles  are  out  of  the  cloth.  They  are  made  vertically 
yielding  by  being  in  part  composed  of  spirally-coiled  wire 
springs,  as  shown. 

The  needle-holding  frame  (marked  A)  moves  up  and  down 
in  guides  in  the  laterally-reciprocating  sewing-frame  B,  this 
up-and-down  movement  being  imparted  from  a  rock-shaft, 
C,  which  is  operated  by  a  crank  and  driving-shaft,  D, 
through  the  medium  of  a  connecting-rod,  E,  jointed  to  a 
slotted  arm  on  shaft  C,  in  which  arm  its  joint-pin  is  adjust- 
able to  or  from  the  axis  of  the  shaft  C,  in  order  to  regulate 
the  length  of  the  needle-stroke. 

The  driving-shaft  D  is  rotated  by  gearing  F  G,  the  gear- 
wheel P  having  fixed  bearings,  and  being  connected  with 
the  shaft  D  by  a  spline-and -groove  connection,  which  per- 
mits the  shaft  to  laterally  reciprocate  with  the  sewing-frame 
independently  of  the  driving-gear. 

In  my  patented  machine  the  regular  forward  feed  of  the 
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goods  was  effected  by  feed-rollers  intermittingly  rotated  by 
means  of  a  pawl  and  ratchet.  No  adequate  provision  was 
there  made  for  a  change  of  feed,  and  when  conical  bodies 
of  skirts  or  skirt-borders  were  to  be  quilted  it  was  neces- 
sary to  drag  the  material  through  on  one  side,  at  the  same 
time  crowding  it  back  on  the  other,  as  is  done  on  ordinary 
sewing-machines.  This,  while  being  easily  and  readily  ef- 
fected on  such  machines,  and  the  material  being  turned 
under  and  around  a  single  needle,  without  any  inconve- 
nience to  the  operator  and  without  injury  to  the  fabric  or 
to  the  i)arts  of  the  mechanism  which  hold  the  material, 
cannot  be  done  in  connection  with  a  gang  of  needles  with  a 
feeding  mechanism  holding  the  material  both  intermittingly 
during  the  intervals  of  stitches  and  continuously  between 
sets  of  rollers  without  great  manual  difficulty  to  the  ope- 
rator and  without  such  strain  upon  the  material  and  friction 
upon  the  feeding  mechanism  as  will  endanger  the  quality 
of  the  work  and  the  operation  of  the  machine.  To  remedy 
this  I  now  use  a  different  mechanism  for  actuating  the  feed- 
rolls,  and  so  organize  it  that  the  length  of  feed  may  be 
varied  at  pleasure. 

I  also  have  devised  for  the  purpose  of  feeding  conical 
strips  of  goods — ^such  as  the  conical  bodies  of  skirts  or  skirt- 
borders — a  feed  device  operating  intermittingly  between  the 
formation  of  the  stitches,  which  extends  substantially 
throughout  the  width  of  the  conical  strip  of  goods,  and 
which,  as  it  departs  from  the  shorter  curved  edge  and  ap- 
proaches the  longer  curved  edge  of  the  goods,  is  adapted  to 
have  a  proportionately  increased  range  of  feed-movement 
so  that  it  will  feed  the  conical  strip  of  goods  in  the  requisite 
curved  path  evenly  and  without  any  injurious  strain  or  drag. 

The  feed  device  in  which  I  have  embodied  this  feature  of 
my  invention  consists,  as  shown  in  the  drawings,  of  feed- 
rolls  H,  which  are  made  of  conical  shape  and  of  such  taper 
or  relative  diameters  at  their  respective  ends  as  to  conform 
to  the  shape  of  the  skirt  or  border  to  be  quilted. 

The  cloth  to  be  sewed  passes  over  the  cloth-plate  I,  under 
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and  bax^k  of  the  lower  roll^  thence  up  between  the  two  rolls 
and  to  the  front  of  the  upper  roll,  over  which  it  finally 
passes.  The  rolls  are  made  conical  only  for  the  purpose 
above  mentioned.  To  feed  straight  goods  they  are  made 
cylindrical.  They  do  not  move  with  the  sewing-frame. 
They  have  no  movement  of  lateral  reciprocation,  but  revolve 
in  bearings  formed  in  a  stationary  frame,  H'.  They  act  in- 
termittently, resting  during  the  formation  of  the  stitoh,  and 
feeding  the  goods  when  the  needles  are  out  of  the  cloth. 

The  intermittent  movement  of  rotation  is  produced  as  fol- 
lows :  The  lower  roll  is  the  one  that  is  positively  acted  on. 
The  other  roll  has  movable  boxes  acted  on  by  springs,  which 
cause  it  to  bear  with  yielding  pressure  on  the  lower  roll,  the 
two  rolls  being  geared  together,  as  shown. 

The  shaft  or  journal  of  the  lower  roll  is  at  one  end  pro- 
longed to  extend  beyond  its  bearing,  and  on  this  prolonged 
end  is  mounted  a  hub,  the  periphery  of  which  is  encircled 
by  a  spring  ring-like  clasp,  c,  which  is-  not  a  continuous 
ring,  but  has  separate  ends,  one  of  which,  d^  carries  a  yoke, 
d\  The  other  end,  ^,  directly  above  the  end  d^  is  free,  and 
normally  is  somewhat  separated  from  the  other.  Pivoted 
at/  in  the  yoke  d  is  a  lever,  g^  whose  shorter  arm  overhangs 
the  end  ^,  and  whose  longer  arm  is  in  contact  with  a  cam, 
tappet,  or  eccentric,  A,  on  the  driving-shaft,  said  part  h 
being  of  a  width  sufficient  to  allow  it  to  reciprocate  with 
the  sewing-frame  without  quitting  the  lever. 

When  the  longer  arm  of  the  lever  is  raised  by  the  cam 
its  shorter  arm  bears  on  the  end  e  of  the  spring-clasp,  and 
first  forces  it  down  toward  the  other  end,  and  so  causes  the 
clasp  to  clutch  the  hub.  The  continued  movement  of  the 
lever  now  causes  the  hub  to  make  a  movement  of  partial 
rotation,  thus  operating  the  feed-roll.  The  extent  of  the 
movement  of  the  roll  is  determined  by  the  amount  of  lost 
motion  of  the  lever,  and  this  lost  motion  is  regulated  by 
means  of  a  screw,  g\  in  the  shorter  arm  of  the  lever,  which 
may  be  caused  to  approach  the  end  e  of  the  clasp  more  or 
less,  as  required. 
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I  thus,  in  effect,  have  a  friction-clutch  which  is  caused  to 
engage  and  operate  the  feed  by  means  of  a  vibratory  lever, 
which  is  caused  to  act  on  the  clutch  sooner  or  later  in  its 
stroke,  according  to  the  length  of  stitch  required.  The  lever 
is  held  down  to  the  eccentric  A  by  a  spring,  h'. 

The  same  kind  of  mechanism  is  employed  to  give  move- 
ment to  the  laterally-reciprocating  sewing-frame.  In  this 
case,  however,  as  seen  in  the  drawings,  the  mechanism  is 
duplicated,  one  friction-clutch,  ?',  and  lever  y,  being  required 
to  move  the  frame  in  one  direction,  and  one  friction-clutch, 
A-,  and  lever  I  being  required  to  move  the  frame  in  the  other 
direction.  The  mechanisms  are  mounted  one  on  one  side 
and  the  other  on  the  other  side  of  a  central  flange,  m,  on  a 
shaft,  71,  which  is  rocked  back  and  forth  by  the  action  of 
the  clutches,  and  is  connected  with  the  sewing-frame  by  a 
rod,  0,  jointed  at  one  end  to  an  arm  projecting  from  the 
sewing-frame,  and  at  the  other  end  to  a  radial  arm  project- 
ing from  the  shaft  n  or  from  the  flange  m  thereon. 

The  levers  y  and  I  are  held  by  springs  pp'  against  the  pat- 
tern-cams, by  which  they  respectively  are  acted  on,  and  this 
brings  me  to  the  last  portion  of  my  improvements,  which 
relates  to  a  pattern  mechanism,  or  mechanism  for  giving  to 
the  sewing-frame  the  lateral  movement  required  for  the  par- 
ticular pattern  to  be  made. 

In  my  patented  machine  I  use  for  this  purpose  a  peripher- 
ally cam-grooved  pattern- wheel.  This  wheel  is  required  to 
be  changed  not  only  for  each  regular  feed — /  ^.,  for  varying 
lengths  of  stitches — but  also  for  every  figure  or  pattern.  To 
remedy  inconveniences  arising  from  this  plan  I  have  now 
adopted  a  permanent  wheel,  J,  gearing  with  the  driving 
mechanism,  and  carrying  on  its  opposite  faces  the  cam- 
points  5,  which  operate  the  levers  of  the  friction-clutches. 
These  cam-points  are  removable  from  the  wheel,  and  may 
be  replaced  by  others,  so  that  with  the  same  wheel  any 
number  of  pattern-cams  can  be  interchangeably  used.  The 
cam-points  s  may  be  in  one  piece  with  the  central  disk  S', 
or  they  may  be  made  separate  from  the  disk  and  attached 
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independently  of  one  another  to  the  wheel.  The  wheel  la 
of  a  size  to  make  one  element  of  the  deaign  or  pattern,  so 
that  at  each  revelation  of  the  wheel  one  element  of  the  de- 
sign will  be  completed.  For  instance,  the  cams  shown  in 
the  drawings  will  make  the  zigzag  pattern  shown  in  Fig.  4, 
and  that  pattern  is  composed  of  a  number  of  elements,  each 
of  which  consists  of  up-and-down  lines  in  V  form.  While 
the  series  of  cams  on  one  side  of  the  wheel  act  on  one  lever, 
the  other  lever  is  opposite  the  open  space  on  the  cam-diak  on 
the  other  side  of  the  wheel.  Thus  the  one  set  of  cams  acting 
on  one  lever  by  a  aeries  of  intermittent  impulses,  draws  the 
sewing-frame  in  one  direction.  Those  cams  then  become 
inactive,  and  the  opposite  set  commences  to  act  on  the  other 
lever,  causing  the  frame  to  move  in  a  similar  manner  in  the 
other  direction,  thus,  in  conjunction  with  the  regular  for- 
ward feed,  causing  a  pattern  to  be  produced  like  that  shown 
in  Fig.  4. 

I  have  described  only  so  much  of  the  machine  as  required 
to  illustrate  my  improvements.  The  stitch-forming  mechan- 
isms, one  for  each  needle,  may  be  of  any  approved  pattern, 
embracing  tension,  take-up,  spool-holder,  shuttle,  or  hook 
for  the  under  thread,  &c. 

Having  described  my  improvements,  what  I  claim,  and 
desire  to  secure  by  Letters  Patent,  is — 

1,  In  a  machine  for  quilting  conical  strips  of  goods,  the 
combination,  with  the  series  or  gang  of  sewing  mechanisms 
and  the  cloth-plate  which  supports  the  goods  under  the 
action  of  the  same,  of  a  feed  device operatingintermittingly 
in  the  intervals  between  the  formation  of  the  stitches,  which 
extends  and  operates  substantially  across  or  from  edge  to 
edge  of  the  conical  strip  of  goods,  and  which,  as  it  departs 
from  the  shorter  curved  edge  and  approaches  the  longer 
curved  edge  of  said  goods,  ia  adapted  to  have  a  proportion- 
ately increased  range  of  feed-movement,  substantially  aa 
and  for  the  purposes  set  forth. 

2.  The  combination,  with  a  series  of  vertically -reciprocat- 
ing needles  mounted  in  a  laterally-reciprocating  sewing- 
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frame,  of  conical  feed-rolls  and  mechanism  for  causing  them 
to  act  intennittingly  during  the  intervals  between  the  for- 
mation of  stitches,  substantially  as  herein  shown  and  de- 
scribed. 

3.  The  described  mechanism  for  operating  the  feed,  con- 
sisting of  a  friction-clutch  clasping  the  feed-shaft,  in  combi- 
nation with  a  vibratory  pivoted  lever  supported  on  one  end 
of  the  clutch,  and  having  one  of  its  arms  overhanging  but 
not  attached  to  the  other  and  free  end  of  the  clutch,  sub- 
stantially as  set  forth,  set  that  the  movement  of  said  lever 
shall  cause  the  clutch  first  to  close  upon  the  shaft  and  then 
to  rotate  th^  same,  as  set  forth,  whether  the  said  mechanism 
be  used  to  operate  the  forward  or  lateral  feed. 

4.  The  comjbination  of  the  friction-clutch,  the  feed-shaft 
embraced  by  the  same,  and  the  vibratory  lever  provided  at 
that  end,  which  acts  on  the  clutch,  with  means  of  adjust- 
ment, whereby  the  lost  motion  of  the  lever  may  be  increased 
or  decreased  at  pleasure  to  regulate  the  length  of  feed. 

5.  The  combination,  with  the  sewing-frame,  of  the  jyat- 
tem-wheel  and  removable  pattern-cams,  one  set  on  each 
face  of  the  wheel,  the  one  set  designed  to  move  the  sewing- 
frame  in  one  direction  and  the  other  set  in  the  other  direc- 
tion, each  set  acting  alternately  on  the  frame,  and  both  being 
removable,  to  allow  different  sets  of  pattern-cams  to  be  in- 
terchangeably used  on  the  same  wheel. 

6.  The  pattern-wheel  with  removable  pattern-cams,  one 
set  on  each  face  of  the  wheel,  in  combination  with  th^  fric- 
tion-clutches and  their  operating-levers,  one  set  for  each  set 
of  pattern-cams,  and  a  roick-shaft,  on  which  said  clutches 
are  mounted,  connected  with  and  imparting  a  laterally-re- 
ciprocating movement  to  the  sewing-frame,  substantially  as 
herein  shown  and  set  forth. 

In  testimony  whereof  I  have  hereunto  set  my  hand  this 
13th  day  of  January,  1880. 

AUGUST  BECK. 

Witnesses : 

George  P.  Langbein, 

E.    J.    SCHLEPEGRELL. 
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# 

Mr.  Bdmund  Wetmore^  for  appeUarU : 

The  second  claim  of  the  reissue  in  suit  is  valid. 

A  claim  may  be  lawfully  added  by  reissue,  provided  it  is 
justified  by  the  original  specification  and  is  applied  for  with 
due  diligence. 

Battin  v.  Taggart,  17  How.  83  [6  Am.  &  Eng.  223 ;]  Morey 
V.  Lockwood,  8  Wall.  230  [8  Am.  &  Eng.  78 ;]  Seymour  v. 
Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290 ;]  Mahn  v.  Har- 
wood,  112  U.  S.  354  [15  Am.  &  Eng.  322 ;]  Miller  t).  Bridge- 
port  Brass  Co.,  104  U.  S.  350  [13  Am.  &  Eng.  303 ;]  Wollen- 
sak  7>.  Reiher,  115  U.  S.  101  [16  Am.  &  Eng.  162.] 

The  second  claim  of  the  reissue  in  suit  has  been  infringed 
by  the  defendant. 

Holbrook  v.  Small,  10  Oflf.  Gaz.  608 ;  Yale  Lock  Mnfg. 
Co. «.  Norwich  Nat.  Bank,  19  Blatch.  123 ;  Potter  v.  Brauns- 
dorf ,  7  Blatch.  97 ;  Dederick  v.  Cassell,  9  Fed.  Rep.  306 ; 
Winans  v.  Denmead,  16  How.  330  [6  Am.  &  Eng.  107 ;] 
Mason  «.  Graham,  23  Wall.  261  [10  Am.  &  Eng.  107 ;]  Ives 
V.  Hamilton,  92  U.  S.  426  [10  Am.  &  Eng.  405 ;]  Marsh  v. 
Seymour,  97  U.  S.  348  [12  Am.  &  Eng.  63 ;]  Cross  r?.  Mac- 
Kinnon, 11  Fed.  Rep.  601 ;  Putnam  v.  Von  Hofe,  6  Fed. 
Rep.  897. 

Defendant  is  clearly  personally  liable. 

Steiger  v.  Heidelberger,  4  Fed.  Rep.  465 ;  St.  Louis  Stamp- 
ing Co.  V.  Quinby,  18  Off.  Gaz.  571. 

(No  counsel  appeared,  on  the  argument,  for  appellee.) 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court : 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Southern  District  of  New  York, 
by  Louis  Dryf oos  against  William  Wiese,  for  the  infringe- 
ment of  reissued  letters  jiatent,  No.  9,097,  granted  to  said 
Dryf  oos,  assignee  of  August  Beck,  February  24,  1880,  for 
an  '' improvement  in  quilting  machines,"  on  an  application 
for  a  reissue  filed  January  24, 1880,  the  original  patent.  No. 
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190, 184,  having  been  granted  to  Louis  Dryf oos  and  Joseph 
Dryfoos,  as  assignees  of  Beck,  May  1,  1877,  on  an  applica- 
tion filed  February  27,  1877.  Joseph  Dryfoos  assigned  all 
his  interest  to  Louis  Dryfoos,  and  the  i)atent  was ,  reissued 
to  Louis  Dryfoos  January  29,  1878,  as  No.  8,063,  on  an  ap- 
plication filed  January  2,  1878. 

There  are  six  claims  in  the  second  reissue,  but  the  bill  al- 
leges infringement  only  of  claim  1,  and  prays  for  an  injunc- 
tion only  as  to  claim  1.  The  plaintiff's  proofs,  however, 
were  directed  to  showing  an  infringement  of  claims  1  and  2. 

The  Circuit  Court  (22  Blatchf  ord,  19)  considered  the  case 
in  respect  to  both  claim  1  and  claim  2.  It  held  the  second 
reissue  to  be  invalid  in  respect  to  claim  1,  and  to  be  valid  as 
to  claim  2 ;  but  it  held  that  the  defendant  had  not  infringed 
claim  2,  and  dismissed  the  bill.  From  that  decree  the  plain- 
tiff has  appealed. 

In  the  opinion  of  the  Circuit  Court,  delivered  by  Judge 
Wheeler,  the  questions  involved  are  so  well  stated  that  we 
adopt  his  language,  as  follows :  ^'  The  invention  was  and  is 
stated,  in  the  original  and  reissues,  to  be  of  improvements 
on  the  quilting  machine  shown  in  letters  patent.  No.  169,884, 
dated  February  16,  1876,  granted  to  the  same  inventor" 
(that  is,  to  Louis  Dryfoos,  as  assignee  of  Beck,  as  inventor.) 
"  That  machine  was  for  quilting  by  gangs  of  needles  in  zig- 
zag parallel  lines,  and  was  fed  by  cylindrical  rolls  having  an 
intermittent  rotary  motion,  which  would  move  the  cloth 
while  the  needles  were  out  of  it,  and  could  be  arranged  to 
feed  in  straight  lines,  direct  or  oblique.  The  original  of  the 
patent  in  suit  showed  different  mechanism  for  actuating  the 
feed-rolls,  so  that  the  length  of  stitch  could  be  varied  at 
pleasure,  and  conical  rolls  having  an  intermittent  motion  to 
feed  the  conical  bodies  of  skirts  and  skirt-borders  in  a  circu- 
lar direction,  when  the  needles  were  out  of  the  cloth,  as  well 
as  cylindrical  rolls  for  straight  goods,  and  other  improve- 
ments upon  other  parts  of  the  machine,  and  had  claims  for 
the  feed  mechanism,  and  improvements  upon  the  other  parts 
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of  the  machine,  but  none  for  the  conical  feed-rolls.  Tlie 
first  reissue  further  described  the  conical  feed  rolls  as  made 
of  such  taper  as  to  conform  to  the  shape  of  the  skirt  or  bor- 
der to  be  quilted,  and  claimed  the  combination  of  the  series 
of  needles  with  the  conical  feed-rolls  acting  intermittently, 
in  place  of  one  of  the  other  claims.  The  reissue  in  suit  still 
further  describes  the  conical  feed-rolls  as  the  embodiment 
of  a  feed  device  which  extends  substantially  throughout  the 
width  of  the  conical  strip  of  goods,  and,  as  it  departs  from 
the  shorter  curved  edge  and  approaches  the  longer  curved 
■edge,  is  adapted  to  have  a  proportionately  increased  range 
of  feed  movement,  so  that  it  will  feed  the  conical  strip  of 
goods  in  the  requisite  curved  path  evenly  and  without  any 
injurious  strain  or  drag ;  and  further  claims  the  combination 
with  the  gang  of  sewing  mechanisms,  and  the  cloth-plate 
which  supports  the  goods  under  them,  of  a  feed  device  oper- 
ating intermittingly  in  the  intervals  between  the  formation 
of  the  stitches,  which  extends  and  operates  substantially 
across  the  conical  strip  of  goods,  and  which,  as  it  departs 
from  the  shorter  curved  edge,  and  approaches  the  longer 
curved  edge,  of  the  goods,  is  adapted  to  have  a  proportion- 
ately increased  range  of  feed  movement.  The  defendant  is 
engaged  in  using  a  quilting  machine  for  quilting  conical 
goods,  having  a  gang  of  needles,  and  short  cylindrical  feed- 
rollers  at  each  edge  of  the  goods,  which  they  feed  in  a  cir- 
cular direction,  by  moving  at  different  rates  of  speed  con- 
stantly, the  needles  having  a  forward  movement  correspond- 
ing to  that  of  the  cloth  while  in  it ;  and,  also,  one  with  a 
four-motion  feed,  which  is  capable  of  feeding  in  a  circular 
direction,  by  lengthening  the  feed  at  the  longest  edge  of  the 
goods,  but  is  not  shown  to  have  been  so  used,  or  intended 
to  be  so  used.  The  validity  of  the  reissue  and  infringement 
of  it,  if  valid,  are  denied."  The  Circuit  Court  then  pro- 
ceeds; "Beck  well  appears  to  have  meritoriously  invented 
effective  means  for  giving  circular  direction  to  the  feed  of 
quilting  machines  having  gangs  of  needles  for  quilting  sev- 
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eral  parallel  seams.  He  set  forth  these  means  in  the  specifi- 
cations and  drawings  of  his  original  patent,  and  seems  to 
have  been  well  entitled  to  then  have  a  patent  for  them,  and 
for  the  combination  of  the  mechanism  with  the  gang  of 
needles.  Bnt  he  does  not  appear  to  have  been  entitled  to  a 
patent  for  merely  giving  such  direction  to  such  feed-motion 
apart  from  the  mechanism,  nor  to  the  process  of  operation 
of  his  mechanism  for  giving  such  direction.  Neither  could 
he  claim  the  combination  of  mechanism  not  then  known,  or 
its  processes,  with  the  needles.  He  invented  his  own  me- 
chanism, and  the  combination  of  that  with  the  co-operating 
parts  of  the  machine,  and  nothing  more ;  and  seems  to  have 
been  entitled  to  a  i)atent  for  those  and  no  more.  The  first 
reissue  was  within  a  few  months  of  the  original,  and  before 
others  appear  to  have  done  anything  in  that  region  of  in- 
vention, and  seems  to  have  been  well  enough.  The  second 
reissue  was  more  than  two  years  after  the  original,  but, 
whether  too  long  after  or  not,  was,  in  effect,  for  the  combi- 
nation of  the  gang  of  needles  and  cloth-plate  with  any  feed- 
ing mechanism  which  would  reach  across  the  cloth  and  feed 
the  long  side  faster  than  the  other.  This  was,  clearly,  be- 
yond the  invention  shown  in  the  original,  and,  except  as  to 
the  mechanism  shown  in  the  original,  beyond  the  invention 
in  every  way.  This  claim  of  the  reissue  is,  therefore,  wholly 
invalid." 
Claims  1  and  2  in  the  second  reissue  are  as  follows : 
"1.  In  a  machine  for  quilting  conical  strips  of  goods,  the 
combination,  with  the  series  or  gang  of  sewing  mechanisms 
and  the  cloth-plate  which  supports  the  goods  under  the 
action  of  the  same,  of  a  feed  device  operating  intermittingly 
in  the  intervals  between  the  formation  of  the  stitches,  which 
extends  and  operates  substantially  across,  or  from  edge  to 
edge  of,  the  conical  strip  of  goods,  and  which,  as  it  departs 
from  the  shorter  curved  edge  and  approaches  the  longer 
curved  edge  of  said  goods,  is  adapted  to  have  a  proportion- 
ately increased  range  of  feed-movement,  substantially  as 
and  for  the  purposes  set  forth. 
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''2.  The  combination,  with  a  series  of  vertically-recipro- 
cating needles  mounted  in  a  laterally-reciprocating  sewing- 
frame,  of  conical-feed  roUs,  and  mechanism  for  causing  them 
to  act  intermittingly  during  the  intervals  between  the  forma- 
tion of  stitches,  substantially  as  herein  shown  and  de- 
scribed.*' 

Claim  1  is  not  brought  before  us  by  the  counsel  for  the 
appellant,  for,  in  his  brief  he  states  that  it  is  only  necessary 
to  consider  claim  2,  for  the  reason  that,  if  claim  1,  first  in- 
troduced into  the  second  reissue,  is  broader  than  claim  2y 
(which  is  substantially  in  the  same  language  as  claim  1  of 
the  first  reissue,)  it  is  an  unlawful  expansion,  introduced 
nearly  three  years  after  the  original  patent  was  granted ; 
and  that  if  the  defendant  has  not  infringed  claim  2  of  the 
second  reissue,  he  has  infringed  no  lawful  claim  of  it.  We^ 
therefore,  make  no  ruling  as  to  claim  1. 

As  to  claim  2,  the  Circuit  Court  held  that,  as  it  was  valid 
as  claim  1  of  the  first  reissue,  in  the  form  in  which  it  there 
appeared,  and  was  brought  forward  into  the  second  reissue, 
as  claim  2  thereof,  in  substantially  the  same  language,  it 
was  not  made  invalid  by  the  fact  that  claim  1  of  the  second 
reissue  was  invalid  ;  and  that  the  plaintiff  appeared,  there- 
fore, to  be  entitled  to  a  monopoly  of  the  conical  feed-rollers 
in  claim  2. 

On  the  question  of  the  infringement  of  claim  2,  the  Cir- 
cuit Court  held  that  neither  one  of  the  defendant's  ma- 
chines above  described  infringed  that  claim,  because  neither 
one  of  those  machines  had  conical  rollers,  nor  any  of  the 
other  mechanism  of  the  plaintiff ;  that  what  the  defendant 
did  was  not  to  divide  the  plaintiff^  s  conical  feed-rollers  into 
sections  or  parts,  in  such  manner  as  to  make  the  parts  the 
equivalent  of  the  whole,  but  that  the  plaintiff's  machine 
gave  the  circular  direction  to  the  goods  by  mechanism  which . 
accomplished  the  result  in  one  way,  while  in  the  defendant's 
machines  the  result  was  accomplished  by  different  mechan- 
ism in  a  different  way.  We  are  of  opinion  that  this  view  of* 
the  case  was  correct. 
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The  specification  of  the  second  reissue  states  that  Beck's 
feed  device  '^  extends  substantially  throughout  the  width  of 
the  conical  strip  of  goods ;"  that,  as  such  feed  device  "de- 
parts from  the  shorter  curved  edge  and  approaches  the  longer 
curved  edge  of  the  goods,"  it  "is  adapted  to  have. a  pro- 
portionately increased  range  of  feed-movement;"  that  such 
feed  device  "consists,  as  shown  in  the  drawings,  of  feed- 
rolls  H,  which  are  made  of  conical  shape,  and  of  such  taper 
or  relative  diameters  at  their  respective  ends  as  to  conform 
to  the  shape  of  the  skirt  or  border  to  be  quilted."  In  one 
of  the  defendant's  machines  there  are  short  cylindrical  feed- 
rollers  at  each  edge  of  the  goods,  which  they  feed  in  a  cir- 
cular direction  by  moving  at  different  rates  of  speed  con- 
stantly, the  needles  having  a  forward  movement  correspond- 
ing to  that  of  the  cloth  while  the  needles  are  in  it.  The  other 
one  of  the  defendant's  machines  haa  the  well-knowA  sewing- 
machine  four-motion  feed,  which  is  capable  of  feeding  in  a 
circular  direction  by  lengthening  the  feed  at  the  longest 
edge  of  the  goods.  Neither  of  these  machines  has  any  such 
conical  rollers  as  are  found  in  the  plaintiff's  patent,  and  are 
particularly  specified  as  an  element  in  claim  2  of  the  second 
reissue. 

It  is  contended  for  the  plaintiff  that  as  Beck  was  the 
first  to  devise  a  combination  the  gist  of  which  is  a  feed, 
feeding  faster  at  one  end  than  at  the  other,  with  a  later- 
ally moving  gang  or  series  of  needles,  and  an  intermittent 
feed  when  the  needles  are  out  of  the  stitches,  he  is  en- 
titled to  cover  all  variations  in  the  form  of  the  feed,  so  long 
as  by  any  means  it  operates  to  feed  faster  at  one  end  than 
at  the  other ;  and  that,  if  that  result  is  accomplished,  the 
mechanism  must  be  an  equivalent  for  that  of  the  plaintiff. 

The  plaintiff's  patent  must  be  limited  to  the  mechanism 
described  and  claimed  by  him,  and  cannot  be  extended  so 
as  to  cover  all  mechanism  for  giving  a  circular  direction  to 
the  feed-motion,  nor  to  the  process  of  operation  of  the  me- 
chanism described  in  his  patent,  and  the  defendant's  me- 
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olianism,  in  each  form  of  his  machine,  cannot  be  regarded  as 
merely  an  equivalent  for  the  plaintiffs  mechanism.  The 
case  is  substantially  like  that  of  Yale  Lock  Co.  v.  Sargent 
117  U.  S.  373  [16  Am.  &  Eng.  264.]  There  the  claim  of  the  pa- 
tent, which  was  for  an  improvement  in  permutation  locks, 
claimed  the  arrangement  of  two  or  more  rollers,  of  varying 
eccentricity,  resting  upon  the  periphery  of  a  cam,  for  the 
purpose  of  preventing  the  picking  of  the  lock.  In  the  de- 
fendant's lock,  the  rollers  were  identical  with  each  other  in 
eccentricity  and  shape,  but  it  was  claimed  by  the  plaintiff 
that,  when  in  revolution,  they  varied  in  eccentricity  in  refer- 
ence to  the  cam  which  operated  them,  so  that,  in  action,  their 
eccentricity  varied,  and  the  same  result  was  produced.  But 
this  court  held  that  the  description  in  the  patent,  and  the 
claim,  required  that  the  variation  of  eccentricity  should  be 
between  the  rollers  themselves,  and  not  a  variation  in  action 
in  reference  to  the  cam;  that,  although  the  same  result 
might  be  produced,  it  was  not  produced  by  the  same  means; 
and  there  was  no  infringement. 
Decree  affirmed. 
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BENJAMIN  DREYFUS  et  al.,  Co-partners,  APPEL- 
LANTS, V.  SOPHIA.  SEARLE,  Executrix  of  John 
Searle,  Deceased. 

124  U.  S.  e0^4.    Oct.  Term,  1887. 

[Bk.  31,  L.  ed.  352;  42  O.  G.  491.] 
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Particular  patent  cofistr^ed.     Analagaus  itse.     Invention. 

1.  Letters  patent,  No.  48,728,  granted  to  John  Searle,  July  11, 
1865,  for  a  Process  for  imparting  Age  to  Wines,  construed 
and  held,  that  the  application  of  artificial  heat  to  ripen  wine 
being  old,  and  the  application  of  artificial  heat  to  the  outside 
of  casks  to  ripen  wine  contained  therein  being  old,  it  did  not 
require  invention  to  apply  artificial  heat  to  the  inside  of  the 
casks  to  ripen  the  wine  in  the  same.  Ifeldy  further,  that 
there  was  no  invention  in  applying  steam  pipes  to  the  interior 
of  a  cask  for  the  purpose  of  heating  the  wine  contained 
therein,  steam  pipes  having  been  previously  applied  to  the  in- 
terior of  a  closed  tub  for  the  purpose  of  heating  water  in  the 
same.     (p.  448.) 

[Citations  in  the  opinion  of  the  ooart:J 

Pomace  Holder  Co.  v.  Fergnaon,  119  U.  S.  335  [16  Am.  &  Eng.  441.] 

p.  451. 
Thatcher  Heating  Co.  v,  Bnrtis,  121  U.  S.  286  [p.  37  anU.]    p.  451. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
District  of  California,  from  a  decree  of  said  court  awarding 
a  recovery  to  the  plaintiff  for  damages  and  costs. 

The  facts  are  stated  by  the  court. 

Mr.  J.  Hubley  Ashton^  for  appellants : 

The  court  below  erred  in  sustaining  the  validity  of  the 
patent  sued  upon,  and  in  not  dismissing  the  bill,  upon  the 
ground  that  the  patent  was  void  for  want  of  patentable 
novelty  and  invention. 

*See  Explanation  of  Notes,  page  III. 


Oct.,  1887.]  DREYFUS  v.  8EARLE.  447 

Argument  of  counsel. 

Brown  v.  Piper,  91  U.  S.  41  [10  Am.  &  Eng.  272;]  Knight's 
Mechanical  Dictionary,  art.  Heating  Apparatus,  and  2  Ure's 
Dictionary  of  Arts,  art.  Distillation,  51 ;  Grier  v.  WUt,  120 
U.  S.  429  [16  Am.  &  Eng.  558 ;]  Pennsylvania  R.  R.  Co.  v. 
Locomotive  E.  S.  Track  Co.,  110  U.  S.  490  [15  Am.  &  Eng. 
148;J  Blake??.  San  Francisco,  113  U.  S.  683  [15  Am.  &  Eng. 
636;]  HoUister  v.  Benedict  &  B.  Mnfg.  Co.,  113  U.  S.  69  [15 
Am.  &  Eng.  417;]  Thompson  v.  Boisselier,  114  U.  S.  1  [15 
Am.  &  Eng.  649;]  Miller  v,  Foree,  116  U.  S.  27  [16  Am.  & 
Eng.  193;]  Yale  Lock  Mnfg.  Co.  v.  Sargent,  117  U.  S.  564 
[16  Am.  &  Eng,  275;]  Gardner  ».  Herz,  118  U.  S.  180  [16 
Am.  &  Eng.  368;]  Pomace  Holder  Co.  v.  Ferguson,  119  U.  S. 
335  [16  Am.  &  Eng.  441;]  Thatcher  Heating  Co.  v.  Burtis, 
121  U.  S.  294  [p.  37  ante.] 

The  court  below  erred  in  adjudging  that  profits  were  made 
by  the  defendants  by  the  use  of  the  so-called  Searle  process. 

Cawood  Patent,  94  U.  S.  710  [11  Am.  &  Eng.  235;]  Illinois 
Cent.  R.  R.  Co.  v.  Turrill,  110  U.  S.  302  [15  Am.  &  Eng. 
140;]  Black  v  Thome,  111  U.  S.  124  [15  Am.  &  Eng.  201;] 
Locomotive  S.  Truck  Co.  v,  Pennsylvania  R.  R.  Co.,  2  Fed. 
Rep.  679;  Wetherill  v.  New  Jersey  ^nc  Co.,  1  Ban.  &  Ard.  486. 

The  profits  recoverable  in  equity  for  the  infringement  of 
a  patent  are  those  only  which  defendants  actually  realized. 

Livingston  v,  Woodworth,  16  How.  646  [6  Am.  &  Eng. 
167;]  Seymour  v.  McCormick,  19  How.  98  [6  Am.  &  Eng. 
282;]  New  York  v.  Ransom,  23  How.  487  [7  Am.  &  Eng.  88.] 

Messrs.  A.  C.  Bradley  and  W.  J.  Newton^  for  appellee : 

A  process  is  a  mode  of  treatment  of  certain  materials  to 
produce  a  given  result.  If  new  and  useful,  it  is  just  as  pat- 
entable as  a  piece  of  machinery. 

Cochrane  v.  Deener,  94  U.  S.  788  [11  Am.  &  Eng.  288;] 
Tilghman  v.  Proctor,  102  U.  S.  722  [13  Am.  &  Eng.  29;] 
American  Wood  Paper  Co.  v.  Fiber  Disintegrating  Co.,  23 
Wall.  566  [10  Am.  &  Eng.  199.] 

The  defence  that  the  patent  is  defective  will  not  be  enter- 
tained where  it  is  not  set  up  in  the  answer. 
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Providence  Rubber  Co.  v.  Goodyear,  9  Wall.  788  [8  Am. 
&  Eng.  150;]  Webster  Loom  Co.  v.  Higgins,  105  U.  S.  587 
[14  Am.  &  Eng.  70.] 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court: 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  District  of  California,  by  Sophia 
Searle,  as  executrix  of  the  last  will  and  testament  of  John 
Searle,  deceased,  against  Benjamin  Dreyfus,  Emanuel  Gold- 
stein, Jacob  Frowenfeld,  and  John  J.  Weglein,  copartners 
under  the  firm  name  of  B.  Dreyfus  &  Co.,  for  the  infringe- 
ment of  letters  patent  of  the  United  States,  No.  48,728, 
granted  to  John  Searle,  July  11,  1865,  for  seventeen  years 
from  June  15,  1866,  for  an  ^•'improved  process  of  imparting 
age  to  wines."     The  bill  was  filed  December  21, 1881. 

The  specification  and  claim  of  the  patent  are  in  these 
words : 

"Be  it  known  that  I,  John  Searle,  of  the  city  and  county 
of  San  Francisco,  State  of  California,  have  invented  a  new 
and  improved  process  for  imparting  'age  to  wines  and 
liquors ; '  and  I  do  hereby  declare  that  the  within  is  a  full 
and  exact  description  of  the  same. 

"The  nature  of  my  invention  consists  in  providing  a  pro- 
cess for  shortening  the  time  that  is  now  required  for  ripen- 
ing wines  and  liquors  to  about  one-half  the  i)eriod,  without 
deteriorating  their  flavor  by  the  use  of  steam. 

"Madeira,  sherry,  port,  teneriflfe,  and  other  wines  have 
been  prepared  for  many  years,  for  imparting  age,  through 
the  medium  of  'estufas,'  or  large  ovens,  having  flues  by 
which  they  are  heated.  These  ^estufas'  are  filled  with 
wines  and  spirits  in  casks  or  pipes,  and  are  kept  at  a  proper 
heat  until  the  contents  of  the  c>asks  show  the  desired  age 
through  the  staves.  By  this  process  the  heat  must  neces- 
sarly  be  very  great  (say  140°),  which  impairs  the  flavor  of 
the  wine,  by  imparting  to  it  the  taste  of  the  cask,  and  of  ten- 
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times  the  casks  have  to  be  taken  out  and  recoopered  before 
the  process  can  be  completed. 

' '  By  the  use  of  my  process  the  following  advantages  are 
derived : 

"  1st.  There  is  a  great  saving  of  time  and  fuel,  the  build- 
ing and  air  not  being  heated  within  as  by  the  old  process. 

"2nd.  It  can  be  effected  in  casks  of  the  largest  size, 
thereby  insuring  uniformity  of  quality  in  the  wine. 

''3d.  The  process  can  be  carried  on  in  any  storehouse  or 
cellar. 

"4th.  There  is  no  injury  to  the  casks,  whereas,  by  the  old 
system  they  become  damaged  and  require  constant  repairs. 

"6th.  The  breakage  and  loss  on  the  liquors  is  very  much 
reduced,  which  is  sometimes  excessive  in  the  'estufas,'  by 
the  falling  to  pieces  of  the  heated  and  dried-up  casks. 

"  6th.  No  bad  taste  is  imparted  to  the  liquors  during  my 
process,  which  is  too  often  the  case  in  the  'estufas,'  where 
the  wine  receives  the  heat  through  the  sides  of  the  cask. 

"  To  enable  others  skilled  in  the  art  to  make  use  of  my 
improvement,  I  will  proceed  to  describe  my  process  and  its 
operation.  I  use  casks  or  tanks  (as  the  case  may  be)  for 
holding  the  wine;  if  casks,  they  may  be  placed  on  end. 
Through  each  of  these  casks  or  tanks,  near  the  base,  I  pass 
an  iron  or  metallic  pipe,  (copper  is  preferable,)  of  about  one 
inch,  and  open  at  its  end.  These  pipes  connect  with  a  main 
steam -pipe,  and  can  be  closed  and  the  steam  shut  off,  should 
the  heat  become  too  great  for  the  wine,  by  means  of  a  stop- 
cock attached  to  each  of  the  pipes. 

"  The  degree  of  heat  which  I  use  in  the  operation  varies 
from  100  to  140°. 

"The  time  required  to  perfect  the  operation  of  ripening 
wine  by  this  process  is  about  six  weeks ;  yet,  of  course,  it 
will  be  left  to  the  knowledge  and  discretion  of  the  keei)er  of 
the  cellar  to  determine  when  the  ripening  process  is  com- 
pleted. 

"  Having  thus  described  my  invention,  what  I  claim  and 
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desire  to  secure  by  letters  patent  is  the  introducing  the  heat 
by  steam,  or  otherwise,  to  the  wine  itself,  by  means  of  metal- 
lic pipes  or  chambers  passing  through  the  casks  or  vessel, 
substantially  as  set  forth." 

The  answer  of  the  defendants  denied  that  the  invention 
was  new  or  useful,  and  alleged  that  it  was  in  public  use  in 
San  Francisco  for  more  than  two  years  prior  to  the  date  of 
the  application  by  Searle  for  the  patent,  by  two  persons 
named  Wieland  and  Voorman. 

Issue  being  joined,  proofs  were  taken  on  both  sides,  and, 
on  the  22d  day  of  May,  1883,  the  Circuit  Court  entered  an 
interlocutory  decree,  adjudging  the  patent  to  be  valid,  that 
the  defendants  had  infringed  upon  it  by  treating  and  aging 
wine  by  the  process  described  and  claimed  in  it,  and  order- 
ing a  reference  to  a  master  to  take  and  report  an  account  of 
profits  from  the  infringement.  He  reported  the  amount  of 
profits  to  have  been  $3,249.60.  Both  parties  excepted 
to  the  report,  but  all  the  exceptions  were  overruled  and  a 
final  decree  was  entered  in  August,  1884,  awarding  a  recovery 
to  the  plaintiff  of  $3,249.60,  with  interest  from  the  date  of 
the  entry  of  the  interlocutory  decree.  May  22, 1883j  and  costs. 
From  this  decree  the  defendants  have  appealed  to  this  Court. 

It  is  stated  in  the  specifications  of  the  patent,  that  age  has 
been  imparted  to  wines,  for  many  years,  by  placing  them  in 
casks,  in  estufas,  or  large  ovens,  and  keeping  up  a  proper  heat 
therein,  on  the  outside  of  the  casks,  until  the  contents  of  the 
casks  showed  the  desired  age.  The  application  of  artificial 
heat  to  impart  age  to  wines  was,  therefore,  old.  The  heat 
was  applied  to  the  wine  from  the  outside.  The  new  process 
claimed  in  the  patent  is  to  introduce  the  heat  by  causing 
steam,  or  other  heating  medium,  to  pass  through  metallic 
pipes  or  chambers  placed  on  the  inside  of  the  casks,  and 
within  the  body  of  the  wine  in  the  cask.  This  is  called  in 
the  patent  a  new  process  ;  but,  so  far  as  the  action  or  effect 
of  heat  on  the  wine  is  concerned,  in  respect  to  ripening  it  or 
imparting  to  it  what  is  called  ''age,"  or  any  other,  quality 
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imparted  to  it  by  heat,  the  effect  or  result  is  the  same  as  that 
produced  by  imparting  the  heat  to  the  wine  from  the  heated 
air,  in  the  old-fashioned  estufa  or  oven.  It  is  shown  by  the 
evidence  that  the  application  of  the  heat  to  the  wine  from 
the  inside  of  the  cask  has  no  diflFerent  effect  upon  it  from 
that  of  the  heat  as  applied  by  the  old  process,  and  that  no 
chemical  or  other  change  is  produced  in  the  wine  different 
from  that  produced  by  the  old  process. 

There  was  no  novelty  in  the  process  as  a  patentable  pro- 
cess. Whatever  novelty  there  could  have  been  must  have 
consisted  wholly  in  the  apparatus  used  for  introducing  the 
heat  to  the  inside  of  the  body  of  the  wine.  But  it  appears 
by  the  evidence  that  the  apparatus,  as  a  means  of  imparting 
heat  from  it  to  the  body  of  the  liquid  inside  of  which  it  was 
placed,  was  not  new.  Wieland  testifies  that  for  twenty- 
five  years  prior  to  November,  1882,  he  had,  in  conducting 
his  business  as  a  brewer  in  San  Francisco,  heated  water  by 
means  of  a  copper  coil  filled  with  exhaust  steam,  placed  in 
the  water,  the  water  being  in  a  closed  tub  containing  fifty  or 
sixty  barrels,  the  copper  pipe  entering  the  tub  on  the  side 
near  the  bottom,  and  forming  a  coil  inside,  and  then  passing 
out  through  the  top.  It  also  appears  that  a  like  apparatus 
was  used  in  the  United  States,  prior  to  the  issuing  of  the 
plaintiff's  patent,  for  the  purpose  of  heating  high  wines  by 
means  of  steam  in  a  copper  coil,  so  as  to  evolve  the  alcoholic 
vapors.  There  was  no  patentable  invention  in  applying  to 
the  heating  of  wine  or  any  other  liquor,  from  the  inside  of 
the  cask,  the  apparatus  which  had  been  previously  used  to 
heat  another  liquid  in  the  same  manner. 

The  case  falls  directly  within  the  decisions  of  the  Court  in 
Pomace  Holder  Co.  v,  Ferguson,  119  U.  S.  3*5  [16  Am.  & 
Eng.  441]  and  the  cases  there  collected,  and  in  Thatcher  Heat- 
mg  Co.  V.  Burtis,  121  U.  S.  286  [p.  37  arde.] 

There  having  been  therefore,  nothing  new  as  a  process  in 
the  operation  or  effect  of  the  heat  on  the  wine,  and  nothing 
patentable  in  the  application  of  the  old  apparatus  to  the  heat- 

194  U.  8.  63-64, 


452  DREYFUS  v.  SEARLE.  [Sup.  Ct 

Notes  and  citationai 

ing  of  the  wine,  the  decree  of  the  Circuit  Court  must  be  re- 
versed^ wnd  the  case  be  remanded  to  tlie  Cireiut  Court  for  the 
Northern  District  qf  California^  with  a  direction  to  dis- 
miss the  bill. 

1114  U.  S.  64. 

Notes  t 

1.  Analogous  us^  : 

Collar  Co.  v.  Van  Deusen,  23  Wall  530  [10  Am.  A  Eng. 

156.] 
Sawyer  v.  Bixby,  12  Am.  A  Eng.  332. 

Pennsylvania  R.  R.  Co.  v.  Truck  Co.,  110  U.  S.   490  [16 

Am.  A;  Eng.  148.] 

Moms  w.  McMillin,  112  U.  S.  244  [15  Am.  A  Eng.  310.] 

Blake  V.  San  Francisco,  113  U.  S.  679  [15  Am.  A  Eng. 
535.] 

Stephenson  v.  Brooklyn  R.  R.  Co.,  114  U.  S.  149  [16  Am* 

A  Eng.  63.] 
Western  Electric  Mnfg.  Co.  v,  Ansonia  Brass  Co.,  114  U. 

S.  447   [16  Am.  A  Eng.  94.] 
Eachus  V.  Broomall,  115  U.  S.  429  [16  Am.  A  Eng.  176.] 
Miller  v.  Foree,  116  U.  S.  22  [16   Am.  A  Eng.  193.] 
Peters  v.  Active  Mnfg.  Co.,  129  U.  S.  530. 
Peters  v.  Hanson,  129  U.  S.  641. 


Change  in  location  not  involving  invention  : 

Swain  Mnfg.  Co.  v.  Ladd,  102  U.  S.  408  [  13  Am.  A  Engr. 

1.] 
Atlantic  Works  v.  Brady,  107  U.  S.  192  [14  Am.  &.  Eng. 

380.] 
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Syllabus. 

ELIZABETH  MATTHEWS,  Executrix  of  John  Matthews, 
Deceased,  APPELLANT  v.  IRON  CLAD  MANUFAC- 
TURING  COMPANY. 

124  U.  8.  847-861.    Oct.  Term,  1887. 

[Bk.  31,  L.  ed.  477;  43  O.  6.  827.] 

Affirming  Ihid,  22  Blatch.  427. 

Argued  December  21,  22,  1887.     Decided  January  23,  1888. 

JParticular  patent  construed.    JReiesue,    ^^IncUlvertence,  accident  or 

mistake^ 

1.  Where  by  the  terms  of  the  specification  and  claim,  in  the  then 

existing  state  of  the  art,  and  according  to  the  intention  of  the 
patentee,  his  patent.  No.  128,411,  Matthews,  J.,  June  25,  1872, 
Soda  Water  Fountain,  was  limited  to  a  fountain  in  which  the 
caps  were  connected  with  the  outer  cylinder  by  pure  tin  solder, 
without  rivets  or  flanges,  and  would  not  have  been  infringed 
by  defendant's  fountain  where  the  caps  were  fastened  to  the 
body  at  both  ends  by  a  solder  half  tin  and  half  lead,  as  well  as 
by  rivets  and  flanges,  heldy  that  the  claim  of  its  reissue.  No. 
8,834,  August  5,  1879,  taken  out  seven  years  after  the  original 
patent,  and  a  year  or  two  after  patentee's  knowledge  of  the  al- 
leged infringement,  if  limited  and  construed  in  view  of  the 
specification  (which  was  identical  with  the  original,)  was  not 
infringed;  but  if  extended  to  cover  a  fountain,  the  outer  cylin- 
der and  ends  of  which  are  fastened  together  in  any  other  man-* 
ner  than  by  a  solder  of  pure  tin,  was  enlarged,  by  omitting  an 
essential  element  of  patentee's  invention,  and  invalid,     (p.  462.) 

2.  Where  the  only  claim  of  the  original  patent  was  for  "  the  tin 

vessel,  incased  by  a  [steel]  cylinder,  and  ends  [soldered  to  the 
latter,]  in  the  manner  substantially  as  described,"  the  claim 
was  strictly  limited  to  the  manner  of  fastening  described  in*the 
specification,  an^  held^  that  the  reissue  claims  which  repeated 
the  claim  omitting  the  bracketed  words  should  be  construed  in 

*  See  Explanation  of  Notes,  page  III. 
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the  same  manner,  but  if  construed  to  effect  the  enlargement  of 
the  invention  it  was  invalid,  (p.  462.) 
3.  ''  The  repetition  of  the  original  specification  in  the  reissue,  word 
for  word,  (except  only  in  the  unimportant  variation  of  omit- 
ting the  word  closely,)  •  •  *  as  well  as  the  testimony 
of  the  patentee,  proves  that  there  was  no  defect  or  insufficiency 
in  the  original  specification,  and  no  error,  inadvertence,  or  mis- 
take in  framing  it."     (p.  463.) 

[Citations  in  the  opinion  of  the  oonrt :] 

MiUer  v.  Brass  Ck).,  104  U.  8.  350  [13  Am.  &  Eng.  303.]  p.  464. 
Mabn  v.  Harwood,  112  U.  8.  354  [15  Am.  &  Eng.  322.]  p.  464. 
Parker  &  Whipple  Ck>.  v.  Tale  aock  Co.,  123  U.  8.  87  [p.  194  ante,]  p.  464. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York,  dismissing  a 
bill  in  equity  for  the  infringement  of  reissued  letters  x>atent 
for  an  improvement  in  soda  water  fountains. 

Reported  below  in  22  Blatch.  427. 

The  material  facts  are  stated  in  the  opinion. 

Mr.  Arthur  v.  Briesen^  for  appellant : 

Exhibits  introduced  by  a  party  without  needful  explana- 
tion do  not  deserve  and  will  not  receive  much  consideration. 

Putnam  v.  Von  Hofe,  19  Blatch.  63 ;  Miller  v.  Smith,  18 
Oflf.  Gaz.  1048. 

Every  man  has  a  right  to  make  an  improvement  in  a  ma- 
chine and  evade  a  previous  patent,  provided  he  does  not  in- 
vade the  rights  of  the  patentee. 

Burr  V.  Duryee,  1  WaU.  674  [7  Am.  &  Eng.  224.] 

If,  in  place  of  the  elements  omitted,  another  is  substituted 
which  has  been  newly  discovered,  or  which  was  not  known 
at  the  date  of  the  patent  to  be  an  equivalent,  and  which  per- 
forms a  new  function,  then  it  constitutes  a  new  invention, 
and  is  not  an  infringement  of  the  combination. 

Rees  «.  Gould,  16  Wall.  187  [9  Am.  &Eng.  39.] 

But  in  the  present  case  it  cannot  be  held  that  the  mixture 
of  lead  and  tin  in  the  solder  is  a  new  invention,  or  that  it 
performs  a  new  function. 
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Seymour  v.  Osbome,  11  Wall.  556  [8  Am.  &  Eng.  290.] 

Messrs.  Frederic  H.  Belts  and  Ernest  C.  Webh^  for  ap- 
pellee : 

The  substitution  of  one  material  for»another  is  not  inven- 
tion, if  the  result  is  only  greater  cheapness  and  durability 
of  the  product. 

Hotchkiss  n.  Greenwood,  11  How.  248  [5  Am.  &  Eng.  240;] 
Hicks  V.  Kelsey,  18  Wall.  670  [9  Am.  &  Eng.  150 ;]  Smith  i?. 
Gtoodyear  D.  V.  Co.,  93  U.  S.  486  [11  Am.  &  Eng.  1.] 

The  mere  putting  in  of  an  inner  tin  vessel  is  a  simple  ag- 
gregation of  parts  and  not  a  combination. 

Hailes  n.  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340;] 
Rubber  Coated  H.  T.  Co.  v.  Welling,  97  U.  S.  7  [11  Am.  & 
Eng.  479 ;]  Double-Pointed  Tack  Co.  v.  Two  Rivers  Mnfg.Co., 
109  U.  S.  117[14  Am.  &Eng.  571 ;]  Pickering  d.  McCuUough, 
104  U.  S.  310  [13  Am.  &  Eng.  238  ;]  Slawson  v.  Grand  Street 
P.  P.  &  P.  R.  R,  Co.,  107  U.  S.  649  [14  Am.  &  Eng.  475  ;] 
Reckendorfer  «.  Faber,  92  U.  S.  347  [10  Am.  &  Eng.  373.] 

Results  are  not  patentable,  but  only  the  means  used  to 
produce  results. 

Case  x.  Brown,  2  Wall.  325  [7  Am.  &  Eng.  360  ;]  Electric 
R.  R.  Signal  Co.  tJ.  HaU  R.  Signal  Co.,  114  U.  S.  87  [16  Am. 
&  Eng.  1.] 

The  reissue  in  suit  was  specially  designed  to  include  the 
defendant's  fountain,  which  did  not  infringe  the  original 
patent. 

Miller  v.  Bridgeport  Brass  Co.,  104  U.  S.  350  [13  Am.  & 
Eng.  303 ;]  James  t?.  Campbell,  Id.  356  [13  Am.  &  Eng.  341;] 
Matthews  r>.  Boston  Machine  Co.,  105  U.  S.  54  [13  Am.  & 
Eng.  501 ;]  Bantz  r>.  Prantz,  Id.  160  [13  Am.  &  Eng.  542  ;J 
Johnson  tj.  Flushing  &  N.  S.  R.  R.  Co.,  Id.  539  [14  Am.  & 
Eng.  19  ;]  Gage  tJ.  Herring,  107  U.  S.  640  [14  Am.  &  Eng. 
454 ;]  Clements  x.  Odorless  Excav.  Apparatus  Co.,  109  U.  S. 
641  [15  Am.  &  Eng.  44 ;]  McMurray  v.  Mallory,  111  U.  S.  97 
[15  Am.  &  Eng.  171 ;]  Turner  &  S.  Mnfg.  Co.  d.  Dover  Stamp- 
ing Co.,  Id.  319  [15  Am.  &  Eng.  238.] 
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The  occorrence  and  existence  of  an  actual  mistake  in  tak- 
ing out  the  original  patent  must  be  proved. 

Mahn  v.  Harwood,  112  U.  S.  354  [15  Am.  ft  Eng.  322 ;] 
Eachus  V.  Broomall,  115  U.  S.  429  [16  Am.  ft  Eng.  176 ;] 
Brown  v.  Davis,  116  U.  S.  237  [16  Am.  ft  Eng.  212  ;]  Ives  v. 
Sai^nt,  119  U.  S.  662  [16  Am.  ft.  Eng.  512 ;]  Parker  &  W. 
Co.  V.  Yale  Clock  Co.,  123  U.  S.  87  [p.  194  avle.] 

There  is  no  case  here  for  a  reissue. 

Oiant  Powder  Co.  v.  California  Vigorit  Powder  Co.,  6 
Sawy.  510 ;  Coon  v.  Wilson,  113  U.  S.  268  [16  Am.  ft  Eng. 
504;]  McMurray  v.  Mallory,  supra;  Burr  t).  Duryee,  1 
Wall.  531  [7  Am.  &  Eng.  224.] 

The  reissne,  8,834,  is  invalid,  because  the  specification  does 
not  state  the  whole  truth  with  reference  to  the  alleged  in- 
vention. 

Curtis,  Patents,  4th  ed.  256 ;  Idardet  v.  Johnson,  Web. 

Pat.  Cas.  63  [1  Am.  &  Eng.  22 ;]  Wood  r>.  Zimmer,  Id.  82 

[1  Am.  ft  Eng.  202 ;]  Moigan  t.  Seaward,  Id.  176  [2  Am.  & 
Eng,  262 ;]   Walker,  Patents,  §  518. 

Positive  and  direct  evidence  of  intentional  suppression  of 
the  whole  truth  is  not  required  in  order  to  render  a  patent 
void. 

Walker,  Patents,  §  518  ;  Gray  v.  James,  1  Pet.  C.  C.  394  ; 
Dyson  v.  Danforth,  4  Fish.  Pat.  Cas.  133. 

To  overcome  the  force  of  the  answer,  the  supporting  proof 
must  be  equivalent  to  that  of  two  witnesses. 

Slessinger  v.  Buckinghan,  17  Fed.  Bep.  464. 

Mr.  Justice  Gray  delivered  the  opinion  of  the  court : 

This  was  a  bill  in  equity  for  the  infringement  of  letters 
patent,  issued  June  26,  1872,  and  reissued  August  6,  1879, 
for  an  improvement  in  soda-water  fountains. 

The  opinion  delivered  by  the  Circuit  Court  in  dismissing 
the  bill  is  reix)rted,  and  drawings  of  the  fountain  of  each 
party  given,  in  22  Blatchf ord,  427. 

The  only  claim  relied  on  at  the  argument  of  this  appeal 
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was  the  second  claim  of  the  reissue,  being  the  one  most  like 
the  single  claim  of  the  original  i)atent.  The  si)ecifications, 
the  drawings  therein  referred  to,  and  the  claims  in  question, 
were  alike  in  the  two  patents,  differing  only,  as  shown  be- 
low, by  omitting  in  the  reissue  the  words  of  the  original 
patent  which  are  printed  in  brackets,  and  by  inserting  the 
words  printed  in  italics,  and  three  additional  claims  imma- 
terial to  the  present  inquiry.  After  a  general  reference  to 
the  drawings,  the  specification  proceeds  as  follows : 

''  My  invention  consists  in  a  novel  construction  of  a  tin- 
lined  steel  fountain  for  soda  water  and  other  aerated  or  gas- 
eous liquids,  such  fountain  combining  lightness  with 
strength,  and  being  of  cylindrical  form  and  uniform  dimen- 
sion, or  thereabout,  throughout  its  length,  thereby  adding 
to  the  convenience  of  packing  and  handling ;  also  being  ex- 
empt from  expansion  or  permanent  lateral  distension  by  the 
interior  pressure  to  which  it  is  subjected,  thus  preserving 
its  form  and  contributing  to  its  durability.  Fountains  for 
the  like  purpose,  as  previously  made,  have  been  largely  ex- 
pansive, and  retained  the  set  given  to  them  by  extension, 
and  being  otherwise  objectionable. 

^'  In  the  accompanying  drawing,  A  represents  a  block-tin 
interior  body  of  cylindrical  form  with  hemispherical  or  re- 
reduced  ends,  the  same  constituting  the  tin  lining  of  the 
fountain,  and  being  provided  at  one  of  its  ends  with  a  neck 
&,  for  introduction  of  the  usual  or  any  suitable  connections 
by  which  the  fountain  is  charged  and  its  contents  drawn  off, 
said  neck  receiving  or  having  screwed  into  it  a  screw-coup- 
ling Cj  secured  by  a  nut  and  washer  d  e^  on  the  exterior  of 
an  outer  end-cap  B,  for  making  the  connection.  C  is  the 
exterior  shell  or  body  proper,  made  of  galvanized  sheet  steel, 
as  may  also,  be  the  end-cap  B  B',  which  are  soldered  to  or 
over  the  extremities  of  the  same,  and  constitute,  as  it  were, 
parts  of  said  body  C  that  [closely]  surrounds  or  fits  over  the 
tin  lining  A.  The  end  caps  B  B'  are  united  to  the  body  C, 
without  flanges  or  projections,  by  tin  joints,  as  at//,  made 
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by  soldering  with  pure  tin,  which,  being  a  ringing  metal, 
unites  closely  with  the  steel  exterior  to  make  a  firm  and 
durable  joint,  as  other  solders  having  lead  in  them  will  not 
do.  Bands  g  g  ot  brown  paper  or  other  non-conducting  ma- 
terial are  introduced  between  the  tin  lining  A  and  steel  body 
C,  at  the  ends  of  the  latter,  to  prevent  the  tin  of  the  lining 
from  being  melted  by  the  heat  used  in  making  the  pure  tin 
joints//.  The  fountain  is  also  filled  with  water  for  the  same 
purpose,  prior  to  making  said  joints. 

''  The  non-stretching  character  of  the  body  C,  by  reason 
of  the  same  being  of  steel,  insures  the  fountain  preserving 
its  shape ;  and  the  absence  of  end  flanges  provides  for  the 
close  packing  of  a  series  of  such  formations  when  transport- 
ing or  storing  them. 

[''  What  is  here  claimed,  and  desired  to  be  secured  by  let- 
ters patent,  is — ' '  ]    ' '  /  claim 

' '  The  tin  vessel  A,  incased  by  a  [steel]  cylinder  C,  and 
ends  BB'  [soldered  to  the  latter,]  in  the  manner  substan- 
tially as  described,  as  a  new  and  improved  article  of  manu- 
facture, for  the  purpose  specified." 

It  has  been  argued  for  the  plaintiff  that  the  patent  is  for 
the  combination  of  an  inner  flexible  vessel  of  tin  or  its  equiv- 
alent, with  an  outer  vessel  of  steel  or  its  equivalent,  the 
outer  vessel  being  composed  of  a  central  cylinder  and  of  end 
caps  that  are  slipped  on  to  the  cylinder  and  united  thereto 
by  tin  solder  or  its  equivalent. 

But  the  only  claim  of  the  original  patent  is  for  "  the  tin 
vessel,  incased  by  a  steel  cylinder,  and  ends  soldered  to  the 
latter,  in  the  manner  substantially  as  described ;"  and  the 
manner  described  in  the  specification  of  fastening  the  end 
caps  to  tlie  body  of  the  outer  shell  is,  ''without  flanges  or 
projections,  by  tin  joints,  made  by  soldering  with  pure  tin, 
which,  being  a  ringing  metal,  unites  closely  with  the  steel 
exterior  to  make  a  firm  and  durable  joint,  as  other  solders - 
having  lead  in  them  will  not  do." 

The  patentee  himself  testified  that  when  he  made  his  in- 
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vention  he  knew  of  others  having  used  iron  fountains  lined 
with  sheet  block  tin ;  that  the  first  fountains  he  made  were 
soldered  with  tin  and  lead  solder,  usually  known  as  soft 
solder,  and  he  found  that  would  not  do,  and  therefore 
adopted  a  solder  of  pure  tin  ;  and  that  he  dispensed  with 
rivets,  because  they  prevented  the  fountain  being  repaired 
without  tearing  the  shell  in  taking  out  the  rivets. 

In  short,  by  the  terms  of  the  specification  and  claim,  in 
the  then  existing  state  of  the  art,  and  according  to  the  in- 
tention of  the  patentee,  his  patent  was  limited  to  a  fountain 
in  which  the  caps  were  connected  with  the  outer  cylinder 
by  pure  tin  solder,  without  rivets  or  flanges. 

In  the  fountain  made  by  the  defendant,  on  the  other  hand, 
the  caps  are  fastened  to  the  body  at  both  ends  by  a  solder 
of  half  tin  and  half  lead,  as  well  as  by  rivets,  and  there  are 
vertical  flanges  at  one  end,  through  which  the  rivets  pass. 
It  is  quite  clear,  therefore,  that-  if  the  original  patent  had 
remained  unaltered,  there  would  have  been  no  infringement. 

The  reissue  was  taken  out  seven  years  after  the  original 
patent,  and  a  year  or  two  after  the  patentee  knew  that  the 
defendant  was  making  such  a  fountain  as  is  now  alleged  to 
be  an  infringement. 

The  repetition  of  the  original  specification  in  the  reissue, 
word  for  word  (except  only  in  the  unimportant  variation  of 
omitting  the  word  "closely"  in  si)eaking  of  the  fitting  of 
the  shell  to  the  lining,)  as  well  as  the  testimony  of  the  pat- 
entee, proves  that  there  was  no  defect  or  insufficiency  in  the 
original  si)ecification,  and  no  error,  inadvertence  or  mistako 
in  framing  it. 

If  the  omission,  in  the  claim  of  the  reissue,  after  the  men- 
tion of  the  outer  cylinder  and  the  ends,  of  the  words  "sold- 
ered to  the  latter,"  before  the  words  "in  the  manner  sub- 
stantially as  described,"  still  leaves  the  claim  to  be  con- 
strued and  limited  by  the  previous  description  in  the  speci- 
fication, the  patentee  is  no  better  off  than  if  he  had  not 
taken  out  a  reissue. 
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Bat  if  the  effect  of  omitting  the  words  in  qaestion  is  to 
extend  the  claim  to  a  fountain,  the  outer  cylinder  and  ends 
of  wliich  are  fastened  together  in  any  other  manner  than  by 
a  solder  of  pore  tin,  the  claim  is  enlai^ed  byomitlingan 
essential  element  of  the  patentee's  invention,  and  the  reis- 
ane  is  invalid,  by  the  settled  law  of  this  court.  Miller  r. 
Brass  Co.,  104  U.  S.  350  [13  Am.  &  Eng.  303 ;]  Mahn  v.  Har- 
wood,  112  U.  S.  354  [16  Am.  &  Eng.  322  ;]  Parker  &  Whip- 
ple Co.  V.  Yale  Clock  Co.,  123  U.  8. 87  [p.  194  aJite.] 

Decree  affirmed. 

ISA  V.  S.  SSI. 


"Inadvertence,  accident  oi' mistake:" 

Mannfacturing  Co.    v.  Ladd,  103  IT.  S.  40S  [13  Am  k 

Eng.  1.] 
Miller  t>.  Brass  Co.,  104  U.  S.  360  [13  Am.  A;  Eng.  303.] 
McMurray  t>.  Mallory,  111  U.  S.  97  [ifi  Am.  AEog.  171.] 
Coon  V.  WilBon,  113  U.  S.  288  [15  Am.  A  Eng.  60*.] 
Wollensak  w.  Reiher,  116  U.  S.  96  [16  Am.  A;  Eng.  162.] 
Kewton  t>.  Furst  A  Bradley,  119  U.  S.  373  [16  Am.  A  £ng. 

460.] 
Yale  Lock  Mnfg.  Co.  v.  James,  12fi  U.  S.  861. 
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Matthews  v.  Iron-Clad  Mnfg.  Co.,  1884.     33  BIstch.  4S7  ;  SI  Fed. 
Rep.  641  ;  29  O.  G.  693. 
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FRANCIS  MUNSON,  APPELLANT,  v.  MAYOR,  ALDER- 
MEN AND  COMMONALTY  OF  THE  CITY  OF  NEW 
YORK  AND  THE  COMPTROLLER  THEREOF.* 

MAYOR,  ALDERMEN  AND  COMMONALTY  OF  THE 
CITY  OF  NEW  YORK  AND  THE  COMPTROLLER 
THEREOF,  APPELLANTS,  v.  FRANCIS  MUNSON.* 

124  U.  S.  eOl-eOS.    Oct.  Term,  1887. 

[Bk.  31,  L.  ed.  SS6;  42  O.  6.  1061.] 

Reversing  Munson  v.  City  of  New  York,  18  Blatch.  337  and  21 

Blatch.  342. 

Argued  February  2,  3, 1888.     Decided  February  13, 1888, 

Particular  patent  construed  ana  wanting  tn  invefition. 

1.  Letters  patent,  No.  63,419,  F.  Munson,  April  2, 1868,  Coupon  and 
Bond  Register,  for  a  book  spaced  for  each  bond,  and  its 
coupons  in  proximity  when  paid,  with  appropriate  descriptive 
matter,  /leldy  in  view  of  an  earlier  book  with  no  place  for  the 
bonds,  and  adapted  for  the  arrangement  of  the  coupons  in  the 
order  of  payment,  instead  of  in  groups,  that  there  was  no  in- 
vention in  the  special  arrangement  of  the  bonds  and  coupons 
together,     (p.  474.) 

Cross  Appeals  from  a  decree  of  the  Circuit  Court  of  the 
United  States  for  the  Southern  District  of  New  York, 
awarding  plaintiff  six  cents  damages,  etc.,  in  an  aotion  for 
the  infringement  of  letters  patent. 

Reported  below,  18  Blatch.  237,  21  Blatch.  342. 

Statement  by  Mr.  Justice  Gray  : 

This  was  a  bill  in  equity  by  Francis  Munson  against  the 
Mayor,  Aldermen  and  Commonalty  of  the  City  of  New  York 
and  the  Comptroller  of  the  city,  for  the  infringement  of  let- 
ters patent  granted  to  Munson  on  April  2,  1867,  for  ''new 
and  useful  improvements  in  preserving,  filing  and  canceling 

*  See  Explanation  of  Notes,  page  III. 
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bonds,  coupons,  certificates  of  stock,  et€."  consisting,  as  de- 
scribed in  the  specification,  "in  providing  a  book  or  other 
register  with  pages  corresponding  in  size,  style  and  number 
with  the  bonds,  coupons,  certificates,  etc.,  to  be  used,  on 
which  imges  the  said  bonds,  coupons,  or  other  certificates, 
when  paid,  are  pasted  or  otherwise  attached,  and  thus  pre- 
served and  canceled,  as  hereinafter  more  fully  explained." 

The  specification  then,  after  observing  that  bonds  and 
coupons,  when  paid,  are  usually  either  filed  away  or  de- 
stroyed, and  that,  before  or  after  being  paid,  they  are  often 
lost  or  stolen,  by  which  the  community  is  constantly  being 
defrauded  more  or  less,  proceeded  as  follows:  "To  pre- 
vent this,  I  have  invented  a  system  of  preserving,  filing  and 
canceling  such  documents,  which  system  will  not  only  pre- 
vent such  fraudulent  practices,  but  also  present  at  all  times 
a  full  andi  perfect  history  or  rec/ord  of  all  transactions  in  re- 
lation to  each  and  all  of  said  documents.  To  accomplish 
this,  I  provide  a  book  or  set  of  books,  having  each  page 
printed  or  ruled  to  correspond  in  size  and  style  with  the 
bond  and  its  coupons,  or  other  document,  whatever  it  may 
be,  with  a  heading  showing  the  number,  date  when  issued, 
to  whom  issued,  when  and  where  payable,  amount,  what 
issued  for,  rate  of  interest  and  when  and  where  payable,  to- 
gether with  such  other  facts  as  may  be  necessary  to  form  a 
perfect  record  of  the  document. ' '  The  pages  are  numbered 
consecutively,  with  the  numbers  corresponding  to  the  num- 
bers on  the  bonds  or  other  documents.  When  any  of  the 
coupons  are  presented  and  paid,  they  are  canceled  and  then 
pasted  or  otherwise  secured  in  their  proper  place  upon  the 
page,  each  place  for  them  being  numbered.  When  the  bond 
itself  is  paid,  it  is  likewise  attached  in  the  place  on  the  page 
provided  for  it.  If  the  holder  should  by  any  means  be  dis- 
possessed of  one  or  more  of  the  coupons  or  bonds,  upon  pre- 
sentation of  the  proper  evidence  he  would  be  paid,  but  not 
having  the  coupon  or  bond  to  surrender,  there  would  be  en- 
tered in  its  place  upon  the  page  a  record  of  the  facts  in  the 
case,  so  that  if  at  any  future  time  said  coupon  or  bond 
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should  be  presented  for  payment  by  a  i)erson  not  entitled  to 
it,  the  record  of  all  the  facts  relating  to  it  would  be  ready  at 
hand,  and  could  be  referred  to  at  once  by  examining  the 
proper  page.  By  this  method  of  arranging  them,  the  num- 
ber is  always  an  index,  so  that  if  it  is  desired  at  any  time  to 
ascertain  any  fact  in  relation  to  any  particular  bond  or  its 
coupons,  it  is  only  necessary  to  turn  to  the  jiage  having  the 
same  number.  In  case  a  lar^e  series  of  bonds  or  certificates 
are  used,  several  books  would  be  required,  and  in  that  case 
the  pages  of  each  succeeding  book  would  commence  with 
the  number  next  following  that  of  the  last  page  of  the  pre- 
ceding volume,  so  as  to  make  the  numbers  of  the  pages  con- 
tinuous from  the  beginning  of  the  first  book  to  the  ending 
of  the  last.  It  will,  of  course,  be  understood  that  each  sep- 
arate set  or  series  of  bonds,  certificates  of  stock,  or  other 
similar  documents,  will  require  a  set  of  books  speeially  pre- 
pared for  them  to  correspond  with  the  peculiar  character  of 
the  document,  the  system  or  general  plan,  however,  being 
the  same  in  all  cases,  the  details  only  being  varied  to  suit 
the  circumstances  of  the  case." 

The  patentee  claimed  as  his  invention :  * '  1.  The  preserv- 
ing, filing  and  verifying  of  bonds,  coupons,  certificates  and 
all  similar  documents  by  the  means  and  in  the  manner  sub- 
stantially as  herein  set  forth.  2.  The  book  or  register,  con- 
structed and  used  as  and  for  the  purposes  set  forth." 

The  defences  set  up  in  the  answer  were  that  the  plaintiff 
was  not  the  first  and  original  inventor  of  the  alleged  im- 
provement ;  that  long  before  his  alleged  invention  it  was 
known  to  and  used  by  William  E.  Warren  and  three  other 
persons  named,  all  residing  in  the  City  of  New  York ;  that 
the  defendants  had  made  no  profits  from  its  use ;  and  that  it 
was  not  patentable.    The  plaintiff  filed  a  general  replication. 

By  the  evidence  taken  in  the  case  it  appeared  that  from 
1872  there  had  been  used,  in  the  office  of  the  Comptroller  of 
the  City  of  New  York,  books  like  those  described  in  the 
plaintiff '  s  patent,  except  that  the  coupons  were  pasted  on 
each  alternate  page  and  the  bond  on  the  opposite  page ;  and 
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that  as  early  as  1858  Warren  devised  and  used  books  for 
preserving  the  coupons  of  a  railroad  conii)any,  in  which  all 
the  coupons  payable  on  the  same  date  were  pasted  in  suc- 
cession in  the  order  of  the  numbers  of  the  bonds  to  which 
they  belonged,  in  ruled  spaces  of  the  proper  size,  above 
which  the  numbers  of  the  coupons  and  of  the  bonds  had 
been  previously  written  or  printed,  and  with  a  description 
of  the  bonds  and  the  date  of  i)ayment  of  the  coupons  writ- 
ten at  the  beginning  of  each  series  of  coupons  payable  at 
the  same  date,  but  the  bonds  themselves  were  not  pasted  in, 
except  a  single  one  at  the  beginning  of  each  book. 

Upon  the  pleadings  and  proofs  the  circuit  court  held  that 
the  plaintiff  was  the  first  and  original  inventor  of  the  im- 
provement, and  that  the  i>atent  was  valid ;  and  entered  an 
interlocutory  decree  in  his  favor  for  an  injunction  and  an 
account.  18  Blatchford,  237.  The  case  was  then  referred 
to  a  master,  who  reported  that  upon  the  evidence  taken  be- 
fore him  (which  need  not  be  stated)  the  plaintiff  was  entitled 
to  recover  the  sum  of  $6, 202. 40  as  profits.  Exceptions  taken 
by  the  defendants  to  his  report  were  sustained.  21  Blatch- 
ford, 342.  A  final  decree  was  entered,  awarding  to  the 
plaintiff  the  sum  of  six  cents  damages,  and  ordering  that 
the  costs  before  the  interlocutory  decree  be  paid  by  the  de- 
fendant, and  the  costs  since  that  decree  by  the  plaintiff. 
Both  x>arties  appealed  to  this  court. 

Mr.  Royal  8.  Crane^  for  Munson^  complainant  and  ap- 
peUant : 

No  competent  proof  was  given  or  offered  of  the  difference 
in  labor  between  the  complainant's  and  the  Warren  system. 
'Therefore  the  master  had  to  report  upon  the  testimony  as  to 
the  difference  in  labor  between  the  complainant's  and  the  en 
mdsse  system. 

This  is  the  rule  illustrated  in  Sargent  ?).  Yale  Lock  Mnfg. 
Co.,  17  Blatch.  249;  Serrell  ^.  Collins,  1  Fish.  Pat.  Cas. 
289;  Smith  ?).  Higgins,  1  Fish.  Pat.  Cas.  637;  Wilbur  v, 
Beecher,  2  Blatch.  132 ;  Mulford  v,  Pearce,  14  Blatch.  141 ; 
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S.  C,  11  Off.  Gaz.  741 ;  Cawood  Patent,  94  U.  S.  695  [11 
Am.  &  Eng.  235 ;]  S.  C,  12  Off.  Gaz.  709 ;  Mayor  of  N.  Y. 
V.  Ransom,  23  How.  487  [7  Am.  &  Eng.  88 ;]  more  especially 
in  Mulford  n.  Pearce,  13  Blatch.  173 ;  Conover  v.  Mevs,  6 
Fish.  Pat.  Cas.  506 ;  Conover  v.  Roach,  4  Pish.  Pat.  Gas. 
12 ;  Conover  u.  Rapp,  4  Pish.  Pat.  Cas.  57 ;  Brady  ».  At- 
lantic Works,  15  Off.  Gaz.  965 ;  Cox  v.  Griggs,  2  Pish.  Pat. 
Cas.  174. 

Patents  are  so  varied  that  there  can  be  no  fixed  rule  of 
damages,  and  each  case  must  stand  by  itself. 

Graham  v.  Mason,  1  Holmes,  88 ;  S.  C.  5  Pish.  Pat.  Cas. 
290 ;  1  Off.  Gaz.  609. 
Actual  damages  are  profits  defendant  has  made. 
Conover  v.  Rapp,  4  Fish.  Pat.  Caa.  57. 
Damages  are  to  be  settled  by  evidence,  not  conjecture. 
Carter  v.  Baker,  1  Sawy.  512 ;  S.  C.  4  Fish.  Pat.  Cas.  404; 
Philp  V.  Nock,  17  Wall.  460  [9  Am.  &  Eng.  84.] 

Damages  are  what  defendant  has  saved  by  use  of  pat- 
ented improvements. 

Black  V.  Thome,  12  Blatch.  20 ;  S.  C.  7  Off.  Gaz.  176 ; 
Burdell  v.  Denig,  92  U.  S.  719  [10  Am.  &  Eng.  421 ;]  Philp 
V.  Nock,  17  Wall.  462  [9  Am.  &  Eng.  84.] 
Damages  must  be  proved  and  not  guessed  at. 
Carter  v.  Baker,  4  Fish.  Pat.  Cas.  404 ;  Mowry  v.  Whit- 
ney, 14  Wall.  620  [9  Am.  &  Eng.  1 ;]   Hays  v.  Sulsor,  1 
Bond,  279  ;  Mowry  v.  Whitney,  5  Fish.  Pat.  Caa.  494, 1  Off. 
Gaz.  492 ;  Providence  Rubber  Co.  v.  Gk)odyear,  9  Wall.  788 
[8  Am.  &  Eng.  160 ;]  Stephens  «.  Felt,  2  Blatch.  37 ;  Her- 
ring «.  Gtage,  15  Blatch.  124 ;  National  C.  B.  Shoe  Co.  v. 
Terre  Haute  Car  &  Mnfg.  Co.,  19  Fed.  Rep.  514 ;  Marsh  v. 
Seymour,  97  U.  S.  360  [12  Am.  &  Eng.  53 ;]  Bigelow  Carpet 
Co.  V,  Dobson,  10  Fed.  Rep.  385. 
Use  by  defendant  is  evidence  of  utility. 
Seymour  v.  Marsh,  6  Fish.  Pat.  Cas.  115 ;  S.  C.  9  Phila. 
380,  and  2  Off.  Gaz.  675 ;  Smith  v.  GlendaJe  E.  F.  Co.,  1 
Holmes,  340 ;  S.  C.  5  Off.  Gaz.  429 ;  McCormick  v.  Man- 
ning,  6  McLean,  539. 
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Interest  was  allowable  from  the  date  at  which  the  mas- 
ter's report  was  in  proper  form  for  exception. 
Turrill  v.  Illinois  Cent.  R.  Co.,  20  Fed.  Rep.  912. 

Messrs.  Frederic  H.  BeUs  and  J.  E.  Hindon  Hyde^  for 
the  Mayor ^  etc.y  dtfendarUs  and  appellant : 

The  complainant's  patent  is  invalid. 

Ex  parte  Dixon,  Law  Dig.  155,  §  8  ;  Ex  parte  Dick,  2 
Oflf.  Gaz.  147 ;  Ex  parte  Orr,  6  Oflf.  Gaz.  77. 

The  complainant's  device  did  not  involve  invention. 

Pennsylvania  R.  R.  Co.  v.  Locomotive  Engine  Safety 
Tmck  Co.,  110  U.  S.  490  [15  Am.  &  Eng.  148 ;]  Morris  v 
McMillin,  112  U.  S.  249  [15  Am.  &  Eng.  310 ;]  Blake  v.  San 
Francisco,  113  U.  S.  682  [15  Am.  &  Eng.  525 ;]  Stephenson 
V.  Brooklyn  Crosstown  R.  R.  Co.,  114  U.  S.  154  [16  Am.  & 
Eng.  63 ;]  Penis  v.  Hexamer,  99  U.  S.  674 ;  Baker  v.  Sel- 
den,  101  U.  S.  99 ;  Boulton  v.  Bnll,  2  H.  Bl.  463  [1  Am.  & 
Eng.  59.] 

The  object  of  the  Act  of  Congress  securing  to  authors  the 
exclusive  right  to  their  writings  was  mainly  for  the  promo- 
tion of  science. 

Const,  art.  1,  §  8 ;  Clayton  v.  Stone,  2  Paine,  392 ;  Coflfeen 
V.  Brunton,  4  McLean,  517 ;  Gray  t>.  Russell,  1  Story,  17 ; 
Barfield  v.  Nicholson,  2  Sim.  &  S.  1 ;  Emerson  v.  Davies,  3 
Story,  778 ;  Keene  v.  Wheatley,  9  Am.  L.  Reg.  68. 

The  complainant's  patent  is  anticipated. 

Spill  t>.  Celluloid  Mnfg.  Co.,  21  Fed.  Rep.  634 ;  Thomson 
V.  Wooster,  114  U.  S.  104  [16  Am.  &  Eng.  28 ;]  Roemer  v. 
Simon,  95  U.  S.  214  [11  Am.  &  Eng.  348 ;]  Webster  Loom 
Co.  V.  Higgins,  105  U.  S.  596  [14  Am.  &  Eng.  70.] 

A  comparison  between  the  Munson  system  and  the  en 
m/isse  system  is  wholly  incompetent. 

Garretson  v.  Clark,  111  U.  S.  121  [15  Am.  &  Eng.  194;] 
Dobson  V.  Bigelow  Carpet  Co.,  114  U.  S.  445 ;  Reed  v.  Law- 
rence,  29  Fed.  Rep.  920 ;  Fay  v.  Allen,  30  Fed.  Rep.  447. 
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Mr.  Justice  Gray,  after  stating  the  case  as  above  reported, 
delivered  the  opinion  of  the  court : 

What  the  plaintiff,  in  different  parts  of  his  specification, 
calls  his  "improvement,"  his"  system,"  and  his  "inven- 
tion," consists  in  providing  one  or  more  blank  books,  re- 
sembling common  scrap-books,  of  which  each  page  will  hold 
a  bond  and  its  coupons,  and  has  a  heading  describing  the 
bond,  and  all  the  pages  are  numbered  and  ruled  into  spaces, 
in  which  the  bonds  and  thecoui)ons,  on  being  presented  and 
paid,  may  be  pasted  in  the  order  of  their  numbers — ^the 
bonds  on  the  successive  i)ages,  and  the  coupons  of  each 
bond  on  the  same  page  with  it — or,  when  any  bond  or  cou- 
pon is  paid  without  being  surrendered,  memoranda  concern- 
ing it  may  be  made.  The  claim  is  for  the  so  preserving,  fil- 
ing and  verifying  of  the  bonds  and  coupons,  and  for  the 
book  so  constructed  and  used. 

If  upon  the  face  of  the  specification  this  could  be  consid- 
ered as  an  "art,  machine,  manufacture,  or  composition  pt 
matter,"  within  the  meaning  of  the  patent  laws,  (upon  which 
we  express  no  opinion,)  it  is  quite  clear  tliat,  in  the  state 
of  previous  knowledge  upon  the  subject,  there  was  no  pat- 
entable novelty  in  the  plaintiff's  scheme ;  inasmuch  as  the 
only  difference  between  it  and  the  earlier  scheme  of  Warren 
was  that  in  Warren's  books  there  was  no  place  for  the 
bonds,  and  the  coupons  were  grouped  according  to  their 
dates  of  payment,  instead  of  being  grouped  together  with 
the  bonds  to  which  they  respectively  belonged.  The  pro- 
viding of  spaces  for  the  bonds,  and  the  change  in  the  order 
of  arrangement  of  the  coupons,  cannot,  upon  the  most  lib- 
eral construction  of  the  patent  laws,  be  held  to  involve  any 
invention. 

Decree  reversed^  and  case  remandedto  the  Oircuit  dmrt, 
vyith  directions  to  dismiss  the  Mil;  the  original  plaifUiff 
to  pay  the  costs  in  both  courts. 

1S4  V.  8.  604-605. 
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latent  In  mult  i 

No.  63,419.    Munson,  F.    April  2,  1867.    Bond  and  Cou- 
pon Register. 

Othbb  Suits  ox  Samb  Patent  : 

Munson  v.  City  of  New  York,  1880.     18  Blatch.  937  ;  5  Ban.  A 

Ard.  486  ;  3  Fed.  Rep.  338. 
Hunson  v.  City  of  New  York,  1882.     20  Blatch.  358 ;  11  Fed. 

Rep.  72  ;  22  O.  O.  586. 
Jtf unson  V.  City  of  New  York,  1883.     21  Blatch.  342  ;  16  Fed.  Rep. 

560  ;  16  Reporter,  99. 
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Syllabus. 

WILLIAM  D.  ANDREWS  et  al.,  APPETJjAJJTS,   v. 

GEORGE  HOVEY.* 

194  U.  8.  604-719.    Oct.  Term,  1887. 

[Bk.  31,  L.  ed.  557 ;  42  O.  0. 1285.] 

Submitted  January  16,  1888.    Decided  February  20,  1888. 

Act  1839y  §  7  construed.  Conclusiveness  of  Patent  Office  action 
in  granting  a  patent  Public  use  and  sale  prior  to  application. 
Consent  and  allowance  of  inventor. 

1.  Act  1839,  §7,  construed  to  consist  of  two  clauses,  in  which  the  first 

clause  relates  to  the  particular  right  of  a  particular  defendant 
to  use  a  particular  machine,  manufacture,  or  composition  of 
matter  after  and  notwithstanding  the  grant  of  the  patent ;  and 
the  second  clause  relates  wholly  to  the  validity  of  the  patent. 
All  the  decisions  relating  to  this  section,  reviewed  in  their  rela- 
tion to  the  purchase,  sale,  or  use  of  the  invention  more  than 
two  years  before  the  applicf^tion  contained  in  the  second 
clause,     (p.  483.) 

2.  A  fraudulent  surreptitious  purchase  or  construction  or  use  of  an 

invention  prior  to  the  application  for  a  patent  probably  would 
not  affect  the  rights  of  the  patentee  under  section  1  of  the  Act 

of  1839.     (p.  490.} 

3.  The  fact  that  in  an  interference  in  the  Patent  Office,  where  the 

question  has  been  distinctly  raised,  a  patent  was  issued  to 
Oreen  with  the  knowledge  on  the  part  of  the  Patent  Office, 
that  there  had  been  a  public  use  of  the  invention  more  than 
two  years  before  his  application,  is  not  controlling  upon  this 
.    Court,     (p.  498.) 

4.  The  promulgation  and  enforcement  of  a  rule  of  the  Patent  Of- 

fice, that  the  patent  would  not  be  granted  if  the  invention  had 
been  in  public  use  or  on  sale,  with  the  consent  or  allowance  of 
the  inventor,  for  more  than  two  years  before  his  application, 
cannot  be  regarded  as  having  the  effect  of  a  judicial  or  authori- 
tative adjudication  of  the  question,     (p.  498.) 

*Bee  Explanation  of  Notes,  page  III. 
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5.  The  argument  sought  to  be  founded  upon  the  various  phases 

sumed  by  the  provisions  of  the  Act  of  July  8,  1870,  in  its  pas- 
sage  through  the  two  houses  of  Congress  is  very  unsafe  and 
unreliable  as  a  basis  of  judicial  action,  particularly  when  the 
only  inference  to  be  drawn  is  one  as  to  what  view  Congress 
took  of  the  Act  of  1839  in  enacting  the  Act  of  1870.   (p.  499.) 

6.  No  question  arising  in  a  patent  suit  reviewable  in  this  Court  can 

be  regarded  as  finally  settled,  so  as  to  establish  the  law  for  like 
cases,  until  it  has  been  determined  in  this  Court.  The  Circuit 
Courts  having,  in  several  instances,  held  that  under  section  7, 
Act  1839,  a  patent  was  not  invalid  by  a  public  use  and  sale  with- 
out the  consent  and  allowance  of  the  inventor,  these  decisions 
are  not  controlling  in  the  Supreme  Court  of  the  United 
States  where  no  direct  adjudication  has  been  made  by  that 
court  upon  the  particular  point,     (p.  499.) 

7.  The  practice  adopted  by  an  Executive  Department  of  the  Grov- 

emment  does  not  apply  to  the  validity  of  patents  by  reason  of 
pre-existing  acts  or  omissions  of  the  inventor  of  the  charac- 
ter involved  in  this  suit,  but  is  properly  a  judicial  question, 
(p.  600.) 

8.  The  determination  of  questions  like  those  involved  here  by  the 

Conmiissioner  of  Patents  in  the  grant  of  a  patent,  is  not  con- 
clusive upon  the  courts  as  to  the  questions  respecting  the  vali- 
dity of  such  patents,  and  much  less  so  as  regards  other  pat- 
ents,    (p.  600.) 

9.  The  seventh  section  of  the  Act  of  1839  includes  a  process  as 

well  as  ''  a  machine,  manufacture,  or  composition  of  matter." 
(p.  600.) 

10.  Under  sections  6,  7  and  16,  of  the  Act  of  1836,  in  connection 

with  section  7  of  the  Act  1839,  purchase,  sale,  or  use  of  the  in- 
vention more  than  two  years  before  the  application,  without 
regard  to  the  consent  or  allowance  of  the  inventor,  renders  the 
patent  invalid,     (p.  601.) 

[CitatioDB  in  the  opinion  of  the  ooart :] 

Andrews  v.  Hovey,  123  U.  S.  267.     [p.  268  ajrfc.]    pp.  481,  482. 
Eames  o.  Andrews,  122  U.  8.  40.     [p.  98  aiae,'\    p.  482. 
Kendall  v.  Winaor,  21  How.  322  [7  Am.  A  Eng.  1.]    pp.  483,  487. 
McClarg  v.  Kingsland,  1  How.  202  [4  Am.  &  Eng.  382.]    p.  484. 
Pierson  v.  Eagle  Screw  Co.,  3  Story,  402.    p.  485. 
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HoTey  V.  SteveDS,  1  Wood.  A  M.  290.    p.  486. 
PittB  V.  Hall,  2  Blatch.  229.    p.  486. 
McCormick  v.  Seymour,  2  Blatch.  240.    pp.  486,  487. 
Sargent  v.  Seagrave,  2  Cnrt.  553.    p.  487. 
Pennock  v.  Dialogue,  2  Pet.  1  [4  Am.  &  Eng.  217.]    p.  489. 
Shaw  V.  Ck>oper,  7  Pet  292  [4  Am.  &  Eng.  286.]    p.  489. 
Sanders  v  Logan,  2  Fish.  Pat  Cas.  167.    p.  491. 
American  Hide  Co.  v.  American  Tool  Co.,  4  Fish.  284.    p.  491. 
-    McMillan  v.  Barclay,  5  Fish.  Pat  Cas.  189.    p.  491. 
Russell  &  Erwin  Co.  o.  Mallory,  10  Blatch.  140.    p.  492. 
Jones  V.  Sewell,  3  Cliff.  563.    p.  492. 

Klein  v.  RusseU,  19  Wall.  433  [9  Am.  h  Eng.  244.]    p.  493. 
Henry  v.  Francestown  Co.,  2  Ban.  &  Ard.  221.    p.  494. 
Consolidated  Fruit  Jar  Co.  r.  Wright,  94  U.  S.  92  [11  Am.  &  Eng.  46.  ]  p.  494- 
Eelleher  v.  Darling,  4  Cliff.  424.    p.  494. 
Henry  v.  Providence  Tool  Co.,  3  Ban.  A  Ard.  501.    p.  494. 
Draper  v.  Wattles,  3  Ban.  &  Ard.  618.    p.  495. 
Bates  V.  Coe,  98  U.  S.  31  [12  Am.  A  Eng.  ;L50.]    p.  495. 
Henry  i;.  Francestown  Co.,  5  Ban.  &  Ard.  108.    p.  495. 
Graham  o.  McCormick,  10  Biss.  39.    p.  496. 
Brickill  V.  The  Mayor,  18  Blatch.  273.    p.  496. 
McUurg  V,  Eingsland,  1  How.  202  [4  Am.  &  Eng.  382.]    p.  496^ 
Campbell  v.  The  Mayor,  20  Blatch.  67.    pp.  496,  497. 
Davis  V.  Fredericks,  21  Blatch.  556.    p.  496. 
Heath  v.  Hildreth,  1  MacA.  12.    p.  497. 
Arnold  o.  Bishop,  1  MacA.  27.    p.  497. 
Hunt  V.  Howe,  1  MacA.  366.    p.  497. 
Rngg  o.  Haines,  2  MacA.  420.    p.  497. 
Mowry  v.  Barber,  1  MacA.  563.    p.  497. 
Carroll  v.  Gambrill,  1  MacA.  581.    p.  497. 
Ellithorp  V.  Robertson,  1  MacA.  586.    p.  497. 

Appeal  from  a  judgment  of  the  Circuit  Court  of  the 
United  States  for  the  Southern  District  of  Iowa  deciding  the 
patent  known  as  the  ''Driven  Well  Patent"  to  be  invalid. 

On  petition  for  a  rehearing. 

The  case  is  reported  in  123  U.  S.  267  [p,  268  a7Ue.\ 

Messrs,  Joseph  C.  Clayton  and  Anthony  Q.  Kea^hey^ 
for  appellants^  petitioners : 

A  plain  omission  and  mistake  has  been  made.  The  very 
point  of  the  decree  had  been  decided  the  other  way  by  this 
court. 

Kendall  v.  Winsor,  21  How.  322  [7  Am.  &  Eng.  1 ;]  An- 
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drews  v.  Carman,  13  Blatch.  307;  Andrews  v.  Cross,  19 
Blatch.  294 ;  Klein  v.  Russell,  19  Wall.  433  [9  Am.  &  Eng. 
244 ;]  Seymour  r.  McCormick,  16  How.  486  [6  Am.  &  Eng. 
200 ;]  Bates  «.  Coe,  98  U.  S.  46  [12  Am.  &  Eng.  160 ;]  Pier- 
son  t.  Eagle  Screw  Co.,  3  Story,  406 ;  Wright  v.  Sill,  2  6lack, 
644 ;  Elizabeth  v.  Am.  Nich.  Pavement  Co.,  97  U.  S.  126  [11 
Am.  &  Eng.  614 ;]  Smith  &  G.  Mnfg.  Co.  v.  Sprague,  123  U. 
249  [p.  243  ante.] 

Two  years'  use  in  public  of  an  invention  before  applica- 
tion is  not  a  bar  to  a  patent,  unless  such  use  be  with  the  con- 
sent or  allowance  of  the  inventor. 

Heath  v.  Hildreth,  1  MacArth.  Pat.  Cas.  20 ;  Arnold  v. 
Bishop,  Id.  34 ;  Hunt «.  Howe,  Id.  373 ;  Pennock  v.  Dialogue, 
2  Pet.  1  [4  Am.  &  Eng.  217 ;]  Rugg  v.  Haines,  1  MacArth. 
Pat.  Cas.  422  ;  Mowry  v.  Barber,  Id.  666 ;  Carroll  ».  Gambrill, 
Id.  683 ;  EUithorp  v.  Robertson,  Id.  693 ;  Blackinton  v. 
Douglass,  Id.  622  ;  Justice  v.  Jones,  Id.  636 ;  Wickersham 
V.  Singer,  Id.  645 ;  Savary  v.  Lauth,  Id.  691 ;  Spear  v.  Belson, 
Id.Q99 ;  Hovey  v.  Stevens,  1  Wood.  &  M.  290 ;  Sargent  v. 
Seagrave,  2  Curt.  666 ;  Pierson  v.  Eagle  Screw  Co.,  3  Story, 
406 ;  Sanders  v.  Logan,  2  Pish.  Pat.  Cas.  167 ;  Howes  v.  Mc- 
NeaJ,  3  Ban.  &  Ard.  376 ;  Smith  v.  Goodyear  Dental  Vulca- 
nite Co.,  93  U.  S.  486  [11  Am.  &  Eng.  1 ;]  Godfrey  v. 
Eames,  1  Wall.  317  [7  Am.  &  Eng.  174 ;]  Draper  v.  Wat- 
ties,  3  Ban.  &  Ard.  618 ;  Campbell  v.  Mayor  of  N.  Y.,  20 
Blatch.  67 ;  McCormick  v.  Seymour,  2  Blatch.  264. 

A  public  use  or  sale,  to  defeat  the  right  of  an  inventor  to 
a  patent,  must  have  been  for  the  period  prescribed,  with  his 
consent  and  allowance. 

Pierson  v.  Eagle  Screw  Co. ,  3  Story,  406  ;  Bates  v.  Coe, 
supra ;  Kelleher  v.  Darling,  4  Cliflf.  441 ;  Davis  v.  Freder- 
icks, 21  Blatch.  657 ;  Brickill  v.  Mayor  of  N.  Y.,  18  Blatch. 
273 ;  Henry  v.  Prancestown  Soapstone  Stove  Co.,  2  Ban.  & 
Ard.  221;  Egbert  v.  lippmann,  104  U.  S.  333  [13  Am.  & 
Eng.  273 ;]  Henry  v.  Providence  Tool  Co.,  3  Ban,  &  Ard. 
613. 

After  a  statute  has  been  settled  by  judicial  construction 
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the  construction  becomes,  so  fax  as  contract  rights  acquired 
under  it  are  concerned,  as  much  a  part  of  the  statute  as  the 
text  itself. 

Douglass  V.  Pike  County,  101  U.  S.  677. 

Long,  uninterrupted  practice  under  a  statute  is  good  evi- 
dence of  its  construction. 

McKeen  v.  DeLancy,  5  Cranch,  22;  Brown  v.  U.  S., 
113  U.  S.  568 ;  The  Laura,  114  U.  S.  411 ;  Edwards  v. 
Darby,  12  Wheat.  206 ;  Atkins  v.  Fiber  Disintegrating  Co., 
18  Wall.  301 ;  Smythe  v.  Fiske,  23  Wall.  382 ;  U.  S.  v. 
Pugh,  99  U.  S.  265 ;  U.  S.  v.  Moore,  95  U.  S.  763 ;  U.  S.  v. 
Bank  of  North  Carolina,  6  Pet.  29  ;  U.  S.  v,  Alexander,  12 
Wall.  177 ;  Peabody  v.  Stark,  16  Wall.  240 ;  Hahn  v.  U.  S., 
]  07  U.  S.  402 ;  Stuart  v.  Laird,  1  Cranch,  308 ;  Burrow-Giles 
Lithographic  Co.  v.  Sarony,  111  U.  S.  57. 

Mr.  George  Ticknor  Curtis  filed  supplemental  brief,  and 
Mr.  Albert  H.  Walker  suggestions,  in  support  of  petition. 

Mr.  Justice  Blatchfoed  delivered  the  opinion  of  the 
court: 

This  is  a  i)etition  by  the  appellants  in  the  case  of  Andrews 
V.  Hovey,  reported  in  123  U.  S.  267  [p.  268  ante^^  for  a  rehear- 
ing of  that  case  upon  the  2)oints  upon  which  the  decision 
was  based. 

The  suit  was  a  suit  in  equity,  brought  by  the  appellants 
for  the  infringement  of  reissued  letters  jyatent,  No.  4,372, 
granted  to  Nelson  W.  Green,  one  of  the  appellants,  May  9, 
1871,  for  an  "improvement  in  the  method  of  constructing 
artesian  wells,"  the  original  patent.  No.  73,425,  having  been 
granted  to  said  Green,  as  inventor,  January  14,  1868,  on  an 
application  filed  March  17,  1866.  The  Circuit  Court  had 
dismissed  the  bill  on  the  ground  of  the  invalidity  of  the 
patent.  The  plaintiffs  appealed,  and  this  court  affirmed  the 
decree.  In  its  opinion  it  was  said :  "The  patent  is  famil- 
iarly known  as  the  driven  well  patent.  The  specifications 
and  drawings  of  the  original  and  reissued  patents  are  set 
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forth  in  the  opinion  of  this  court  in  Eames  v.  Andrews,  122 
U.  S.  40  [p.  98  ante.]  Numerous  defences  are  set  up 
in  the  answer  in  the  present  case,  and  voluminous  proofs 
have  been  taken  in  respect  to  those  defences;  but  it  is 
necessary  to  consider  only  one  of  them,  which  in  our  view 
is  fatal  to  the  validity  of  the  patent,  and  that  is,  that  the 
invention  was  used  in  public,  at  Cortland,  in  the  State  of 
New  York,  by  others  than  Green,  more  than  two  years  be- 
fore the  application  for  the  patent.  The  brief  of  the  appel- 
lants concedes  that  it  is  shown  in  this  case  that  other  per- 
sons than  Green  put  the  invention  into  public  use  more  than 
two  years  before  his  application  was  filed.  It  is  contended 
for  the  appellants  that  this  was  done  without  his  knowledge, 
consent,  or  allowance.  The  api)ellee  contends  that  such 
knowledge,  consent,  or  allowance,  was  not  necessary  in  order 
to  Invalidate  the  patent,  while  the  api>ellants  contend  that 
it  was  necessary.  The  whole  question  depends  upon  the 
proper  construction  of  §  7  of  the  Act  of  March  3,  1839,  5 
Stat.  354,  interpreted  in  connection  with  §§  6,  7,  and  16  of 
the  Act  of  July  4,  1836,  5  Stat.  119,  123."  123  U.  S.  269 
[p.  268  ante.] 

Our  decision  was,  that  the  i)atent  was  invalid,  because  the 
invention  covered  by  it  had  been  in  public  use  more  than 
two  years  before  Green  applied  for  the  patent,  without  ref- 
erence to  the  question  whether  he  consented  to  such  use  or 
not.  The  views  which  led  to  this  conclusion  were  set  forth 
at  length  in  the  opinion,  and  a  further  consideration  of 
them,  in  the  light  of  the  arguments  presented  on  this  appli- 
cation for  a  rehearing,  has  only  served  to  confirm  us  in  the 
conviction  that  they  were  correct.  But,  as  the  briefs  of 
counsel  in  support  of  the  application  proceed  upon  the 
ground  that  certain  views  and  authorities,  which  they  think 
bear  upon  the  question  involved,  were  not  presented  to  us 
upon  the  original  hearing,  we  deem  it  proi)er  to  state  the 
reasons  for  our  adherence  to  our  conclusion. 

The  main  proposition  urged  by  the  counsel  for  the  appel^ 
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lants  is,  that  the  question  involved  was  adjudged  by  this 
court  in  accordance  with  their  views,  in  the  case  of  Kendall 
V.  Winsor,  21  liow.  322  [7  Am.  &  Eng.  1,]  decided  in  1858. 
In  the  same'  connection,  other  authorities,  which,  it  is 
alleged,  were  not  cited  by  counsel  on  the  former  hearing, 
are  presented.  It  is  also  urged  that  the  court  omitted  to 
give  due  weight  to  what  is  said  to  be  the  current  of  execu- 
tive and  judicial  authority  in  favor  of  the  construction  upon 
which  the  api>ellants  rely ;  and  that  the  7th  section  of  the 
Act  of  1839  does  not  apply  to  the  patent  in  question,  be- 
cause it  is  a  patent  for  a  process. 

The  question  involved  arises  upon  the  second  clause  of  § 
7  of  the  Act  of  1839,  which  section  was  in  these  words : 
"  That  every  person  or  corporation  who  has,  or  shall  have, 
purchased  or  constructed  any  newly-invented  machine, 
manufacture,  or  composition  of  matter,  prior  to  the  appli- 
cation of  the  inventor  or  discoverer  for  a  patent,  shall  be 
held  to  possess  the  right  to  use,  and  vend  to  others  to  be 
used,  the  specific  machine,  manufacture,  or  composition  of 
matter  so  made  or  purchased,  without  liability  therefor  to  the 
inventor,  or  any  other  person  interested  in  such  invention  ; 
and  no  patent  shall  be  held  to  be  invalid  by  reason  of  such 
purchase,  sale,  or  use  prior  to  the  application  for  a  patent 
as  aforesaid,  except  on  proof  of  abandonment  of  such  in- 
vention to  the  public ;  or  that  such  purchase,  sale,  or  prior 
use  has  been  for  more  than  two  years  prior  to  such  applica- 
tion for  a  patent." 

This  section  contains  two  clauses,  all  that  precedes  the 
first  semicolon  being  the  first  clause,  and  all  that  comes  after 
the  first  semicolon  being  the  second  clause.  The  first  clause 
relates  to  the  right  of  a  person,  as  against  a  suit  by  the  pat- 
entee for  infringement,  to  use  and  sell  the  specific  machine, 
manufacture  or  composition  of  matter  purchased  or  con- 
structed prior  to  the  application  for  the  patent,  and  the  use 
of  which  would  otherwise  be  a  violation  of  the  patent.  The 
second  clause  relates  to  the  effect  upon  the  validity  of  the 
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patent,  of  such  purchase,  sale,  or  use  prior  to  the  applica- 
tion. The  questions  involved  in  the  two  clauses  are  quite 
diflferent.  The  first  clause  relates  to  the  particular  right  of 
a  particular  defendant  to  use  a  jyarticular  machine,  manu- 
facture, or  composition  of  matter  after  the  grant  of  the  pat- 
ent, and  notwithstanding  its  grant,  and  in  no  manner  relates 
to  the  validity  or  invalidity  of  the  patent.  The  second 
clause  relates  wholly  to  the  validity  of  the  patent.  Most  of 
the  authorities  laid  before  us  and  relied  upon  on  the  present 
application  relate  entirely  to  the  first  clause  of  the  section. 

The  first  case  in  which  the  7th  section  of  the  Act  of  1839 
appears  to  have  come  under  consideration  in  this  court  was 
that  of  McClurg  v.   Kingsland,    1   How.    202  [4  Am.  & 
Eng.  382,]  decided  in  1843.    But  that  was  a  case  which 
involved  only  the  first  clause  of  the  section.    The  patent 
was  for  an  improvement  in  the  mode  of  casting  chilled 
rollers.    It  was,  therefore,  a  patent  for  an  improvement  in  a 
process.    The  patentee  invented  it  while  he  was  a  workman 
in  the  employ  of  the  defendants.    They  put  it  into  use  in 
their  business.    He  left  their  employment,  and  then  applied 
for  and  obtained  his  patent.    His  assignees  sued  the  defend- 
ants in  an  action  at  law  for  continuing  to  use  the  improve- 
ment.   There  was  a  verdict  for  the  defendants,  upon  the 
ground  that,  by  reason  of  their  unmolested,  notorious  use 
of  the  invention  before  the  application  for  the  patent,  they 
had  a  right  to  continue  to  use  it,  under  the  provision  of  the 
first  clause  of  the  7th  section.    The  judgment  for  the  de- 
fendants was  affirmed  by  this  court  upon  that  ground.    I# 
held  that  the  defendants  were  on  the  same  footing  as  if  they 
had  had  from  the  inventor  a  sx)ecial  license  to  use  his  inven- 
tion, given  before  he  applied  for  his  patent,  and  that  the 
first  clause  of  the  7th  section  extended  to  the  invention  or 
thing  patented  in  that  case,  although  it  consisted  of  a  new 
mode  of  operating  an  old  machine,  as  contradistinguished 
from  a  patent  for  a  machine.    The  court  distinctly  held  that 
the  words  ' '  newly  invented  machine,  manufacture,  or  com- 
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position  of  matter, "  and  the  words  "such  invention,"  in  the 
first  clause  of  the  7th  section,  meant  the  invention  pat- 
ented ;  and  that  the  words  "  the  specific  machine,  manufac- 
ture, or  composition  of  matter"  means  the  thing  invented, 
the  right  to  which  w^as  secured  by  the  patent.  We  see 
nothing  in  this  case  which  sustains  the  position  of  the  ap- 
pellants. 

The  first  reported  case  in  a  Circuit  Court,  involving  any 
part  of  the  7th  section,  is  that  of  Pierson  v.  Eagle  Screw 
Co.,  3  Story,  402,  in  1844,  in  the  Circuit  Court  for  the  Dis- 
trict of  Massachusetts,  before  Mr.  Justice  Story.    That  was 
a  case  which  involved  only  the  first  clause  of  the  section. 
The  defendant  had,  prior  to  the  patentee's  application  for 
his  patent,  purchased  the  right  to  use  a  certain  number  of 
machines  embracing  the  patented  improvement,  from  the 
assignee  of  an  independent  inventor  thereof,  and  claimed 
the  right,  under  the  7th  section,  to  use  the  machines  which 
it  had  actually  in  operation,  notwithstanding  the  fact  that 
the  patentee  was  the  first  inventor.    The  Circuit  Court 
charged  the  jury  that  the  first  clause  of  the  7th  section  did 
not  confer  such  right  ui)on  the  defendant,  because  there  was 
no  license  or  consent  by  the  patentee,  as  inventor,  to  the 
use  of  the  machines  by  the  defendant.    In  considering  that 
question,  the  court  observed,  in  regard  to  the  second  clause 
of  the  7th  section,  that  it  limited  the  right  to  apply  for  a 
patent  to  the  period  of  two  years  after  the  inventor  had 
sold  his  invention  or  allowed  it  to  be  used  by  others.     But 
the  second  clause  was  not  directly  in  judgment  in  the  case. 
This  observation  on  the  subject  appears  to  have  been  the 
origin  of  much  that  has  been  said  on  the  question  in  subse- 
quent cases,  for  this  case  of  Pierson  v.  Eagle  Screw  Co.  is 
generally  cited  as  the  leading  authority  in  favor  of  th^  posi- 
tion taken  by  the  appellants. 

In  Hovey  v.  Stevens,  1  Woodb.  &  Minot,  290,  in  the  Cir- 
cuit Court  for  the  District  of  Massachusetts,  in  1846,  before 
Mr.  Justice  Woodbury,  a  motion  was  made  for  a  prelimi- 
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nary  injunction  on  a  patent  granted  to  Hovey.  The  ques- 
tion arose  whether  Stevens  did  not  himself,  before  Hovey 
obtained  his  patent,  discover  or  construct  the  patented  in- 
vention. The  court  considered  the  question  whether  Ste- 
vens had  not  obtained  a  knowledge  of  Hovey' s  invention 
through  a  workman  in  his  employ,  who  had  previously 
been  in  the  employ  of  Hovey  and  had  used  the  improve- 
ment, and  whether  Stevens  did  not  copy  the  improvement 
from  Hovey' s,  without  Hovey' s  consent,  and  before  Hovey 
made  his  machine  public  or  sold  it.  The  court  ob- 
served that,  in  such  a  case,  the  use  of  the  machine  by 
Stevens,  though  begun  before  Hovey  obtained  his  patent, 
would  be  a  use  by  fraud,  not  contemplated  and  saved  under 
the  7th  section  of  the  act  of  1839.  The  question  was  solely 
as  to  the  right  of  Stevens  to  continue  to  use  the  machine 
which  he  had  so  begun  to  use  before  Hovey  obtained  his 
patent.  The  court  declined  to  determine  the  question  of 
fact  involved,  as  an  action  at  law,  to  be  tried  by  a  jury,  for 
a  violation  of  the  patent,  between  the  same  parties,  was  then 
pending,  and  refused  to  grant  the  injunction.  As  appears 
by  the  report  of  the  case  of  Hovey  v.  Stevens,  3  Woodb.  & 
Minot,  17,  32,  the  bill  in  equity  was  dismissed  and  the  jury 
case  was  tried,  and  the  plaintiff  was  non-suited  upon  grounds 
not  involving  those  considered  on  the  motion  for  the  pre- 
liminary injunction. 

The  next  case  cited  is  Pitts  v.  Hall,  2  Blatchford,  229,  in 
1861,  in  the  Circuit  Court  for  the  Northern  District  of  New 
York,  before  Mr.  Justice  Nelson  and  Judge  Conkling.  In 
that  case  the  only  questions  were,  whether  the  patentee  had 
forfeited  his  right  to  his  invention  by  using  it  in  public 
more  than  two  years  prior  to  his  application,  or  whether 
such  use  by  him  was  only  experimental,  with  a  view  to 
further  improvements ;  and  also  whether  he  had  dedicated 
or  abandoned  his  invention  to  the  public  use.  The  case  in 
no  manner  involved  the  question  before  us. 

In  McCormick  v.  Seymour,  2  Blatchford,  240,  in  1861,  in 
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the  Circuit  Court  for  the  Northern  District  of  New  York, 
before  Mr.  Justice  Nelson,  the  points  involved  related 
wholly  to  the  acts  of  the  patentee  himself,  more  than  two 
years  prior  to  his  application,  in  respect  to  his  own  use  iu 
public  of  the  patented  improvement ;  and  to  the  qaeetion 
of  his  abandonment  of  the  invention  to  the  public  within 
the  two  years.  The  jury  having  failed  to  agree  upon  a  ver- 
dict, the  case  was  again  tried,  and  resulted  in  a  verdict  and 
judgment  for  the  plaintiff,  thus  overmling  the  defences  set 
up.  At  December  Term,  1863,  this  coart  reversed  the  judg- 
ment on  the  question  of  damages,  but  it  approved  the  rul- 
ings below  on  the  above  points.  Seymour  v.  McCormick, 
16  How.  480  [6  Am.  &  Eng.  200.] 

The  case  of  Sargent  v.  Seagrave,  3  Curtis,  653,  in  1855,  in 
the  Circuit  Court  for  the  District  of  Massachusetts,  before 
Mr.  Justice  Curtis,  involved  only  the  questions,  on  a  mo- 
tion for  a  preliminary  injunction,  of  the  exclnsive  posses- 
sion of  the  right  by  the  patentee,  and  the  acquiescence  of 
the  public  therein,  after  the  issue  of  the  patent,  for  the 
period  of  about  two  years,  and  its  acquiescence  in  the  claim 
of  the  patentee  to  a  right  under  a  caveat,  for  about  two 
years  before  the  date  of  the  patent. 

Then  came  the  case  of  Kendall  v.  Winsor,  31  How.  322 
[7  Am.  &  Eng.  1,]  decided  by  this  court  at  December  Term, 
1858.  It  was  a  writ  of  error  to  the  Circuit  Court  for  the 
District  of  Rhode  Island,  where  the  case  was  tried  before 
Mr.  Justice  Curtis  and  a  jury.  The  suit  was  an  action  at 
law  for  damages  for  the  infringement  of  a  patent  granted  to 
Winsor,  who  had  a  verdict  and  a  judgment.  The  partica- 
lar  question  in  the  case  arose  wholly  under  the  first  clause 
of  the  7th  section  of  the  Act  of  1839.  The  defendants 
claimed  a  right  to  use  certain  specific  machines  under  that 
clause.  The  application  for  the  patent  was  made  in  No- 
vember, 1864.  Prior  to  that  time,  the  defendants  had  con- 
stmcted  one  machine  containing  the  patented  invention, 
and  they  constructed  others  in  the  autumn  of  1854.    In  the 
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coarse  of  that  faU,  Winsor  had  knowledge  that  the  defend- 
ants had  built,  or  were  building,  one  or  more  machines  like 
bis  invention,  and  did  not  interpose  to  prevent  them.  Win- 
sor had  completed  in  1849  four  machlDes  containing  the 
patented  improvements,  and  had  made  on  them  articles  which 
he  had  sold.  But  he  kept  the  machines  from  the  view  of 
the  public,  allowed  none  of  the  hands  employed  by  him  to 
introduce  persons  to  view  them,  and  tbe  hands  pledged 
themselvee  not  to  divulge  the  invention.  Among  those 
hands  was  one  Aldridge,  who  left  the  plaintiff's  employ- 
ment in  the  autumn  of  1863,  and  Altered  into  an  arrange- 
ment with  the  defendants  to  copy  the  plaintiff's  machine 
for  them,  and  did  so,  and  the  defendants'  machines  were 
built  and  put  in  operation  by  Aldridge,  and  undw  his  su- 
perintendence, and  by  means  of  the  knowledge  which  he 
had  gained  while  in  the  plaintifTs  employment,  under  a 
pledge  of  secrecy.  On  the  basis  of  these  facts,  the  defend- 
ants' counsel  prayed  the  court  to  instruct  the  jury  that, 
under  the  7th  section  of  the  Act  of  1839,  if  the  jury  were 
satisfied  that  the  machines  for  the  use  of  which  the  defend- 
ants were  sued  were  constructed  and  put  in  operation  be- 
fore the  plaintiff  applied  for  his  patent,  then  the  defendants 
possessed  the  right  to  use,  and  vend  to  others  to  be  used, 
the  specific  machines  made  or  purchased  by  them,  without 
liability  therefor  to  the  plaintiff.  The  court  did  not  grant 
this  prayer,  but  instructed  the  jury  that,  if  Aldridge,  under 
a  pledge  of  secrecy,  obtained  knowledge  of  the  plaintiff's 
machine,  and  thereupon,  at  the  instigation  of  the  defend- 
ants, and  with  a  knowledge  on  their  part  of  the  aurrepti- 
tionsness  of  his  acts,  constructed  machines  for  the  defend- 
ants, they  would  not  have  the  right  to  continue  to  use,  the 
same  after  the  date  of  the  plaintiff's  patent ;  but  that,  if 
the  defendants  had  the  machines  constmcted  before  the 
plaintiff  applied  for  his  patent,  under  the  belief,  authorized 
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the  patent,  and  the  plaintiJS  coula  not  recover.    It  w    i 
this  state  of  the  case  that  the  question  came  before 
court.    The  first  clause  of  the  7th  section  was  the  onl 
involved  in  the  instruction  asked  for  and  in  that  abo 
cited  as  given.    This  court  affirmed  the  judgment  an 
propriety  of  the  action  of  the  Circuit  Court.     In  its  op:   : 
it  observed  that  inventors  were   '^entitled  to  prot<   i 
against  frauds  or  wrongs  practiced  to  pirate  from  thei 
results  of  thought  and  labor ;"  that  '^  The  shield  of  thi   | 
tection  has  been  constantly  interposed  between  the  inv  i 
and  fraudulent  si)oliator  by  the  courts  of  England 
most  signally  and  effectually  has  this  been  done  b^ 
court,  as  is  seen  in  the  cases  of  Pennock  v.  Dialogue,  S  I 
1  [4  Am.  &  Eng.  217,]  and  of  Shaw  v.  Cooper,  7  Pet.  J 
Am.  &  Eng.  286."]    The  opinion  of  the  court  treate< 
case  as  one  in  which  the  rights  of  Winsor  could  not  b 
fected,  because  the  knowledge  of  the  invention  had    i 
surreptitiously  obtained  and  communicated  to  the  pi 
and  went  on  to  remark  that  the  instruction  to  the  ju  ; 
circuit  was  in  strict  conformity  with  that  principle, 
with  the  doctrines  declared  in  Pennock  v.  Dialogue 
Shaw  V,  Cooper.    It  closed  the  opinion  by  saying :     "  i 
instruction  diminishes  or  excludes  no  proper  ground  i 
which  the  conduct  and  intent  of  the  plaintiff  belon 
evinced  either  by  declarations  or  acts,  or  by  omissio  ; 
speak  or  act,  and  on  which  also  the  justice  and  integri  ; 
the  conduct  of  the  defendants,  were  to  be  examined  am 
termined.    It  submitted  the  conduct  and  intentions  of  : 
plaintiff  and  defendants  to  the  jury,  as  questions  of  fa ; 
be  decided  by  them,  guided  simply  by  such  rules  of  la  i 
had  been  settled  with  reference  to  issues  like  the  one  b( 
them ;  and  upon  those  questions  of  fact  the  jury  hav( 
sponded  in  favor  of  the  plaintiff  below,  the  def endan  I 
error.    We  think  that  the  rejection  by  the  court  of 
prayers  offered  by  the  def  endants  at  the  trial  was  warra] 
by  the  character  of  those  prayers,  as  having  a  tendenc; 
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narrow  the  inquiry  by  the  jury  to  an  imperfect  and  partial 
view  of  the  case,  and  to  divert  their  minds  from  a  full  com- 
prehension of  the  merits  of  the  controversy." 

It  is  thus  seen,  that  this  case  not  only  turned  upon  aright 
claimed  wholly  under  the  first  clause  of  the  7th  section,  but 
that  it  was  held  that  a  fraudulent,  piratical,  and  surrepti- 
tious purchase  or  construction  of  a  machine,  like  that  shown 
in  that  case,  was  not  such  a  purchase  or  construction  as  was 
covered  by  the  first  clause  of  the  7th  section.  The  decision 
in  that  case  does  not  affect  the  one  now  before  the  court. 

It  may  well  be  that  a  fraudulent,  surreptitious,  and  pirati- 
cal purchase  or  construction  or  use  of  an  invention  prior  to 
the  application  for  the  patent  would  not  affect  the  rights  of 
the  patentee  under  either  clause  of  the  7th  section ;  but  the 
present  is  not  such  a  case  as  that  which  existed  in  Kendall 
V.  Winsor.  In  the  use  of  driven  wells  in  public,  at  Cort- 
land, by  others  than  Green,  more  than  two  years  before  his 
application,  we  see  nothing  in  the  evidence  under  which 
such  use  can  properly  be  characterized  as  fraudulent,  pirati- 
cal, or  surreptitious.  Green's  invention  was  made  in  1861. 
The  brief  of  the  appellants  at  the  former  hearing  contained 
this  statement :  ^'  But  it  is  not  denied  that  in  this  case  there 
is  proof  that  after  the  invention  by  Green  in  1861,  and  his 
public  exhibition  of  it  in  Cortland,  the  rumor  of  it  spread, 
and  the  value  of  it  became  apparent,  and  other  persons, 
without  Green's  consent  and  allowance,  did  put  the  inven- 
tion into  public  use  without  his  knowledge."  The  applica- 
tion for  the  patent  was  made  March  17,  1866.  It  is  true 
that  the  driven  wells  thus  referred  to  were  constructed,  some 
by  Mudge  and  some  by  Suggett,  who  obtained  knowledge 
of  the  invention  from  Green.  It  is  admitted  in  the  appel- 
lants' brief  on  the  present  application  that,  subsequently  to 
Green's  invention,  and  more  than  two  years  prior  to  his  ap- 
plication, Suggett  put  down  four  driven  wells,  for  persons 
named  Coi)eland,  Seaman,  Foster,  and  Samson  respectively, 
and  Mudge,  five  wells,  for  persons  named  Pomeroy,  BoUes, 
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Bates,  Seaman,  and  Hicks,  respectively.  But  there  is  noth- 
ing that  indicates  in  regard  to  these  wells  fraud  or  piracy  or 
surreptitionsness,  in  the  sense  of  the  decision  in  Kendall  v. 
Winsor.  The  invention  was  made  by  Green  and  publicly 
exhibited,  the  rumor  of  it  spread  and  its  value  became  ap- 
parent, and  the  persons  for  whom  the  wells  so  put  down 
were  made,  had  them  constructed  during  the  time  when,  for 
five  years  after  the  invention,  Green  failed  to  apply  for 
a  patent.  Of  course,  Green,  from  the  moment  of  the  in- 
vention, had  an  inchoate  proi)erty  therein,  which  he  could 
complete  by  taking  a  patent.  The  first  clause  of  the  7th 
section  of  the  Act  of  1839  gave  to  the  persons  for  whom 
those  wells  were  constructed  a  right  to  use  them  without  the 
consent  of  Green,  and  the  second  clause  of  that  section  had 
the  effect  to  make  Green's  patent  invalid  because  of  the  use 
of  the  invention  by  those  persons  more  than  two  years  be- 
fore he  applied  for  his  patent. 

In  the  case  of  Sanders  v.  Logan,  2  Fisher's  Pat.  Cas.  167, 
in  1861 ,  in  the  Circuit  Court  for  the  Western  District  of 
Pennsylvania,  before  Mr.  Justice  Grier  and  Judge  McCand- 
less,  the  bill  was  dismissed  because  the  patentee  had  aban- 
doned his  invention,  and  because  it  had  been  publicly  used, 
with  his  knowledge,  consent,  and  approbation,  more  than 
two  years  prior  to  the  application  for  the  patent. 

In  the  case  of  American  Hide  Co.  v.  American  Tool  Co., 
4  Fisher's  Pat.  Cas.  284,  in  1870,  in  the  Circuit  Court  for 
the  District  of  Massachusetts,  before  Judge  Shepley,  the 
question  tried  was,  whether  the  invention  was  in  public  use 
or  on  sale,  with  the  knowledge  and  consent  of  the  in- 
ventor, more  than  two  years  before  he  applied  for  his  pat- 
ent, and  whether  he  had  abandoned  his  invention  to  the 
public  prior  to  his  application.  On  these  issues  the  jury 
found  for  the  defendants. 

In  McMillin  v,  Barclay,  6  Fisher's  Pat.  Cas.  189,  in  1871, 
in  the  Circuit  Court  for  the  Western  District  of  Pennsylva- 
nia, before  Judge  McKennan,  two  patents  were  involved. 

194  V.  8.  709-710. 


493  ANDREWS  v.  HOVEY.  [Sop.  Ct 

Opinion  of  tbe  oonrt. 

In  r^ard  to  one  of  them,  tiie  defence  was  that  the  patentee 
had  himself  used  the  InTentton  in  public  more  than  two 
years  before  he  applied  for  his  patent.  It  was  held  that, 
when  it  was  bo  used  it  was  a  complete  invention,  and  the 
patent  waa  held  to  be  invalid.  In  r^ard  to  the  other  pat- 
ent, the  defence  was  that  .of  abandonment  by  the  paten- 
tee Bnbseqnently  to  the  making  of  his  application,  the  ap- 
plication having  been  made  in  1856,  and  the  patent  having 
been  granted  in  1867,  and  the  invention  bavinggone  into  nee 
subseqaently  to  the  application.  The  defence  of  the  aban- 
donment of  the  invention  after  the  application  was  filed,  was 
overruled. 

In  Russell  &  Erwin  Co.  v.  Mallory,  10  Blatchford,  140,  in  . 
1872,  in  the  Circuit  Court  for  the  I^istrict  of  Connecticut, 
before  Judges  Woodruff  and  Shipman,  the  question  in- 
volved related  entirely  to  an  abandonment  of  the  invention 
and  to  the  effect  of  the  acts  of  the  patentee  within  two  years 
prior  to  the  application. 

In  Jones  D.  Sewall,  3  Clifford,  563,  in  1873,  in  the  Circuit 
Court  for  the  District  of  Massachusetts,  before  Mr.  Justice 
Clifford,  it  was  set  up  as  a  defence  that  the  several  improve- 
ments covered  by  the  patent  sued  on  were  in  public  use  and 
on  sale  more  than  two  years  before  the  patentee  made  his 
application  for  the  patent.  The  court  overruled  the  defence, 
holding  that  there  was  no  evidence  to  show  that  the  inven- 
tions, or  either  of  them,  were  in  public  use  or  on  sale  more 
than  two  years  before  the  inventor  applied  for  a  patent,  or 
for  any  shorter  period,  with  his  consent  and  allowance,  or 
that  he  had  any  knowledge  of  any  such  sale  or  public  use 
at  the  time  it  was  made ;  and  that,  on  the  contrary,  the  evi- 
dence showed  that  he  never  gave  his  consent  to  any  such 
sales,  and  that  he  constantly  asserted  tiiat  he  intended  to 
apply  fora  patent.  The  decision  was  placed  upon  the  ground, 
.  that  such  consent  and  allowance  were  necessary  to  the  in- 
validity of  the  patent.  This  was  a  direct  adjudication  upon 
the  point  involved  in  the  present  case. 
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In  Klein  v.  Rnssell,  19  Wall.  433  [9  Am.  &  Eng.  244,] 
at  October  Term^  1873,  the  defence  was  wanted  of  novelty. 
The  plaintiff  had  a  judgment  which  was  affirmed  by  this 
court.  At  the  trial,  the  defendant  requested  the  court  to 
charge  the  jury  :  ''  1st.  That  the  invention,  as  described  in 
the  patent  of  February,  1870,  is  the  treatment  of  bark- 
tanned  sheep  and  lambskins  by  the  employment  of  fat 
liquor,  and,  if  such  treatment  was  known  to  ethers,  and 
more  than  two  years  before  the  plaintifF  applied  for  his  pat- 
ent, his  patent  is  void."  He  also  requested  the  court  to  in- 
struct the  jury :  ''7th.  That,  if  fat  liquor  had  been  used 
substantially  in  the  manner  specified  in  the  plantifTs  pat- 
ent, for  the  purpose  of  rendering  any  kind  of  leather  soft 
and  supple,  more  than  two  years  before  the  plaintiff  applied 
for  a  patent,  the  plaintiff  cannot  recover,  even  though  it  had 
not  been  so  used  in  dressing  bark-tanned  lamb  or  sheep 
skins."  These  instructions  were  refused,  and  the  failure 
to  give  them  was  alleged  as  error.  The  defendant  in  error 
contended,  in  this  court,  that  the  first  request  did  not  cor- 
rectly or  fully  describe  the  invention ;  that  the  employment 
of  fat  liquor  merely  was  not  the  whole  of  the  invention,  but 
that  it  was  the  employment  of  fat  liquor  in  the  condition 
and  manner  described  in  the  specification  ;  and  that  the  re- 
fusal to  charge  the  seventh  request  was  proper. 

In  regard  to  the  first  request,  this  court  said,  that  the  in- 
struction was  properly  refused,  and  that  it  stated  inaccu- 
rately the  rule  of  law  which  it  involved.  The  court  added  : 
"A  patent  relates  back,  where  the  question  of  n6velty  is  in 
issue,  to  the  date  of  the  invention  and  not  to  the  time  of  the 
application  for  its  issue.  The  jury  had  already  been  suffi- 
ciently instructed  upon  the  subject.  The  instruction  as- 
sumes that  the  reissue  was  for  the  use  of  fat  liquor,  without 
reference  to  the  point  whether  it  were  hot  or  cold."  The 
court  then  proceeded  to  hold  that  the  two  claims  of  the  pat- 
ent sued  on  required  that  the  fat  liquor  should  be  heated, 
and  that,  therefore,  the  first  instruction  asked  was  improper. 
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It  is  quite  apparent  that  the  court  considered  only  the  issue 
of  novelty,  and  that  it  did  not  pass  upon  the  question 
involved  in  the  present  case. 

The  seventh  request,  like  the  first,  wasinaccnrate,  because 
it  referred  to  the  time  of  the  application,  and  not  to  the  date 
of  the  invention  ;  and,  in  r^ard  to  the  seventh  request,  the 
court  merely  said  that  it  was  satisfied  with  the  rulings  of  the 
court  below  in  r^ard  to  that  request  and  four  others  which, 
it  stated,  might  be  "grouped  and  disposed  of  together;" 
and  it  is  added,  that  neither  of  them  required  any  special 
remark.  We  cannot  regard  the  case  of  Klein  n.  Russell  as 
adjudicating  the  question  now  presented. 

In  Henry  «.  Francestown  Co.,  2  Ban.  &  Ard.  321,  in  1876 
in  the  Circuit  Court  for  the  District  of  New  Hampshire,  be- 
fore Judge  Shepley,  tJie  defence  was  the  public  use  and  sale 
of  the  invention  by  the  patentee  more  than  two  years  be- 
fore he  applied  for  his  patent.  It  was  held  that  the  use 
and  sales  by  him  were  experimental. 

In  Consolidated  Fruit-Jar  Co.  t>.  Wright,  94  U.  S.  92  [11 
Am.  &  Eng.  46,]  at  October  Term,  1876,  a  patent  granted 
in  1870,  on  an  application  made  in  January,  1668,  the  in- 
vention having  been  completed  in  June,  1869,  was  held  void, 
because  (1)  there  was  a-purchase,  sale,  and  prior  use  of  the 
invention  more  than  two  years  before  the  application,  and 
(2)  at  the  time  of  the  application  the  invention  had  been 
abandoned  to  the  public.  The  sale  and  prior  use  were  by 
the  inventor  himself.  This  case  does  not  adjudge  the  point 
here  involved. 

In  Kelleher  ».  Darling,  4  Clifford,  424,  in  1878,  in  the 
Circuit  Court  for  the  District  of  Massachusetts,  before  Mr. 
Justice  Clifford,  the  original  patent  was  issued  in  1871, 
under  the  Act  of  July  8,  1870,  and  was  divided,  on  its  sub- 
sequent surrender,  into  two  reissued  patents.  No  question 
arose  in  the  case  under  the  Act  of  1839. 

So,  too,  the  case  of  Henry  n.  Providence  Tool  Co.,  3  Ban. 
&  Ard.  601,  in  1878,  in  the  Circuit  Court  for  the  District  of 
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Rhode  Island,  before  Mr.  Justice  Cliflford,  arose  under  the 
Act  of  1870, 

In  Draper  v.  Wattles,  3  Ban.  &  Ard.  618,  in  1878,  in  the 
Circuit  Court  for  the  District  of  Massachusetts,  before  Judge 
Lowell,  the  original  patent  was  issued  in  1869,  on  an  appli- 
cation made  in  June,  1868.  The  court  held  that,  under  the 
7th  section  of  the  Act  of  1839,  the  sale  or  use  more  than  two 
years  prior  to  the  application  must  have  been  with  the  con- 
sent or  allowance  of  the  inventor,  in  order  to  invalidate  the 
patent,  and  that  the  patent  was  not  invalidated  by  the  sale 
by  the  inventor  xaore  than  two  years  before  he  applied  for 
his  patent  of  an  article  which  did  not  embody  the  whole  of 
his  invention  as  subsequently  patented.  The  point  involved 
in  the  present  case  was  thus  directly  adjudged. 

In  Bates  v.  Coe,  98  U.  S.  31  [12  Am.  &  Eng.  160,]  at  Oc- 
tober  Term,  1878,  the  original  patent  was  issued  in  1863. 
Mr.  Justice  Cliflford,  in  delivering  the  opinion  of  the  court, 
stated,  that  the  answer  did  not  set  up  as  a  defence  that  the 
invention  had  been  in  public  use  or  on  sale  in  this  country 
for  more  than  two  years  before  the  application  for  the  pat- 
ent, and  that  there  was  nothing  in  the  record  to  support 
that  proposition,  if  it  had  been  well  pleaded.  His  observa- 
tion, therefore,  citing  Pierson  v.  Eagle  Screw  Co.,  3  Story, 
402,  that,  under  the  7th  section  of  the  Act  of  1889  the  pub- 
lic use  or  sale,  in  order  to  defeat  the  right  of  the  inventor 
to  the  i)atent  must  have  been  with  his  consent  and  allow- 
ance, for  more  than  two  years  prior  to  the  application,  was 
an  observation  made  in  regard  to  a  point  not  in  issue  or  in 
judgment. 

In  Henry  t.  Prancestown  Co.,  5  Ban.  &  Ard.  108,  in  the 
Circuit  Court  for  the  District  of  New  Hampshire,  in  1880, 
before  Judge  Lowell,  the  patent  had  been  granted  in  1869, 
on  an  application  filed  in  1867.  On  proof  that  the  inventor 
had,  more  than  two  years  prior  to  his  application,  sold  ar- 
ticles containing  his  invention,  not  experimentally,  the  pat- 
ent was  held  invalid. 
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Id  Graham  v.  McCormick,  10  Biss.  39,  6  Ban.  &  Ard.  347, 
in  the  Circnit  Court  for  the  Northern  District  of  Illinois,  in 
1880,  before  Judge  I>rummond,  the  patent  having  been 
granted  in  1668,  the  qaestlon  was  as  to  a  nse  or  sale  by  the 
inventor  more  than  two  years  before  his  application ;  and 
it  was  held  that,  as  a  matter  of  fact,  the  sale  and  use  by 
him  were  experimental. 

In  Brickill  v.  The  Mayor,  18  Blat«h.  273,  in  1880,  in  the 
Circuit  Court  for  the  Southern  District  of  New  York,  be- 
fore Judge  Wheeler,  the  patent  had  been  granted  in  1868 ; 
and  the  defendant,  the  City  of  New  York,  set  ap  a  right  to 
nse  the  invention,  which  was  for  the  combination  of  a  heat- 
ing apparatus  with  a  steam  fire  engine,  by  reason  of  the 
fact  that  the  patentee  had  made  it  while  in  the  employ  of 
the  Fire  Department  of  the  city,  and  had  attached  it  to  two 
of  the  city  iire  engines.  The  court  held,  notwithatanding 
the  construction  put  npon  the  first  clause  of  section  7  of  the 
Act  of  1839  by  this  court  in  McClurg  v.  Kingsland,  1  How. 
202  [4  Am.  &  Eng.  382,]  that  the  defendants  had  acquired 
no  right  beyond  the  right  to  use  the  specific  machines  con- 
structed prior  to  the  application  for  the  patent 

In  Campbell  v.  The  Mayor,  20  Blatch.  67,  in  1881,  in  the 
Circuit  Court  for  the  Soathem  District  of  New  York,  be- 
fore Judge  Wheeler,  the  pat«nt  having  been  granted  in 
1864,  and  the  invention  having  been  made,  sold,  and  used 
by  others  than  the  patentee  after  he  had  invented  it,  and 
more  than  two  years  before  he  applied  for  his  patent,  bat 
without  his  consent  and  allowance,  it  was  held  by  the  court, 
that,  under  the  second  clause  of  the  7th  section  of  the  Act 
of  1839,  the  public  use  and  sale  having  been  without  the 
consent  or  allowance  of  the  inventor,  the  patent  was  not  in- 
valid. This  was  a  direct  adjudication  upon  ihe  point  in- 
volved in  the  present  case. 

In  Davis  v.  Fredericks,  21  Blatch.  556,  in  1884.  in  the 
Circuit  Court  for  the  Southern  District  of  New  York,  be- 
fore Judge  Wheeler,  the  patent  having  been  granted  in 
1868,  the  invention  had  got  into  pnblic  use  and  on  sale  more 
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than  two  years  prior  to  the  application  for  the  patent,  but 
without  the  inventor's  consent  or  allowance.  The  court 
held,  following  Campbell  t.  The  Mayor,  that  the  patent  was 
not  invalid,  thus  adjudging  the  point  in  question  here. 

Reference  is  also  made  in  the  brief  for  the  appellants,  to 
twelve  cases  reported  in  1  Mac  Arthur's  Patent  Cases,  run- 
ning from  1841  to  1869,  decided  by  the  Judges  of  the  Cir- 
cuit and  Supreme  Courts  of  the  District  of  Columbia,  on 
appeals  from  the  Commissioner  of  Patents ;  but  in  none  of 
them  was  the  point  here  involved  in  judgment.  In  Heath 
7).  Hildreth,  p.  12,  no  question  arose  under  the  Act  of  1839. 
In  Arnold  v.  Bishop,  p.  27,  consent  by  the  applicant  to  the 
use  of  his  invention  for  more  than  two  years  prior  to  his 
application  was  shown.  In  Hunt  v.  Howe,  p.  366,  the  sale 
was  made  by  the  inventor.  In  Rugg  v.  Haines,  p.  420,  the 
use  and  sale  were  with  the  consent  and  allowance  of  the  ap- 
plicant. In  Mowry  v.  Barber,  p.  563,  the  making  and  sell- 
ing were  by  the  applicant.  In  Carroll  t).  Gambrill,  p.  581, 
the  applicant  was  defeated  upon  the  ground  of  estoppel 
and  of  abandonment  of  the  invention.  In  Ellithorp  v,  Rob- 
ertson, p.  585,  he  was  defeated  upon  the  ground  of  laches 
on  his  part,  amounting  to  abandonment.  In  Blackinton  v. 
Douglass,  p.  622,  there  was  public  use  with  the  consent  of 
the  inventor.  This  was  also  the  case  in  Justice  v.  Jones,  p. 
635.  In  Wickersham  v.  Singer,  p.  6^,  there  were  aban- 
donment by  the  inventor  and  consent  and  allowance  by  him. 
In  Savary  v.  Lauth,  p.  691,  the  applicants  were  defeated  on 
the  ground  of  laches  by  them  and  presumed  acquiescence. 
In  Spear  v.  Belson,  p.  699,  it  was  held  that  laches  and  de- 
lay on  the  part  of  the  applicant  had  caused  a  forfeiture  of 
his  right. 

The  review  we  have  given  of  the  cases  now  cited  on  be- 
half of  the  appellants  shows  no  adjudication  by  this  court 
on  the  question  involved,  and  a  direct  adjudication  as  to  the 
effect  of  the  second  clause  of  the  7th  section  of  the  Act  of 
1839,  in  accordance  with  that  contended  for  by  the  appel- 
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laDts,  in  only  four  cases  in  Circuit  Courts,  not  inclnding  An- 
drews V.  Carman.  To  the  contrary  effect  is  tlie  case  of  Eg- 
bert V.  Ijippmaiin,  16  Blatch.  296,  commented  on  in  the  for- 
mer opinion,  123  U.  8.  270  [p.  268  ante.] 

It  is  alleged  by  the  appellants,  that  this  conrt  was  in 
error  in  stating,  as  it  did  in  its  former  opinion,  123  U.  S.  269 
[p.  268  ante,]  that,  in  Andrews  v.  Carman,  13  Blatch.  307, 
324,  the  question  of  the  use  of  (Green's  invention  by  others 
more  than  two  years  prior  to  his  application  does  not  ap- 
pear to  have  been  raised ;  that  it  was  in  fact  raised ;  and 
that  the  inference  1o  the  contrary  grows  out  of  a  clerical 
error  in  the  published  opinion  in  Andrews  v.  Carman.  It 
may  be  accepted  that  this  is  so,  but  the  question  of  law  in- 
volved is  the  very  question  now  under  consideration. 

It  is  also  alleged  that  the  same  question  was  distinctly 
raised,  in  proof  and  argoment,  in  the  interference  case  be- 
tween Oreen  and  Suggett  respecting  this  invention,  and  that 
Green's  patent  was  thereafter  granted,  with  the  understand- 
ing in  the  Patent  Office  t^t  the  Cortland  wells  now  in  ques- 
tion had  been  constructed  subsequently  to  Green's  invention 
and  more  than  two  years  before  his  application.  But  pat- 
ents are  often  granted  with  a  view  to  leaving  open,  to  be  de- 
cided by  the  courts,  questions  which  the  Patent  Office  does 
not  deem  it  proper  to  adjudicate  against  the  applicant  by 
withholding  the  patent. 

It  is  also  ni^ed,  that  in  the  rules  of  the  Patent  Office,  pro- 
mulgated between  the  time  of  the  passage  of  the  Act  of 
March  3,  1839,  and  the  enactment  of  the  Act  of  July  8, 1870, 
it  was  made  known  to  applicants  for  patents  that  a  patent 
would  not  be  granted  if  the  invention  had  been  in  public 
use  or  on  sale,  with  the  consent  and  allowance  of  the  inven- 
tor, for  more  than  two  years  before  his  application.  It  was 
undoubtedly  true,  that  such  a  state  of  facts  was  sufficient 
ground  for  withholding  a  patent ;  but  the  promulgation  and 
enforcement  of  such  a  rule  cannot  be  regarded  as  having  the 
effect  of  a  judicial  or  authoritative  adjudication  of  the  ques- 
tion under  consideration. 
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The  argument  sought  to  be  founded  upon  the  vario 
phases  assumed  by  the  provisions  of  the  Act  of  July  8, 181 
in  its  passage  through  the  two  Houses  of  Congress,  is  ve 
unsafe  and  unreliable,  as  a  basis  of  judicial  action,  partic 
larly  when  the  only  inference  sought  to  be  drawn  is  one 
to  what  view  Congress  took  of  the  Act  of  1839,  in  enac 
ing  the  Act  of  1870.    K  any  inference  is  to  be  drawn  < 
the  subject,  it  can  only  properly  be  drawn  from  the  Act 
1870  as  it  stands  on  the  statute  book,  and  that  inference 
commented  on  in  the  former  opinion  of  this  court,  at  paj 
276  of  123  U.  S.  [p.  268  arUe.'] 

The  doctrine  invoked  by  the  appellant,  that  where  tl 
meaning  of  a  statute  has  been  settled  by  judicial  constructio: 
that  construction  becomes  a  part  of  the  statute,  is  not  applic 
ble  to  the  present  case.    A  question  arising  in  regard  to  tl 
construction  of  a  statute  of  the  United  States  concemir 
patents  for  inventions  cannot  be  regarded  as  judicially  settk 
when  it  has  not  been  so  settled  by  the  highest  judicial  autho 
ity  which  can  pass  upon  the  question.    The  earliest  decisio 
of  a  Circuit  Court,  directly  adjudging  the  point  here  involvec 
was  in  1873.    This  court  has  always  had  jurisdiction  to  n 
view  suits  on  patents  to  a  specified  extent,  and  that  jurisdi< 
tion  was  extended  by  §  66  of  the  Act  of  July  8th,  1870, 1 
Stat.  207,  to  writs  of  error  and  appeals,  in  such  suits,  witl 
out  regard  to  th«  sum  or  value  in  dispute.    No  questio 
arising  in  any  such  case,  reviewable  by  this  court,  can  be  k 
garded  as  finally  settled,  so  as  to  establish  the  law  for  lik 
cases,  until  it  has  been  determined  by  this  court.    This  vie^ 
of  the  matter  has  been  applied  by  this  court  in  analogou 
cases.    Thus,  in  Wilson  v.  City  Bank,  17  Wall.  473,  a  deci 
sion  was  made  as  to  the  construction  of  sections  36  and  3 
of  the  bankruptcy  act  of  March  2,  1867,  which,  this  cour 
said  in  its  opinion,  was  contrary  to  the  view  taken  by  ''; 
large  number  of  the  district  judges,  to  whom  the  adminis 
tration  of  the  bankrupt  law  is  more  immediately  confided.' 
So,  too,  in  Ex  parte  Wilson,  114  U.  S.  417,  as  to  the  prope 
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construction  of  the  constitntional  provision  that  "No  i)er- 
son  shall  be  held  to  answer  for  a  capital  or  otherwise  infam- 
ous crime,  unless  on  a  presentment  or  indictment  of  a  grand 
jury,"  and  as  to  what  criminal  prosecutions  required  an  in- 
dictment, and  in  what  an  information  was  allowable,  this 
court  said,  p.  426  :  "  Within  the  last  fifteen  years  prosecu- 
tions by  information  have  greatly  increased,  and  the  gen- 
eral current  of  opinion  in  the  Circuit  and  District  Courts 
has  been  towards  sustaining  them  for  any  crime,  a  convic- 
tion of  which  would  not,  at  common  law,  have  disqualified 
the  convict  to  be  a  witness."  The  court  cited  seven  cases 
in  the  courts  of  the  United  States,  besides  the  one  before  it, 
which  had  adopted  such  view ;  but  that  view  was  overruled, 
and  a  contrary  one  established. 

Nor  is  this  a  case  for  the  application  of  the  doctrine,  that, 
in  cases  of  ambiguity,  the  practice  adopted  by  an  executive 
department  of  the  Government  in  interpreting  and  adminis- 
tering a  statute  is  to  be  taken  as  some  evidence  of  its  proper 
construction.  The  question  before  us,  as  to  the  validity  of 
a  patent,  by  reason  of  pre-existing  acts  or  omissions  of  the 
inventor,  of  the  character  of  those  involved  in  the  present 
case,  is  not  a  question  of  executive  administration,  but  is 
properly  a  judicial  question.  Although  it  may  be  a  ques- 
tion which,  to  some  extent,  may  come  under  the  cognizance 
of  the  Commissioner  of  Patents,  in  granting  a  patent,  yet, 
like  all  the  questions  passed  upon  by  him  in  granting  a  pat- 
ent, which  are  similar  in  character  to  the  question  here  in- 
volved, his  determination  thereof,  in  granting  a  particular 
patent,  has  never  been  looked  upon  as  concluding  the  de- 
termination of  the  courts  in  regard  to  those  questions,  re- 
specting such  particular  patent,  and,  a  fortiori^  respecting 
other  patents. 

It  is  contended  for  the  appellants  that  the  claim  of  the 
Green  patent  is  for  a  process,  being  for  "the  process  of  con- 
structing wells  by  driving  or  forcing  an  instrument  into  the 
ground  until  it  is  projected  into  the  water,  without  remov- 
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ing  the  earth  upward  as  it  is  in  boring,  substantially  as 
herein  described ;"  that  the  7th  section  of  the  Act  of  1839 
applies  only  to  '^a  machine,  manufacture,  or  composition 
of  matter ;"  and  that,  therefore,  that  section  does  not  apply 
to  the  present  case.  In  addition  to  the  view  to  the  contrary 
taken  by  this  court  in  McOlurg  v.  Kingsland,  1  How.  S0@ 
[4  Am.  &  Eng.  382,]  before  commented  on,  it  was  held  by 
this  court  in  Beedle  v.  Bennett,  122  U.  S.  71  [p.  142  ante^^ 
a  suit  on  this  very  i^t&at^  that  the  patent  covers  the 
process  of  drawing  water  from  the  earth  by  means  of  a  well 
driven  in  the  manner  described  in  the  patent,  and  that  the 
use  of  a  well  so  constructed  was,  therefore,  a  continuing  in- 
fringement, because  every  time  water  was  drawn  from  it 
the  patented  process  was  necessarily  used. 

The  most  plausible  argument  presented  on  the  part  of  the 
appellants  is,  that,  under  §§  6,  7,  and  15  of  the  act  of  July 
4,  1836,  a  patent  was  invalid  if  the  thing  invented  had  been 
in  public  use  or  on  sale,  with  the  consent  and  allowance  of 
the  inventor,  prior  to  his  application  for  the  patent ;  that 
§  7  of  the  Act  of  1839  was  intended  only  to  limit  the  effect 
on  the  validity  of  the  patent  of  the  acquisition  of  single 
specimens  of  the  patented  invention ;  that  the  interests  of 
purchasers  or  constructor  of  such  specific  articles  were  the 
sole  objects  of  that  section ;  that  the  second  clause  of  the 
section  was  intended  only  to  provide  that  the  patentee 
should  hold  his  right  against  the  general  public,  unless 
there  was  proof  of  abandonment  by  him,  or  unless  the  pur- 
chase, sale,  or  prior  use  by  or  to  individuals  who  had  ac- 
quired such  si)ecific  articles,  had  been  for  more  than  two 
years  prior  to  the  application  for -the  patent;  that  in  this 
resi)ect  alone  were  the  provisions  of  the  act  of  1836  intended 
to  be  modified ;  and  that  a  defendant,  in  order  to  show  the 
invalidity  of  a  patent,  under  §  7  of  the  act  of  1839,  must 
show  that  he  claims  exemption  from  liability  to  the  pat- 
entee because  he  purchased  or  constructed  a  si)ecific  article 
covered  by  the  patent  prior  to  the  application  therefor,  and 
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mnst  show  that  the  invention  was  abandoned  or  that  the 
purchase,  sale,  or  prior  use,  or  construction  of  the  specific 
article  occurred  more  than  two  years  before  the  application 
for  the  patent,  and  with  the  consent  and  allowance  of  the 
inventor. 

But  our  views  in  regard  to  the  proper  construction  of  the 
7th  section  do  not  admit  the  soundness  of  this  contention, 
and  were  fully  set  forth  in  the  former  opinion. 

It  is  proper  to  notice  the  suggestion,  that  there  is  no  dec- 
laration in  the  7th  section  of  the  Act  of  1839  that  either  in 
the  case  of  an  abandonment  of  the  invention,  or  of  the  ex- 
istence, for  more  than  two  years  prior  to  the  application,  of 
the  purchase,  sale,  or  prior  use  referred  to  in  the  second 
clause  of  the  section,  the  patent  shall  be  held  to  be  invalid; 
and  the  further  suggestion,  that  there  is  only  a  hypotheti- 
cal implication  that  the  patent  shall  be  invalid  in  the  ex- 
cepted cases.  But  we  cannot  so  interpret  the  statute.  Under 
§§  6,  7,  and  16  of  the  Act  of  1886,  a  patent  was  made  in- 
valid if,  at  the  time  of  the  application  therefor,  the  in- 
vention had  been  in  public  use  or  on  sale,  with  the  con- 
sent or  allowance  of  the  i)atentee,  however  short  the  time. 
The  second  clause  of  the  7th  section  seems  to  us  to  clearly 
intend,  that,  where  the  purchase,  sale,  or  prior  use  referred 
to  in  it  has  been  for  more  than  two  years  prior  to  the  ap- 
plication, the  patent  shall  be  held  to  be  invalid,  without  re- 
gard to  the  consent  or  allowance  of  the  inventor.  Other- 
wise the  statute  cannot  be  given  its  full  effect  and  meaning. 

The  resuU  of  these  views  is  that  the  application  for  a 
rehearing  is  denied. 
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DeciHon  in  Conformity  with  Preceding  Case. 

1.  This  case  is  decided  in  conformity  with  the  decree  in  Andrews 
t?.  Hovey,  123  U.  S.  267  [p.  268  fznte;]  124  U.  S.  694  [p.  477 
antey]  in  view  of  stipulation  of  counsel,     (p.  506.) 
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Andrews  v.  Hovey,  124  U.  S.  694  [p.  477  ante.]  p. 
Andrews  v.  Hovey,  5  McCrary,  181.    p. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Minnesota. 

Messrs.  George  F.  Edmumds  and  J.  C.  Clayton^  for  ap- 
pellarUs. 

Wr.  Thomas  Wilson^  for  appellee. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court: 

This  is  an  appeal  by  the  plaintiffs  in  a  suit  in  equity  in 
the  Circuit  Court  of  the  United  States  for  the  District  of 
Minnesota,  from  a  decree  dismissing  the  bill.  The  suit  was 
brought  for  the  infringement  of  the  "driven  well"  patent 
w^hich  was  the  subject  of  the  decision  of  this  court  in  An- 
drews «.  Hovey,  123  U.  S.  267  [p.  268  ante^']  and  in  which 
case  an  application  for  a  rehearing  has  just  been  denied,  124 
U.  S.  694  [p.  477  ante.  ]  The  decree  below  in  Andrews  v.  Hovey 
[6  McCrary,  181,]  dismissed  the  bill  and  this  Court  affirmed 

194  U.  S.  790. 

•See  Explanation  of  Notes,  page  III. 
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it,  holding  the  pat«nt  to  have  been  invalid.  In  the  present 
case  there  is  a  written  stipnlation,  filed  in  this  Court,  signed 
by  the  coimsel  of  record  here,  that  this  case  shall  abide  the 
result  of  the  case  of  Andrews  v.  Hovey,  in  this  Court,  and 
that  the  decree  and  mandate  herein  shall  be  the  same  as 
the  decreo  and  mandate  in  that  case,  except  that  no 
costa  shall  be  taxed  or  awarded,  or  disbursements  or  officer's 
fees  allowed  or  awarded,  in  this  case,  in  favor  of  or  against 
either  party  hereto,  and  that  each  party  shall  pay  his  own 
costs  and  disbursements.  In  accordance  with  such  stipula- 
tion, the  decree  of  the  Circuit  Court  is  affi-rmed,  subject  to 
the  above  recUed  provisions  of  the  stipidation. 

1S4  V.  8.  TSO. 
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Syllabna. 

DALE  TILE  MANUFACTURING  COMPANY  (Limited,) 
PLAINTIFF  IN  ERROR,  v.  ELIZABETH  A.  L.  HY- 
ATT.* 

125  U.  8.  46-54.    Oct.  Term,  1887. 

[Bk.  31,  L.  ed.  683 ;  43  O.  G.  249.] 
Affirming  Hyatt  v.  Dale  Tile  Mnfg.  Co.,  106  N.  Y.  651. 
Submitted  January  9,  1888.     Decided  March  19,  1888. 
Contrcict    Juriadiction  in  patent  cases.    Appeal, 

4.  Where  in  a  suit  at  law  in  a  State  court  for  the  recovery  of  li- 
cense fees  under  a  written  contract,  the  plaintiff  recovered 
damages,  and  the  defendant  by  writ  of  error  brought  the  suit 
into  this  court  as  involving  a  Federal  question,  and  the  de- 
fendant in  error  moved  in  this  court,  to  dismiss  the  writ  of 
error  for  want  of  jurisdiction,  and  also  moved  to  affirm  the 
judgment  of  the  State  court,  held^  that  the  motion  to  dis- 
miss must  be  denied  because  the  validity  of  a  second  reissue 
subsequent  to  that  under  which  the  license  was  given,  had 
been  set  up  in  a  defence  below,  and  that  presented  in  a  Fed- 
eral question.  Held  that  the  motion  to  affirm  the  judgment 
of  the  State  court  must  be  granted  because  the  same  was 
clearly  right,     (p.  615.) 

2.  A  bill  in  equity  in  a  circuit  court  of  the  United  States  by  the 
owner  of  letters  patent  to  enforce  a  contract  for  the  use  of  the 
patent  right,  or  to  set  aside  such  a  contract,  because  the  de- 
fendant has  not  complied  with  its  terms,  is  not  within  the  acts 
of  Congress  by  which  an  appeal  to  this  Court  is  allowable  in 
cases  arising  under  the  patent  laws,  without  regard  to  the 
value  of  the  matter  in  controversy,     (p.  516.) 

[Citations  in  the  opinion  of  the  ooait :] 

Wilson  V.  San^ford,  10  How.  99  [5  Am.  <&  Eng.  122.]    p.  516. 
Brown  v.  Shannon,  20  How.  55  [6  Am.  <&  Eng.  354.]    p.  516. 
Hartell  v.  Tilghman,  99  U.  S.  547  [12  Am.  &  Eng.  250.]    p.  516,  517. 
Albright  V.  Teas,  106  U.  S.  613  [14  Am.  &  Eng.  261.]    p.  517. 

*  See  Explanation  of  Notes,  page  XXL 
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Mnrdock  v.  Memphis,  20  Wall.  590.    p.  518. 

Philadelphia  Fire  ARSociation  v.  New  York,  119  U.  S.  110.    p.  518. 

Kreiger  v.  Shelby  Go.  R.  R.  Co.,  125  U.  S.  39.    p.  518. 

Kinsman  r.  Parkhurst,  18  How.  289  [6  Am.  &  £ng.  273.]    p.  518. 

Brown  o.  Atwell,  92  U.  a  327.    p.  518. 

In  error  to  the  City  Court  of  New  York,  to  review  a  judg- 
ment for  the  plaintiff  in  an  action  uix)n  a  written  contract 
to  pay  for  the  use  of  a  patent  right. 

On  motion  to  dismiss  and  affirm. 

Statement  by  Mr.  Justice  Gray  : 

The  original  action  was  brought  in  a  court  of  the  State  of 
New  York  by  Elizabeth  A.  L.  Hyatt,  a  citizen  of  New  York, 
and  the  owner  of  letters  patent  for  an  improvement  in  illu- 
minated basement  and  basement  extensions,  against  the 
Dale  Tile  Manufacturing  Company  (Limited,)  a  corporation 
organized  by  the  laws  of  New  York,  upon  a  written  agree- 
ment between  the  parties,  dated  December  28,  1880,  which 
contained,  either  in  itself,  or  by  reference  to  previous  agree- 
ments, the  following  provisions : 

The  agreement  began  by  reciting  that  letters  patent  for 
this  invention  had  been  issued  to  the  plaintiff  on  August 
27,  1867,  and  reissued  on  August  6,  1878.  The  plaintiff  on 
her  part,  licensed  the  defendant  to  make  and  sell,  within 
certain  states  and  districts,  during  the  full  term  of  the  pat- 
ent, and  of  any  extension  or  renewal  thereof,  illuminated 
basements,  and  basement  extensions  and  materials  therefor ; 
and  agreed  not  to  manufacture  herself,  or  to  license  others 
to  manufacture,  within  the  same  territory.  The  defendant, 
on  its  part,  acknowledged  the  validity  of  the  said  letters 
patent ;  consented  that  the  plaintiff  might  obtain  further 
reissues  thereof  when  and  as  often  as  she  should  choose 
without  prejudice  to  this  agreement ;  and  promised  to  pay 
her  a  fee  of  seventy  cents  for  each  square  foot  of  surface  in 
gratings  made  by  the  defendant  to  be  used  in  illuminated 
basements  or  basement  extensions  made  and  sold  by  it  un- 
der the  license;  provided,  however,  that  "until  a  court 
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shall  have  given  a  decree  snstaining  the  validity  of  the 
above-named  patents"  the  plaintiff  should  receive  a  fee  of 
thirty  cents  only,  in  lieu  of  the  fee  of  seventy  cents ;  and 
that  ''it  at  any  time  an  adverse  decision  shall  be  rendered 
against  the  validity  of  the  patent  which  shall  not  be  ap- 
pealed from  for  three  months,"  the  fees  under  this  license 
should  cease ;  and  the  defendant  agreed  to  make  such  pay- 
ments and  .render  accounts  to  the  plaintiff  quarterly.  It 
was  further  stipulated  that  either  party,  knowingly  violat- 
ing the  agreement,  should  forfeit  all  rights  under  it.         • 

The  defendant  in  its  answer  admitted  the  agreement,  and 
set  up  sundry  breaches  thereof  by  the  plaintiff,  and  among 
others,  that  on  September  27,  1881,  she  obtained  from  the 
United  States  a  reissue  of  her  patent,  whereby  a  discon- 
tinuance of  actions  previously  brought  by  her  against  in- 
fringers in  the  Circuit  Court  of  the  United  States  became 
necessary,  and  she  refused  to  bring  new  suits  against  them. 

The  plaintiff  afterwards,  by  leave  of  court,  amended  her 
complaint  by  alleging  the  reissue  of  1881. 

By  order  of  the  City  Court  of  New  York,  the  case  was  re- 
ferred to  a  referee,  who  found  that  the  plaintiff  was  the 
owner  of  the  letters  patent  issued  and  twice  reissued  as 
aforesaid  ;  that  there  had  been  no  breach  of  the  agreement 
on  her  part ;  that  the  defendant  made  and  sold  the  inven- 
tion under  the  license,  and  rendered  quarterly  accounts  for 
the  royalties  down  to  and  including  the  quarter  ending  Oc- 
tober 31,  1881 ;  that  by  the  account  for  that  quarter  there 
appeared  to  be  due  to  the  plaintiff  the  sum  of  $524.55,  which 
the  defendant  refused  to  pay ;  and  that  in  December,  1881, 
the  plaintiff  gave  notice  to  the  defendant  that  it  had  for- 
feited its  license,  and  withdrew  the  notice  upon  its  promis- 
ing to  pay  the  royalties. 

The  defendant  requested  the  referee  to  find,  as  a  conclu- 
sion of  law,  that  by  the  plaintiffs  surrender  of  the  patent 
on  taking  out  the  reissue  of  1881,  the  license  held  by  the 
defendant  was  cancelled  and  became  of  no  effect ;  and  also 
that  the  court  had  no  jurisdiction  of  the  action  because  it 
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involved  necessarily  and  directly  the  construction  of  letters 
patent  of  the  United  States.  The  referee  declined  so  to 
find,  and  reix)rted,  as  his  conclusion  of  law,  that  the  plain- 
tiff was  entitled  to  judgment  against  the  defendant  for  the 
sum  of  $524.55,  with  interest  from  November  1, 1881. 

The  referee  filed  with  his  report  an  opinion  in  which  he 
said  that  the  defence,  at  first,  proceeded  upon  the  theory 
that  the  plaintiff  had  violated  her  agreement  by  not  prose- 
cuting and  restraining  infringers,  but  that  defence  was 
abandoned,  because  it  appeared  that  she  had  assumed  no 
such  duty ;  and  that ' '  the  defence  was  finally  rested  upon 
this  sole  ground :  that  the  reissue  of  the  patent  in  1881  was 
entirely  void,  because  it  covered  much  more  ground  than 
the  patent  of  1867  as  reissued  in  1878,  and  that  therefore 
the  surrender  of  1878  left  no  patent  whatever  existing ;" 
but  that  the  defendant  was  not  in  a  position  to  raise  this 
question,  because  it  could  not,  in  this  action  to  recover  the 
royalties  agreed  upon,  deny  the  validity  of  the  original  pat- 
ent or  of  any  reissue  thereof,  so  long  as  it  had  not  been  de- 
clared void  by  a  court  of  competent  jurisdiction,  and  while 
the  defendant  retained  and  acted  under  its  license  from  the 
plaintiff. 

The  City  Court  of  New  York  gave  judgment  for  the  plain- 
tiff on  the  referee's  report.  That  judgment  was  affirmed 
by  the  Court  of  Common  Pleas,  and  the  defendant  appealed 
to  the  Court  of  Appeals,  which  affirmed  the  judgment,  and 
remitted  the  case  to  the  City  Court  of  New  York.  The 
opinion  filed  by  the  Court  of  Appeals,  and  included  in  the 
transcript  sent  up  to  this  court,  is  mentioned,  but  not  re- 
ported in  full,  in  106  N.  Y.  651,  and  is  copied  in  the  mar- 
gin.*   [See  7  Cent.  Rep.  790,  for  full  report.] 

*PBCKHAMf  J.  We  think  this  caae  la  controned  by  that  of  Manton  v.  Swett, 
reported  apon  two  appeals  to  this  court    See  66  N.  Y.  206 ;  82  N.  T.  526. 

The  general  and  material  featnres  of  the  two  cases  are  similar.  In  both 
there  was  an  agreement  on  the  part  of  the  plaintiff  to  refVain  trom  manufactur- 
ing, in  consideration,  among  other  things,  of  the  promise  of  the  defendant  to 
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The  defendant  sned  out  this  writ  of  error ;  and  assigned 
for  error,  that  the  state  courts,  both  of  original  and  of  ap- 
pellate jurisdiction,  had  no  power  to  entertain  the  issues  in 

pay  the  royalties.    While  oontinning  the  mannfactare  tiiider  the  lioeDsef  the 
defendant  ought  not  to  escape  liability  to  pay  the  royalties. 

The  defendant's  oonnsel,  it  is  true,  seeks  to  distinguish  this  case  from  Mar- 
ston  V.  Swett,  wpra^  because,  as  he  says,  since  the  reissue  of  the  patent  in 
1881,  which  he  insists  was  wholly  Toid,  the  defendant  has  no  protection  from 
the  manufacture  by  others,  for  the  reason  that  by  the  surrender  of  the  patent 
of  1878  and  the  reissue  of  1881  there  was  no  yalid  patent  in  existence,  and  the 
consideration  for  the  promise  to  pay  royalties  had  therefore  wholly  failed. 

There  was  consideration  enough  for  the  promise  to  pay  such  royalties,  in 
that  the  plaintiff  bound  herself  not  to  manufacture,  and  because  the  defendant 
could  not  be  called  to  account  as  an  alleged  infringer  while  manufacturing 
under  the  license. 

If  it  were  a  question  of  the  validity  of  the  reissue  of  1881,  and  a  decision  of 
that  question  were  necessary  to  the  decision  of  this  case,  the  defendant  is,  of 
course,  correct  in  his  claim  that  a  state  court  has  no  jurisdiction  to  determine 
such  an  issue  ;  but  within  the  decision  of  the  Marston  Case  no  such  question 
arises.  The  defendant  has  protection  enough  to  base  its  promise  to  pay  roy- 
alty upon  as  long  as  it  so  conducts  itself  towards  the  plaintiff  as  to  prevent 
her  from  treating  it  as  an  infringer.  In  other  words,  so  long  as  the  defendant 
continues  to  manufacture  under  its  license  (the  patent  not  having  been  legally 
annulled,)  and  thus  elects  to  treat  the  agreement  as  in  existence,  it  prevents 
the  plaintiff  from  treating  the  defendant  in  any  other  light  than  that  of  a  li- 
censee. If  the  defendant  desired  to  repudiate  any  obligation  under  this  agree- 
ment, it  should  have  given  notice  to  the  plaintiff  that  it  refused  to  longer 
recognize  its  binding  force,  and  that  it  would  thereafter  manufacture  under  a 
claim  of  right  founded  upon  the  alleged  invalidity  of  the  patent.  Otherwise, 
the  defendant  in  claiming  to  manufacture  under  the  license  and  refrising  to 
pay  the  royalties  thereunder  would,  if  successful,  prevent  the  plaintiff  from 
recovering  anything  from  it.  She  could  not  treat  the  defendant  as  an  in- 
-  fringer,  because  it  was  manufacturing  under  a  license  from  her  ;  and  she  could 
not  collect  the  royalties  under  the  license  (although  herself  refraining  from 
manufacturing,  as  she  had  agreed,)  because  the  defendant  would  allege  the 
invalidity  of  the  patent,  although  continuing  to  manufacture  under  cover  of  a 
license  from  its  owner.  Such  doctrine  cannot  stand  a  moment.  Of  course, 
as  is  said  in  the  Marston  Case,  from  the  time  that  the  patent  is  annulled  by 
proper  legal  proceedings  no  royalties  could  be  collected,  even  though  no  notice 
of  a  repudiation  of  the  agreement  had  been  thereafter  served. 

There  is  another  ground  upon  which  it  seems  to  me  this  judgment  might 
well  rest.  Under  the  clause  in  the  agreement  between  the  parties,  which 
provided  for  a  forfeiture  of  all  rights  thereunder  if  one  party  should  willfhlly 
violate  one  of  its  provisions,  the  plaintiff  gave  notice  of  such  forfeiture  to  the 
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this  action,  because  they  involved  directly  and  solely  the 
validity  of  the  letters  patent  reissued  by  the  United  States  to 
the  plaintiff  on  September  27,  1881.  The  defendant  moved 
to  dismiss  the  writ  of  error  for  want  of  jurisdiction,  and 
also  moved  to  affirm  the  judgment. 

Mr.  Oeorge  W.  Van  Slyck^  for  d^endarU  in  error  in 
support  of  motion : 

There  were  no  issues  in  the  case  involving  directly  or  solely 
the  validity  of  the  letters  patent,  and  hence  the  state  court 
had  no  jurisdiction. 

The  validity  or  invalidity  of  the  reissued  patent  was  an 
immaterial  fact  in  this  case,  it  being  decided  upon  the  con- 
tracts made  between  the  parties. 

Marston  v.  Swett,  66  N.  Y.  212,  S.  C.  82  N.  Y.  626 ;  Jones 
V.  Bumham,  67  Me.  93 ;  Kinsman  v.  Parkhurst,  18  How.  289 
[6  Am.  &  Eng.  273  ;]  Washburn  &  M.  Mnfg.  Co.  v,  Wilson, 
16  Jones  &  S.  160 ;  Bartletti?.  Holbrook,  1  Gray,  114. 

The  decision  of  the  state  courts  was  made  exclusively  on 
settled  pre-existing  rules  of  general  jurisprudence. 

Bank  of  West  Tennessee  v.  Citizens'  Bank,  14  Wall.  9 ; 

defendant,  based  npon  its  refhsal  to  pay  the  royalties  which  it  had  acknowl- 
edged to  be  dne  for  the  quarter  ending  October  31,  1881  (the  very  quarter  in 
question  here,)  an  account  of  which  it  had  rendered  under  the  oath  of  its 
secretary,  as  provided  fur  in  such  agreement.  Subsequently  to  the  service  of 
such  notice,  the  plaintiff  withdrew  the  same  at  the  request  of  the  defendant 
and  upon  its  promise  to  pay  these  very  royalties  which  it  had  already  ac- 
knowledged to  be  due.  A  fiulure  to  carry  out  such  promise  gives,  as  it  seems 
to  me,  a  good  cause  of  action. 

The  defendant  says  there  was  no  consideration  for  such  a  promise,  because 
there  was  no  patent  upon  which  to  grouud  a  license,  and  the  defendant  there- 
fore had  no  license  and  no  protection  ;  but  the  plaintiff  of  course  contended 
that  the  reissued  patent  was  valid,  and  at  the  request  of  the  defendant  the 
plaintiff  withdrew  her  notice  of  forfeiture  of  the  license,  and  thus  reinstated 
the  defendant  in  its  possession,  and  freed  it  from  the  liability  to  be  proceeded 
against  as  an  infringer  and  put  to  expense  and  inconvenience  in  the  defence 
of  such  a  litigation.  This  was  saved  at  the  request  of  the  defendant,  and  upon 
its  special  promise  to  pay  the  royalties.  Plainly  here  was  a  good  and  suffi- 
cient consideration  lor  the  defendant's  promise. 

The  judgment  should  be  affirmed)  with  costs.    AH  concur. 
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Palmer  v.  Marston,  Id.  10 ;  Marqueze  v.  Bloom^  16  Wall. 
361 ;  U.  S.  V.  Central  Pac.  R.  R.  Co.,  99  U.  S.  464;  Hartell 
V.  TUghman,  Id.  647  [12  Am.  &  Eng.  250.] 

It  is  essential  to  the  jarisdiction  of  this  court  that  a  fed- 
eral question  must  have  been  presented  to  the  state  court, 
and  that  a  decision  upon  such  question  was  necessary. 

Detroit  City  R.  Co.  v.  Guthard,  114  U.  S.  133 ;  Jenkins  v. 
Loewenthal,  110  U.  S.  222 ;  Chouteau  v.  Gibson,  111  U.  S. 
200 ;  Brown  v.  AtweU,  92  U.  S.  327 ;  Barnes  v  Diat.  of  Col- 
umbia, 91  U.  S.  564 ;  Murdock  v.  Memphis,  20  Wall.  690 ; 
Bx  parte  Newman,  14  Wall.  154 ;  Parmelee  v.  Lawrence,  11 
Wall.  38 ;  Jacks  v.  Helena,  116  U.  S.  288. 

Mr.  Edward  D.  MfCarty^  in  opposition: 

This  reissue  of  patent  has  been  declared  void. 

Hyatt  V.  Southworth,  16  Fed.  Rep.  761 ;  Hyatt  v.  Lindsay, 
U.  S.  C.  Ct.  So.  Dist.  N.  Y.  Dec.  18,  1884. 

The  opinion  of  the  court  below  cannot  be  resorted  to. 

Gibson  t.  Chouteau,  8  Wall.  317 ;  Rector  v.  Ashley,  6 
Wall.  142  j  WiUiams  v.  Norris,  12  Wheat.  117. 

Opinions  will  be  read  in  aid  of  construction  of  the  rec- 
ord. 

Philadelphia  Fire  Asso.  v.  New  York,  119  U.  S.  116. 

Licensee  estopped  from  refusing  to  pay  royalties,  because 
of  the  patent's  alleged  invalidity. 

Taylor  v.  Hare,  1  Bos.  &  P.  N.  R.  260  [1  Am.  &  Eng. 
163 ;]  Williams  v.  Hicks,  2  Vt.  36 ;  Marston  v.  Swett,  66  N. 
Y.  206. 

When  the  plaintiffs  patent  is  put  in  question  by  the 
pleadings  in  a  state  court,  the  jurisdiction  is  in  the  courts  of 
the  United  States  exclusively. 

Saxton  V.  Dodge,  57  Barb.  113 ;  Elmer  t).  Pennel,  40  Me. 
434 ;  Ball  v.  Murry,  10  Pa.  113  ;  Dudley  v.  Mayhew,  3  N.  Y. 
14 ;  Gibson  v.  Woodworth,  8  Paige,  132 ;  Burrall  o.  Jewett, 
2  Paige,  134. 

That  the  Commissioner  of  Patents  has  granted  letters  is 
not  equivalent  to  the  decision  of  a  federal  court. 


Oct.,  1887.]  DALE  TILE  MNFG.  CO.  v.  HYATT.  515 

Opinion  of  the  court 

Russell  V.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng.  496 ;] 
Woodward  v.  Dinsmore,  4  Fish.  Pat.  Cas.  163. 

State  courts  have  jurisdiction  when  the  validity  of  a  pat- 
ent comes  up  incidentally,  or  is  only  a  matter  of  evidence 
not  essential  to  the  judgment. 

Dickinson  v.  Hall,  14  Pick.  217;  Cross  v.  Huntley,  13 
Wend.  385  ;  Head  v.  Stevens,  19  Wend.  411 ;  Bliss  t;.  Negus, 
8  Mass.  46. 

Whenever  it  becomes  necessary  to  try  the  patent  itself, 
then  the  state  court  loses  jurisdiction. 

Hartell  v.  TUghman,  99  U.  S.  550  [12  Am.  &  Eng.  250 ;] 
Burr  V.  Gregory,  2  Paine,  426 ;  Brooks  v.  Stolley,  3  McLean, 
623 ;  Merserole  v.  Union  Pai)er  Collar  Co.,  6  Blatch.  356 ; 
Wilson  V.  Sandford,  10  How.  99  [5  Am.  &  Eng.  122 ;]  Conti- 
nential  Store  Service  Co.  v.  Clark,  100  N.  Y.  368. 

Neither  is  it  essential  that  the  pleadings  should  present 
the  jurisdictional  issue. 

Murray  v,  Charleston,  96  U.  S.  442. 

Mr.  Justice  Gray,  after  stating  the  case  as  above  re- 
ported, delivered  the  opinion  of  the  court : 

The  defendant  contended  in  the  courts  of  New  York 
that  those  courts  had  no  jurisdiction,  because  the  plaintrfiTs 
right  to  maintain  her  action  depended  upon  the  question 
whether  the  second  reissue  of  her  patent  was  valid  or  in- 
valid under  the  patent  laws  of  the  United  States,  and  that 
of  that  question  the  courts  of  the  United  States  had  exclu- 
sive jurisdiction.  The  judgments  of  each  court  of  the  State, 
holding  that  the  question  of  the  validity  of  that  reissue 
could  not  be  contested  in  this  action,  and  assuming  jurisdic- 
tion to  render  judgment  against  the  defendant,  necessarily 
involved  a  decision  against  the  immunity  claimed  by  the  de- 
fendant under  the  Constitution  and  laws  of  the  United 
States,  which  this  court  has  jurisdiction  to  review. 

The  motion  to  dismiss  must  therefore  be  denied.  But  the 
decision  was  so  clearly  right,  that  the  motion  to  affirm  is 
granted. 

185  V.  S.  01. 
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The  action  was  upon  an  agreement  in  writing,  by  which 
the  plaintiff,  as  owner  of  letters  patent,  already  once  re- 
issued, granted  to  the  defendant  an  exclusive  license  to 
make  and  sell  the  patented  articles  within  a  certain  terri- 
tory, during  the  term  of  the  patent  and  of  any  extension  or 
renewal  thereof  ;  and  the  defendant  expressly  acknowledged 
the  validity  of  the  letters  patent,  and  stipulated  that  the 
plaintiff  might,  without  prejudice  to  this  agreement,  obtain 
further  reissues,  and  promised  to  pay  to  the  plaintiff  cer- 
tain royalties,  so  long  as  no  decision  adverse  to  the  validity 
of  the  patent  should  have  been  rendered. 

The  defendant  contended  that  this  was  a  case  arising 
under  the  patent  laws,  of  which  the  courts  of  the  United 
States  liave  exclusive  jurisdiction.  Rev.  Stat.  §  629,  cl.  9 ; 
§  711,  cl.  6.  But  it  is  cleai*ly  established  by  a  series  of  de- 
cisions of  this  court  that  an  action  upon  such  an  agreement 
as  that  here  sued  on  is  not  a  case  arising  under  the  patent 
laws. 

It  has  been  decided  that  a  bill  in  equity  in  the  Circuit 
Court  of  the  United  States  by  the  owner  of  letters  patent, 
to  enforce  a  contract  for  the  use  of  the  patent  right,  or  to 
set  aside  such  a  contract  because  the  defendant  has  not  com- 
plied with  its  terms,  is  not  within  the  acts  of  Congress,  by 
which  an  appeal  to  this  court  is  allowable  in  cases  arising 
under  the  patent  laws,  without  regard  to  the  value  of  the 
matter  in  controversy.  Act  of  July  4,  1836,  c.  357,  §  17,  5 
Stat.  124 ;  Rev.  Stat.  §  699 ;  Wilson  v.  Sandford,  10  How. 
99  [6  Am.  &  Eng.  122 ;]  Brown  v.  Shannon,  20  How.  66  [6 
Am.  &  Eng.  354.] 

Following  those  decisions,  it  was  directly  adjudged  in 
Kartell  v.  Tilghman,  99  U.  S,  547  [12  Am.  &  Eng.  260,]  that 
a  bill  in  equity  by  a  patentee,  alleging  that  the  defendants 
had  broken  a  contract  by  which  they  had  agreed  to  pay  him 
a  certain  royalty  for  the  use  of  his  invention  and  to  take  a 
license  from  him,  and  thereupon  he  forbade  them  to  use  it, 
and  they  disregarded  the  prohibition,  and  he  filed  this  bill 

19S0  U.  9.  61-6S. 
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charging  them  as  infringers,  and  praying  for  an  inji 
an  accoant  of  profits,  and  damages,  was  not  a  case 
under  the  patent  laws,  and  therefore,  the  parties  b€ 
zens  of  the  same  State,  not  within  the  jarisdictioi 
Circuit  Court  of  the  United  States.  And  the  judj 
dissented  from  that  conclusion  admitted  it  to  be  { 
well  settled  ' '  that  where  a  suit  is  brought  on  a  con 
which  a  patent  is  the  subject  matter,  either  to  enfoi 
contract,  or  to  annul  it,  the  case  arises  on  the  con 
out  of  the  contract,  and  not  under  the  patent  laws." 
S.  568  [12  Am.  &  Eng.  250.] 

In  the  still  later  case  of  Albright  v.  Teas,  106  I 
[14  Am.  &  Eng.  261,]  a  patentee  filed  a  bill  in  equ 
state  court,  setting  up  a  contract  by  which  he  agree 
sign  his  patent  to  the  defendants  and  they  agreed  to ; 
certain  royalties,  and  alleging  that  the  defendants 
fused  to  account  for  or  pay  such  royalties  to  him,  \ 
fraudulently  excluded  him  from  insi)ecting  their  b 
account,  llie  defendants  answered  that  the  plain  i 
been  paid  all  the  royalties  to  which  he  was  entitli 
that,  if  he  claimed  more,  it  was  because  he  insist* 
goods  made  under  another  patent  were  an  infringe] 
his.  This  court  held  that  it  was  not  a  case  arising! 
the  Constitution  or  laws  of  the  United  States, 
able  as  such  into  the  Circuit  Court  under  the  act  of 
8,  1875,  c.  137,  §  2,  18  Stat.  470. 

It  was  said  by  Chief  Justice  Taney,  in  Wilson  v.  Sa 
and  repeated  by  the  court  in  HarteU  v.  Tilghman,  am 
bright  V.  Teas :  "The  dispute  in  this  case  does  m 
under  any  act  of  Congress  ;  nor  does  the  decision 
upon  the  construction  of  any  law  in  relation  to  patei 
arises  out  of  the  contract  stated  in  the  bill ;  and  the 
act  of  Congress  providing  for  or  regulating  contracts! 
kind.  The  rights  of  the  parties  depend  altogethe 
common  law  and  equity  principles."  10  How.  101 
&  Eng.  122,]  99  r.  S.  562  [12  Am.  &  Eng.  250,]  106  U 
[14Am.&  Eng.  261]. 

185  U. 
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Those  words  are  equally  applicable  to  the  present  case,  ex- 
cept that,  as  it  is  an  action  at  law,  the  principles  of  equity 
have  no  bearing.  This  action,  therefore,  was  within  the 
jurisdiction,  and,  the  parties  being  citizens  of  the  same  State, 
within  the  exclusive  jurisdiction  of  the  State  courts ;  and 
and  the  only  federal  question  in  the  case  was  rightly  de- 
cided. 

Upon  the  merits  of  the  case,  it  follows  from  what  has 
been  already  said,  that  no  question  is  presented,  of  which 
this  court,  upon  this  writ  of  error,  haa  jurisdiction.  Mur- 
dock  V.  Memphis,  20  Wall.  690.  The  grounds  of  the  judg- 
ment below  appear  in  the  opinion  of  the  Court  of  Api)eals, 
to  which,  under  the  existing  Acts  of  Congress,  this  court  is 
at  liberty  to  refer.  Philadelphia  Fire  Asso.  c.  New  York, 
119  U.  S.  110 ;  Kreiger  v.  Shelby  County  R.  R.  Co.,  125 
U.  S.  39.  Whether  that  court  was  right  in  its  sugges- 
tion that  it  would  have  no  jurisdiction  to  determine  the 
validity  of  the  second  reissue  if  incidentaUy  drawn  in  ques- 
tion in  an  action  upon  an  agreement  between  the  parties,  we 
need  not  consider ;  inasmuch  as  it  expressly  declined  to  pass 
upon  any  such  question,  because  it  held  that,  in  this  action 
to  recover  royalties  due  under  the  agreement,  the  defend- 
ant, while  continuing  to  enjoy  the  privileges  of  the  license, 
was  estopped  to  deny  the  validity  of  the  patent,  or  of  any 
reissue  thereof.  The  decision  was  based  upon  the  contract 
between  the  parties ;  and  the  court  did  not  decide,  nor  was 
it  necessary  for  the  determination  of  the  case  that  it  should 
decide,  any  question  depending  on  the  construction  or  ef- 
fect of  the  patent  laws  of  the  United  States.  Kinsman 
0.  Parkhurst,  18  How.  389  [6  Am.  &  Eng.  273 ;]  Brown  v. 
Atwell,  92  U.  S.  327. 

Judgmerd  affi/rmed. 

195  v.  S.  58.54. 
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2.  Jurisdiction.     Specific  performance.     See 
Kenedy  V.  Uazelton,  128  U.  S.  667. 
Brown  v.  Shannon,  20  How.  55  [6  Am.  &,  £ng.  354.J 
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BENJAMIN    F.  FELIX,    PLAINTIFF  IN   ERROR,  v. 

WILLIAM  SCHARNWEBER.* 

12BU.8.  54-aO.    Oct.  Term,  1887. 

[Bk.  31,  L.  ed.  687;  43  O.  O.  251.] 
Submitted  January  16,  1888.     Decided  March  19,  1888. 

Jurisdiction^    Prcuitice.     Writ  of  error. 

1.  In  an  action  of  assumpsit  in  a  State  Court  for  the  recovery  of 

license  fees  under  a  written  contract  the  plaintiff  recovered 
damages  and  the  defendant  brought  the  suit  into  this  court  as 
involving  a  Federal  question,  and  the  defendant  in  error  moved 
in  this  Court  to  dismiss  the  writ  of  error  for  want  of  jurisdic- 
tion. Hddy  that  as  the  question  at  issue  in  the  State  Court 
was  not  of  priority  of  invention  or  of  the  validity  or  construc- 
tion of  any  patent,  but  simply  whether  the  reels  made  and  sold 
were  the  same,  or  substantially  the  same,  as  mentioned  in  the 
contract,  no  Federal  question  was  presented,     (p.  526.) 

2.  Hddj  in  allowing  a  writ  of  error  to  the  Court,  the  certificate  of 

the  Chief  Justice  of  a  State  Court  that  a  Federal  question 
arose  is  not  conclusive  upon  this  Court  and  cannot  supply  the 
want  of  evidence  of  such  fact  in  the  record,     (p.  527.) 

[Citations  in  the  opinion  of  the  court :] 

Dale  Tile  Mnfg.  G6.  v.  Hyatt,  125  U.  a  46  [p.  508  ante,]  p.  526. 

Oleaaon  v.  Florida,  9  Wall.  779.    p.  527. 

Bartemeyer  v.  Iowa,  14  Wall.  26.    p.  527. 

Parmelee  v.  Lawrence,  11  Wall.  36.    p.  527. 

Brown  V.  Atwell,  92  U.  S.  327.     p.  527. 

Adams  Co.  v.  Burlington  &  M.  R.  B.  Co.,  112  U.  S.  123.    p.  527. 

In  error  to  the  Supreme  Court  of  the  State  of  Illinois,  to 
review  a  judgment  of  that  court  affirming  a  judgment  of 
the  Api)ellate  Court,  affirming  a  judgment  of  the  Circuit 
Court  of  Cook  County  for  the  plaintiflf,  in  an  action  of  as- 
sumpsit to  recover  royalties. 

On  motion  to  dismiss. 

Reported  below,  7  West.  Rep.  441,  119  111.  446. 

^^See  Explanation  of  Notes,  page  III. 
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Statement  by  Mr.  Justice  Gray  : 

This  was  an  action  of  assumpsit,  brought  in  the  Circuit 
Court  of  Cook  County,  in  the  State  of  Illinois,  by  Scham- 
weber  against  Felix  to  recover  royalties  under  the  following 
contract  signed  by  both  parties : 

"  Memorandum  of  agreement  between  Benjamin  P.  Felix 
and  William  Schamweber,  both  of  the  city  of  Chicago, 
made  this  12th  day  of  February,  1878,  witnesseth  :  That, 
whereas,  the  said  Benjamin  F.  Felix  and  William  Scham- 
weber are  joint  proprietors  of  a  certain  patent  for  an  im- 
proved rope  reel,  and  it  is  mutually  decided  between  them 
that  the  interests  of  both  are  best  subserved  by  one  of  them 
having  exclusive  control  of  the  manufacture  and  sale  of 
said  reel :  It  is  hereby  agreed  that  the  said  Benjamin  F. 
Felix  shall  make  such  arrangements  as  may  appear  most 
desirable  to  him  for  their  manufacture,  and  supervise  and 
direcjt  solely  their  sale.  On  each  and  every  rope  reel  sold, 
the  said  William  Schamweber  is  to  receive  a  royalty  of  one 
dollar,  to  be  paid  to  him  on  the  last  business  day  of  each 
and  every  month.  The  said  William  Schamweber  agrees 
not  to  manufacture  any  rope  reels  whatever,  or  cause  them 
to  be  manufactured,  but  can  make  sales  and  report  the  same 
to  Benjamin  F.  Feliij,  or  Felix,  Marston  &  Blair,  who  will 
deliver  and  collect  for  the  same.'- 

The  defendant  pleaded  nonassumpsit,  with  notice  that  he 
would  prove  a  failure  of  consideration  by  the  plaintiffs 
manufacturing  rope  reels  and  selling  them  to  third  persons. 

At  the  trial,  the  plaintiff  offered  evidence  that  at  first  the 
reels  made  under  the  contract  worked  satisfactorily,  but 
afterwards  the  defendant  complained  to  him  that  they  had 
too  many  coils  and  needed  larger  rolls  ;  that  thereupon,  in 
January,  1879,  he  made  and  showed  to  the  defendant  a 
model  of  a  reel  with  little  pieces  of  cast  iron  on  the  wooden 
rollers,  so  as  to  form  a  screw  to  hold  the  flanges  ;  and  that 
reels  subsequently  sold  by  the  defendant,  made  from  a  later 
model  furnished  bv  one  Mason,  were  of  the  same  construe- 
tion,  except  in  being  wholly  of  iron,  and  that  there  was 
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no  difFerenoe  in  principle  between  them.  The  defendant 
objected  to  the  admission  of  this  evidence,  as  going  to  show 
that  the  plaintiff  invented  the  new  style  of  reel,  and  as 
collaterally  attacking  another  patent.  The  court  admitted 
the  evidence,  and  the  defendant  excepted  to  its  admission. 

The  defendant  afterwards  offered  in  evidence  a  patent  is- 
sued to  Mason  on  June  10,  1879,  for  the  iron  reel,  ''for  the 
purpose  of  showing,  or  tending  to  show,  that  this  reel  was 
not  the  same  reel  as  that  patented  on  January  29,  1878,  and 
referred  to  in  the  contract."  The  plaintiff  objected  to  its 
admission,  on  the  ground  that  it  had  nothing  whatever  to 
do  with  this  suit  on  the  contract.    But  the  court  admitted  it. 

The  defendant  also  put  in  evidence  the  patent  of  January 
29,  1878,  to  Felix  and  Schamweber,  as  well  as  evidence 
tending  to  show  that  the  old  style  of  reel  did  not  work  well, 
and  was  unsatisfactory  to  purchasers,  and  called  Mason  as 
a  witness,  who  testifed  that  he  invented  the  reel  described 
in  his  patent. 

It  was  admitted  on  both  sides  that  the  defendant  had 
made  and  sold  385  of  what  he  called  the  old  style  or  origi- 
nal style  of  rope  reels,  on  which  he  had  paid  the  plaintiff  a 
royalty  of  one  dollar  each,  and  2,164  of  what  the  defendant 
called  the  new  style,  on  which  no  royalty  had  been  paid. 

The  court  instructed  the  jury  that  if  they  should  find 
from  the  evidence  that  the  plaintiff  and  defendant  executed 
the  contract  sued  on,  and  that  the  defendant  thereafter  sold 
rope  reels  such  as  or  substantially  like  the  rope  reel  men- 
tioned in  the  contract,  the  plaintiff  was  entitled  to  recover 
under  the  contract  for  all  such  roi)e  reels  sold  by  the  de- 
fendant, if  any. 

The  defendant  excepted  to  this  instruction,  and  requestea 
the  court  to  instruct  the  jury  as  follows : 

''  This  is  an  action  on  a  contract  for  royalty  claimed  upon 
the  sale  of  certain  rope  reels  invented  by  the  plaintiff  and 
sold  by  the  defendant  or  his  firm.  Under  this  contract,  as 
alleged  in  the  declaration,  the  defendant  is  liable  only  for 
royalty  unpaid,  if  any,  on  such  reels  sold  by  him  or  his  said 
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firm  as  are  contemplated  or  covered  by  the  terms  of  the  con- 
tract. He  is  not  liable  in  this  suit  for  royalty  on  any  other 
[and]  different  reels,  whether  invented  by  him,  by  the  plain- 
tiff, or  anyone  else." 

The  court  at  first  refused  to  give  this  instruction ;  and  the 
defendant  excepted  to  the  refusal.  The  court  then  modified 
the  instruction  requested,  by  inserting  the  word  "and," 
as  above  printed  in  brackets,  and  gave  the  instructions  so 
modified.  The  bill  of  exceptions  contained  these  further 
statements : 

"  To  which  action  of  the  court  in  modifying  said  instruc- 
tions the  defendant  duly  excepted. 

' '  Thereupon  the  court  further  charged  the  jury  for  the 
defendant  as  follows :  Therefore,  unless  you  &id  from  the 
evidence  that  the  defendant  owes  to  the  plaintiff  royalty 
upon  a  sale  of  the  original  Schamweber  reels  made  substan- 
tially as  these  reels  were  made  at  the  date  of  the  contract 
between  the  parties,  then  your  verdict  should  be  for  the  de- 
fendant. 

' '  Jf o  other  instructions  were  given  to  the  jury  by  the 
court." 

The  jury  returned  a  verdict  for  the  plaintiff  in  the  sum 
of  $2,255.  The  defendant  moved  for  a  new  trial ;  but,  upon 
the  plaintiff's  remitting  the  sum  of  $91  from  the  verdict,  the 
court  overruled  the  motion.  The  defendant  excepted  to 
this  ruling,  and  judgment  was  rendered  upon  the  verdict. 

The  defendant  appealed  to  the  Appellate  Court  for  the 
First  District  of  Illinois,  assigning  for  error  the  admission 
of  incompetent  evidence  for  the  plaintiff,  and  the  charge  to 
the  jury.     The  Appellate  Court  aflirmed  the  judgment. 

The  defendant  then  appealed  to  the  Supreme  Court  of  Il- 
linois, which  affirmed  the  judgment  of  the  Appellate  Court, 
and  in  the  opinion  filed  with  its  clerk  held  that  the  chai*ge 
of  the  court  to  the  jury  was  as  full  and  favorable  to  the  de- 
fendant as  the  law  would  warrant,  inasmuch  as  it  confined 
the  issue  to  the  number  of  reels  sold  under  the  contract ; 
and  the  question  of  fact  how  many  machines  were  sold  by 
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the  defendant  under  the  contract  was  conclusively  settled 
by  tha  findings  of  the  lower  courts ;  and  that  in  the  admis- 
sions of  the  testimony  objected  to  by  the  defendant  there 
was  no  error,  certainly  none  that  could  aflfect  the  merits  ol 
the  case  under  the  instructions  given  to  the  jury.  119  111.  445. 
A  writ  of  error  was  allowed  by  the  acting  Chief  Justice 
of  the  Supreme  Court  of  Illinois,  upon  the  petition  of  the 
defendant,  representing  that  in  said  case  in  that  court  the 
defendant  set  up  and  relied  on  the  patent  granted  by  the 
United  States  to  Mason  on  June  10,  1879,  the  validity  of 
that  patent  was  a£»ailed,  and  the  decision  was  against  the 
rights  and  privileges  set  up  by  the  defendant  under  it ;  and 
also  that  in  said  proceedings  he  alleged  that  the  jurisdiction 
to  try  the  questions  so  involved  was  exclusively  in  the  courts 
of  the  United  States,  and  the  decision  of  the  court  was 
against  him.  The  plaintiff  moved  to  dismiss  the  writ  of 
error  for  want  of  jurisdiction. 

Mr.  Henry  Decker ^ /or  defendant  in  error ^  in  suj^ort 
of  motion : 

The  following  cases  refer  to  contracts  relating  to  patents 
and  hold  that  where  the  suit  is  brought  on  such  a  contract 
no  question  arises  under  the  Constitution  and  laws  of  the 
United  States  which  gives  the  Federal  court  jurisdiction. 

Wilson  V.  Sandford,  10  How.  99  [5  Am.  &  Eng.  122;] 
Kartell  v.  Tilghman,  99  U.  S.  547  [12  Am.  &  Eng.  250 ;] 
Merserole  ».  Union  Paper  Collar  Co.,  6  Blatch.  356 ;  Good- 
year ^).  Day,  1  Blatch.  565 ;  Goodyear  v.  Union  India  Rub- 
ber Co.,  4  Blatch.  63 ;  Blanchard  v.  Sprague,  1  Cliff.  298 ; 
Ingalls  «.  Tice,  14  Fed.  Rep.  352 ;  Kelly  v.  Porter,  17  Fed. 
Rep.  519 ;  Teas  v.  Albright,  13  Fed.  Rep.  406 ;  Rich  v.  At- 
water,  16  Conn.  409 ;  Middlebrook  v.  Broadbent,  47  N.  Y. 
443 ;  Brooks  v.  StoUey,  3  McLean,  525. 

Motions  similar  to  this  were  entertained  by  this  court  in 
the  cases  of  Evans  v.  Brown,  109  U.  S.  180 :  Foster  v,  Kan- 
sas, 112  U.  S.  206. 
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Messrs.  Burton  CI  Cook  and  John  A,  Jameson^  for 
plaintiff  in  error ^  in  opposition : 

To  give  construction  to  a  patent  means  to  determine  ita 
principle  and  its  scoi)e. 

Wilson  t.  Sandfopd,  10  How.  99  [6  Am.  &  Eng.  122.] 

It  is  sufficient  to  confer  jurisdiction  that  the  question  was 
decided  adversely  to  the  plainti£F  in  error,  and  that  the  court 
was  induced  by  it  to  make  the  judgment  which  it  did. 

Furman  v.  Nichol,  8  Wall.  66. 

Mr.  Justice  Gray,  after  stating  the  case  as  above  re- 
ported, delivered  the  opinion  of  the  court : 

This  record  does  not  present  any  Federal  question.  No 
such  question  is  stated  in  the  pleadings,  involved  in  the 
rulings  at  the  trial  or  in  the  final  judgment,  or  mentioned 
in  the  opinion  of  the  Supreme  Court  of  Illinois. 

The  action  was  brought  upon  a  contract  in  writing  be- 
tween the  parties,  being  the  joint  owners  of  a  patent  for  an 
improved  rope  reel,  by  which  it  was  agreed  that  the  defend- 
ant should  have  the  exclusive  control  of  the  manufacture 
and  sale  of  the  reel,  paying  to  the  plaintiff  a  certain  royalty 
on  each  reel  sold.  This  was  not  a  case  arising  under  the 
patent  laws  of  the  United  States,  within  the  exclusive  ju- 
risdiction of  the  Federal  courts ;  Dale  Tile  Mnfg.  Co.  v. 
Hyatt,  126  U.  S.  46  [p.  608  ante,']  and  no  suggestion  that  it 
was  appears  by  the  record  to  have  been  made  in  either  of 
the  courts  of  the  State. 

The  only  exceptions  taken  by  the  defendant  at  the  trial 
were  to  the  admission  of  evidence  offered  by  the  plaintiff, 
and  to  the  instructions  given  by  the  court  to  the  jury. 

But  that  evidence  does  not  appear  to  have  been  admitted 
for  any  other  purpose  than  to  show  that  the  reels  made  and 
sold  by  the  defendant  were  substantially  like  those  men- 
tioned in  the  agreement  sued  on.  At  the  time  of  its  admis- 
sion, no  letters  patent  were  in  the  case.  The  question  at 
issue  was  not  of  priority  of  invention,  or  of  the  validity  or 
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construction  of  any  patent,  but  simply  whether  the  reels 
made  and  sold  by  the  defendant  were  such  as,  or  substan- 
tially like,  those  mentioned  in  his  contract  with  the  plain- 
tiff ;  and  in  the  instructions  to  the  jury  the  plaintiff's  right 
of  recovery  was  carefully  limited  to  such  reels.  The  patent 
to  Mason  was  introduced  in  evidence  afterwards,  and  by  the 
defendant  himself,  against  the  plaintiff's  objection ;  and 
no  ruling  upon  the  validity  or  the  construction  of  either 
patent,  or  upon  the  legal  effect  of  the  evidence,  was  re- 
quested by  the  defendant,  or  made  by  the  court. 

The  i)etition,  upon  which  the  wtit  of  error  was  allowed 
by  the  acting  Chief  Justice  of  the  Supreme  Court  of  Illi- 
nois, does  indeed  represent  that  the  patent  to  Mason  was 
set  up  by  the  defendant  and  its  validity  assailed,  and  that 
the  defendant  also  alleged  that  the  jurisdiction  to  try  the 
questions  involved  was  exclusively  in  the  courts  of  the. 
United  States,  and  that  the  decision  of  the  State  court  was 
against  him  on  both  of  these  points. 

But  in  allowing  a  writ  of  error  from  this  court  to  the 
highest  court  of  a  State,  and  in  issuing  a  citation,  the  Chief 
Justice  of  that  court  does  but  exercise  an  authority  vested 
by  Congress  in  him  concurrently  with  each  of  the  justices 
of  this  court.  Rev.  Stat.  §  999 ;  Gleason  7).  Florida,  9  Wall. 
779 ;  Bartemeyer  v.  Iowa,  14  Wall.  26.  When  counsel  ap- 
plying for  the  allowance  of  the  writ  of  error  insist  that  a 
Federal  question  has  been  decided  against  the  plaintiff  in 
error,  the  Chief  Justice  of  the  State  Court  may  feel  bound 
to  allow  the  writ,  for  the  purpose  of  submitting  to  the  final 
determination  of  this  court  whether  such  a  question  was 
necessarily  involved  in  the  judgment  sought  to  be  reviewed. 
But  his  certificate  that  such  a  question  arose  and  was  de- 
cided against  the  plaintiff  in  error  cannot  supply  the  want 
of  all  evidence  to  that  effect  in  the  record.  As  has  been 
more  than  once  observed  by  this  court,  "the  oflBce  of  the 
certificate,  as  it  resi)ects  the  Federal  question,  is  to  make 
more  certain  and  specific  what  is  too  general  and  indefinite 
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in  the  record,  but  is  inoompetent  toeriginatetheqaestion." 
Panuelee  v.  lAwrenoe,  11  Wall.  36;  Brown  v.  Atwell,  92 
V.  S.  327.  See  also  Adams  County  t.  Burlington  &  Mo. 
River  R.  R.  Co.,  112  U.  S.  133. 

Wril  of  error  dismissed/or  want  <if  jurisdiction. 


1.  jDriadietion.     Recovery  of  license  fees  under  a  contract : 

Kartell  V.  Tilghman,  99  U.  S.  547  [12  Am.  in  Eng.  250.] 
Dale  Tile  Mnfg.  Co,  v.  Hyatt,  135  U.  S.  46  [p.  508  anfe.] 


Patent  in  suit  i 

No.    19»,631-     Felix  4    Scharnweber.     January  29,    18^ 
Rope  Reel. 


<:itedt 

In  Text  Books: 
Walker  on  Pats.,  2d  ed.,  1889.    p.' 
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FREDERICK  C.   WEIR,  APPELLANT,   v.  WILLIAM 
J.  MORDEN.* 

lan  U.  B.  9».108.    Uot  Term,  UBT. 

[Bk.  31,  L.  ed.  64S;  43  O.  G.  75a] 

Affirming  IHd,  21  Fed.  Rep.  243. 

Ar^ed  February  13, 1668.     Decided  March  19,   1888. 

PartunUar  patent  construed,  limited  and  teanting  m  invention. 

1.  Claim  2  of  reissued  letteru  patent,  No.  8,914,  dated  Septem- 
ber 30,  1879,  granted  to  Frederick  Weir,  for  an  Improvement 
in  Railroad  Frogs,  (original  No.  21S,S48,  May  20,  1879,)  for 
"a  frog  composed  substantially  of  the  two  center  rails  B,  W, 
joined  to  form  the  V-shaped  point,  united  to  outside  diverg- 
ing or  ving  rails  by  means  of  two  channel  or  U  irons  D  D,  one 
wing  of  which  channel  or  TJ  Iron  is  formed  to  fit  the  web  of  the 
abutting  rails,  combined  to  form  the  point  of  the  frog,  and  upon 
the  other  side  fitting  the  web  of  the  wing  or  diverging  rail,  re- 
spectively, and  secured  by  bolts  or  rivets  passing  through  the 
webs  of  the  rails  and  the  sides  of  the  channel  bara,  substan- 
tially as  shown,"  construed  and  limited,  in  view  of  the  words 
"  substantially  as  shown,"  to  the  two  center  rails  B  B'  joined 
to  form  the  V-shaped  point,  and  held,  in  view  of  a  prior  patent. 
No.  173,604,  Morden,  Feb.  22,  1876,  describing  the  U-shaped 
trough  for  the  purpose  of  connecting  outer  r^ls,  leaving  the 
<;entral  rails  to  be  secured  by  means  of  a  V-shaped  recess  in 
the  bed  of  the  plate  at  the  wide  end  of  the  trough,  that  there 
was  no  invention  in  dividing  the  trough  into  two,  so  as  to  con- 
nect the  central  rails  on  each  side  by  means  of  a  separate  U- 
shaped  trough  with  the  outer  rail  exterior  to  them  ;  and  that 
the  claim  was  invalid  for  lack  of  invention,     (p.  S44.) 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
Stat«8  for  the  Northern  District  of  Illinois,  dismissing  a  bill 
to  restrain  an  infringement  of  letters  patent. 

Opinion  below,  21  Fed.  Rep.  243. 

*See  Explanation  ot  Not«e,  page  III. 
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Statement  by  Mr.  Juatic«  Matthews  : 

This  is  a  bill  in  equity  to  restrain  the  alleged  infringement 
of  reisBued  letters  patent,  No.  8,914,  dated  September  30, 
1879,  for  an  improvement  in  railroad  frogs,  the  original  pat- 
ent, No.  315,548,  dated  May  20,  1879,  having  been  issued  on 
an  application  filed  February  4,  1879,  to  Frederick  C.  Weir, 
the  complainant.  In  his  specificatioQ  the  patentee  describes 
the  invention  generally  as  follows : 

"  My  invention  relates  to  the  class  of  frogs  made  by  the 
bending  of  the  overlapping  ends  of  the  rails  themselves, 
and  the  jnnctlon  of  the  same  with  the  central  rail  constitut- 
ing the  point  by  rivets  and  bolts  through  separating  pieces, 
and  my  invention  consists,  first,  in  snch  a  formation  and  con- 
nection of  two  rails  which  make  up  the  angular  point  as  that 
one  of  the  rails  extends  unbroken  and  uncut  directly  across 
the  path  of  the  other,  and  in  itself  makes  a  solid  end  to  the 
point  with  a  full  width  flange,  which  is  overlapped  by  the 
flange  of  the  other  rail,  and  thus  a  flange  of  double  tiiick- 
ness  is  afforded  at  a  point  where  strength  is  particularly 
needed,  and  the  cutting  away  of  the  flanges  (aa  is  the  usual 
custom)  is  avoided  entirely  ;  second,  in  an  improved  man- 
ner of  connecting  the  two  rails  of  the  point  together  and  to 
channel-iron  pieces,  to  which  the  onter  rails  are  connected. 

"One  of  the  objects  of  this  invention  is  to  furnish  a  firm 
lateral  support  upon  each  side  of  the  V-shaped  raUs  by 
means  of  channel  irons,  which  at  the  same  time  unite  and 
hold  the  center  rails  forming  the  V  to  the  wing  rails,  firmly, 
united  and  holding  all  the  parts  in  their  proper  relative  po- 
sition." 

The  drawings  accompanying  the  specification  are  as  fol- 
lows: 

The  specification  explains  the  drawings  as  follows  : 

"  In  the  accompanying  drawings  Figure  4  is  a  plan  of  a 
frog  embodying  my  improvements.  Fig.  5  is  a  cross-section 
of  the  same  on  line  x  x.  V\%.  3  is  a  plan  of  the  under  side 
of  the  frog,  showing  the  continuations  of  the  main  point 
rail  with  a  fnll-width  tlange  throughout,  also  showing  the 
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riveted  extensioa  of  the  flanges  of  the  channel  irons  beyond 
the  points. 

"  It  will  not  be  necessary  to  deeoribe  the  devices  shown  in 
Figs.  1  and  3,  as  they  are  fully  described  in  division  B  of 
this  reissae. 

"  A  A'  are  the  onter  or  wing  rails  of  the  frc^,  and  B  B', 
are  the  two  rails  which  compose  the  acute  angle  6r  point. 

"  In  place  of  catting  away  both  the  flanges  of  the  rails  B 
B',  BO  as  to  make  a  joint  between  the  two  tails  midway  be- 
tween the  lines  of  the  angle  of  the  frog,  as  is  common  now, 
and,  I  may  say,  usually  practiced,  I  continue  the  flange  of 
the  rail  B,  of  full  width,  intact  clear  along  the  junction  of 
the  two  rails  to  the  point  where  it  strikes  the  flange  of  the 
outer  rail,  as  shown  in  Fig.  3,  which  is  almost  immediately 
under  the  point  X'  of  the  frog,  and  I  swage  up  the  flange 
b'  of  rail  B'  on  one  side,  as  shown  in  Figs.  S  and  3,  so  that 
it  lies  over  the  flange  of  rail  B,  ttiia  flange  of  rail  B'  being 
cut  away  angularly  on  the  edge  to  properly  meet  the  line  of 
the  web  b'  of  the  rail  B. 

"I  connect  the  point  rails  B  B'  together  by  rivets,  C, 
which,  while  they  secure  these  rails  together,  also  secure 
pieces  of  channel  iron,  D,  to  said  point  rails,  the  channel 
iron  making  the  separating  medium  between  the  point  rails 
B  B'  and  wing  rails  A  A',  and  giving  a  means  for  attaching 
said  wing  raUs. 

"The  adjacent  flanges  of  the  cliannel  irons  of  the  point 
may  be  extended  beyond  the  point  and  riveted,  as  shown 
in  Fig.  3. 

"  With  channel  iron  I  attach  the  wing  rails  in  the  man* 
ner  shown  in  Fig.  5,  the  outer  flanges  of  the  iron  being 
notched  at  d  for  the  passage,  before  the  outer  rails  are  at- 
tached, of  the  long  rivets  C,  the  bolts  E,  which  connect  the 
outer  rails,  being  placed  between  the  notches  tf." 

The  claims  are  as  follows  : 

"1.  A  frog  having  one  of  its  point  rails  extended  with  a 
full-width  flange  along  the  junction  of  the  two  rails,  and 
the  flange  of  the  other  point  rail  overlying  the  flange  of  the 
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first-mentioned  one,  substantially  as  and  for  the  purpose 
specified. 

^'2.  A  frog  composed  substantially  of  the  two  centre  rails 
B  B'  joined  to  form  the  V-shaped  point,  united  to  outside 
diverging  or  wing  rails  by  means  of  two  channel  or  U  irons, 
D  D,  one  wing  of  which  channel  or  U  iron  is  shaped  to  fit 
the  web  of  the  abutting  rails,  combined,  to  form  the  point 
of  the  frog,  and  upon  the  other  side  fitting  the  web  of 
the  wing  or  diverging  rail,  resi)ectively,  and  secdred  by 
bolts  or  rivets  i)assing  through  the  webs  of  the  rails  and  the 
sides  of  the  channel  bars,  substantially  as  shown. 

^^3.  In  combination  with  the  point  rails  B  B^  fitted  to 
each  other  as  described,  the  channel  pieces  D  extending  and 
bolted  or  riveted  together  beyond  the  point  of  the  frog  and 
connecting  rivets  C,  which  extend  entirely  through  the  two 
point  rails  and  the  channel  pieces,  substantially  as  and  for 
the  purpose  specified." 

The  only  claim  involved  in  this  suit  is  the  second,  no  in- 
fringement being  alleged  of  either  the  first  or  third.  Sepa- 
rate answers  were  filed  by  the  defendants  respectively,  which 
were,  however,  in  substance  the  same.  The  defences  are 
that  the  reissued  letters  patent  are  null  and  void,  as  not  being 
for  the  same  invention  as  set  forth  and  described  in  the  origi- 
nal letters  patent ;  that  the  defendants  do  not  infringe ;  and 
that  the  alleged  invention  of  the  complainant  was  not  a 
X)atentable  novelty,  in  view  of  the  state  of  the  art  at  the 
time  of  the  alleged  invention,  as  shown  in  certain  prior  let- 
ters patent  specifically  mentioned.  The  answer  of  Morden, 
adopted  by  the  others,  also  sets  out  the  following : 

^  ^  And  this  defendant  further  answering  says,  on  informa- 
tion and  belief,  that  he  is  the  original  and  first  inventor  of 
a  U-shaped  plate  in  combination  or  connection  with  a  rail- 
road frog,  and  that  said  invention  was  secured  to  him  by 
said  letters  patent  of  the  United  States  No.  173,804  and  No. 
206,496,  and  that  by  virtue  of  said  letters  patent  he  has  the 
sole  and  exclusive  right  to  said  U  shape  in  a  railroad  frog, 
^nd  that,  while  the  complainant  is  engaged  in  the  manuf ar- 
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ture  and  sale  of  railroad  frogs,  he  uses  a  V-shaped  plate  so 
secured  to  your  defendant,  as  before  stated,  and  in  said 
manufacture  and  sale  has  copied  from  defendant's  invention 
in  substantial  and  material  parts  secured  to  defendant  by 
his  letters  patent  aforesaid  and  in  infringement  of  the  same ; 
and  this  defendant,  in  this  connection,  would  state  that  prior 
to  the  filing  of  complainant's  bill  he,  the  defendant,  filed  a 
bill  in  this  honorable  court  against  said  complainant  for  in- 
fringement of  his  said  letters  patent,  No.  173,804,  and  said 
wrongful  acts,  and  praying  relief  on  account  of  said  wrong- 
ful acts  by  the  complainants,  which  said  bill  is  now  pend- 
ing against  him  in  this  court.  Some  days  after  this  defend- 
ant filed  his  bill  as  aforesaid,  the  said  complainant  filed  his 
bill,  seeking  thereby,  as  defendant  is  advised  and  states,  on 
information  and  belief,  to  harass  and  annoy  defendant  in 
his  said  suit  and  to  delay  accounting  to  defendant  for  said 
wrongful  acts  of  him,  the  said  complainant." 

On  final  hearing  a  decree  was  rendered  dismissing  the  bill 
for  want  of  equity,  to  reverse  which  the  present  appeal  has 
been  taken. 

The  specification  and  drawings  of  Morden's  letters  patent 
are  as  follows : 


WILLIAM  J.  MORDEN,  OF  INDIANAPOLIS, 

INDLAJS^A. 

Improvement  in  Railroad  Frogs. 

Specification   forming  part   of    Letters   Patent,   No.    173^804^ 
dated  February  22,  1866  ;  application  filed  January  12,  1876. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  William  J.  Morden,  of  Indianapolis, 
county  of  Marion,  and  State  of  Indiana,  have  invented  a 
new  and  useful  Prog  for  railroad  purposes,  of  which  the  foK 
lowing  is  a  description,  reference  being  had  to  the  accom- 
panying drawings : 
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My  invention  consists  of  a  metallic  plate  swaged  or  formed 
into  a  trough,  a  cross-section  of  which  has  the  form  of  a  U, 
and  a  plan  view  has  the  form  of  Y.  The  sides  of  my  im- 
proved trough-plate,  at  or  near  the  center,  form  a  narrow 
neck  or  throat,  and  the  sides  of  the  trough-plate  diverge  at 
any  required  angle  from  the  narrow  throat. 

The  end  opposite  to  the  end  that  receives  the  point,  or 
pointed  rails,  diverges  slightly,  while  the  end  that  receives 
the  point  or  pointed  rails  diverges  more  abruptly,  so  as  to 
leave  sufficient  room  between  the  points  and  the  side  wings 
to  allow  the  flanges  of  the  wheels  to  pass  freely  through. 

The  bed  of  the  plate  that  forms  the  trough  at  the  wide 
end  is  provided  with  a  V-shaped  recess,  in  which  are  secured 
the  point  or  V-shaped  ends  of  the  point-rails,  and  prevents 
any  lateral  motion,  and  relieves  the  fastenings  of  the  point 
or  pointed  rails  thus  secured  from  any  side  or  twisting  strain 
when  a  train  is  passing  over  the  frog.  The  sides  of  the 
trough-plate  are  made  to  conform  to  the  curve  of  the  side 
rails,  as  well  as  to  the  form  of  the  neck  and  base  of  the  rails, 
and  are  firmly  secured  to  the  neck  of  the  rails  by  bolts, 
rivets,  or  in  any  manner  that  would  suggest  itself  to  the 
mind  of  an  ordinary  mechanic. 

The  side  sections  of  the  rails  or  wings  are  nicely  fitted, 
and  supported  by  the  sides  of  the  plate,  which  are  turned  up 
and  fitted  nicely  to  the  base  and  neck,  as  above  described, 
and  securely  fastened  in  any  manner  thereto. 

The  sides  of  the  plate  thus  secured  to  the  side  rails  or 
wings  give  additional  strength  thereto,  and  prevent  the  wings 
from  breaking,  and  form  a  light  frog  that  is  strong,  elastic, 
and  durable,  and  not  liable  to  become  disarranged  by  con- 
tinual use. 

Figure  I  represents  a  plan  view  of  a  frog  embodjring  my 
improved  trough-plate.  Pig.  2  is  a  plan  or  top  view  of  the 
trough-plate.  Pig.  3  is  a  side  view  of  Pig.  2.  Pig.  4  is  a 
cross-section  of  the  frog  taken  through  the  line  h  k  of  Pig. 
1,  showing  the  side  rails  or  wings  attached  to  the  sides  of 


640  WEIR  V.  MORDEN.  [Sup.  Ct. 

Stktameiit  of  the  caae. 

the  tTOngh-pl&te,  and  the  V-ahaped  point  or  pointed  rails 
removed  from  the  recess  at  the  bottom  of  the  plate. 

My  improved  trough-plate  is  represented  by  the  letters  A 
B  C  C,  each  letter  representing  a  different  part  of  the  same 
plate.  From  the  center  o(  the  trough  to  the  narrow  end  a 
cross-section  would  show  the  shape  of  a  U,  theextremeend 
being  wider  at  the  top  than  near  the  center,  the  shape  of 
which  is  shown  at  A,  in  Pig.  4,  more  fully.  The  other  or 
point-supporting  end  of  the  trough-plate  is  made  considera- 
bly wider,  and  ia  provided  with  a  V-shaped  recess,  into 
which  the  V-shaped  ends  of  the  rails  or  point  D  D'  are 
securely  fastened  in  any  ordinary  manner  by  means  of  the 
holes  a  bd,  and  it  will  be  seen  that  the  sides  of  the  base 
of  the  rails  or  point  D  D',  which  fit  into  the  recess  B  of  the 
trough-plate,  are  firmly  secured  to  the  bottom,  and  are 
further  secured  by  the  sides  of  the  V-shaped  recess,  as 
shown  in  Figs.  1,  2,  and  4,  and  the  rails  or  point  D  D',  thus 
secured,  will  resist  all  lateral  strain  that  may  be  placed  on 
them  by  passing  trains,  and  will  not  become  loose  or  dis- 
placed. 

The  sides  C  C  of  the  trough  plate  are  made  to  conform 
with  the  curve  of  the  sides  of  the  rail  sections  or  wings,  as 
well  as  with  the  form  of  the  neck  and  base  of  the  rails,  as 
shown  in  Figs.  1,  2,  and  more  fully  in  Fig.  4,  and  are  se- 
curely fastened  in  any  manner  to  the  rails  P  P',  as  at  g^  ^. 

The  trough-plate  is  formed  of  any  metallic  sabstance, 
swaged,  rolled,  or  forged  into  its  proper  shape,  and  is  made 
of  the  proper  thickness  to  withstand  all  strain  that  it  may 
be  subjected  to. 

What  I  claim  as  my  invention,  and  new,  and  wish  to  se- 
cure by  Letters  Patent,  ia — 

.  A  metallic  plate,  A,  formed  into  a  trough,  the  diverging 
sides  of  which  are  made  to  conform  to  the  shape  of  the  sides 
of  the  rail  sections  F  F',  and  the  bottom  of  the  wide  end  is 
formed  with  a  V-shaped  recess  to  receive  and  hold  secure 
the  ends  of  the  rails  or  point  D  D',  all  constructed  and  ar- 
ranged to  be  secured  to  the  rail  D  D'  F  P',  and  form  a  rail- 
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road-frog,  substantially  as  and  for  the  purposes  set  forth. 

In  testimony  whereof  I  have  hereunto  signed  my  name 
to  this  specification  in  the  presence  of  two  sabscribing  wit- 
nesses. 

WILLIAM  J.  MORDEN. 
Witnesses : 
O.  S.  Long, 
Thomas  A.  Cole, 

Messrs.  E.  W.  Wood^  Edward  Boyd^  and  Clarence  A. 
Seward^  for  appellant : 

Where  an  inventor  has  manifested  his  intention  to  obtain 
a  patent  by  duly  filing  an  application,  any  subsequent  ap- 
plication filed  by  him  for  the  same  invention  will  be  deemed 
a  renewal  thereof. 

Godfrey  ??.  Eames,  1  Wall.  817  [7  Am.  &  Eng.  174;  ]  Bell 
xi.  Daniels,  1  Bond,  212 ;  Singer  v.  Braunsdorf,  7  Blatch. 
521 ;  Jones  v.  Sewall,  3  0.  G.  630 ;  Johnsen  ??.  Fassman,  6 
Pish.  Pat.  Cas.  471 ;  Colgate  v.  Western  Union  Tel.  Co.,  15 
Blatch.  365 ;  Goodyear  Dental  Vulcanite  Co.  /?.  Willis,  7  O.  G. 
43 ;  Henry  n.  Prancestown  Soapstone  Stove  Co.,  9  O.  G.  408 ; 
U.  S.  Rifle  &  Cartridge  Co.  n.  Whitney  Arms  Co.,  11  O.  G. 
373 ;  Thomas  t).  Waterhouse,  Com.  Dec.  1885,  2 ;  Weir  t?. 
Morden,  29  O.  G.  83. 

The  burden  of  proof  is  upon  defendant  and  every  reasona- 
ble doubt  is  to  be  resolved  against  him. 

Coffin  t?.  Ogden,  18  Wall.  124  [9  Am.  &  Eng.  125.] 

A  liberal  construction  of  claims  should  be  given  to  make 
them  commensurate  with  the  invention. 

Lake  Shore  &  M.  S.  R.  Co.  t).  Nat.  Car  Brake  Co.,  110  U. 
S.  236  [15  Am.  &  Eng.  124 ;]  Winans  t).  Denmead,  15  How. 
341  [6  Am.  &  Eng.  107 ;]  Clough  v.  Barker,  106  U.  S.  166 
[14  Am.  &  Eng.  211 ;]  Webster  Loom  Co.  v.  Higgins,  105  U. 
8.  580  [14  Am.  &  Eng.  70 ;]  Bates  t?.  Coe,  98  U.  S.  31  [12  Am. 
&  Eng.  150 ;]  Miller  &  P.  Mnfg.  Co.  v.  DuBrul,  2  Ban.  &  A. 
618 ;  Blandy  z.  Griffith,  3  Pish.  Pat.  Cas.  619. 
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Use  by  the  public  and  by  the  defendants  is  evidence  that 
the  patented  result  was  the  prodnct  of  invention. 

Washburn  &  M.  Mntg.  Co.  e.  Haish,  10  Biss.  65 ;  Smith 
V.  Glendale  Elastic  Fabrics  Co.,  1  Holmes,  340 ;  lindsay  e. 
Stein,  10  Fed.  Rep.  915. 

A/ortiori  is  this  troe  where  there  were  acknowledged 
'  defects  in  pre-existing  devices,  which  are  remedied  by  the 
patent. 

Asmus  7>,  Alden,  27  Fed.   Rep.  684 ;  Butler  v,  Steckel,  ' 
Id.  219  ;  NUes  Tool- Works  v.  Betts  Machine  Co.,  Id.  301 ; 
Ward  V.  Grand  Detour  Plow  Co.,  14  Fed.  Rep.  696 ;  De- 
troit Lubricator  Mnfg.  Co.  v.  Renchard,  9  Fed.  Rep.  993. 

All  the  presumptions  of  law  are  in  favor  of  the  noveIt>-, 
utility  and  patentability  of  a  patented  invention. 

Grier  ».  Goetinger,  7  O.  G.  563 ;  Smith  v.  Woodruff,  6 
Fish.  Pat.  Cas.  476 ;  Westlake  ».  Cartter,  4  O.  G.  639  ;  Jie 
Gould,  6  O.  G.  121 ;  Watson  v.  Cunningham,  4  Fish.  Pat. 
Cas.  528 ;  Huddart  v.  Grimshaw,  Web.  Pat.  Cas.  85  [1  Am. 
&  Eng.  128 ;]  Murray  v.  Clayton.  Eng.  L.  R.  7  Ch.  App.  577. 

Any  new  combination,  if  it  produces  new  and  useful  re- 
sults, is  patentable. 

Hailea  v.  Van  Wormer,  20  Wall.  368  [9  Am.  &  Eng.  340;] 
Roberts  t.  Dickey,  1  O.  G.  4 ;  McCulley  v.  Cunningham,  3 
Pittsb.  Legal  Jour.  366  ;  Smith  v.  Prazer,  Id.  397.  To  the 
same  effect  are  Child  v.  Boston  &  F.  Iron  Works,  5  O.  G. 
61 ;  Marsh  v.  Dodge  &  S.  Mnfg.  Co.,  5  O.  G.  399 ;  Foxwell 
V.  Bostock,  12  Weekly  Rep.  726;  Adams  b.  Edwards,  1 
Fish.  Pat.  Cas.  4. 

Drawings  are  judicially  accorded  a  controlling  significance 
on  the  question  of  date. 

Reeves  v.  Keystone  Co.,  1  O.  G.  468  ;  Draijere.  Potomaka 
Mills  Corp.,  13  0.  G.  276;  Stephenson  v.  Hoyt,  1  MacA. 
Pat.  Cas.  292. 

Authorities  sustain  the  right  of  an  inventor  as  of  the  date 
of  his  original  application. 

Smith  V.  Prior,  2  Sawy.  461 ;  Graham  v.  McCormick,  10 
Biss.  39 ;  Howes  v.  McNeal,  15  Blatch.  123 ;  Pelton  v.  Wa- 
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ters,  7  O.  G.  425 ;  Adams  v.  Edwards,  1  Pish.  Pat.  Cas.  1 ; 
Sayles  v.  Chicago  &  N.  W.  R.  Co.,  2  Pish.  Pat.  Cas.  623 ; 
Jie  Golding,  8  O.  G.  141 ;  Pire  Extinguisher  Case,  21  Ped. 
Rep.  43 ;  Matthews  v.  Wade,  1  MacA.  Pat.  Cas.  169 ;  Gold 
&  S.  Tel.  Co.  V.  Commercial  Tel.  Co.,  23  Ped.  Rep.  343. 

Mr.  C.  K.  OffUld,  for  appellees : 

The  law  does  not  j)ermit  such  enlargement  of  an  original 
specification  as  would  interfere  with  other  inventors  who 
have  entered  the  field  in  the  meantime. 

Chicago  &  N.  W.  R.  Co.  v.  Sayles,  97  U.  S.  554  [12  Am. 
&  Eng.  121.] 

The  jMitentee  has  attempted  to  reclaim  what  originally 
he  had,  by  plain  intention,  disclaimed.  This  cannot  be 
done  by  reissue. 

Leggett  V.  Avery,  101  U.  S.  257  [12  Am.  &  Eng.  369 ;]  At- 
water  Mnfg.  Co.  x.  Beecher  Mnfg.  Co.,  8  Ped.  Rep.  608. 

Slight  mechanical  changes  were  only  required  to  be  made 
in  the  above  patented  structures  to  establish  entire  identity 
between  such  structures  and  the  Weir  device. 

Hotchkiss  V.  Greenwood,  11  How.  248  [5  Am.  &  Eng. 
240 ;]  Stimpson  v.  Woodman,  10  Wall.  117  [8  Am.  &  Eng. 
221 ;]  Hicks  v.  Kelsey,  18  Wall.  670  [9  Am.  &  Eng.  150 ;] 
Smith  V.  Nichols,  21  Wall.  112  [9  Am.  &  Eng.  425  ;]  Brown 
V.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272 ;]  Reckendorfer 
V.  Paber,  92  U.  S.  347  [10  Am.  &  Eng.  373 ;]  Terhune  v. 
PhilUps,  99  U.  S.  592  [12  Am.  &Eng.  270 ;]  Atlantic  Works 
V.  Brady,  107  U.  S.  192  [14  Am.  &  Eng.  380 ;]  Phillips  v. 
Detroit,  111  U.  S.  604  [15  Am.  &  Eng.  269  ;]  Clark  Pomace 
Holder  Co.  x.  Perguson,  119  U.  S.  337  [16  Am.  &  Eng.  441.] 

The  renewed  application  on  Pebruary,  1879,  was  for  a 
substantially  different  invention. 

Globe  Nail  Co.  t,  Superior  Nail  Co.,  27  Ped.  Rep.  454. 

Reissue  in  suit  is  invalid.  Expansion  of  the  claim  can- 
not be  allowed  or  sustained. 

Campbell  x.  James,  21  O.  G.  337 ;  104  U.  S.  356  [13  Am. 
A  Eng.  341.] 
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This  reissue  must  fail  by  reason  of  adverse  rights  having 
accrued. 

Combined  Patents  Can  Co.  v.  Lloyd,  11  Fed.  Rep.  152 ; 
Jones  V.  Barker,  11  Fed.  Rep.  699.     . 

In  the  case  of  Irish  v.  Knapp,  18  O.  Gr.  736,  the  court 
stated  that  where  an  interested  witness  uses  the  expression 
^^  to  the  best  of  his  knowledge,"  and  ^^as  near  as  he  can 
recollect,"  these  expressions  show  that  he  had  no  certain 
recollection  about  it. 

Mr.  Justice  Matthews  (a)  delivered  the  opinion  of  the 
court: 

The  question  of  infringement  depends  upon  the  proper 
construction  of  the  second  claim.  The  proof  shows  that  the 
defendants  did  not  infringe  either  the  first  or  the  third. 
They  did  not  form  and  connect  the  two  rails,  making  up  the 
angular  point  as  a  i>art  of  the  frog,  so  that  one  of  the  rails 
would  extend  unbroken  and  uncut  directly  across  the  j)ath 
of  the  other,  and  in  itself  make  a  solid  end  to  the  i)oint 
with  a  full  width  flange  overlapped  by  the  flange  of  the 
other  rail,  thus  affording  a  double  thickness  and  avoiding 
the  cutting  away  of  the  flanges,  as  was  customary.  If  there 
is  an  infringement,  it  consists  in  the  use  of  the  channel 
irons  of  a  U  shape,  uniting  the  two  center  rails,  forming 
the  V-shaped  point  of  the  frog,  to  each  other,  and  the  two 
thus  united  to  the  two  diverging  rails  on  each  side  by  means 
of  bolts  or  rivets  passing  through  the  webs  of  the  rails  and 
the  sides  of  the  channel  bars.  The  question  was  disposed 
of  by  the  circuit  court  in  favor  of  the  defendants,  as  fol- 
lows: 

"The  question  of  fact  as  to  infringement  depends  upon 
whether  the  '  two  center  rails  B  B'  joined  together  to  form 
the  V-shaped  point,'  mentioned  in  the  second  claim,  neces- 
sarily mean  the  two  center  rails  which  are  described  in  the 
specification,  or  does  it  mean  any  center  rails  jomed  to- 

190  U.  S.  108-104. 
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gether  in  any  manner  to  form  a  V-shaped  point  1  Tlte  an- 
swer to  this  question  seems  to  me  to  be  found  in  the  com- 
plainant's own  speciiication.  He  says:  'My  invention 
consists,  first,  in  each  a  formation  and  connection  of  the  two 
rails  which  make  up  the  angular  point  as  that  one  of  the 
rails  extends  unbrolien  and  uncut  directly  acroSs  the  path 
of  the  other,  and  in  itself  makes  a  solid  end  to  the  point 
with  a  full  width  flange,  which  is  overlapped  by  the  flange 
of  the  other  rail,  and  thus  a  flange  of  double  thickness  is 
afforded  at  a  point  where  strength  is  particularly  needed, 
and  the  cutting  away  of  the  flanges  (as  is  the  usual  custom) 
is  avoided  entirely.' 

"  In  his  description  of  the  drawings  he  says : 

"  '  A  A'  are  the  outer  or  wing  rails  of  the  frog,  and  B  B' 
are  the  two  rails  which  compose  the  acute  angle  or  point.' 

"And  in  his  description  of  the  mode  of  constructing  his 
device  he  says : 

"  '  In  place  of  catting  away  both  the  flanges  of  the  rails  B 
B',  BO  as  to  make  a  joint  between  the  two  rails  midway  be- 
tween the  lines  of  the  angle  of  the  frog,  as  is  common  now, 
and,  I  may  say,  usually  practiced,  I  continue  the  flange  of 
the  rail  B,  of  full  width,  intact  clear  along  the  junction  of 
the  two  rails  to  the  point  where  it  strikes  the  flange  of 
the  outer  rail,  as  shown  in  Fig.  3,  which  is  almost  imme- 
diately under  the  point  X'  of  the  frog,  and  I  swage  up  the 
flange  6'  of  rail  B'  on  one  side,  as  shown  in  Pigs.  5  and  3,  so 
that  it  lies  over  the  flange  of  rail  B,  this  flange  of  rail  B' 
being  cut  away  angularly  on  the  edge  to  properly  meet  the 
line  of  the  web  b'  of  the  rail  B,' 

"  It  will  thus  be  seen  that  minute  directions  are  given  as 
to  the  construction  of  the  two  center  rails  B  and  B'  to  form 
a  V-shaped  point ;  and  I  am  of  opinion  that  the  two  center 
rails  B  and  B',  described  in  the  second  claim,  are  the  rails 
constructed  and  joined  according  to  the  description  given 
in  the  patent.  The  langnage  of  the  claim  is,  '  the  two  cen- 
ter rails  B  B',  joined  to  form  a  V-shaped  point ',  not  any  two 

■SB  r.  a.  icNi-ioii. 
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center  rails  joined  to  form  a  V-shaped  point.  The  V-shaped 
point  made  by  extending  one  rail  unbroken  and  nncut  di- 
rectly across  the  path  of  the  other,  and  thereby  making  a 
solid  end  to  the  point,  and  with  the  flange  of  the  rail  B' 
swaged  up  so  as  to  lie  upon  or  overlap  the  flange  of  the  rail  B, 
seems  to  me  to  be  an  essential  element  of  what  complainant 
supposed  he  had  invented;  and,  therefore,  the  two  center  rails 
B  B'  mentioned  in  the  second  claim  refer  to  and  mean  the  two 
center  rails  which  he  has  particularly  described  in  his  specifi- 
cation. The  proof  in  the  case  whoUy  fails  to  show  that  the 
defendant  forms  the  V-shaped  point  in  his  frog  in  the  man- 
ner that  complainant  forms  his  point. ' ' 

The  construction  of  the  second  claim  contended  for  by  the 
appellant  is  that  it  embodies  sex)arately  and  distinctly  that 
part  of  the  invention  which,  in  the  general  description  in 
the  preliminary  part  of  the  specifications,  is  stated  to  be 
'*an  improved  manner  of  connecting  the  two  rails  of  the 
point  together  and  to  channel-iron  pieces,  to  which  the 
outer  rails  are  connected,"  without  reference  to  the  man- 
ner in  which  the  two  rails  of  the  point  are  formed,  so  as 
to  constitute  the  first  part  of  the  invention,  if  this 
construction  be  admitted,  the  second  claim  would  cover 
every  case  of  two  center  rails  joined  to  form  the  V-shaped 
point,  which  were  united  to  outside  diverging  or  wing  rails 
by  means  of  channel-irons  of  a  U  shape,  bolted  or  riveted, 
as  therein  described,  without  reference  to  the  manner  in 
which  the  two  center  rails  were  combined  to  make  the 
angular  point  or  V  shai)e.  In  our  opinion,  the  construction 
placed  upon  this  claim  by  the  circuit  court  is  right,  and  is 
required  by  the  language  of  the  specifications  and  claim. 
The  claim  does  not  on  its  face  profess  to  cover  a  mere  mode 
of  connecting  by  means  of  U-shaped  channel  irons,  the  in- 
termediate with  the  external  rails.  It  is  in  form  a  claim  for 
a  combination  of  parts,  which  together  constitute  a  frog  of 
peculiar  construction.  The  elements  of  that  combination, 
as  stated  in  the  claim,  are,  first,  the  two  center  rails  B  B' 
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joined  to  fonn  the  V-shaped  point ;  second,  the  outside  di- 
verging or  wing  rails ;  third,  the  channel  irons  of  a  U  shape 
uniting  the  center  rails  together,  and  also  to  the  outside  or 
wing  rails,  so  that  the  whole  shall  constitute  a  frog  with  the 
characteristics  imparted  by  the  features  of  this  combination. 
This  coincides  with  the  statement  contained  in  the  brief  of 
counsel  for  the  appellant,  who  say,  speaking  of  the  inven- 
tion as  described  in  the  second  claim  : 

"  The  elements  constituting  the  invention  in  controversy 
are  :  First,  two  outside  diverging  wing  and  main  rails  ;  two 
inside  V-shaped  point  rails,  the  four  rails  being  united  and 
joined  together  by  two  channel  irons  bolted  to  the  raUs  by 
three  lines  of  rivets  or  bolts,  to  wit:  one  line  of  bolts,  bolt- 
ing one  channel  iron  to  one  wing  rail ;  another  line  of  bolts, 
bolting  another  channel  iron  to  the  other  outside  wing  rail ; 
and  the  13iird  line  of  bolts  passing  through  the  two  inside 
wings  of  the  two  channel  plates,  and  through  the  webs  of 
the  point  rails,  thereby  making  one  structure  or  machine. 
In  this  construction  the  cutaway  rail  forming  the  point  is 
reinforced  on  each  side  by  the  vertical  wiogs  of  the  channel 
irons.  The  claim  is  for  this  frog  or  machine  so  constructed, 
a  frog  composed  substantially  of  the  elements  above  named." 

The  claim  refers  specifically  to  the  "  two  center  rails  B  B' 
joined  to  form  the  V-shaped  point."  This  points  explicitly 
to  the  drawings  on  which  the  two  center  rails  are  designated 
by  the  letters,  and  also  to  the  mode  in  which  they  are  shown 
by  the  drawings  and  the  descriprion  in  the  specitications  to 
be  joined,  and  excludes  the  idea  of  constmcting  a  frog,  such 
as  is  intended  to  be  covered  by  the  second  claim,  of  any 
other  center  rails  than  those  thus  pointed  out  and  described. 
The  patentee  by  this  mode  of  description  and  of  claim  has 
made  the  center  rails,  formed  and  connected  in  the  manner 
described  to  make  up  the  V-shaped  point,  an  essential  part  of 
the  invention  intended  to  be  secured  by  the  second  claim. 

An  argument  against  this  construction,  made  by  the  coun- 
sel for  the  appellant,  is  based  upon  Hie  language  of  the  third 
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claim.  That  claim  is  for  the  channel  pieces  D  extending  and 
bolted  or  riveted  together  beyond  the  point  of  the  frog  and 
connecting  rivets  C,  which  extend  entirely  through  the 
two  i)oint  rails  and  the  channel  pieces,  ^  ^  in  combination  with 
the  i)oint  rails  B  B',  fitted  to  each  ol^er  as  described."  It 
is  admitted  that  the4anguage  of  that  claim  limits  it  to  the 
point  rails  formed  and  connected  together  so  as  to  make  the 
V-shaped  point,  according  to  the  specific  manner  described 
in  the  specification  and  shown  in  the  drawings,  and  that  it 
does  not  cover  center  rails  of  any  other  description.  This 
limitation  is  based  upon  the  words  '^  fitted  to  each  other  as 
described."  It  is  argued  that  as  this  phrase  is  omitted 
from  the  second  claim,  the  contrary  inference  must  prevail, 
so  that  that  claim  maybe  permitted  to  extend  so  as  to 
embrace  all  center  rails  joined  to  form  the  V-shaped  point, 
however  they  may  be  fitted  to  each  other.  But  this  varia- 
tion of  language  does  not  seem  to  us  so  significant.  The  sec* 
ond  claim,  by  the  use  of  the  phrase  at  its  close,  ^^substan- 
tially as  shown,"  limits  its  application  quite  as  effectually 
to  the  particular  kind  of  center  rails  described  in  the  speci- 
fication and  covered  by  the  first  claim ;  and  tiie  reference 
therein  to  *'  the  two  center  rails  B  B'  joined  to  form  the  V- 
shaped  i)oint,"  can  only  mean  such  point  rails  as  are  shown 
in  the  drawings  marked  B  B',  and  joined  to  form  the  V- 
shaped  point  referred  to  in  the  drawings  and  described  in 
the  specification  ^^  substantially  as  shown." 

If  this  construction  of  the  second  claim  needed  corrobora- 
tion, that  would  be  found  in  the  state  of  art  at  the  time  of 
the  alleged  invention,  as  shown  by  the  proof  in  the  present 
case.  The  frogs  exhibited  in  evidence  as  infringements  pt 
the  complainant's  patent  were  manufactured  by  the  defend- 
ants, as  they  claimed,  under  patent,  No.  148,264,  dated 
March  3, 1874,  issued  to  George  Thomas  and  William  Miller, 
'  under  whom  they  claim,  and  also  under  patent.  No.  173,804, 
dated  February  22,  1876,  issued  to  Morden,  one  of  the  de- 
fendants, as  inventor.  Morden' s  intent  of  February  22, 1876, 
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showed  a  connection  of  the  wing  rails  for  use  as  frogs  by 
means  of  a  U-iron  or  ^'  trough  plate,"  the  upturned  sides  of 
which  "are  made  to  conform  to  the  curve  of  the  side  rails, 
as  well  as  to  the  form  of  the  neck  and  base  of  the  rails,  and 
are  firmly  secured  to  the  neck  of  the  rails  by  bolts 
or  rivets."  Instead  of  holding  the  V-shaped  point  in 
place  by  the  use  of  channel-irons,  he  provided  a  V-shaped 
recess  in  the  channel  or  trough  plate,  into  which  the  point 
of  the  frog  was  inserted  and  held ;  but  in  applying  his  de- 
vice to  railroad  crossings  instead  of  switches,  he  used  chan- 
nel or  U  -shaped  irons  to  connect  the  i)oints  and  wing  rails. 
It  is  true,  as  suggested  by  counsel  for  the  appellant,  that  a 
crossing  of  railroad  tracks  is  a  very  different  device  from  a 
switch,  where  the  latter  is  used  by  means  of  a  frog  to  shift 
the  engine  and  train  from  one  line  of  trucks  to  another;  but 
the  use  of  channel  irons  is  analogous  in  the  two  cases,  and 
it  would  require  no  more  than  ordinary  mechanical  skill  to 
transfer  the  channel  irons  used  upon  a  crossing  to  firmly  hold 
the  parts  in  place,  to  a  similar  use  in  a  frog  to  unite  firmly  in 
their  respective  i)ositions  the  center  rails  with  the  exterior 
rails. 

Independently,  however,  of  this  use  of  channel  irons  on 
crossings,  we  think  that  the  patent  to  Morden  of  February 
23,  1876,  for  an  improvement  in  railroad  frogs,  considered  in 
itself,  leaves  no  room  for  invention  in  the  application  of 
channel-irons  in  uniting  the  V-shaped  point  rails  with  the 
exterior  rails.  In  that  patent  the  invention  consisted  in 
forming  a  metallic  plate  into  a  U-shaped  trough  for  the 
purpose  of  connecting  the  outer  rails,  leaving  the  V- 
shaped  ends  of  the  i)oint  rails  to  be  secured  by  means 
of  a  V-shaped  recess  in  the  bed  of  the  plate  at  the  vride 
end  of  the  trough.  There  seems  to  be  no  invention  in  divid- 
ing that  trough  into  two,  so  as  to  connect  the  center  rails  on 
each  side,  by  means  of  a  separate  channel  iron  or  U-shaped 
trough,  with  the  outer  rail  exterior  to  them. 

For  these  reasons  the  decree  of  the  Circuit  Court  is  of- 
firrned. 
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Interest  in  proceeds  for  if\fringemerU  and  interest  in  patent.  Punt- 
tive  damages — at  law.  Damages  in  equity.  Measure  of  dam- 
ages. Liability  of  infringer.  Equity  relief  Master^ s  r^fKn^. 
Profits.    Burden  of  proof.    Interest. 

1.  An  interest  in  the  net  proceeds  of  collection  for  infringements 

of  patent  does  not  necessarilj  involve  an  interest  in  the  pat- 
ent itself,     (p.  662.) 

2.  In  an  action  at  law  for  the  infringement  of  a  patent  the  plain- 

tiff can  recover  a  verdict  for  onlj  the  actual  damages  which 
be  has  sustained,  and  the  amount  of  such  royalties  or  license- 
fees  as  he  has  been  accustomed  to  receive  from  third  persons 
for  the  use  of  the  invention,  with  interest  thereon  from  the 
time  when  they  should  have  been  paid  by  the  defendants,  is 
generally,  though  not  always,  taken  as  the  measure  of  his 
damages  ;  but  the  court  may,  whenever  the  circumstances  of 
the  case  appear  to  require  it,  inflict  vindictive  or  punitive 
damages  by  rendering  the  judgment  for  not  more  than  thrice 
the  amount  of  the  verdict,     (p.  563.) 

3.  Upon  a  bill  in  equity  by  the  owner  against  infringers  of  a  pat- 

ent, the.  plaintiff  is  entitled  to  recover  the  amount  of  gains 
and  profits  that  the  defendants  have  made  by  the  use  of  his 
invention,     (p.  564.) 

4.  The  infringer  in  equity  is  liable  for  actual,  not  for  possible, 

gains  ;  for  the  fruits  of  the  advantage  which  he  derived  from 
the  use  of  the  invention  over  that  which  he  would  have  had 
in  using  other  means  then  open  to  the  public,  and  adequate  to 
enable  him  to  obtain  an  equally  beneficial  result.     If  there 

«  See  Explanation  of  Notes,  page  IIL 
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was  no  advantage  in  the  use  of  the  plaintiff's  invention  there* 
can  be  no  decree  for  profits,  and  the  plaintiff's  onlj  remedjr  is 
bj  action  at  law  for  damages;  if  there  was,  that  advantage 
is  the  measure  of  the  profits  to  be  accounted  for,  even  if  from 
other  causes  the  business  in  which  that  invention  was  em- 
ployed bj  the  defendants  did  not  result  in  profit,     (p.  664.) 

5.  If  the  unauthorized  use  by  the  defendant  of  a  patented  process 

produced  a  definite  saving  in  the  cost  of  manufacture,  he  must 
account  to  the  patentee  for  the  amount  so  saved.  It  is  a  meas- 
ure of  profits,     (p.  666.) 

6.  A  court  of  equity  will  itself  administer  full  relief  by  awarding, 

as  an  equivalent  or  a  substitute  for  legal  damages,  a  compen- 
sation computed  and  measured  by  the  same  rule  that  courts 
of  equity  apply  in  the  case  of  a  trustee  who  has  wrongfully 
used  the  trust  property  to  his  own  advantage,     (p.  667.) 

7.  A  court  in  equity  will  require  an  infringer  to  account  for  the 

gains  and  profits  which  he  has  made  from  the  use  of  a  pat- 
ented invention  instead  of  limiting  the  recovery  to  the  amount 
of  royalties  paid  to  the  patentee  by  third  persons,  under  Act 
1870,  sec.  66.     (p.  667.) 

8.  Where  the  patent  in  suit  had  been  adjudged  invalid  by  this 

Court  in  a  suit  against  another  defendant,  and  subsequently 
in  this  suit  the  Court  had  adjudged  the  patent  valid,  hdd^  that 
it  afforded  no  ground  for  not  holding  that  the  defendants 
must  account  for  all  the  profits,  gains,  and  savings  made  dur- 
ing the  whole  period  of  their  infringement  after  the  date  of 
the  first  adjudication  that  such  patent  was  invalid,     (p.  668.) 

9.  ffeldj  that  in  dealing  with  certain  exceptions  to  the  master's 

report,  that  the  conclusions  of  the  master,  depending  upon  the 
weighing  of  conflicting  testimony,  have  every  reasonable  pre- 
sumption in  their  favor,  and  are  not  to  be  set  aside  or  modi- 
fied, unless  there  clearly  appears  to  have  been  error  or  mistake 
on  his  part.     (p.  669.) 

10.  The  plaintiff  has  the  burden  of  proving  the  amount  of  profits 
the  defendants  have  made  by  the  use  of  his  invention,  (p. 
570.) 

11.  In  determining  the  question  as  to  the  amount  of  profits  made 
by  the  infringing  use  of  the  patented  process,  the  expense  of 
using  the  new  (patented)  process  is  doubtless  to  be  ascer- 
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tained  bj  the  manner  in  which  the  defendants  have  in  fact 
conducted  their  business,  and  not  by  the  manner  in  which 
they  might  have  conducted  it;  but  as  to  the  comparative  ex- 
pense of  the  old  process,  the  cost  at  which  the  defendants 
used  it,  if  at  all,  is  not  conclusive  evidence,  that  the  old  pro- 
cess could  not  have  been  used  at  a  less  cost.  (p.  571.) 
12.  Profits  allowed  in  equity  for  the  infringement  of  a  patent  are 
unliquidated  ^amages,  which,  in  the  absence  of  special  circum- 
stances, do  not  bear  interest  until  after  their  amount  has  been 
judicially  ascertained.  In  this  case  interest  shonld  be  allowed 
upon  the  amount  found  due  the  plaintiff  by  this  Court  from 
the  date  when  the  master's  report  was  submitted  to  the  court 
below,     (p.  680.) 
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T).  Lake  Shore  &  M.  S.  R.  Co.,  105  U.  S.  189  [13  Am.  &  Eng. 
656 ;]  Thomson  v.  Wooster,  114  U.  S.  104  [16  Am.  &  Eng. 
28;]  Birdsell  v.  Shaliol,  112  U.  S.  486  [16  Am.  &  Eng.  364 ;] 
Penn  v.  Bibby,  L.  R.  3  Eq.  308 ;  Williams  v.  Rome,  W.  & 
O.  R.  Co.,  18  Blatch.  181 ;  Knox  v.  Great  Western  Q.  Min- 
ing  Co.,  6  Sawy.  430 ;  Wooster  d.  Taylor,  14  Blatch.  403. 

Messrs.  William  M.  Ramsay  and  Robert  H.  Parkin- 
son^  for  Proctor  : 

Profits  are  adopted  as  the  measure  of  recovery  in  equity, 
not  as  an  arbitrary  and  inflexible  rule  to  be  administered 
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without  reference  to  the  circumstances  of  the  case,  but 
rather  as  usually  affording  a  mode  of  putting  each  party  in 
the  exact  position  he  would  have  occupied  if  no  trespass 
had  been  committed.  H,  for  any  reason,  this  basis  of  esti- 
mating the  recovery  would  fail  to  serve  that  purpose,  and 
there  is  at  hand  some  other  measure  that  precisely  accom- 
plishes that  purpose,  the  ground  for  its  adoption  ceases  to 
exist,  and  it  has  no  application.  It  is  subordinate  to  the 
primary  rule  of  equitable  relief,  which  is  to  apply  such 
remedy  as,  under  aU  the  circumstances  of  the  case,  shall 
most  exactly  serve  to  restore  both  parties  to  the  status  they 
would  have  occupied  if  the  rights  of  complainant  had  been 
respected.  It  is  only  as  an  aid  in  the  administration  of  this 
primary  rule  that  it  has  any  virtue.  The  same  rule  to 
which  it  owes  its  existence  requires  its  subordination  to  any 
more  accurate  criterion  of  the  actual  equities  of  the  respect- 
ive parties  which  the  circumstances  of  the  case  may  afford. 
An  indiscriminate  application  of  it,  as  if  it  were  the  ruth- 
less master  instead  of  the  pliant  servant  of  the  court  of 
equity,  would,  in  this  class  of  cases  particularly,  lead  to 
enormous  injustice,  doubly  so  if  coupled  to  speculative 
modes  of  estimating  profits  which  tend  to  accumulate  ui)on 
single  steps,  in  a  complicated  manufacture,  many  fold  the 
actual  profit  possible  to  be  made  out  of  the  entire  manu- 
facture, with  all  the  varied  elements  and  agencies  that  enter 
into  it. 

1  Story,  Eq.  Jur.  §  28 ;  Sanders  v.  Logan,  2  Fish.  167 : 
Packet  Co.  v.  Sickles,  19  Wall.  611  [9  Am.  &  Eng.  280.] 

Mr.  Justice  Gray  delivered  the  opinion  of  the  court : 
This  was  a  bill  in  equity,  filed  June  26,  1874,  by  Richard 
A.  Tilghman  against  William  Proctor  and  four  others,  co- 
partners under  the  name  of  Proctor  &  Gamble,  praying  for 
an  injunction,  for  an  account  of  profits,  and  for  damages, 
for  the  infringement  of  letters  patent,  originally  granted  to 
Tilghman  for  fourteen  years  from  January  9,  1854,  and  af- 
terwards extended  to  January  9,  1875,  for  the  process  of 
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manufacturing  fat  apids  and  glycerine  from  fatty  bodies  b; 
the  action  of  water  at  a  high  temperature  and  pressure. 

The  infringement  complained  of  in  this  suit  was  froc 
May  1,  1870,  to  January  8,  1876.  Similar  suits  by  thi 
plaintiff  against  other  defendants  had  been  maintained  b, 
the  Circuit  Courts  for  the  Southern  Districts  of  Ohio  an< 
of  New  York  in  1862  and  1864  respectively.  Tilghman.  t 
Werk,  2  Fish.  Pat.  Cas.  229;  Tilghman  v.  Mitchell,  Id 
618.  In  the  suit  in  New  York,  a  final  decree  for  an  accoun 
of  profits  was  entered  by  the  Circuit  Court  on  September  1 
1871.  Tilghman  ^.  Mitchell,  9  Blatch.  1,  18  ;  S.  C.  4  Fish 
Pat.  Cas.  699,  616.  On  March  2,  1874,  that  decree  was  re 
versed  in  this  court,  by  the  opinion  of  four  justices  agains 
three,  two  judges  not  sitting,  upon  the  hyi)othesis  tha 
Tilghman' s  patent  was  limited  to  the  apparatus  therein  de 
scribed,  and  that  the  use  of  an  apparatus  similar  to  tha 
used  by  the  present  defendants  was  not  an  infringement 
Mitchell  D.  Tilghman,  19  WaU.  287  [9  Am.  &  Eng.  174.]  iii 

In  the  case  at  bar,  the  Circuit  Court,  on  December  2, 1874 
following  the  decision  of  this  court  in  Mitchell  ©.  Tilghman 
made  a  decree  dismissing  the  bill.  But,  on  appeal  fron 
that  decree,  this  court,  at  October  Term,  1880,  by  a  unani 
mous  opinion,  overruled  its  decision  in  Mitchell  v.  Tilgh 
man,  and  adjudged  that  Tilghman' s  patent  was  a  valid  one 
for  a  process,  and  not  merely  for  the  particular  apparatus 
described  in  the  specification  ;  that  that  apparatus  could  be 
operated  to  produce  a  beneficial  result ;  that  the  defendants 
had  infringed  the  plaintiff's  patent ;  and,  therefore,  thai 
the  decree  of  the  Circuit  Court  be  reversed,  and  the  cas€ 
remanded  with  directions  to  enter  a  decree  for  the  plaintifl 
in  conformity  with  that  opinion.  Tilghman  r>.  Proctor,  102 
U.  S.  707  [13  Am.  &  Eng.  29.]  There  is  nothing  in  the 
record  before  us  to  induce  any  change  or  modification  of 
the  conclusions  then  annoimced. 

By  making  a  few  extracts  from  that  opinion,  the  ques- 
tions now  before  us  will  be  the  better  understood. 
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^'  The  patent  in  qnestlon  relates  to  the  treatment  of  fats 
and  oils,  and  is  for  a  process  of  separating  their  component 
parts  so  as  to  render  them  better  adapted  to  the  uses  of  the 
arts.  It  was  discovered  by  Chevreul,  an  eminent  French 
chemist,  as  early  as  1813,  that  ordinary  &t,  tallow  and  oil 
are  regular  chemical  compounds,  consisting  of  a  base  which 
has  been  termed  glycerine,  and  of  different  acids,  termed 
generally  fat  acids,  but  specifically  stearic,  margaric  and 
oleic  acids.  These  acids,  in  combination  severally  with 
glycerine,  form  stearine,  margarine  and  oleine.  They  are 
found  in  different  proi)ortions  in  the  various  neutral  fats  and 
oils  ;  stearine  predominating  in  some,  margarine  in  others, 
and  oleine  in  others.  When  separated  from  their  base 
(glycerine)  they  take  up  an  equivalent  of  water,  and  are 
called  free  fat  acids.  In  this  state  they  are  in  a  condition 
for  being  utilized  in  the  arts.  The  stearic  and  margaric 
acids  form  a  whitish,  semi-transparent,  hard  substance,  re- 
sembling spermaceti,  which  is  manufactured  into  candles. 
They  are  separated  from  the  oleic  acid,  which  is  a  thin  oily 
fluid,  by  hydrostatic  or  other  powerful  pressure ;  the  oleine 
being  used  for  manufacturing  soap,  and  other  purposes. 
The  base,  glycerine,  when  purified,  has  come  to  be  quite  a 
desirable  article  for  many  uses."     102  U.  S.  708,  709. 

The  substance  of  Tilghman's  discovery  and  invention  was 
thus  summed  up  by  the  court :  '^  That  the  fat  acids  can  be 
separated  from  glycerine,  without  injury  to  the  latter,  by 
the  single  and  simple  process  of  subjecting  the  neutral  fat, 
whilst  in  intimate  mixture  with  water,  to  a  high  degree  of 
heat  under  sufficient  pressure  to  prevent  the  water  from 
being  converted  into  steam,  without  the  employment  of  any 
alkali  or  sulphuric  acid,  or  other  sai)onifying  agent;  the 
operation,  even  with  the  most  solid  fats,  being  capable  of 
completion  in  a  very  few  minutes  when  the  heat  applied  is 
equal  to  that  of  melting  lead,  or  612°  Fahrenheit ;  but  re- 
quiring several  hours  when  it  is  as  low  as  350°  or  400°  Fah- 
renheit.   The  only  conditions  are  a  constant  and  intimate 
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commixture  of  the  fat  with  the  water,  a  high  degree  of  heai 
and  a  pressure  sufficiently  powerful  to  resist  the  conversio 
of  the  water  into  steam.  The  result  is  a  decomposition  g 
the  fatty  body  into  its  elements  of  glycerine  and  fat  acidt 
each  element  taking  up  the  requisite  equivalent  of  wate 
essential  to  its  separate  existence,  and  the  glycerine  in  solu 
tion  separating  itself  from  the  fat  acids  by  settling  to  th 
bottom  when  the  mixed  products  are  allowed  to  stand  an< 
<x)ol.  In  this  process  a  chemical  change  takes  place  in  th 
fat,  in  consequence  of  the  presence  of  the  water  and  the  ac 
tive  influence  of  the  heat  and  pressure  ui)on  the  mixture.' 
pp.  712,  713. 

The  court  spoke  of  the  different  forms  of  apparatus,  men 
tioned  in  Tilghman's  patent,  or  used  by  the  defendants,  ai 
follows : 

*'  The  apparatus  described"  in  the  patent  "  consists  of  i 
<x)il  of  iron  pipe,  or  other  metallic  tubing,  erected  in  ai 
oven  or  furnace,  where  it  can  be  subjected  to  a  high  degree 
of  heat ;  and  through  this  pipe  the  mixture  (of  nearly  equa 
parts  of  fat  and  water, )  made  into  an  emulsion  in  a  separate 
vessel  by  means  of  a  rapidly  vibrating  piston  or  dasher,  ii 
impelled  by  a  force-pump  in  a  nearly  continuous  current, 
with  such  regulated  velocity  as  to  subject  it  to  the  heat  oi 
the  furnace  for  a  proper  length  of  time  to  produce  the  de- 
sired result ;  which  time,  when  the  furnace  is  heated  to  the 
temperature  of  612°  Fahrenheit,  is  only  about  ten  minutes 
The  fat  and  water  are  kept  from  separating  by  the  vertical 
position  of  the  tubes,  as  well  as  by  the  constant  movement 
of  the  current ;  and  are  prevented  from  being  converted 
into  steam  by  weighting  the  exit  valve  by  which  the  pro- 
duct is  discharged  into  the  receiving  vessel,  so  that  none  of 
it  can  escape  except  as  it  is  expelled  by  the  pulsations  pro- 
*  duced  by  the  working  of  the  force-pump.  Before  arriving 
at  the  exit  valve,  the  pipe  is  passed  in  a  second  coil,  through 
an  exterior  vessel  filled  with  water,  by  which  the  tempera- 
ture of  the  product  is  reduced.    After  the  product  is  dis- 
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charged  into  the  receiving  vessel,  it  is  allowed  to  stand  and 
cool  until  the  glycerine  settles  to  the  bottom  and  separates 
itself  from  the  fat  acids.  The  latter  are  then  subjected  to 
washing  and  hydraulic  pressure  in  the  usual  way."  pp. 
718,  719. 

^^  It  is  evident  that  the  passing  of  the  mixture  of  fat  and 
water  through  a  heated  coil  of  pipe  standing  in  a  furnace  is 
only  one  of  several  ways  in  which  the  process  may  be  ap- 
plied. The  patentee  suggests  it  as  what  he  conceived  to  be 
the  best  way,  apparently  because  the  result  is  produced 
with  great  rapidity  and  completeness.  But  other  forms  of 
apparatus,  known  and  in  public  use  at  the  time,  can  as  well 
be  employed  without  changing  the  process.  A  common  di- 
gester, or  boiler,  can  evidently  be  so  used,  provided  proper 
means  are  employed  to  keep  up  the  constant  admixture  of 
the  water  and  fat,  which  is  a  « ine  ana  non  in  the  operation. ' ' 
pp.  719,  720. 

* '  The  defendants  use  a  boiler  in  which  the  charge  of  fat 
and  other  materials  is  placed  and  heated ;  and  do  not  mix 
the  fat  and  water  in  the  manner  pointed  out  in  the  specifi- 
cation of  the  patent,  but,  on  the  contrary,  have  inserted  in 
the  boiler  a  pump  which  forces  the  water,  as  it  settles  to 
the  bottom,  upwards  to  the  top  of  the  mass,  and  pours  it 
upon  the  upper  surface,  whence  it  again  finds  its  way  down 
through  the  fat,  thus  keeping  up  a  constant  mixture."  p. 
730. 

It  was  expressly  decided  that  neither  the  form  of  the  de- 
fendants' apparatus,  nor  the  addition  of  lime,  nor  the  use 
of  steam,  nor  the  apylying  of  a  lower  degree  of  heat, 
prevented  their  process  from  being  an  infringement  of  the 
plaintiflf  s  patent,    pp.  730-733. 

The  court  also  said :  ''  It  is  objected  that  the  particular 
apparatus  described  in  the  patent  for  carrying  the  process 
into  effect  cannot  be  operated  to  produce  any  useful  result. 
We  have  examined  the  evidence  on  this  point,  and  are  satis- 
fied that  it  shows  the  objection  to  be  unfounded.     A  re- 
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capitulation  of  this  evidence  is  not  necessary.  The  testi- 
mony of  Tilghman  himself,  of  Professor  Booth,  and  of  Mr. 
Wilson  is  directly  to  the  point."     p.  730. 

In  accordance  with  the  judgment  and  mandate  of  this 
court,  the  circuit  court  in  February,  1877,  entered  an  inter- 
locutory decree  for  the  plaintiff,  and  referred  the  case  to  a 
master  '^to  ascertain  and  tax  and  state  and  report  to  the 
court  an  account  of  the  gains,  profits,  savings  and  advan- 
tages which  the  said  defendants  have  received,  or  which  have 
arisen  or  accrued  to  them,  from  infringing  the  said  exclu- 
sive rights  of  the  said  complainant  by  the  use  of  the  process 
patented  in  the  said  letters  patent,  as  well  as  the  damages 
the  said  complainant  has  sustained  thereby."  The  master 
liled  his  report  in  August,  1884. 

As  to  damages,  ^'  the  master  finds  from  the  evidence  that 
the  complainant  has  derived  no  profit  from  the  invention 
involved  in  this  suit,  otherwise  than  by  granting  licenses  to 
others  to  use  the  same.  These  licenses  have  been  granted 
to  all  manufacturers  desiring  to  use  his  process,  at  a  sub- 
stantially uniform  fee  of  twenty  cents  for  each  hundred 
pounds  of  fat  treated,  payable  monthly.  For  several  years, 
the  respondents  held  such  a  license  from  the  complainant, 
but  terminated  the  same,  refusing  to  pay  the  stipulated  li- 
cense fees,  after  May  1,  1870,  although  continuing  to  use 
the  process  until  the  expiration  of  the  patent  on  January 
8,  1875."  The  master  further  says :  "The  accompanying 
table  A  shows  the  quantity  of  fat  treated  by  the  resi)ond- 
ents  during  each  month  of  infringement,  the  license  fees 
therefor,  and  interest  thereon  to  October  7,  the  first  day  of 
October  Term,  1884,  making  the  whole  amount  of  the  com- 
plainant's damages  herein  $79,666.91." 

As  to  the  profits,  gains,  savings  and  advantages  which 
had  accrued  to  the  defendants,  the  master  finds  that  what 
was  known  as  "the  lime  saponification  process,"  which  con- 
sisted in  the  manufacture  of  the  fat  into  soap  by  the  use  of 
lime,  and  in  the  decomposition  of  that  soap  into  fatty  acids 
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and  glycerine  by  the  aid  of  sulphuric  acid,  was  more  ad- 
vantageous than  any  other  process  open  to  public  use  at  the 
time  in  question ;  and  reports  the  defendants'  savings  in 
lime  and  sulphuric  acid,  their  gain  in  glycerine,  their  loss 
in  fat  acids  produced,  and  their  net  gains  and  savings,  as 
follows : 

2,798,733  lbs.  of  lime,  at  $.3526  per  hundred,  .  $9,868  38 
6,880,219  lbs.  of  sulphuric  acid,  at  $2,627,  .   .       173,863  13 

Amounts  saved  in  chemicals, $182,731  46 

Amount  gained  on  glycerine  water, 61,701  77 

Total, $244,433  23 

Deducting  loss  in  fatty  acids,  being  64  cents 
per  hundred  on  21,294,753  lbs.  of  fat,  .   .   .      114,991  76 

Net  gains  and  savings, $129,441  47 

In  September,  1884,  each  "paitj  filed  exceptions  to  the 
master's  report.  The  Circuit  Court,  in  February,  1886, 
overruled  all  the  exceptions,  and  entered  a  final  decree  for 
the  plaintiff  for  $79,566.91,  the  amount  of  damages  reported 
by  the  master,  with  simple  interest  added  upon  the  license 
fees  from  October  7,  1884,  to  February  4,  1886,  making  in 
all  $83,276.21,  and  costs.  From  this  decree  both  parties  ap- 
pealed to  this  court. 

At  the  hearing  before  the  master,  a  brother  of  the  plain- 
tifl,  called  as  a  witness  in  his  behalf,  testified  on  cross-ex- 
amination that,  before  this  suit  was  brought,  the  witness 
had  acquired  an  interest  in  all  license  fees  and  recoveries 
under  the  patent.  No  further  question  was  asked ;  or  evi- 
dence offered,  by  either  party,  as  to  the  nature  or  amount 
of  that  interest.  The  defendants  contended  before  the 
master,  and  at  the  argument  here,  that  the  plaintiff  could 
recover  in  this  suit,  no  more  than  his  own  share,  and,  hav- 
ing failed  to  prove  the  extent  of  his  interest,  was  entitled 
to  nominal  damages  only.  It  is  a  sufficient  answer  po  this 
objection,  that  it  is  not  shown  that  anyone  but  the  plaintiff 
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has  any  interest,  legal  or  equitable,  by  assignment  or  other- 
wise, in  the  patent  sued  on ;  and  that,  as  observed  by  Mr. 
Justice  Strong,  sitting  in  the  Circuit  Court,  "  an  interest  in 
the  net  proceeds  of  collections  under  a  patent  does  not 
necessarily  amount  to  legal  ownership  of  the  patent  itself. 
It  is  plain,  therefore,  as  the  case  appears,  that  there  has 
been  no  want  of  joinder  of  the  necessary  parties."  Jordan 
V.  Dobson,  4  Fish.  Pat.  Cas.  232,  236. 

The  principal  question  of  law  now  presented  is  as  to  the 
general  rule  that  should  govern  the  amount  to  be  recovered. 
The  defendants  contend  that  the  plaintiff,  having  estab- 
lished license  fees  for  the  use  of  his  patent,  is  not  entitled 
to  any  gains  and  profits  accruing  to  the  defendants,  in  ex- 
cess of  those  fees.  The  plaintiff  contends  that,  as  the  pro- 
fits to  be  accounted  for  exceed  the  damages,  he  has  the 
right,  waiving  the  damages  found  by  the  master,  to  have  a 
decree  for  profits. 

In  an  action  at  law  for  the  infringement  of  a  patent,  the 
plaintiff  can  recover  a  verdict  for  only  the  actual  damages 
which  he  has  sustained;  and  the  amount  of  such  royalties 
or  license  fees  as  he  has  been  accustomed  to  receive  from 
third  persons  for  the  use  of  the  invention,  with  interest 
thereon  from  the  time  when  they  should  have  been  paid  by 
the  defendants,  is  generally,  though  not  always,  taken  as 
the  measure  of  his  damages ;  but  the  court  may,  whenever 
the  circumstances  of  the  case  appear  to  require  it,  inflict 
vindictive  or  punitive  damages,  by  rendering  judgment  for 
not  more  than  thrice  the  amount  of  the  verdict.  Acts  of 
July  4,  1836,  ch.  367,  §  14,  5  Stat.  123 ;  July  8,  1870,  c. 
230,  §  59,  16  Stat.  207;  Rev.  Stat.  §  4919;  Seymour  v.  Mc 
Cormick,  16  How.  480  [6  Am.  &  Eng.  200 ;]  New  York  v. 
Ransom,  23  How.  487  [7  Am.  &  Eng.  88 ;]  Suffolk  Co.  v. 
Hayden,  3  Wall.  315  [7  Am.  &  Eng.  405 ;]  PhUp  v.  Nock, 
17  Wall.  460  [9  Am.  &  Eng.  84 ;]  Packet  Co.  v.  Sickles,  19 
Wall.  611,  617  [9  Am.  &  Eng.  280  ;]  Burdell  v.  Denig,  92 
U.  S.  716  [10  Am.  &  Eng.  420.] 
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Bat  upon  a  bill  in  eqtiity  by  the  owner  against  infringers 
of  a  patent,  the  plaintifl  is  entitled  to  recover  the  amoant 
of  gains  and  profits  that  the  defendants  have  made  by  the 
use  of  his  invention. 

This  rale  was  established  by  a  series  of  decisions  under 
the  patent  act  of  1836,  which  simply  conferred  upon  the 
.courts  of  the  United  States  general  equity  jurisdiction,  with 
the  power  to  grant  injunctions,  in  cases  arising  under  the 
patent  laws.  Act  of  Jnly  4,  1836,  c,  367,  §  17,  6  Stat  124 ; 
Livingston  v.  Woodworth,  16  How.  546  [6  Am.  &Eng.  167  ;] 
Dean  v.  Mason,  30  How.  198  [6  Am.  &  Eng.  361 ;]  Rubber 
Co.  V.  Goodyear,  9  Wall.  788  [8  Am.  &  Eng.  150 ;]  Mowry 
B.  Whitney,  14  Wall.  620  [9  Am.  &  Eng.  1 ;]  littlefield  v. 
Perry,  21  Wall.  206  [9  Am.  &Eng.  446  ;]  Mason  r.  Graham, 
23  Wall.  261  [10  Am.  &  Eng.  107;]  Tremolo  Patent,  23 
Wall.  518  [10  Am.  &  Eng.  140  j]  Cawood  Patent,  94  U.  S. 
695  [H  Am.  &  Eng.  235  ;J  Mevs  «.  Conover,  October  Term, 
1876,  11  Pat.  Off.  Otaz.  1111  [11  Am.  &  Eng.  39 ;]  Elizabeth 
V.  Pavement  Co.,  97  U.  S.  126  [11  Am.  &  Eng.  614  ;]  Root 
V.  lAke  Shore  &  M.  S.  R.  Co.,  106  U.  S.  189  [13  Am.  & 
Eng.  556.] 

The  reasons  that  have  ted  to  the  adoption  of  this  rule  are 
that  it  comes  nearer  than  any  other  to  doing  complete  jus- 
tice between  the  parties ;  that  in  equity  the  profits  made  by 
the  infringer  of  a  patent  belong  to  the  patentee  and  not  to 
the  infringer ;  and  that  it  is  inconsistent  with  the  ordinary 
principles  and  practice  of  courts  of  chancery,  either,  on  the 
one  hand,  to  permit  the  wrongdoer  to  profit  by  his  own 
wrong,  or,  on  the  other  hand,  to  make  no  allowance  for  the 
cost  and  expense  of  conducting  his  business,  or  to  under- 
take to  punish  him  by  obliging  him  to  pay  more  than  a  fair 
compensation  to  the  person  wronged. 

The  infringer  is  liable  for  actual,  not  for  possible,  gains. 
The  profits,  therefore,  which  he  mast  account  for,  are  not 
those  which  he  might  reasonably  have  made,  but  those 
which  he  did  make,  by  the  use  of  the  plaintiffs  invention ; 
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or,  in  other  words,  the  fruits  of  the  advantage  which  he  de- 
rived from  the  use  of  that  invention,  over  what  he  would 
have  had  in  using  other  means  then  open  to  the  public  and 
adequate  to  enable  him  to  obtain  an  equally  beneficial  re- 
sult. If  there  was  no  such  advantage  in  his  use  of  the  plain- 
tiflPs  invention,  there  can  be  no  decree  for  profits,  and  the 
plaintiff's  only  remedy  is  by  an  action  at  law  for  damages. 

But  if  the  defendant  gained  an  advantage  by  using  the 
plaintiff's  invention,  that  advantage  is  the  measure  of  the 
profits  to  be  accounted  for,  even  if  from  other  causes  the 
business  in  which  the  invention  was  employed  by  the  defend- 
ant did  not  result  in  profits.  If,  for  example,  the  unauth- 
orized use  by  the  defendant  of  a  patented  process  produced 
a  definite  saving  in  the  cost  of  manufacture,  he  must  account 
to  the  patentee  for  the  amount  so  saved.  This  application 
or  corollary  of  the  general  rule  is  as  well  established  as  the 
rule  itself. 

For  instance,  in  the  case  of  the  Cawood  Patent,  for  an  im- 
provement in  a  machine  for  repairing  the  crushed  and  ex- 
foliated ends  of  railroad  iron,  Mr.  Justice  Strong,  in  de- 
livering judgment,  said :  "It  has  been  argued  that  it  would 
have  been  better  for  these  defendants,  if,  instead  of  repair- 
ing the  crushed  and  exfoliated  ends  of  the  rails,  they  had 
cut  off  the  ends  and  relaid  the  sound  parts,  or  caused  the 
rails  to  be  re-rolled.  Experience,  it  is  said,  has  proved  that 
repairing  worn  out  ends  of  rails  is  not  true  economy,  and 
hence  it  is  inferred  that  the  defendants  have  deriv^  no 
profits  from  the  use  of  the  plaintiff's  invention.  This  argu- 
ment is  plausible,  but  it  is  unsound.  Assuming  that  experi- 
ence has  demonstrated  what  is  claimed,  the  defendants  un- 
dertook to  repair  their  injured  rails.  They  had  the  choice 
of  repairing  them  on  the  common  anvil  or  on  the  complain- 
ant's machine.  By  selecting  the  latter,  they  saved  a  large 
part  of  what  they  must  have  expended  in  the  use  of  the 
former.  To  that  extent  they  had  a  positive  advantage, 
growing  out  of  their  invasion  of  the  complainant's  patent. 
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If  their  general  business  was  unprofitable,  it  was  the  less  so 
in  consequence  of  their  use  of  the  plaintiflP  s  proi)erty .  They 
gained,  therefore,  to  the  extent  that  they  saved  themselves 
from  loss.  In  settling  an  account  between  a  patentee  and  an 
infringer  of  the  patent,  the  question  is  not  what  profits  the 
latter  hss  made  in  his  business,  or  from  his  manner  of  con* 
ducting  it,  but  what  advantage  has  he  derived  from  his  use 
of  the  patented  invention?"  94  U.  S.  710  [11  Am.  &  Eng. 
235.] 

In  Mevs  v.  Conover,  where  the  patent  was  for  an  improved 
machine  for  splitting  kindling  wood,  the  same  justice,  de- 
livered the  opinion  of  the  court,  said :  "  It  is  urged,  how- 
ever, that  the  Green  machine,  in  which  the  defendant  used 
the  plaintiffs  invention,  was  old  and  defective,  and  that  no 
profits  were  actually  received  from  such  an  use.  But  if 
such  be  the  fact,  if  the  defendant  was  a  loser  by  splitting 
wood  with  the  Green  machine,  his  loss  was  less  to  the  extent 
of  seventy-five  cents  on  each  cord  split,  than  it  would  have 
been  had  he  not  used  the  patented  invention.  Such  a  result 
was  equivalent  to  an  equal  gain,  and  it  was  rightly  estimated 
as  a  part  of  the  profits  for  which  the  infringer  was  responsi- 
ble."    11  Pat.  Oflf.  Gaz.  1112  [11  Am.  &  Eng.  39]  note. 

In  Elizabeth  c.  Pavement  Co.,  Mr.  Justice  Bradley  stated, 
as  a  general  proposition  that  would  hardly  admit  of  dispute : 
"It  is  also  clear  that  a  patentee  is  entitled  to  recover  the 
profits  that  have  been  actually  realized  from  the  use  of  his 
invention,  although,  from  other  causes,  the  general  business 
of  the  defendant,  in  which  the  invention  is  employed,  may 
not  have  resulted  in  profits, — ^as  where  it  is  shown  that  the 
use  of  his  invention  produced  a  definite  saving  in  the  pro- 
cess of  a  manufacture."  97  U.  S.  138  [11  Am.  &  Eng.  514.] 
In  Root  V.  Railway  Co.,  that  statement  was  repeated.  105 
U.  S.  202  [13  Am.  &  Eng.  556.]  And  in  Thomson  v.  Wooster, 
114  U.  S.  104  [16  Am.  &  Eng.  28,]  in  which  the  patent  was 
for  an  improved  folding  guide  for  sewing  machines,  Mr. 
Justice  Bradley  said :     ''It  might  have  been  a  better  finan- 

135  U.  S.  147. 


Kjci.,  isBf.j  iiiiuniaaiN  v.  caynji^ja,  oot 

Opinion  of  the  courL 

cial  operation  to  have  bonght  of  others,  or  employed  others 
to  make  the  folding  strips  which  they  required,  just  as,  in 
the  case  of  the  Cawood  Patent,  the  railroad  company  would 
have  done  better  not  to  have  mended  the  end  of  their  bat- 
tered rails,  but  to  have  had  them  cut  off ;  but  as  they  chose 
to  perform  the  operation  they  became  responsible  to  the 
patentee  for  the  advantage  derived  from  using  his  machine." 
114  U.  S.  118  [16  Am.  &  Eng.  28.] 

The  general  rule  has  been  sometimes  said  to  be  based  upon 
the  theory  that  the  infringer  is  converted  into  a  trustee  for 
the  owner  of  the  patent,  ae  regards  the  profits  made  by 
the  use  of  his  invention.  But,  as  has  been  recently  declared 
by  this  court,  upon  an  elaborate  review  of  the  cases  in  this 
country  and  in  England,  it  is  more  strictly  accurate  to  say 
that  a  court  of  equity,  which  has  acquired,  upon  some  equita- 
ble ground,  jurisdiction  of  a  suit  for  the  infringement  of  a 
patent,  will  not  send  the  plaintiff  to  a  court  of  law  to 
recover  damages,  but  will  itself  administer  fuU  relief,  by 
awarding,  as  an  equivalent  or  a  substitute  for  legal  damages, 
a  compensation  computed  and  measured  by  the  same  rule 
that  courts  of  equity  applied  to  the  case  of  a  trustee  who 
has  wrongfully  used  the  trust  property  for  his  own  advan- 
tage. Boot  t.  Railway  Co.,  105  U.  S.  189  [13  Am.  &  Eng. 
556.] 

The  rule  in  equity  of  requiring  an  infringer  to  account  for 
the  gains  and  profits  which  he  has  made  from  the  ase  of  a 
patented  invention,  instead  of  limiting  the  recovery  to  the 
amount  of  royalties  paid  to  the  patentee  by  third  pei-sons, 
has  been  constantly  upheld  under  the  provision  of  the  pat- 
ent iact  of  1870,  embodied  in  the  Revised  Statutes,  which, 
beside  re-enacting  the  grant  of  a  general  equity  jurisdiction  in 
patent  cases,  further  enacts  that  "  upon  a  decree  being  ren- 
dered in  any  such  case  for  an  infringement,  the  complainant 
shall  be  entitled  to  recover,  in  addition  to  the  profits  to  be 
accounted  for  by  the  defendant,  the  damages  the  complain- 
ant has  sustained  thereby,  and  the  court  shall  assess  the 
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same  or  cause  the  same  to  be  assessed  under  its  direction, 
and  the  court  shall  have  the  same  powers  to  increase  the 
same  in  its  discretion  that  are  given  by  this  act  to  increase 
the  damages  found  by  verdicts  in  actions  upon  the  case  "  ; 
and  thus  expressly  affirms  the  defendant' s  liability  to  account 
for  the  profits,  as  well  as  authorizes  the  court  sitting  in 
equity  to  award  and  to  treble  any  damages  that  the  plain- 
tiff has  sustained  in  excess  of  the  defendant's  profits.  Act 
of  July  8,  1870,  c.  230,  §  55,  16  Stat.  206;  Rev.  Stat.  §  4921 ; 
Birdsall  v.  Coolidge,  93  U.  S.  64  [10  Am.  &  Eng.  445;] 
Marsh  v.  Seymour,  97  U.  S.  348  [12  Am.  &  Eng.  63;]  Root  v. 
Railroad  Co.,  above  cited;  Goulds  Mnfg.  Co.  v.  Cowing,  106 
U.  S.  263  [14  Am.  &  Eng.  1;]  Garretson  v.  Clark,  111  U.  S. 
120  [15  Am.  &  Eng.  194;]  Black  v.  Thome,  111  U.  S.  122  [15 
Am.  &  Eng.  201;]  Birdsell  v.  Shaliol,  112  U.  S.  486  [16  Am. 
&  Eng.  354;]  Thomson  v.  Wooster,  114  U.  S.  104  [16  Am.  & 
Eng.  28.] 

It  was  ai*gued  for  the  defendants  that  the  limited  con- 
struction given  to  Tilghman's  patent  by  the  decision  of  this 
court  in  Mitchell  v.  Tilghman,  19  Wall.  287  [9  Am.  &  Eng. 
174]  became  a  restriction  upon  the  scope  of  the  patent,  and 
so  remained  until  revoked,  and  therefore  that  the  defen- 
dants in  this  suit  should  not  be  held  liable  for  infringement 
for  the  time  between  the  date  of  that  decision  and  the  ex- 
piration of  the  patent,  that  is  to  say,  for  the  last  ten  months 
and  six  days  of  the  period  of  more  than  four  years  and  eight 
months  during  which  the  infringement  lasted. 

But  the  injustice  done  to  a  patentee  by  an  erroneous  de- 
cision in  a  suit  against  one  infringer  will  not  justify  a  rejm- 
tition  of  the  injustice  in  another  suit  against  distinct  infrin- 
gers in  no  way  connected  with  the  first  one.  The  decision 
against  Tilghman  in  his  suit  against  Mitchell  was  binding 
as  between  those  parties  only,  and  having  been  directly 
overruled  by  this  court  on  full  consideration  in  102  U.  S.  707 
[13  Am.  &  Eng.  29,]  when  the  present  case  was  first  brought 
before  it,  affords  no  ground  for  not  holding  these  defend- 
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ants  to  account  to  Tilghman  for  all  the  profits,  gains  and 
savings  which  they  have  made  from  the  use  of  his  invention 
during  the  whole  period  of  their  infringement. 

We  are  then  brought  to  a  consideration  of  the  exceptions 
taken  to  the  master's  report  in  matters  of  fact,  aflfecting  the 
accuracy  of  his  conclusions  in  respect  to  the  amount  of 
those  profits,  gains  and  savings.  In  dealing  with  these  ex- 
ceptions, the  conclusions  of  the  master,  depending  ui)on  the 
weighing  of  conflicting  testimony,  have  every  reasonable 
presumption  in  their  favor,  and  are  not  to  be  set  aside  or 
modified  unless  there  clearly  appears  to  have  been  error  or 
mistake  on  his  part.  Medsker  v.  Bonebrake,  108  TJ.  S.  66  ; 
Donnell  v.  Columbian  Ins.  Co.,  2  Sumn.  366 ;  Mason  v. 
Crosby,  3  Woodb.  &  Min.  258 ;  Paddock  v.  Commercial  Ins. 
Co.,  104  Mass.  521;  Richards  v.  Todd,  127  Mass.  167. 

The  master,  as  already  stated,  reports  the  amount  of 
chemicals  that  the  defendants  have  saved  by  using  the 
plaintiflPs  invention,  as  $9,868.33  in  lime,  and  $173,863.13  in 
sulphuric  acid.  If  each  of  these  two  items  is  correct,  he 
has  made  a  mistake  of  $1,000  against  the  plaintiff  in  adding 
them  together.  But  the  plaintiff  contends  that  a  compari- 
son of  the  report  with  the  evidence  shows  that  the  actual 
saving  in  either  item  was  greater. 

The  facts  upon  which  the  master  bases  his  estimates  of 
the  savings  in  chemicals  are  stated  in  his  report  as  follows : 

After  stating  that,  at  the  time  of  the  infringement  by  the 
defendants  of  the  plaintiff's  patent,  "  the  Ume  saponification 
process  was  more  advantageous  than  any  other  then  in  pub- 
lic use,"  he  says: 

''  By  that  process,  the  neutral  fat  was  converted  into  lime 
soap  by  boiling  it  in  open  tubs  with  lime.  The  water  was 
then  run  off  containing  the  glycerine,  and  the  lime  soap  was 
treated  with  sulphuric  acid,  which  combined  with  the  lime, 
forming  sulphate  of  lime,  and  released  the  fatty  acids. 
Theoretically,  9i  lbs.  of  lime  and  double  that  quantity  of 
sulphuric  acid  for  each  hundred  pounds  of  fat  treated  were 
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sufficient  to  effect  these  results ;  but  in  practical  operation, 
manufacturers  used  from  12  to  14  lbs.  of  lime  per  hundred, 
and  from  2  to  3  lbs.  of  acid  for  each  pound  of  lime,  to  in- 
sure perfect  decomposition. 

"The  respondents,  during  the  period  of  infringement, 
treated  the  fat  with  water  in  closed  digesters,  adding  one 
per  cent,  of  lime  and  heating  with  steam  at  a  pressure  of 
226  lbs.  for  about  nine  and  a  half  hours.  Then  they  pre- 
cipitated the  lime  by  using  3  lbs.  of  sulphuric  acid  for  each 
pound  of  lime.  As  compared  with  the  average  amount  of 
each  employed  in  the  old  process,  they  saved  12  lbs.  of  lime 
and  29i  lbs.  of  sulphuric  acid  for  each  hundred  pounds  of 
fat  treated. 

"  Their  books  show  that  they  thus  treated  23,322,777  lbs. 
of  fat  during  the  period  in  question,  saving  2,798,733  lbs. 
of  lime  and  6,880,219  lbs.  of  sulphuric  acid,  upon  the  basis 
above  mentioned.  The  testimony  shows  the  average  cost 
of  lime  to  have  been  $.3526  per  hundred  i)ounds,  and  the 
average  cost  of  the  acid  $2,527  per  hundred." 

It  appears,  by  the  testimony  of  the  defendants  them- 
selves, that,  when  they  manufactured  by  the  old  process, 
they  used  14  pounds  of  lime  to  each  hundred  pounds  of  fat 
treated,  and  3  pounds  of  sulphuric  acid  to  each  pound  of 
lime.  It  is  contended  by  the  plaintiff  that  that  process,  as 
used  by  the  defendants,  should  be  the  standard  of  compari- 
son in  this  suit ;  and  that,  according  to  the  preponderence 
of  evidence,  the  amount  of  lime,  at  least,  so  used  by  them, 
was  a  necessity  in  that  process.  But  the  plaintiflp  has  the 
burden  of  proving  the  amount  of  profits  that  the  defend- 
ants have  made  by  the  use  of  his  invention.  Blake  v.  Rob- 
ertson, 94  U.  S.  728  [11  Am.  & Eng.  266 ;]  Elizabeths.  Pave- 
ment  Co.,  97  U.  S.  126  [11  Am.  &  Eng.  514;]  Dobson  v. 
Hartford  Carpet  Co.,  114  U.  S.  439.  And  the  question  to 
be  determined  is,  as  stated  by  Mr.  Justice  Strong  in  deliv- 
ering judgment  in  Mowry  v.  Whitney,  "What  advantage 
did  the  defendant  derive  from  using  the  complainant^  s  in- 
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Tention  over  what  he-  had  in  ualng  other  processes  then 
open  to  the  public  and  adequate  to  enable  him  to  obtain 
an  eqaally  beneficial  result."  14  Wall.  620  [9  Am.  &  Eng. 
1.]  In  determining  that  question,  the  expense  of  using  the 
new  process  is  doubtless  to  be  ascertained  by  the  manner 
in  which  the  defendants  have  in  fact  conducted  their  busi- 
ness, and  not  by  the  manner  in  which  they  might  have  con- 
ducted it.  But  as  to  the  comparative  expense  of  the  old 
process,  the  cost  at  which  they  used  that  process,  if  they 
did  once  use  it,  although  strong  evidence  against  them,  be- 
cause they  may  be  presumed  to  have  used  it  as  economi- 
cally as  they  could,  is  not  conclusive  evidence  that  the  old 
process  could  not  have  been  used  at  a  less  cost.  To  hold 
otherwise  would  be  to  hold  infringers  of  a  patent  for  a  new 
process,  who  had  ever  used  the  old  process,  to  a  different 
measure  of  accounting  from  those  who  had  never  used  the 
old  process  at  all.  In  the  former  opinion,  the  court  as- 
sumed, as  the  result  of  the  evidence,  that  the  saponifying 
process  required  12  or  14  per  cent,  of  lime.  102  U.  9.  731 
[13  Am.  &  Eng.  29.]  There  being  evidence  that  such  was 
the  amount  of  lime  used  by  some  manufacturers  under  the 
old  process,  as  well  as  that  the  average  use  of  sulphuric 
acid  lender  that  process  was  2i  pounds  to  each  pound  of 
lime,  we  cannot  say  that  the  conclusion  of  the  master  ought 
to  be  set  aside  or  modified  as  to  either  of  these  items. 

The  master  finds  that  no  material  economy  in  operation 
has  been  secured  by  the  change  of  process ;  and  the  testi- 
mony introduced  by  the  plaintiff  is  not  clear  and  decisive 
enough  to  overthrow  his  conclusion  in  this  respect. 

That  part  of  the  master's  report  which  relates  to  the 
amount  saved  in  glycerine  water  is  as  follows : 

"  It  appears  from  the  evidence  that  the  average  density 
of  glycerine  water  obtained  in  the  old  lime-saponification 
process  was  only  i°  Baum6 ;  while  that  obtained  from  the 
digesters  was  from  3°  to  3i°.  It  also  appears  that  the  con- 
centration of  the  latter  to  15°  cost  $1.55  per  barrel  at  the 
respondent's  factory. 
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'^  Assuming  the  cost  of  concentration  to  be  in  like  pro- 
portion for  each  degree,  it  is  claimed  that  concentration 
from  J°  to  3J°  would  cost  nearly  $.94  per  barrel ;  and  the 
cost  of  such  concentration  is  an  item  of  gain  and  saving  re- 
alized by  the  respondents,  by  reason  of  the  greater  density 
of  the  glycerine  water  obtained  from  the  digesters,  for 
which  they  should  be  charged  in  this  accounting.  But 
there  is  no  testimony  establishing  that  the  cost  of  concen- 
tration is  in  proportion  to  its  degree,  nor  is  it  reasonable 
to  assume  such  to  be  the  fact,  indeed,  it  is  apparent  that 
the  cost  of  concentrating  a  single  degree  would  be  much 
greater  in  proportion  than  a  more  extensive  operation,  while 
an  additional  degree  of  concentration  in  an  extensive  opera- 
tion would  affect  the  cost  but  little. 

' '  It  appears  in  evidence  that  glycerine  water  was  sold  in 
the  market  at  so  much  per  barrel  for  each  degree  of  density, 
and  that  the  respondents  sold  it  at  the  market  price  as  it 
came  from  the  digesters.  It,  however,  required  considera- 
ble concentration  to  prepare  it  for  use,  and  they  boiled  it 
down  to  15°  for  the  purchasers,  charging  the  cost  thereof 
to  them.  Provided  as  they  were  with  facilities  for  such 
work,  the  additional  cost  of  concentration  from  a  still  lower 
degree  could  not  be  great  The  only  witness  whose  testi- 
mony is  directly  in  point  says  it  would  not  be  material.  Be- 
sides if  paid  by  the  purchaser,  it  would  not  affect  the  profits 
of  the  respondents. 

"  But  the  evidence  does  show  a  larger  yield  of  glycerine 
by  the  new  process.  While  the  old  lime-saponification  pro- 
cess was  in  use,  glycerine  had  no  market  value ;  consequently 
no  effort  was  made  to  secure  it,  and  there  is  no  direct  testi- 
mony as  to  the  best  results  that  could  be  secured  by  care- 
ful treatment ;  but  the  testimony  shows  that  the  average 
density  of  the  glycerine  which  ran  to  waste  was  f  °,  and  that 
it  was  about  equal  in  volume  to  the  fat. 

"  It  is  claimed  that  the  same  volume  of  glycerine  water 
was  drawn  from  the  digesters,  while  its  density  was  much 
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greater.  Bat  the  master  finds  from  the  evidence  that  the 
respondents  used  two  charges  of  water,  each  half  the  bulk 
of  the  fat,  the  first  charge  drawn  from  the  digesters  being 
the  glycerine  water  sold  by  them.  There  was  consequently 
double  the  volume  of  glycerine  water  in  the  former  process, 
which  accounts  in  part  for  difference  in  density;  bat  the  com- 
parison still  shows  considerable  loss,  due  to  various  causes, 
which  is  farther  increased  by  the  additional  concentration 
required,  the  average  result  of  teets  made  in  various  degrees 
of  concentration  indicating  that  it  requires  about  4J  barrels 
of  }°  to  make  one  of  3°. 

"  The  accompanying  table  B  shows  the  quantity  and  value 
of  glycerine  water  obtained  by  the  respondents  from  the 
digesters,  and  also  the  number  of  barrets,  concentrated  to  3°, 
that  coold  be  obtained  from  the  fet  treated  by  lime-saponi- 
fication,  and  the  value  thereof  at  market  prices,  the  differ- 
ence being  the  amount  gained  by  reason  of  the  grater  yield 
of  glycerine  from  the  digesters,  viz.,  $61,701.77." 

As,  according  to  the  master's  report  and  the  whole  evi- 
dence, the  glycerine  obtained  by  either  process  must,  in 
order  to  be  sold,  be  concentrated  to  15°,  and  it  is  not  shown 
how  much,  if  anything,  more  it  would  cost  to  concentrate 
from  }°  to  15°  then  from  3^°  to  15°,  and  the  purchaser  in 
either  case  pays  the  cost  of  concentration  to  15°,  the  plaintiff 
fails  to  show  that  anything  should  have  been  allowed  for  the 
cost  of  concentration. 

But  the  finding  of  the  master,  liiat  in  the  new  process 
*'the  respondents  used  two  charges  of  water,  each  half  the 
bulk  of  the  fat,  the  first  charge  drawn  from  the  digesters 
being  the  glycerine  water  sold  by  them,"  and  "there  was 
conseqnenUy  doable  the  volume  of  glycerine  water  in  the 
former  process; "  as  well  as  the  corresponding  statement  in 
his  table  B,  that  the  amount  of  glycerine  water  obtained  by 
the  new  process  was  65,312  barrels,  while  the  amount  that 
would  have  been  obtained  under  the  old  process  would  have 
been  130,624  (misprinted  in  the  record  134,624)  barrels,  is 
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quite  iaconsiatent  with  the  swom  answer  to  the  bill,  and 
with  the  teBtimony  of  the  defendants. 

The  answer  states  that  in  the  tank,  were  placed  fat  and 
water  in  equal  qoantities,  and  that  dnringthe  operation  the 
first  cliarge  of  water  was  drawn  off  and  a  second  charge  of 
water  introduced. 

The  defendant  James  N.  Gfamble  testified  that  the  barrels 
of  glycerine  obtained  under  the  new  process  were  40-gallon 
barrels,  containing,  as  he  estimated,  330  poonds  ;  and  to  the 
question,  "Can  you  state  what  amount  of  water  was  used 
in  each  charge  in  the  process  as  carried  on  from  1870  to  187d'f ' 
answered:  ■'!  cannot  state  positively  from  recollection  of 
what  was  absolutely  used.  My  recollection  was,  however, 
that  it  was  in  each  charge  about  60  per.  cent.of  the  fat,  and 
this  recollection  is  confirmed  by  the  amonnt  of  glycerine 
water  obtained." 

The  amonnt  of  glycerine  water  obtained,  as  stated  by  the 
master  from  the  defendants'  books,  waa  66,312  barrels,  which 
at  330  pounds  each,  is  21,653,960  poouds.  This  is  not  half, 
bat  92.4  per  cent,  of  23,322,777,  the  number  of  pounds  of 
fat  treated  by  the  defendants,  as  ascertained  by  tiie  master 
from  their  books  ;  and  perhaps  a  somewhat,  bnt  not  much, 
less  proportion  in  bulk. 

As  to  the  old  process,  the  defendant  William  A.  Proctor, 
who  was  a  member  of  the  firm  while  they  were  osing  it, 
testified  as  follows : 

"  64.  The  saponifying  tubs  were  large  enough  to  contain 
about  double  the  quantity  of  fat  yon  pnt  in  them,  I  under- 
stand ?    Ans.    They  were. 

"65.  About  how  much  water  was  put  into  these  tubs, 
along  with  the  fat  ?  Ans.  A  little  less  than  the  volume  of 
the  fat,  so  that  the  vats  were  almost  full.  It  was  calculated 
that  the  condensed  steam  would  supply  water  enough  to 
keep  them  full. 

"66,  When  the  cooking  of  the  mass  in  the  saponifying 
tubs  was  completed,  the  tubs  were  about  full  of  lime  soap 
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and  water,  I  understand  ?    Ans.    They  were  not  full, 
being  space  enough  to  allow  for  the  boiling  of  the  i 
without  excessive  flashing  out;  that  was  all.    The  i 
in  the  vat,  when  the  operation  was  through,  was  about  ( 
to  the  bulk  of  the  fat  that  had  been  put  in." 

Upon  this  testimony,  as  the  whole  of  the  glycerine  c 
hardly  have  been  separated  from  the  mass  of  lime  soa 
merely  drawing  oflf,  it  may  safely  be  concluded  thai 
amount  of  glycerine  water,  obtained  under  the  old  pro 
which  the  witness  speaks  of  as  ""about  equal  to  the  bu 
the  fat  that  had  been  put  in,"  was  not  more  than  90  per  < 
of  the  fat  treated,  and  that  there  was  no  substantial  differ 
in  this  particular  between  the  results  of  the  two  proce 

It  is  therefore  clear  that  the  old  process  would  pro 
only  one-half  the  amount  of  gljcerine  reported  by  the  ] 
ter  and  stated  in  table  B  ;  and  that  the  sum  of  $61,70. 
at  which  the  master  has  arrived  by  deducting  from  $1 
143.03,  the  value  of  65,312  barrels  of  glycerine  water 
tained  under  the  new  process,  $41,441.26,  the  valut 
130,624  barrels,  as  obtainable  under  the  old  process,  r 
be  increased  by  adding  half  of  the  amount  deducted 
$20,720.63. 

The  findings  of  the  master,  upon  which  he  bases  his  < 
elusion  of  the  amount  of  loss  of  fatty  acids  in  using 
plaintiff's  invention  as  compared  with  the  old  process 
shown  by  the  following  extracts  from  his  report : 

' '  It  does  not  api)ear  that  saponification  by  water  alon» 
such  digesters"  as  the  defendants  used  "had  been  rf 
larly  employed  by  any  one ;  but  the  testimony  shows  th 
those  who  tried  to  do  so,  under  licenses  from  the  plaini 
"all  became  satisfied  that  a  satisfactory  result  could  nol 
secured  by  that  process  alone  and  found  it  necessary  to  i 
ploy  some  additional  agency  to  secure  complete  sai)onif 
tion  at  safe  pressures  within  reasonable  times." 

"  During  the  period  of  this  accounting,  the  responde 
Used  one  per  cent,  of  lime  and  a  second  charge  of  wal 
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completing  the  process  in  about  nine  and  a  half  hours,  at  a 
pressure  of  about  226  pounds.  With  these  two  modifications, 
both  of  which  are  shown  by  the  evidence  to  be  efficient,  a 
good  quality  of  fatty  acids  was  obtained,  though  not  fully 
equal  to  that  obtained  by  lime  saponification.'' 

"The  fatty  acid  product  obtained  by  the  respondents, 
operating  in  their  digesters  for  nine  and  a  half  hours,  at  an 
average  pressure  of  225  pounds,  by  the  action  of  the  water 
alone,  was  inferior  in  value  to  the  product  of  lime  saix>nifi- 
cation." 

"  The  experiments  made  pending  the  hearing  before  the 
master,  at  226  pounds  pressure,  without  lime  or  change  of 
water,  yielded  products  containing  an  average  of  92.6  per 
cent. of  fatty  acids." 

''As  compared  with  the  result  of  lime  saponification,  the 
experiments  at  226  pounds  pressure  show  a  loss  of  6  pounds 
of  free  fatty  acids  for  each  hundred  pounds  of  fat  treated, 
and  an  admixture  of  undecomposed  fat  seriously  affecting 
the  value  of  the  product."  "  The  fatty  acids  were  worth  at 
least  9  cents  per  i)ound,  making  the  direct  loss  of  fatty 
acids  not  less  than  64  cents  upon  eaoh  hundred  pounds  of 
fat  treated." 

"There  is  no  testimony  from  which  the  master  can  deter- 
mine to  what  extent  the  value  of  fatty  acids  actually  ob- 
tained was  affected  by  the  admixture  of  undecomposed  fat, 
and  no  allowance  has  been  made  therefor." 

"During  the  period  of  infringement,  the  respondents- 
treated  23,322,777  pounds  of  fat  in  their  digesters  with  one 
per  cent,  of  lime.  The  evidence  shows  that  11^^  pounds  of 
lime  completely  saponify  100  pounds  of  fat,  iA  close  diges- 
ters, under  pressure ;"  and  "in  the  process  employed  by  the 
respondents  2,028,024  i)ounds  of  the  fat  treated  by  them 
were  converted  into  lime  soap  by  the  action  of  lime ;  and 
21,294,753  pounds  were  converted  into  a  fatty  acid  mix- 
ture, containing  92.6  per  cent,  of  free  fatty  acids,  by  the 
action  of  water,  the  further  decomposition  of  such  mixture 
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being  effected  by  modifications  of*  the  complainant's  pro- 
cess." 

Upon  comparing  the  master's  report  with  the  evidence, 
we  are  nnable  to  accept  his  conclusion  ni)on  this  part  of  the 
case. 

Much  of  the  testimony  on  which  he  chiefly  relies  was  in 
the  record  upon  which  the  case  had  been  previously  heard 
before  this  court,  having  been  iutroduced  to  support  the  ob- 
jection that  the  particular  apparatus  described  in  the  plain- 
tiff s  patent  for  carrying  the  process  into  effect  could  not  be 
operated  to  produce  any  useful  result,  of  which  the  court  then 
said :  ''We  have  examined  the  evidence  on  this  i)oint,  and 
are  satisfied  that  it  shows  the  objection  to  be  unfounded." 
102  U.  S.  730.  Under  these  circumstances  the  master  ap- 
pears to  us  to  have  given  too  much  weight  to  this,  as  con- 
trasted with  the  other  testimony  in  the  original  record, 
although  it  is  quite  true,  as  argued  by  the  defendants,  that 
the  question  of  the  practical  economy  of  the  patented  pro- 
cess, as  compared  either  with  the  older  processes,  or  with 
the  subsequent  modifications  used  by  the  defendants,  is  dis- 
tinct from  the  questions  of  utility  and  infringement  hereto- 
fore determined. 

The  testimony  of  experts  since  taken,  and  the  tables  of 
experiments  made  by  them  pending  the  hearing  before  the 
master,  are  quite  unsatisfactory,  for  reasons  fully  set  forth 
in  the  brief  for  the  plaintiff,  which  it  would  take  too  much 
space  to  recapitulate. 

Apart  from  these  considerations,  and  even  assuming  that 
the  master  is  right  in  reporting  that  the  modifications  of 
using  one  per  cent.of  lime  and  two  charges  of  water,  made 
by  the  defendants  in  the  plaintiffs  process,  are  shown  to 
have  been  efficient,  and  that  the  defendants,  in  accounting 
with  the  plaintiff  for  the  profits  made  by  them  from  the  use 
of  his  invention,  are  entitled  to  be  allowed  for  the  effect  of 
such  modifications,  the  evidence  wholly  fails  to  support  the 
master's  conclusion  that  in  the  use  of  the  plaintiffs  process, 
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without  addition  of  lime  or  change  of  water,  as  compared 
with  the  lime  saponification  process,  there  is  a  loss  of  6 
pounds  of  free  fatty  acids  for  each  hundred  pounds  of  fat 
treated;  or  to  show  that  there  has  been  any  loss  of  free 
fatty  acids  which  aflfects  the  value  of  the  product. 

The  master's  conclusion  is  based  upon  the  finding  that  the 
product  of  the  patented  process,  without  modification,  con- 
tains only  92i  per  cent,  of  free  fatty  acids,  and  upon  the 
hypothesis  that  the  product  of  the  old  process  contained 
98J  per  cent. 

But  there  is  no  proof  whatever  that  there  was  any  such 
difference  in  the  result  of  the  two  processes,  or  that  the  pro- 
duct of  the  old  process  contained  98J  per  cent,  of  fatty  acid. 
No  chemical  analysis  of  the  product  of  the  old  process  ap- 
pears to  have  been  made.  The  defendants'  own  experts 
testify  that  the  highest  possible  amount  of  fat  acid  in  pure 
tallow  is  only  95  and  a  fraction  per  cent.  And  two  of  the 
defendants,  as  well  as  Ropes,  one  of  the  witnesses  on  whom 
the  master  relies,  and  Verdin,  a  partner  of  Mitchell,  testify 
that  in  using  the  old  process  the  whole  average  product  was 
95  per  cent  of  the  amount  of  fat  treated. 

The  testimony  of  one  of  the  defendants,  James  Gamble, 
who  had  been  forty  years  in  the  business,  and  was  exam- 
ined as  a  witness  in  their  behalf,  clearly  exhibits  his  gen- 
eral impression  as  a  practical  manufacturer,  not  only  that 
the  product  of  the  old  process  was  not  more  than  95  per 
cent  of  fatty  acid,  but  also  that  there  was  no  comparative 
loss  of  fatty  acid  by  Tilghman's  process.  On  cross-exami- 
nation he  testified  as  follows : 

* '  14.  Was  there  more  or  less  fatty  acid  obtained  by  the 
old  process  used  by  you  prior  to  1858  than  by  the  process 
used  by  you  since  1870  "i  Arts,  I  think  there  would  be  no 
difference  if  the  fatty  acid  from  the  tank  in  the  new  process 
is  well  settled,  but  it  won' t  settle  as  well  as  in  the  old.  In 
actual  practice,  there  is  more  weight  in  the  product  of  the 
new  process,  as  it  contains  more  sediment  than  from  the 
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old  ;  but  I  think  the  amount  of  fatty  acids  in  each  is  the 
same." 

Upon  the  direct  examination  being  resumed,  he  further 
testified : 

*'  16.  Do  you  know  how  many  pounds  of  fatty  acids  were 
piuctically  produced  from  100  pounds  of  fat  treated  by  the 
old  saponification  process  used  by  you  prior  to  1858  ?  Atis, 
We  always  made  a  calculation  of  95  pounds,  but  I  cannot 
say  more  than  that. 

' '  17.  Do  you  know  how  many  pounds  of  fatty  acids  were 
practically  produced  from  100  pounds  of  fat  treated  by  the 
process  used  by  you  from  1870  to  1875  ?  Arts.  We  calcu- 
lated the  same. 

''18.  Was  this  calculation  or  estimate  founded  upon  any 
tests  made  by  your  firm  or  under  their  direction  ?  Ans. 
No,  sir.  I  do  not  think  a  test  practicable ;  it  is  no  more 
than  guesswork. 

"  19.  So  far  as  you  have  any  actual  knowledge,  there  may 
have  been  a  difference  in  the  weight  of  fatty  acids  produced 
from  100  pounds  of  fat  treated  by  the  old  saponification 
process,  and  the  process  as  used  by  you  from  1870  to  1875, 
may  there  not  ?  Ans.  I  think  when  we  have  examined  and 
find  the  lime  all  clear  of  the  acids,  the  product  in  each  case 
must  be  the  same,  except  as  to  the  sediment  remaining  in 
the  tank  stock." 

The  great  preponderence  of  the  evidence  is  to  the  effect 
that  the  product  of  the  plaintiffs  process,  using  water  alone 
and  all  at  one  time,  would  contain  as  much  as  95  per  cent 
of  free  fatty  acids.  Even  the  defendants'  principal  expert, 
in  an  experiment  testified  to  by  him,  and  stated  in  his  ta- 
ble, obtained  that  proportion  by  the  use  of  equal  quantities 
of  water  and  of  fat,  without  lime  or  change  of  water,  under 
a  treatment  for  nine  hours  at  226  pounds  of  pressure. 

Moreover,  the  real  question  is  not  of  the  exact  quantity 
of  fatty  acid,  as  proved  by  chemical  tests,  contained  in  the 
two  products,  but  whether  the  one  is  as  good  as  the  other 
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for  use  in  the  manufacture  of  candles.  The  defendants' 
testimony  shows  that  manufacturers  always  test  the  fitness 
of  the  product  for  that  use  by  pressure  with  the  thumb, 
and  never  by  chemical  analysis ;  and  upon  all  the  evidence 
there  can  be  no  doubt  that  a  difference  between  95  and  92^ 
per  cent  in  the  proportion  of  fatty  acids  does  not  affect  the 
commercial  or  practical  value  of  the  product. 

Prom  these  considerations,  it  follows  that  nothing  is  to 
be  deducted  for  a  loss  in  fatty  acids,  and  that  to  the  amount 
of  $182,731.46,  saved  in  chemicals,  and  $61,701.77,  gained 
in  glycerine  water,  as  reported  by  the  master,  there  is  to  be 
add^  $1,000  for  his  mistake  in  adding  up  the  it^ms  of 
chemicals,  and  $20,720.63  for  his  error  in  computing  the 
amount  of  glycerine  water,  making  a  total  amount  of  $266,  - 
153.86. 

This  result  is  arrived  at  by  taking  the  amount  of  savings 
in  chemicals,  as  found  by  the  master,  which  the  defendants 
produced  no  evidence  to  control,  and  which  is  less  than 
such  savings  if  computed  by  the  standard  of  their  own  use 
under  the  two  processes ;  then  adding  the  amount  gained 
in  glycerine  water,  as  appearing  by  the  facts  stated  in  the 
master's  report  or  testified  to  by  the  defendants  themselves, 
correcting  only  a  clear  error  in  the  master's  computation  ; 
and  rejecting  the  deduction  made  by  the  master  on  account 
of  a  supi)osed  loss  of  fatty  acids  in  using  the  plaintiff's  in- 
vention as  compared  with  the  old  process,  because  the  evi- 
dence returned  with  the  master's  report  is  quite  inconsistent 
with  the  theory  that  there  was  any  loss  in  this  respect. 

The  only  exception  of  any  importance,  not  disposed  of  or 
rendered  immaterial  by  what  has  been  already  said,  is  the 
exception  of  the  plaintiff  to  the  refusal  of  the  master  to  al- 
low interest  on  profits  before  the  date  of  his  report. 

If  the  question  thus  presented  were  a  new  one,  it  would 
require  grave  consideration.  But  by  a  uniform  current  of 
decisions  of  this  court,  beginning  thirty  years  ago,  the 
profits  allowed  in  equity,  for  the  injury  that  a  patentee  has 

1S5  U.  S.  169-160. 
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sustained  by  the  infringement  of  his  patent,  have  been 
sidered  as  a  measure  of  unliquidated  dama^^es  which, 
general  rule,  and  in  the  absence  of  special  circumstai 
do  not  bear  interest  until  after  their  amount  has  been  j 
cially  ascertained ;  and  the  provision  introduced  in  the  pa 
act  of  1870,  regulating  the  subject  of  profits  and  dama 
made  no  mention  of  interest,  and  has  not  been  understoc 
affect  the  rule  as  previously  announced.   Silsby  v.  Poote 
How.  378  [6  Am.  &  Eng.  392 ;]  Mowry  v.  Whitney 
WaU.  620  [9  Am.  &  Eng.  1 ;]  littiefleld  v.  Perry,  21  \\ 
205  [9  Am.  &  Eng.  446 ;]  Act  July  8, 1870,  c.  230,  §  5£ 
Stat.  206 ;  Rev.  Stat.  §  4921 ;  Parks  v.  Booth,  102  U.  S 
[12  Am.  &  Eng.  470 ;]  Railway  Co.  v.  Root,  105  U.  S. 
[13  Am.  &  Eng.  656 ;]  Illinois  Central  R.  R.  v.  Turrill, 
U.  S.  301  [15  Am.  &  Eng.  140.]    Nothing  is  shown  to  t 
this  case  out  of  the  general  rule.    At  the  time  of  the 
fringement,  the  fundamental  questions  of  the  validity 
extent  of  Tilghman's  patent  were  in  earnest  controv( 
and  of  uncertain  issue.    Interest  should  therefore  be 
lowed,  as  in  Illinois  Central  Railroad  e.  Turrill,  just  cii 
only  from  the  day  when  the  master's  report  was  submil 
to  the  court  (which  appears,  by  the  terms  of  his  report  ; 
of  the  decree  below,  to  have  been  October  7,  1884,)  u 
the  amount  shown  to  be  due  by  that  report  and  the  acc< 
panying  evidence. 

Decree  reversed^  and  case  remanded  to  the  Circuit  Cot. 
With  directions  to  enter  a  decree  for  the  plaintiff  for 
sum  of  f266,163.86,  with  interest  from  October  7, 188^,  c 
costs. 

The  Chief  Justice  dissented. 

Mr.  Justice  Matthews  did  not  sit  in  this  case  or  t: 
any  part  in  the  decision. 
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Sjllabus. 

RICHARD  HOSKIN  et  al.,  APPELLANTS,  r.  PRANK 
H.  FISHER  ET  AL.* 

laa  U.  S.  aiT-aa4.    Ooc  Term,  18ST. 

[Bk.  31,  L.  ed.  759;  43  O.  G.  609.] 

Argned  Febrnary  7,  1888.     Decided  March  19,  1888.     . 

Practice.  Stipulation.  Record.  Freaumption  of  uUntity — First 
and  second  reissues.  Reissue  for  matter  unclaimed  in  original. 
Faiture  to  claim  an  abandonment.    Practice.    Certiorari, 

1.  A  stipulation  in  the  snit  on  a  reiesued  patent  included  the  evi- 

dence taken  in  another  suit,  and  a  certified  copy  of  the  origi- 
nal patent  appearing  in  the  record  under  the  certificate  of  the 
clerk  of  the  circnit  court  that  it  was  a  part  of  the  record  and 
of  the  proceedings  in  the  cause,  although  there  was  no  origi- 
nal patent  in  evidence,  this  court  assumes  the  same  to  be  prop- 
erly in  the  case.     (p.  595.) 

2.  The  reissue  in  suit  being  a  second  reisaue,  and  the  first  reissue 

not  being  found  in  the  record,  no  presumption  of  law  arises 
that  the  first  and  second  reissnes  were  for  the  same  invention 
with  similar  second  and  third  claims.  To  have  the  advantage 
of  the  first  reissue  it  should  have  been  put  in  evidence.  {p,596.) 

3.  The  original  patent  and  the  second  reissue  being  properly  before 

the  Court,  a  comparison  of  the  two  may  be  made  to  determine 
the  validity  of  the  second  reissue  ;  and  in  view  of  the  absence 
in  the  record  of  the  first  reissue,  held,  that  for  the  purpose  of 
determining  the  question  of  delay  in  obtaining  the  second  re- 
issue, the  case  stood  for  the  purpose  of  such  comparison,  as  if 
there  never  had  been  any  first  reissue,     (p.  506.) 

4.  Where  the  original  letters  patent.  No.  110,222,  F.  H.  Fiaher, 

Dec,  20,  1670,  Hydraulic  Mining  Apparatus  contained  a  single 
combination  claim,  and  the  reissue  No.  8,876,  Sept.  2,  ]879, 
made  after  an  unexplained  delay  of  more  than  eight  years  con- 
tained in  claims  2  and  3  sub-combinations  not  claimed  in  the 

•See  Explanation  of  Notes,  p^e  III 
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original ;  heldy  that  the  delay  was  not  accounted  for  and  was 
unreasonable  and  that  the  failure  to  make  the  sub-combination 
claims  in  the  original  was,  after  the  unexplained  delay,  an 
abandonment  and  dedication  of  them  to  the  publia     ( p.  597.) 

5.  The  delay  in  filing  the  application  for  the  reissue  in  suit  not  ac- 

counted for  nor  shown  to  be  reasonable  renders  such  reissue  in- 
valid,    (p.  597.) 

6.  Where  it  does  not  appear  that  any  attempt  has  been  made  to  se- 

cure by  the  original  patent  the  inventions  covered  by  the  new 
claims  in  the  reissue,  these  inventions  must  be  regarded  as  hav- 
ing been  waived  or  abandoned  so  far  as  the  reissue  is  con- 
cerned,    (p.  698.) 

7.  Where  the  contention  of  the  plaintiff  was  that  the  inventor  only 

knew  of  the  invalidity  of  his  first  reissue  in  an  earlier  suit 
upon  the  same,  and  did  not  have  evidence  of  these  facts  in  the 
record,  he  should  have  brought  by  certiorari  before  this  Court 
such  parts  of  the  record  as  the  defendants  had  omitted  to  bring 
before  us.     (p.  599.) 


[Citations  in  the  opinion  of  the  court :] 
Fisher  v,  Craig,    p.  595. 

Wollensak  v.  Reiher,  115  U.  S.  96  [16  Am.  &  Eng.  162.]    p.  597. 
Parker  &  Whipple  Co.  v.  Yale  Clock  Co.,  123  U.  8.  87  [p.  194  ante.']  p. 
598. 


Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  California,  awarding  to 
plaintiffs  a  sum  of  money  as  profits  derived  by  defendants 
from  the  infringement  of  reissued  letters  patent. 

The  facts  are  fully  stated  by  the  court. 

The  specification  and  drawings  of  Fisher's  letters  patent 
are  as  follows : 


mic. 


fif.l. 


HjJ. 


Witneuei. 


Hf.y 


JtUr/tefJ. 
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FRANK  H.   FISHER,   OF  NEVADA  CITY, 

CALIFORNIA. 

Improvement  in  Hydraulic  Mining  Apparatus. 

Specification  forming  part  of  Letters  Patent,  No.  110^222^  date 

December  20,  1870. 

To  all  whom  it  irmy  concern : 

Be  it  known  that  I,  Frank  H.  Fisher,  of  Nevada  City,  i 
the  county  of  Nevada  and  State  of  California,  have  invente 
a  new  and  Improved  Hydraulic  Mining  Apparatus ;  and 
do  hereby  declare  that  the  following  is  a  full,  clear,  an 
exact  description  thereof,  which  will  enable  others  skille 
in  the  art  to  make  and  use  the  same,  reference  being  had  t 
the  accompanying  drawings,  forming  part  of  this  specifics 
tion,  in  which — 

Figure  1  represents  a  longitudinal  section  of  my  in] 
proved  mining  apparatus.  Fig.  2  is  a  horizontal  section  o 
the  same,  taken  on  the  plane  of  the  line  x  x^  Fig.  1.  Fig 
3  is  an  inner  end  view  of  the  discharge-nozzle.  Fig.  4  is  i 
transverse  section  of  a  part  of  tlie  same. 

Similar  letters  of  reference  indicate  corresponding  parts 

This  invention  relates  to  a  new  apparatus  for  discharging 
water  against  hills  and  mountains  for  mining  purposes,  anc 
has  for  its  object  to  permit  the  directing  of  the  discharge 
nozzle  to  any  suitable  height  or  at  any  suitable  angle  hori 
zontally  and  vertically.  The  proper  washing  of  the  surf ac( 
<5an  thus  be  produced  without  great  exertion  or  difficulty. 

A  in  the  drawings  represents  the  outer  end  of  the  pipe, 
through  which  the  water  is  forced  by  the  natural  pressure 
of  water  conducted  from  higher  points,  in  pii)es  or  other 
wise,  or  by  a  steam-pump  or  other  suitable  machinery.  Thig 
outer  end  I  prefer  to  have  in  form  of  an  upward-bent  elbow, 
as  shown  in  Fig.  1 . 

Upon  the  elbow  A  is  secured  anotlier  swivel-elbow,  B, 
whose  lower  flange,  a,  is  secured  to  a  ring,  6,  that  embraces 
the  upper  flange,  e,  of  the  elbow  A.     The  ring  h  carries 


,^ 
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friction-rollers  d  d,  that  fit  against  the  under  side  of  the 
flange  c.  Packing  e  is  interposed  between  the  flanges  a  c, 
as  shown.  The  elbow  B,  to  which  is  pivoted  a  handle,  C, 
can  thus  be  freely  turned  on  the  elbow  A,  and  will  still 
always  form  a  water-tight  joint. 

To  the  outer  end  of  the  elbow  B  is  screwed  a  plate,  D, 
which  has  semicircular  projecting  ears  and  flanges  on  the 
same  to  receive  the  semi-cylindrical  end  or  ball- joint  of 
the  discharge-pipe  E.  The  pipe  E,  carrying  the  nozzle,  has 
a  projecting  slotted  post,  /*,  which  has  friction-rollers  g  g^ 
that  work  above  and  below  a  lever,  F,  passing  between  them. 
The  lever  F  is  pivoted  to  a  post,  A,  that  projects  from  the 
elbow  B,  and  is  connected  with  the  lever  C  by  a  rod,  %  while 
its  front  end  passes  through  the  slotted  post  /*,  as  shown. 
The  ball-and-socket  joint  formed  by  the  discharge-pipe  E  on 
the  elbow  B  permits  the  same  to  be  swung  up  or  down  at  will, 
while  it  can  be  swung  horizontally  with  the  elbow  B.  All 
the  motions  can  be  executed  by  means  of  the  handle  C, 
which  is  pivoted  to  swing  up  and  down.  It  may  be  pro- 
vided with  a  pawl  or  slide,  j\  to  lock  into  a  rack  or  toothed 
projection,  A:,  of  the  elbow  B,  for  the  purpose  of  securing 
the  nozzle  at  any  desired  elevation.  The  pressure  of  the 
water  holds  the' ball-joint  closed  and  water-tight.  The  ^is- 
charge-pipe,  as  well  as  the  swivel-elbow,  may  have  inner 
ribs  or  partitions,  Z,  for  guiding  the  water  straight  forward. 

Having  thus  described  my  invention,  I  claim  as  new  and 
desire  to  secure  by  Letters  Patent — 

The  swivel-jointed  nozzle  and  pipes  A  B  D  E,  combined, 
as  described,  with  the  lever  P,  (working  through  slotted 
post/,)  strap  i,  lever  C,  and  pawl  and  ratchet  j  A,  for  the 
purpose  specified. 

PRANK  H.  FISHER. 

Witnesses : 
C.  H.  Mead, 
B.  P.  Stoakes. 


Oct.,  1887.]  HOSKIN  v.  FISHER.  591 

Argument  of  counsel. 

Mr.  M.  A.  WTieatoUj/or  appellant: 

To  make  a  combination  patentable  there  must  be  a  joint 
action  of  the  devices,  or  elements,  which  action  is  diflferent 
in  kind  from  the  individual  or  aggregate  action  of  the  de- 
vices when  used  separately. 

Reckendorfer  v.  Faber,  93  U.  S.  347  [10  Am.  &  Eng.  373,] 
and  cases  cited ;  Bump,  Patents,  77,  78. 

A  ball  and  socket  joint  is  defined  in  Knight's  American 
Mechanical  Dictionary :  "  Ball  and  Socket  Joint."  Vol. 
I,  219. 

Complainant  can  recover  the  profits  due  to  his  invention 
alone.  If  the  patent  covers  a  part  only  of  the  machine 
which  infringes,  the  recovery  must  be  limited  accordingly. 

Philp  V.  Nock,  17  Wall.  460  [9  Am.  &  Eng.  84 ;]  Bell  u. 
Daniels,  1  Fish.  Pat.  Gas.  379  ;  Mowry  v.  Whitney,  14  Wall. 
650  [9  Am.  &  Eng.  1 ;]  littlefield  v.  Perry,  21  Wall.  228  [9 
Am.  &  Eng.  446 ;]  Carter  v.  Baker,  1  Sawy.  527 ;  Case  v. 
Brown,  2  Pish.  Pat.  Cas.  275 ;  Wayne  v.  Holmes,  Id.  29  ; 
Cox  V.  Griggs,  Id.  178 ;  Buerk  v.  Imhaeuser,  2  Ban.  &  A. 
452  ;  Purbush  v.  Bradford,  1  Pish.  Pat.  Cas.  317  ;  Conover 
V.  Mevs,  6  Fish.  Pat.  Cas.  506 ;  Cawood  Patent,  94  U.  S. 
710  [11  Am.  &  Eng.  235 ;]  Black  v.  Munson,  2  Ban.  &  A.  623; 
In^els  V.  Mast,  Id.  24 ;  Jones  v.  Morehead,  1  Wall.  165  [7 
Am.  &  Eng.  166 ;]  Magic  Ruffle  Co.  v.  Elm  City  Co.,  2  Ban. 
&  A.  511  ;  La  Baw  v.  Hawkins,  Id.  561 ;  Webster  v.  New 
Brunswick  Carpet  Co.,  Id.  67 ;  Garretson  v.  Clark,  4  Ban.  & 
A.  536;  Star  Salt  Caster  Co.  v.  Crossman,  Id.  566;  IngersoU  v. 
Musgrove,  3  Ban.  &  A.  304;  Schillinger  v.  Gunther,  /e?.498.' 

Damages  must  be  proved. 

Robertson  v.  Blake,  94  U.  S.  733  [11  Am.  &  Eng.  266.] 

Royalties  paid  for  other  patents  by  an  infringer  are 
allowed  to  him  in  the  accounting. 

La  Baw  v.  Hawkins,  2  Ban.  &  A.  565  ;  American  Nichol- 
son Pavement  Co.  v.  Elizabeth,  1  Ban.  &  A.  461,  462. 

The  same  rule  prevaDs  when  the  infringer  owns  the  patent 
which  covers  an  invention  that  has  increased  the  selling 
price  of  the  infringing  machine. 
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Steam  Stone  Catter  Co.  v.  Windsor  Mnfg.  Co.,  4  Ban. 
&  A.  450. 

A  final  decree  for  nominal  damage  only  should  be  en- 
tered. 

N.  Y.  V.  Ransom,  23  How.  490  [7  Am.  &  Eng.  88.] 

Messrs.  John  If.  Miller  arid  J.  P.  Langhome,  for  appel- 
lees : 

To  determine  the  extent  of  the  inrention  secured  by  a  re- 
issued patent,  the  state  of  the  art  at  the  time  the  original 
patent  was  granted  must  be  considered. 

Gameau  v.  Dozier,  102  U.  S.  234  [12  Am.  &  Eng.  545 ;] 
Eachus  tf.  Broomall,  115  U.  S.  434  [16  Am.  &Eng.  176.] 

It  is  within  the  scope  of  a  reissue  that  it  contains  a  fuller 
description  than  the  ori^nal. 

Roberteon  v.  Secombe  Mnfg.  Co.,  10  Blatch.  481. 

It  will  not  do  for  the  patentee  to  wait  until  other  inven- 
tors have  produced  new  forms  of  improvement,  and  then, 
with  the  new  light  thus  acquired,  under  pretense  of  inadver- 
tence and  mistake  apply  for  such  enlargement  of  his  claim 
as  to  make  it  embrace  these  forms. 

Miller  v.  Bridgeport  Brass  Co.,  104  TJ.  S.  350  [13  Am.  & 
Eng.  303 ;]  Campbell  t.  James,  104  U.  S.  356  [13  Am.  & 
Eng.  341 ;]  Mahn  v.  Harwood,  112  U.  S.  360  [15  Am.  &  Eng. 
328.] 

Any  unnecessary  laches  or  delay  affects  the  right  to  re- 
issue the  patent. 

WoUensak  ».  Reiher,  115  U.  S.  96  [16  Am.  &  Eng.  162 :] 
New  V.  Warren,  22  Off.  Gaz.  588 ;  Poppenhnsen  v.  Palke, 
2  Pish.  Pat,  Cas.  213. 

A  judicial  interpretation  of  the  specification  or  claim  of  a 
patent  furnishes  a  proper  occasion  for  a  surrender  and  re- 
issue, when  the  error  was  inadvertent. 

Doughty  0.  West,  6  Blatch.  429 :  Bliss  v.  Gaylord  P.  C. 
&M.  Co.,  7Blateh.  279. 

Change  of  form  is  not  a  substantial  change,  unless  the 
form  is  of  the  essence  of  the  invention. 
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Winans  v.  Denmead,  16  How.  330  [6  Am.  &  Eng.  107;] 
Murphy  v.  Bastham,  6  Fish.  Pat.  Cas.  306 ;  Jie  Newall,  4 
C.  B,  N.  S.  269 ;  Tatham  v.  Le  Roy,  2  Blatch.  486. 

Beversal  of  parts,  not  accompanied  by  a  change  of  func- 
tion or  mode  of  operation,  does  not  avoid  the  charge  of  in- 
fringement. 

Atlantic  Worlis  ».  Brady,  107  U.  S.  193  [14  Am.  &  Eng. 
380.] 

Mr.  Justice  Bi  atchpord  delivered  the  opinion  of  the  court; 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  District  of  California,  by  PYank  H. 
Fisher  and  Joshua  Hendy  against  Richard  Hoskin  and 
others,  for  the  infringement  of  reissued  letters  patent,  No. 
8,876,  granted  to  Fmnk  H.  Fisher,  September  2,  1879,  onan 
application  filed  March  29,  1879,  for  an  "improvement  in 
hydraulic  mining  apparatus,"  the  original  patent.  No.  110,- 
222,  having  been  granted  to  Fisher,  December  20.  1870. 
This  reissue  was  a  second  reissue,  and  it  appears  that  there 
was  a  first  reissue,  No.  5,193,  dated  December  17,  1872, 
granted  on  the  surrender  of  the  original  patent,  and  that  the 
second  reissue  was  granted  on  the  surrender  of  the  first  issue. 

The  bill  of  complaint  seta  forth  the  fact  of  the  sur- 
render of  the  original  patent  and  the  granting  of  the  first 
reissue,  and  that  the  first  reissued  patent  is  ' '  I'eady  in  court 
to  be  produced"  by  the  plaintiffs,  "or  a  duly  authenticated 
■copy  thereof."  The  bill  also  sets  forth  that  the  second  re- 
issue "  was  issued  for  the  same  invention  as  that  described 
in  the  original  letters  patent." 

There  was  only  one  claim  in  the  original  patent,  as  fol- 
lows :  "  The  swivel -jointed  nozzle  and  pipes  A  B  D  E,  com- 
bined, as  described,  with  the  lever  F,  working  through  slot- 
ted posty,  strap  /,  lever  c,  and  pawl  and  ratchetj  k,  for  the 
purpose  specified." 

The  second  reissue  contains  three  claims,  as  follows  :  "1. 
The  swivel-jointed  sections  A  B  and  ball-and-socket -jointed 
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section  D  E,  combined,  as  described,  with  the  lever  F,  work- 
ing through  slotted  postal,  strap  i,  lever  0,  and  pawl  and 
ratchet  j' K,  for  the  purpose  set  forth.  2.  A  ball-and-socket 
joint  for  connecting  the  discharge  pipe  of  a  hydraulic  min- 
ing apparatus  with  the  end  of  a  swivel  section,  B,  substan- 
tially as  above  described.  3,  The  discharge-pipe  E,  having 
a  semi-cylindrical  or  ball-shaped  enlargement  at  its  base,  in 
combination  with  a  corresponding  cup-shaped  socket,  D,  on 
the  end  of  the  horizontally-swiveling  section  B,  substan- 
tially as  and  for  the  purpose  described." 

The  claim  of  the  ori^nal  patent  and  the  first  claim  of  the 
second  reissue  are  substantially  alike.  It  is  not  allied 
that  the  defendants  have  infringed  the  first  claim  of  the 
second  reissue,  or  that  their  apparatus  would  have  infringed 
the  claim  of  the  original  patent.  The  contention  is  that 
they  have  infringed  claims  2  and  3  of  the  second  reissue. 

The  answer  seta  up  that  the  second  reissue  contains  new 
matter,  which  was  not  contained  in  the  original  patent,  and 
which  describes  and  claims  that  of  which  Fisher  "  was  not 
the  inventor ;"  that  Fisher  did  not  discover  or  invent  or 
make  any  hydraulic  machine  which  machine  or  combina- 
tion included  either  a  baU-and-socket  joint,  or  ball-and- 
socket  jointed  sections,  or  a  discharge-pipe  having  a  ball- 
shaped  enlargement  at  its  base  ;  that  his  original  patent  did 
not  contain  any  description  of  either  of  those  devices,  and 
did  not  claim  them  in  any  combination  or  otherwise  ;  that 
all  that  is  said  in  the  second  reissue  about  a  ball-and-socket- 
jointed  section,  and  ball-and-socket  joints,  and  a  dischaige- 
pipe  with  a  ball-shaped  enlai^ment  at  its  base,  is  new  mat- 
ter, which  was  not  contained  in  the  original  patent,  and 
was  inserted  in  the  second  reissue  by  Fisher  fraudulently 
and  for  the  sake  of  deceiving  and  misleading  the  public,  he 
well  knowing  that  no  part  of  it  was  his  invention,  and  also 
knowing  that  it  was  not  contained  in  the  original  patent  *, 
and  that,  by  reason  of  such  fraudulent  insertion  of  such  new 
matter,  the  second  reissue  is  void. 
laOD.  s.ais-«i«. 


Oct,  1887.]  HOSKIN  v.  FISHER.  695 

Opinion  of  the  court 

Issue  was  joined  and  proofs  were  taken  on  both  sides, 
and,  on  the  17th  of  March,  1882,  the  case  having  been  heard 
by  the  Circuit  Judge  an  interlocutory  decree  was  entered  in 
favor  of  the  plaintiffs,  adjudging  the  second  reissue  to  be 
valid,  and  that  the  defendants  had  infringed  upon  the  2d 
and  8d  claims  of  it,  and  awarding  a  decree  to  the  plaintiffs 
for  profits  and  damages,  and  ordering  a  reference  to  a  mas- 
ter to  ascertain  them,  and  a  perpetual  injunction  in  regard 
to  the  second  and  third  claims.  Afterward,  a  reheairing 
was  ordered  by  the  Circuit  Judge  to  be  had  upon  the  same 
testimony.  The  rehearing  was  had  before  the  Circuit  Justice 
and  the  Circuit  Judge,  and,  on  the  4th  of  September,  1882, 
an  interlocutory  decree  was  entered  in  the  same  terms  as 
the  first  interlocutory  decree.  On  the  report  of  the  master, 
a  final  decree  was  entered,  March  7,  1884,  awarding  to  the 
plaintiffs  a  sum  of  money  as  profits  derived  by  the  defend- 
ants from  the  infringement. 

It  is  to  be  gathered  from  the  record  that  Fisher  had  at 
some  time  brought  a  suit  against  one  or  both  of  the  present 
defendants  named  Craig,  for  the  infringement  of  the  first 
reissue,  and  at  the  commencement  of  the  taking  of  evidence 
on  the  part  of  the  plaintiffs  in  the  present  suit,  the  follow- 
ing stipulation  is  found  entered  on  the  record :  "  It  is  stip- 
ulated and  agreed  by  and  between  the  counsel  for  the  re- 
spective parties  herein,  that  the  evidence  taken  and  on  file 
in  this  court  in  the  case  of  Fisher  v.  Oaig,  number  1144, 
shall  be  considered  in  evidence  in  this  case,  reserving,  how- 
ever, to  each  party  the  right  to  introduce  such  additional 
evidence  as  they  may  desire.  It  is  further  agreed,  that  in 
case  any  exhibits  introduced  in  evidence  in  said  case  of 
Fisher  v.  Craig  shall  be  missing  from  the  files,  the  same 
may  be  supplied,  each  i)arty  supplying  his  own  exhibits." 
It  does  not  appear  by  the  record  to  what  extent  the  evi- 
dence taken  and  on  file  in  the  same  court  in  the  case  of 
Fisher  v.  Craig,  thus  referred  to,  was  used  on  the  hearing 
of  the  present  case.    There  is  found  in  the  record  a  paper 

195  U.  8.  919.990. 
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marked  '*  Exhibit  No.  5,"  being  a  certified  copy  from  the 
Patent  Office,  certified  March  8,  1873,  of  the  original  patent 
granted  to  Fisher,  with  its  specification  and  drawings. 
"JTiere  is  no  separate  memorandum  in  the  record  of  the  in- 
troduction of  this  original  patent  in  evidence ;  but,  as  it  is 
found  in  the  record,  under  a  certificate  of  the  clerk  of  the 
Circuit  Court  that  it  is  a  part  of  the  record,  and  of  the  pro- 
ceedings in  the  cause,  we  must  accept  it  as  such,  and,  if 
necessary,  assume  it  to  have  been  a  part  of  the  evidence 
taken  and  on  file  in  the  case  of  Fisher  v.  Craig,  and  covered 
by  the  stipulation  above  referred  to.  That  stipulation  was 
to  the  effect  that  the  evidence  in  Fisher  v.  Craig  should 
''  be  considered  in  evidence  in  this  case." 

The  first  reissue  is  not  found  in  the  record.  The  plain- 
tiffs do  not  appear  to  have  put  it  in  evidence,  although  the 
bill  avers  that  it  is  ready  in  court  to  be  produced  by  them, 
or  a  duly  authenticated  copy  of  it.  Nor  does  it  appear  that 
the  defendants  put  it  in  evidence,  although,  as  the  suit  of 
Fisher  v.  Craig  was  founded  upon  it,  it  is  to  be  inferred  that 
it  must  have  been  part  of  the  evidence  taken  and  on  file  in 
that  case,  and  which,  by  the  stipulation,  was  to  be  consid- 
ered in  evidence  in  this  case.  Nevertheless,  neither  party 
lias  brought  it  before  us. 

The  plaintiffs  contend,  that,  in  order  to  determine  the  va- 
lidity of  the  second  reissue,  that  must  be  compared  with 
the  first  reissue,  on  the  surrender  of  which  it  was  granted ; 
that  in  the  absence  of  the  first  reissue  no  such  comparison 
can  be  made ;  that,  therefore,  it  must  be  presumed  that  the 
first  reissue  and  the  second  reissue  were  both  for  the  same 
invention  ;  and  that  it  must  also  be  presumed  that  the  sec- 
ond and  third  claims  of  the  second  reissue  were  contained 
in  the  first  reissue.  But  we  are  of  opinion  that,  the  origi- 
nal patent  and  the  second  reissue  being  properly  before  us, 
we  have  a  right  to  compare  them  with  each  other,  and  that 
upon  such  comparison,  the  question  of  the  validity  of  the 
second  reissue  must  be  determined. 

195  V.  S.  SS0*3»1. 
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Under  the  proflEer  in  the  bill  of  complaint,  it  was  for  the 
plaintiffs  to  introduce  the  first  reissue  in  evidence  ;  and,  if 
they  desired  to  show  an  excuse  for  the  delay  of  more  than 
eight  years  and  three  months  after  the  granting  of  the  origi- 
nal patent  in  applying  for  the  second  reissue,  by  showing 
that  the  first  reissue,  granted  a  little  less  than  two  years 
after  the  date  of  the  original  patent,  contained  substantially 
claims  2  and  3  of  the  second  reissue,  they  should  have  affirma- 
tively made  good  that  excuse,  by  themselves  introducing 
the  first  reissue  in  evidence,  or  bringing  it  before  us  in  the 
record  as  a  part  of  the  evidence  taken  and  on  file  in  the  case 
of  Fisher  v.  Craig. 

Under  the  allegations  contained  in  the  answer,  that  the 
original  patent  did  not  claim  the  devices  covered  by  the  2d 
and  3d  claims  of  the  second  reissue,  and  that  said  2d 
and  3d  claims  are  new  matter,  not  contained  in  the  origi- 
nal patent,  and  that  the  second  reissue  is  void  by  reason  of 
such  new  matter,  the  question  is  fairly  raised,  on  the  face 
of  the  original  patent  and  the  second  reissue,  as  to  the 
effect  of  the  delay  of  more  than  eight  years  and  three 
months  after  the  date  of  the  original  patent  in  applying  for 
the  second  reissue,  the  case  standing,  for  the  purpose  of  such 
comparison,  as  if  there  never  had  been  any  first  reissue. 

In  the  case  of  Wollensak  v.  Reiher,  115  U.  S.  96  [16  Am. 
&  Eng.  162,]  the  following  propositions  were  laid  down  by 
this  court :  (1)  The  question  whether  delay  in  applying 
for  a  reissue  of  a  patent  has  been  reasonable  or  unreasona- 
ble is  a  question  of  law  for  the  determination  of  the  court. 
(2)  The  action  of  the  Patent  Office  in  granting  a  reissue,  and 
deciding  that,  from  special  circumstances  shown,  it  api)eared 
that  the  applicant  had  not  been  guilty  of  laches  in  applying 
for  it,  is  not  sufficient  to  explain  a  delay  in  the  application 
which  otherwise  appears  unreasonable  and  to  constitute 
laches.  (3)  Where  a  reissue  expands  the  claims  of  the  origi- 
nal patent,  and  it  appears  that  there  was  a  delay  of  two 
years,  or  more,  in  applying  for  it,  the  delay  invalidates  the 
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reissue,  unless  a«c«anted  for  and  shown  to  be  reasonable. 
These  principles  are  applicable  to  the  present  case,  and  re- 
quire that  the  decree  of  the  Circuit  Court  should  be  re- 
versed. The  delay  is  not  accounted  for  by  the  plaint!^ 
nor  shown  to  be  reasonable. 

The  descriptive  parts  of  the  specifications  of  the  origiiuil 
patent  and  the  second  reissue  are  substantially  alike,  and 
the  drawings  of  the  two  are  the  same  ;  but  claims  2  and  3  of 
the  second  reissue  are  not  found  in  the  ori^nal  patent. 
The  claim  in  that  patent  to  the  swivel-jointed  nozzle  and 
pipes  A  B  D  E,  combined  with  the  other  parts  of  the  ma- 
chine, and  to  nothing  else,  was,  under  the  decisions  of  this 
court,  an  abandonment  and  dedication  to  the  public  of  sub- 
combinations less  than  the  whole  combination,  after  an  un- 
explained delay  such  as  that  in  the  present  case.  The  3d 
and  3d  claims  of  the  second  reissue  are  claims  to  such  sub- 
combinations. It  was  not  Indicated  in  the  specification 
of  the  original  patent  that  Fisher  considered  his  invention 
as  consisting  in  anything  less  than  a  combination  of  all  the 
elements  embraced  in  the  combination  claimed  in  the 
patent. 

In  the  recent  case  of  Parker  &  Whipple  Co.  v.  Yale  Clock 
Co.,  123  TJ.  S.  87[p.  194a7ife,]  it  was  held  that  what  was  sug- 
gested or  indicated  in  the  original  specification,  drawings, 
or  Patent  Office  model  is  not  to  be  considered  as  a  part  of 
the  invention  intended  to  have  been  covered  by  the  origi- 
nal patent,  unless  it  can  be  seen  from  a  comparison  of  the 
original  and  the  reissued  patents  that  the  invention  which 
the  original  patent  was  intended  to  cover  embraced  the 
things  thus  suggested  or  indicated  in  the  original  specifica- 
tion, drawings,  or  Patent  Office  model,  and  unless  the  origi- 
nal sjiecitication  indicated  that  those  things  were  embraced 
in  the  invention  intended  to  have  been  secured  by  the  origi- 
nal patent ;  and  that,  whei-e  it  did  not  appear  that  any  at- 
tempt had  been  made  to  secure  by  the  original  patent  the 
inventions  covered  by  the  new  claims  in  the  reissue,  those 
las  IT.  9.  aao-aas. 
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inventions  must  be  regarded  as  having  been  abandoned  or 
waived,  so  far  as  the  reissue  was  concerned. 

The  plaintiffs  contend  that  it  appears  from  the  testimony  of 
Fisher  that  it  was  the  result  of  the  suit  of  Fisher  v.  Craig, 
brouglit  on  the  first  reissue,  which  convinced  him  that  that  re- 
issue was  inoperative,  and  that  he  took  out  the  second  reissue 
to  remedy  the  defect  in  the  first;  and  that  the  delay  in  taking 
out  the  second  reissue  is  explained  by  the  fact  that  the  suit 
on  the  first  reissue  was  pending.  But  we  have  not  before  us 
the  proceedings  in  the  suit  of  Fisher  v.  Craig,  to  such  an  ex- 
tent as  to  be  able  to  form  any  inteUigent  judgment  upon 
the  question  as  to  how  far  the  proceedings  in  that  suit  bear 
upon  the  question  of  the  delay  in  taking  out  the  second  re- 
issue. If  the  plaintiffs  desired  to  avail  themselves  of  those 
proceedings  to  show  such  excuse,  it  was  their  duty  to  have 
brought  them  before  us,  if  they  were  a  i)art  of  the  evidence 
in  this  case  under  the  stipulation  above  referred  to. 
Although  the  defendants  did  not  incorporate  them  in  the 
record,  and  although  the  clerk  of  the  court  below,  in  mak- 
ing his  return  to  this  court,  certifies  that  what  is  contained 
in  the  transcript  is  a  ^*  full,  true,  and  correct  copy  of  the  re- 
cord (excepting  models,)  and  of  all  proceedings  in  the  above 
and  therein  entitled  cause,  and  that  the  same  together  con- 
stitute the  transcript  on  appeal  to  the  Supreme  Court  of  the 
United  States  in  said  cause,"  such  certificate  being  entitled 
in  the  present  cause,  it  was  perfectly  competent  for  the 
plaintiffs  to  have  brought  before  this  court,  and  it  was  their 
duty  to  have  done  so,  by  certiorari^  any  necessary  parts  of 
the  record  which  the  defendants  had  omitted  to  bring  be- 
fore us. 

The  decree  of  the  Circuit  Court  is  reversed,  and  the  case 
is  remanded  to  the  Circuit  Court  for  tJie  Northern  District 
of  California,  with  a  direction  to  dismiss  the  bill,  with 
costs. 

185  U.  S.  8S3-S24. 
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Particular  reissued  patent  construed, 

1.  The  first  and  Becond  claims  of  reissued  letters  patent,  No. 
8,783,  granted  July  1,  1879,  to  the  Yale  Lock  Manufacturing 
Company,  (original  No.  119,212,  S.  N.  Brooks,  administrator, 
September  19,  1871,)  Post-Office  Box,  declared  invalid  if 
construed  broadly,  as  being  for  matter  not  omitted  in  original 
by  inadvertence  or  mistake,  and  not  to  have  been  infringed  if 
construed  narrowly.  The  Court  concurs  in  the  views  and  in 
the  result  reached  by  the  court  below  in  this  case  as  reported 
in  22  Blatch.  294.     (p.  619.) 

[Citations  in  the  opinion  of  the  court:] 

Miller  f.  Bridgeport  Brass  Co.,  104  U.  S.  350  [13  Am.  &  Eng.  303.]  pp. 

621,  627. 
ScoYill  Case.  18  Blatcb.  248.     p.  621. 

Swain  T.  &  Mnfg.  Co.  v,  Ladd.  102  U.  S.  408  [13  Am.  &  Eng.  1.]    p.  626. 
Mahn  V.  Harwood,  112  U.  S.  354  [15  Am.  &  Eng.  322.]    p.  627. 
Parker  &  W.  Co.  p.  Yale  Oock  Co.,  123  U.  S.  87  [p.  194  ante.]    p.  627. 
Matthews  v.  Iron  Clad  Mnfg.  Co.,  123  U.  8.  347  [p.  455  anie.'i    p.  627. 

Appeal  from  a  judgment  of  the  Circuit  Court  of  the  United 
States  for  tlie  Southern  District  of  New  York,  dismissing 
a  suit  in  equity  for  infringement  of  letters  patent. 

Reported  below,  22  Blatch.  294. 

The  facts  are  fully  stated  in  the  opinion. 

Mr.  Frederick  H.  Belts ^  for  appellant : 
The  patentee  can  reissue  in  case  the  original  patent  em- 
bodied the  claims  which  the  reissue  is  intended  to  cover. 

^^e  Explanation  of  Notes,  page  III. 
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Parker  &  W.  Co.  t?.  Yale  Clock  Co.,  123  U.  S.  89  [p.  194  ante;] 
or  to  meet  a  possible  construction  of  the  original.  Eames  v. 
Andrews,  122  U.  S.  40  [p.  98  arite^]  or  to  remove  ambiguity 
or  obscurity.  Campbell  v.  James,  104  U.  S.  370  [13  Am.  & 
Eng.  341.] 

The  patentee  may,  if  he  applies  in  due  season,  enlarge  his 
claim. 

Morey  v.  Lockwood,  8  Wall.  230  [8  Am.  &  Eng.  78 ;] 
Campbell  v,  James,  supra  ;  Miller  v.  Bridgeport  Brass  Co., 
104  U.  S.  350  [13  Am.  &  Eng.  303.] 

Nothing  but  a  clear  mistake,  or  inadvertence,  and  a  speedy 
application  for  its  correction,  is  admissible  when  it  is  sought 
merely  to  enlarge  the  claim. 

Mahn  v.  Harwood,  112  U.  S.  362  [15  Am.  &  Eng.  3^.] 

Due  diligence  in  applying  for  a  reissue  is  prima  foucie 
proved,  if  the  application  is  within  two  years. 

WoUensak  v.  Reiher,  115  U.  S.  100  [16  Am.  &  Eng.  162.] 

In  the  construction  of  patents,  the  si)ecific  mention  of 
limitations  in  one  claim  implies  the  absence  of  such  limita- 
tions in  others,  where  they  are  not  mentioned. 

Bogart  V.  Hinds,  26  Fed.  Rep.  150 ;  Burden  tj.  Coming, 
2  Fish.  Pat.  Cas.  477 ;  Lake  Shore  &  M.  S.  R.  Co.  ©.  Na- 
tional Car  Brake  Shoe  Co.,  110  U.  S.  229  [16  Am.  &  Eng. 
124.] 

The  acceptance  by  the  Commissioner  of  Patents  of  the 
surrender  of  the  original  patent,  and  the  grant  by  him  of  a 
reissue,  is  prima  facie  evidence  of  the  existence  of  the  stat- 
utory prerequisites,  to  wit:  (1)  That  the  original  patent 
was  ''inoperative"  or  "invalid,"  and  (2)  that  the  defects 
were  due  to  inadvertence,  accident  or  mistake. 

Clark  V,  Wooster,  119  U.  S.  322  [16  Am.  &  Eng.  426 ;] 
Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290 ;] 
Goodyear  Dental  Vulcanite  Co.  v.  Smith,  1  Ban.  &  Ard.  205. 

The  presumption  of  the  existence  of  such  statutory  pre- 
requisites is  a  conclusive  presumption,  unless  it  shaU  clearly 
appear  on  the  face  of  the  papers  that  there  could  have  been 
no  inadvertence,  accident,  or  mistake. 
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Seymour  v.  Osborne,  supra ;  Milligan  &  H.  Glue  Co.  ^. 
Upton,  97  U.  S.  3  [11  Am.  &  Eng.  458 ;]  Union  Paper  Cel- 
lar Co.  V.  Van  Deusen,  23  Wall.  530  [10  Am.  <&  Eng.  166 ;] 
Graham  tJ.  Mason,  4  Cliflf.  88 ;  Mahn  v.  Harwood,  112  U.  S. 
362  [15  Am.  &  Eng.  322.] 

The  following  are  instances  in  which  patents  have  been 
sustained : 

Wooster  ^.  Blake,  8  Fed.  Rep.  432 ;  Webster  Loom  Co. 
a.  Higgins,  105  U.  S.  591  [14  Am.  &  Eng.  70;]  Miller  v. 
Pickering,  16  Fed.  Rep.  540;  Shuter  tj.  Davis,  Id.  564; 
Smith  tJ.  Goodyear  Dental  Vulcanite  Co.,  93  U.  S.  4S6  [11 
Am.  &  Eng.  1 ;]  Hobbs  v.  King,  8  Fed.  Rep.  91 ;  Rogers  n, 
Sargent,  7  Blatch.  607 ;  Furbush  v.  Cook,  2  Fish.  Pat.  Cas. 
668;  Eames  n.  Cook,  Id.  146;  Water  bury  Brass  Co.  tj.  New 
York  &  B.  Brass  Co.,  3  Fish.  Pat.  Cas.  43  ;  Parker  v.  Stiles, 
6  McLean,  44. 

Suggestions  from  another,  in  order  that  they  may  be  suf- 
ficient to  defeat  a  patent  subsequently  issued,  must  embrace 
the  plan  of  the  improvement,  and  must  enable  an  ordinary 
mechanic  to  construct  and  put  the  improvement  in  success- 
ful operation. 

Agawam  Woolen  Co.  ??.  Jordan,  7  Wall.  683  [8  Am.  & 
Eng.  24 ;]  Putnam  t.  Hickey,  5  Fish.  Pat.  Caa.  334 ;  Mat- 
thews I).  Skates,  1  Fish.  Pat.  Cas.  602 ;  Alden  t).  Dewey,  1 
Story,  336  ;  Thomas  «.  Weeks,  2  Paine,  92 ;  Dixon  v.  Moyer, 
4  Wash.  68 ;  National  Feather  Duster  Co.  v.  Hibbard,  21 
Oflf.  Gaz.  635. 

Although  the  idea  of  the  invention  and  hints  concerning 
it  came  to  a  patentee  from  others,  still  if  he  was  the  first 
who  gave  to  that  idea  a  useful  and  practical  form,  his  rights 
are  not  to  be  defeated. 

Teese  zj.  Phelps,  1  McAU.  48 ;  Bell  n.  Daniels,  1  Fish.  Pat. 
Cas.  372 ;  Spaulding  o.  Tucker,  Deady,  649 ;  McMillin  v. 
Barclay,  5  Fish.  Pat.  Cas.  189  ;  Pitts  v.  Hall,  2  Blatch.  229  ; 
Pitts  n,  Edmonds,  2  Fish.  Pat.  Cas.  52. 

The  government  cannot,  after  the  patent  has  issued,  make 
use  of  the  improvement  any  more  than  a  private  individual, 
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withoat  license  of  the  inventor  or  making  compensation  to 
him. 

U.  S.  V.  Bums,  12  Wall.  246  [8  Am.  &  Eng.  468 ;]  Cam- 
meyer  v.  Newton,  94  U.  S.  225  [11  Am.  &  Eng.  93 ;]  Camp- 
bell  V.  James,  17  Blatch.  43 ;  Forehand  v.  Porter,  15  Fed, 
Rep.  256. 

A  bill  in  equity  will  lie  against  an  officer  of  the  United 
States  for  his  unauthorized  use  of  a  i)atent,  solely  in  the 
service  of  the  government. 

U.  S.  V.  Lee,  106  U.  S.  196 ;  Louisiana  v.  Jumel,  107  U. 
S.  726;  Tracy  v.  Swartwout,  10  Pet.  94;  Poindexter  v. 
Greenhow,  114  U.  S.  287;  Hagood  v.  Southern,  117  U.  S. 
70 ;  Adsit  v.  Brady,  4  Hill,  632 ;  Keenan  v.  Southworth, 
110  Mass.  474. 

To  construe  the  instrument  it  is  proper  to  ascertain  the 
intention  of  the  parties,  by  considering  the  character  in 
which  the  party  undertakes,  the  nature  and  subject  of  the 
imdertaking,  and  the  terms  employed  in  the  instrument. 

Auburn  City  Bank  v.  Leonard,  40  Barb.  119 ;  Stanton  v. 
Camp,  4  Barb.  274 ;  Brockway  v.  Allen,  17  Wend.  40 ;  Ne- 
well V.  West,  13  Blatch.  114 ;  Townsend  t?.  Coming,  23 
Wend.  435 ;  Pinckney  «.  Hagadom,  1  Duer,  89. 

When  a  reissue  counts  upon  a  prior  assignment  of  the 
original  patent  to  the  complainant,  this  makes,  with  the  act 
of  the  commissioner  granting  the  reissue,  a  priToa  facie 
case  that  it  was  valid  to  reissue  to  the  complainant. 

Middletown  Tool  Co.  v.  Judd,  3  Fish.  Pat.  Cas.  141 ; 
Cook  r.  Emest,  2  Ofif.  Gaz.  89-93 ;  Perry  v.  Parker,  1  Wood. 
&  M.  280 ;  Washbum  <&  M.  Mnfg.  Co.  t>.  Haish,  4  Fed. 
Rep.  900. 

Mr.  O.  A.  Jenks^  SoUcitor-Oeneral^  for  appellee : 

The  patent  is  not  evidence  of  the  supposed  invention  hav- 
ing been  made  at  any  time  earlier  than  its  own  date  or  the 
date  of  the  application. 

Wing  ».  Richardson,  2  Cliff.  450. 

The  reissue  must  be  for  the  same  invention. 
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Giant  Powder  Co.  v.  California  Powder  Works,  98  U.  5 
137  [12  Am.  &  Eng.  201 ;]  Heald  v.  Rice,  104  U.  S.  753  [1 
Am.  &Eng.  460.] 

If  by  the  record  it  appears  that  there  could  not  have  beei 
any  inadvertence,  accident,  or  mistake,  in  respect  of  th 
matters  songht  to  be  covered  by  a  reissue,  then,  either  th( 
reissue  must  be  construed  so  as  to  include  such  matters,  o: 
must  be  held  to  be  invalid. 

James  v.  Campbell,  104  U.  S.  371  [13  Xm.  &  Eng.  341 ;; 
Leggett  V.  Avery,  101  U.  S.  259  [12  Am.  &  Eng.  369  ;]  Hop 
kins  &  D.  Mnfg.  Co.  v.  Corbin,  103  U.  S.  789  [13  Am.  & 
Eng.  147.] 

The  reissue  must  be  held  void  by  reason  of  the  laches  oi 
the  patentee. 

Miller  v.  Bridgeport  Brass  Co.,  104  U.  S.  350  [13  Am.  & 
Eng.  303.] 

No  action  can  be  maintained  against  the  defendant  in 
this  case. 

James  v.  Campbell,  104  U.  S.  369  [13  Am.  &  Eng.  341 ;] 
Carr  w.  U.  S.  98  U.  S.  433 ;  Cary  v.  Curtis,  3  How.  246. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court: 

This  is  a  suit  in  equity,  brought  by  the  Yale  Lock  Manu- 
facturing Company,  a  Connecticut  corporation,  against 
Thomas  L.  James,  to  recover  for  the  alleged  infringement 
of  reissued  letters  patent,  No.  8,783,  granted  to  the  plain- 
tiff, as  assignee  of  S.  N.  Brooks,  administrator  of  L.  Yale, 
Jr.,  deceased,  July  1,  1879,  for  an  "improvement  in  post- 
office  boxes,"  on  an  application  for  a  reissue,  filed  May  23, 
1879  (the  original  patent.  No.  119,212,  having  been  granted 
to  Silas  N.  Brooks,  administrator  of  Yale,  September  19, 

1871,  on  an  application  filed  September  30,  1868 ;  and  hav- 
ing been  reissued  to  said  Brooks,  as  administrator,  July  9, 

1872,  as  No.  4,963,  on  an  application  for  reissue  filed  May 
7,  1872;  and  having  been  again  reissued  to  said  Brooks,  as 

1S5  U.  8.  451. 
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administrator,  April  34,  1877,  as  No.  7,625,  on  an  applica- 
tion for  reissue  filed  April  19,  1875.)  The  Circuit  Court 
dismissed  the  bill,  and  the  plaintiff  has  appealed  from  its 
decree. 

Among  other  defences,  the  answer  sets  up  that  each  of 
the  three  reissues  was  not  for  the  same  invention  as  the 
original  patent,  but  contained  material  new  matter,  and  was 
therefore  invalid.  ^ 

Reissue  No.  8,783  was  the  subject  of  a  suit  in  equity, 
brought  in  the  Circuit  Court  of  the  United  States  for  the 
District  of  Connecticut,  by  the  present  plaintiff,  against  the 
Scovill  Manufacturing  Company,  in  which  Judge  Shipman, 
in  June,  1 880,  gave  a  decree  for  the  plaintiff  as  to  the  first 
and  second  claims  of  the  patent.     18  Blatchford,  248. 

*The  original  patent  contained  the  following  description 
of  the  invention :  ''This  invention  relates  to  an  improve- 
ment in  t?ie  construction  of  the  fronts  of  post-oflSce  boxes, 
and  consists  in  making  said  fronts,  including  the  doors  and 
box  frames,  of  metal,  and  in  securing  the  frames  to  the 
wooden  pigeon  holes  by  rivets  connecting  the  frames  with 
each  other  al  top^  bottom^  and  sides.  The  body  of  these 
boxes  to  be  made  of  wood,  in  the  usual  manner,  namely^  a 
series  of  pigeon  holes  but  the  front  of  the  box  and  the  door 
frame  are  made  of  iron  or  other  suitable  metal.  Each  door 
frame  or  box  front  is  so  made  that  it  aids  in  covering  the 
edge  of  the  wooden  partition  or  pigeon  holes,  and  is  con- 
nected with  the  other  frame  above,  below,  and  on  each  side 
of  it  in  such  manner  that  the  frames  make  a  continuous 
frontage,  no  part  of  which  can  be  removed  (from  the  out- 
side) without  pulling  down  other  parts  and  breaJcing  the 
wood-worJc^  so  that  a  surreptitious  removal  of  the  front  of 
any  box^  in  order  to  get  possession  of  its  contents  is  practi- 
cally impossible.  Each  frame,  made,  as  before  stated,  of 
metal,  has  all  around  it  a  flange  a  a,  which  protects  the  out- 

ISff  U.  8.  451-45S. 

*Tbe  drawings  forming  part  of  the  original  patent,  No.  119,212  are  given 
on  p.  609. 


n.  Dnt/wi\0.        Hifinmmein  m  roa-omce  Lodor  Boxes. 

»,212.  Pit<M«d  Sap.  19,  1871. 
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side  of  the  wood- work.  The  sides  of  the  frame  h  h  enter 
and  fit  closely  against  the  wood  forming  the  pigeon  holes, 
and  may  be  continuous  or  notched  out  at  intervals ;  and 
each  frame  has  attached  to  it  one  leaf  of  two  or  more  hinges, 
c  c.  The  door  is  of  iron^  solid  (U  top,  where  the  lock  d  is 
attached,  and  having  an  opening,  e,  below,  in  which  a  plate 
of  glass  is  secured.  I  prefer  to  locate  rods//  behind  the 
plate,  to  prevent  the  introduction  of  a  hand  if  the  glass  be 
broken,  aiid  so  to  form  the  door  that,  when  shut,  it  enters 
within  the  frame  {j^ee  g  g^)^  that  it  cannot  be  lifted  from 
its  hinges.  When  the  frames  are  all  in  place,  each  frame  is 
riveted  through  the  wood- work  to  its  four  neighbors,  (see  Jt 
A,  Pig.  2,)  and  thus  a  continuous  iron  frontage  is  forTned. 
Each  door  has  a  small  spring  bolt,  e,  and  a  lock,  e2,  attached 
to  it,  the  two  oi)erating  together  and  forming,  in  the  hands 
of  the  postmaster,  a  perfect  safeguard  against  all  entrance 
to  the  box  by  means  of  the  key,  as  is  more  particularly  set 
forth  in  my  application  for  a  patent  thertfor^  mcule  equaZ 
daie  with  this.^^ 

That  Intent  has  two  claims,  as  follows  :  ''1.  The  combi- 
nation of  several  box  frames  with  each  other  and  with 
pigeon  holes,  as  described,  by  means  of  rivets  passing 
through  the  frames,  and  the  wood-work  entering  between 
the  said  frames,  the  combination  being  substantially  as  de- 
scribed. 2.  7%e  abovej  in  corribination  with  the  flanges, 
making  part  of  the  frames  and  protecting  and  inclosing 
the  eaderior  of  the  wood-work,  substantially  a^  setforth.^^ 

The  first  reissue,  No.  4,963,*  contained  the  following  de- 
scription of  the  invention  :  ''This  invention  relates  to  an 
improvement  in  the  fronts  of  post-oflSce  boxes,  and  consists 
in  making  said  fronts,  including  the  doors  and  box  frames, 
of  metal,  said  box  frames  being  constructed  so  as  to  over- 
lap  and  caeer,  in  whole  or  in  part,  the  front  edges  of  the 
wooden  pigeon  holes  to  which  they  are  affixed.  The  body 
of  the  boxes  is  to  be  made  of  wood  in  the  usual  manner,  viz., 

ISff  U.  8.  459-403. 

*The  drawings  forming  part  of  this  reissue  No.  4,963  are  given  on  p.  613. 
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a  series  of  pigeon  holes  but  the  front  of  the  box  and  the 
door  frame  are  made  of  iron  or  other  suitable  metal.  Each 
door  frame  or  box  front  is  so  made  that  it  aids  in  covering 
the  edge  of  the  wooden  partition  or  pigeon  holes,  and  is 
connected  with  the  other  frames  above,  below,  and  on  each 
side  of  it  in  such  manner  that  the  frames  will  make  a  con- 
tinuous frontage,  no  part  of  which  can  be  removed  from  the 
outside  without  pulling  down  the  other  parts.  Each  frame, 
made,  as  before  stated,  of  metal,  has  all  around  it  a  flange, 
a  a,  which  protects  the  outside  or  edges  of  the  wood- work. 
The  sides  of  the  frame  b  b  enter  and  fit  closely  against  the 
wood  forming  the  pigeon  holes,  and  may  be  continuons  or 
notched  out  at  intervals ;  and  each  frame  has  attached  to  it 
one  leaf  of  two  or  more  hinges,  c  c.  The  door  maj/  be  of 
any  desirable  metaXj  solid  where  the  lock  d  is  attached,  and 
having  an  opening,  e,  below,  in  which  a  plate  of  glass  is  se- 
cured. I  prefer  to  locate  rods  /  /  behind  the  plate,  to  pre- 
vent the  introduction  of  a  hand  if  the  glass  is  broken.  The 
door  is  so  covvstrttcted  that,  when  shut,  it  enters  within  the 
frame,  so  that  it  cannot  be  lifted  from  its  hinges.  When 
the  frames  are  all  in  place,  each  frame  is  riveted  through  the 
wood-work  to  its  four  neighbors,  (see  h  h  Pig.  2,)  and  in  this 
way  forms  a  continuous  metal  frontage.  The  door  for 
each  frame  has  a  small  spring  bolt,  /,  and  a  lock,  <i,  at- 
tached to  it,  the  two  operating  together  and  forming,  in  the 
hands  of  the  postmaster  a  perfect  safeguard  against  all  en- 
trance to  the  box  by  means  of  the  key,  as  is  more  particu- 
larly set  forth  in  letters  patent  granted  to  rrte  on  tlve  SUh 
day  of  October^  1871,  and  nwmbered  120^  177 y 

That  reissue  contained  two  claims,  as  follows  :  "1.  The 
combination  of  several  box  frames  with  each  other  and  with 
pigeon  holes,  as  described,  by  means  of  rivets  passing 
through  the  frames,  and  the  wood- work  entering  between 
the  said  frames,  the  combination  being  substantially  as  de- 
scribed. 2,  The  combination  of  two  or  more  TnetaUic 
frames  and  doors  and  locks  with  pigeon  holes,  said  frames 

125  U.  S.  458-454. 
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Oct.,  1S87.]     YALE  LOCK  MNFG.  CO.  v.  JAMES. 

Opinion  of  the  court 

Jiaving  flanges y  which  protect  and  inclose  wholly  or  inj. 
the  front  edges  of  said  pigeon  holes.^^ 

In  order  to  a  comparison  of  the  specification  and  cla 
of  the  first  reissue  with  the  specification  and  claims  of 
original  patent,  the  parts  of  each  which  are  not  found 
the  other  are  above  put  in  italics. 

The  specification  and  claims  of  reissue  No.  8,783,*  an 
follows :    "This  invention  consists  in  an  improvement  in 
construction  of  post-office  boxes,  and  its  chief  feature  is  i 
combination  of  a  tier  of  pigeon  holes  made  of  wood  wit] 
continuous  frontage  of  metal,  such  frontage  consisting  of  do 
and  their  frames,  which  latter  cover  the  ends  of  the  boai 
which  form  the  pigeon  holes.    A  series  of  wooden  pige 
holes,  open  at  the  rear,  and  covered  at  the  front,  or  on  t 
outside,  by  a  permanant  glass  front,  is  very  old,  and  sucj 
series  was  used  for  post-office  boxes,  and  in  hotels  as  a  : 
ceptacle  for  keys,  cards,  letters,  etc.    There  has  also  be 
in  use  a  series  of  wooden  pigeon  holes  each  provided  at  o 
end  with  a  door,  as  described  in  the  i)atent  granted  to  Jac 
Beidler,  May  28,  1866 ;  but  in  this  i)atent  the  door  is  d 
scribed  as  hinged  to  the  wood,  and  the  construction  is  co 
sequently  insecure,  as  an  ordinary  pocket  knife  or  sms 
chisel  will,  even  in  inexperienced  hands,  suffice  to  cut  awi 
the  wood  or  pry  oflf  the  door,  so  that  the  boxes  may  be  ei 
tered.    Pigeon  holes  made  of  iron  or  other  metal  are  difl 
cult  to  construct  and  very  costly;  but  such  pigeon  holes,  eac 
provided  with  an  ordinary  metal  door,  would  be  sufficient! 
secure.     Such  a  degree  of  security  at  a  comparatively  lo 
cost  is  attained  by  covering  the  front  of  a  series  of  woode 
pigeon  holes  with  a  continuous  metallic  frontage,  that  is, 
frontage  which  presents  a  continuous  surface  of  metal,  oi 
in  other  words,  a  surface  which  covers  the  ends  of  th 
wooden  pigeon  holes  in  such  manner  that  those  i)ortions  o 
the  wood  to  which  the  metallic  frames  are  attached  canno 
be  attacked  when  the  doors  making  part  of  the  frontage  ar 
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616  YALE  LOCK  MNPG.  CO.  v.  JAMES.      [Sup.  Ct. 

Opinion  of  tlie  court 

• 

closed.  In  constructing  Yale's  invention  the  body  of  the 
boxes  or  the  series  of  pigeon  holes  is  to  be  made  of  wood  in 
any  usual  manner,  and  the  fronts  thereof,  viz.,  the  doors 
and  their  frames,  are  to  be  made  of  iron  or  other  suitable 
metal.  Each  door  frame  is  of  such  size  that  it  aids  in  cov- 
ering the  ends  of  the  wooden  partitions  that  form  the  pigeon 
holes  to  which  it  is  applied,  and  these  frames  (see  Fig.  1) 
are  of  such  size  and  shai)e,  that,  when  a  series  of  them  are 
combined  with  a  series  of  pigeon  holes,  they  cover  the  whole 
of  the  ends  of  the  wood.  Each  door  frame  is  a  plate  of 
metal,  a  a,  which,  when  in  place,  overlaps  a  part  of  the  ends 
of  the  wood- work  surrounding  the  pigeon  hole,  the  outside 
of  the  frame  inclosing  a  greater  area  than  the  orifice  of  the 
pigeon  hole,  and  each  frame  has  an  ear,  b  by  which  enters 
the  pigeon  hole ;  but  this  ear  may  be  either  continuous  or 
notched  out  at  intervals.  The  door  is  of  iron  or  other  metal, 
solid  at  the  top  and  having  an  opening,  e,  below,  in  which  a 
plate  of  glass  is  secured,  and  is  hinged  to  the  frame  as  at  c  c. 
It  is  preferable  to  locate  rods//  behind  the  plate,  so  as  to 
prevent  the  introduction  of  a  hand  if  the  glass  be  broken, 
and  so  to  form  and  hinge  the  door  that,  when  shut,  it  enters 
within  the  frame,  so  that  it  cannot  be  lifted  from  its  hinges 
when  shut.  When  the  frames  are  all  in  place,  each  frame  is 
riveted  or  bolted  to  the  wood- work,  to  fasten  it  thereto,  and 
is  also  riveted  or  bolted  to  its  four  neighbors,  to  secure  the 
frames  to  each  other.  (See  h  A,  Pig.  2.)  Thus  each  frame 
is  secured  to  the  wood- work,  so  that  it  cannot  be  removed 
till  the  rivet  or  the  wood- work  is  cut  away  or  broken.  When 
all  the  frames  are  in  place,  a  continuous  metallic  frontage 
protecting  the  wood- work  is  presented  upon  the  outside  of 
the  series  of  boxes,  that  is,  the  side  where  the  public  can  ap- 
proach the  boxes.  Each  door  has  a  lock  attached  to  it,  the 
bolt  of  which  is  actuated  through  the  intervention  of  an  arm, 
A:,  in  the  manner  and  for  the  purposes  set  forth  in  a  patent 
granted  for  the  invention  of  Linus  Yale,  Jr.,  on  the  24th 
day  of  October,  1871,  No.  120, 177.    An  iron  door  in  an  iron 

l)Bff  V,  S.  455-456. 


L.  THE,  Jr.,  deo'd. 

B.  I.  Buoo,  AiB'r,  ialaoor  to  In  Tui  LMx  Itijiinaniiis  oa 
Foat-Offioe  Boi. 
No.  8,783.  Rel»ued  July  1, 1879. 

-F^.  J.  -FUv.  S. 


jniy.  3. 


a 

J 

A, 

— '        "Hi 

1   /f   i 

i     •    ; 

T 

■p — 1 

^  A#V',iUa'nMV(. 


Oct.,  1887.]    YALE  LOOK  MNFG.  00.  v.  JAMES.  619 

Opinion  of  the  court 

frame  is  not  claimed  as  of  Yale's  inventioii,  as  such  doors 
have  been  used  in  safe  vaults  and  for  furnaces. 

What  is  claimed  as  the  invention  of  said  Linus  Yale,  Jr., 
deceased,  is,  1.  The  combination,  substantially  as  specified, 
of  a  series  of  metallic  door  frames  and  doors  with  a  series  of 
wooden  pigeon  holes,  whereby  a  series  of  post-office  boxes 
with  a  continuous  metallic  frontage  is  formed.  2.  The  com- 
bination, substantially  as  described,  of  a  series  of  wooden 
pigeon  holes  with  a  series  of  metallic  door  frames  and  doors, 
and  with  rivets  or  bolts  which  attach  the  frames  to  the 
wood-work,  whereby  a  continuous  metallic  frontage  secured 
to  the  wood-work  of  pigeon  holes  is  obtained.  8.  The  com- 
bination, substantially  as  described,  of  a  series  of  wooden 
pigeon  holes  with  a  series  of  metallic  door  frames  and  doors, 
and  with  rivets  or  bolts  which  attach  the  frames  both  to  the 
wood-work  and  to  each  other,  the  combination  being  sub- 
stantially such  as  described.  4.  The  combination  of  a  me- 
tallic door  with  a  glass  panel  and  with  a  frame  to  which  the 
door  is  hinged,  said  frame  being  so  constructed  as  to  cover 
a  part  of  the  ends  of  the  wooden  partitions  forming  pigeon 
holes  and  being  applied  thereto,  the  combination  being  sub- 
stantially as  specified.  6.  The  combination  of  a  post-office 
box  or  pigeon  hole,  open  at  the  rear,  with  a  metallic  frame 
and  door  to  protect  the  front  end  of  it. 

Claims  4  and  5  were  disclaimed  by  the  plaintiff  November 
29th,  1880. 

Claim  1  of  the  first  reissue  was  the  same  as  claim  one  of 
the  original  patent,  while  claim  2  of  the  first  reissue  was  in 
these  words :  *'2.  The  combination  of  two  or  more  metallic 
frames  and  doors  and  locks  with  pigeon  holes,  said  frames 
having  flanges,  which  protect  and  inclose  wholly  or  in  part 
the  front  edges  of  said  pigeon  holes." 

In  the  opinion  of  the  Circuit  Court  in  the  present  case  (22 
Blatchford,  294,)  Judge  Shipman  says :  ''  The  defendant,  as 
postmaster  in  the  City  of  New  York,  and  not  otherwise, 
used  in  the  Dost-office,  provided  and  equipped  for  him  by 
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the  United  States  Government,  wooden  post-office  boxes,  with 
metallic  fronts  and  doors  and  open  at  the  rear.  They  were 
manufactured  by  the  Johnson  Rotary  Lock  Company.  The 
doors  and  door  frames  made  a  continuous  met^dlic  frontage. 
The  door  frames  were  secured  to  each  other  and  to  the  wood- 
work as  follows:  At  about  the  middle  of  each  vertical 
edge  of  each  door  frame  there  was  a  triangular  hole,  which, 
with  the  corresponding  hole  in  the  adjoining  door  frame^ 
made  a  rectangular  hole,  through  which  the  metal  &stening 
bolt,  completely  filling  such  hole,  was  passed,  the  heads  of 
such  bolts  overlapping  the  contiguous  edges  of  adjoining  me- 
tallic fronts,  and  the  bolt  itself  passing  through  the  wooden 
partition  between  the  adjoining  pigeon  holes,  and  being  se- 
cured at  the  back  thereof,  within  the  i)ost-office  room,  by  a 
nut  screwed  ui)on  the  end  of  the  bolt.  There  were  other 
boxes  constructed  substantially  as  above  described,  except- 
ing that  the  metallic  front  of  each  pigeon  hole  was  fastened 
to  the  wood-work  by  means  of  flanges  and  screws,  but  the 
screws  which  attached  the  frames  to  the  wood- work  did  not 
attach  the  frames  to  each  other.  Neither  series  of  boxes 
would  have  infringed  either  claim  of  the  original  patent. 
Each  series  infringes  the  1st  and  2d  claims  of  the  present  re- 
issue, unless  these  claims  are  to  receive  a  construction 
which  shall  compel  the  metallic  frontage  to  be  made  con- 
tinuous by  rivets,  bolts,  or  fastenings  which  shall  attach  the 
frames  of  both  to  the  wood-work  and  to  each  adjoining 
frame.  The  plaintiff  insists  that  these  claims  should  not  re- 
ceive such  a  construction,  because  it  has  been  found  that 
the  invention  of  the  specification  of  the  re-issue,  although  a 
broader  one  than  was  described  in  the  original  patent,  ia  the 
invention  which  the  history  of  the  art  and  the  patent  show 
should  have  been  described,  and  because  the  first  reissue 
was  promptly  applied  for,  and,  as  issued,  included  in  its 
second  claim,  in  the  view  of  the  plaintiff,  the  same  inven- 
tion which  is  described  in  the  1st  and  2d  claims  of  the  re- 
issue.   The  defendant  says,  among  other  things,  that,  since 
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the  cases  of  Miller??.  Bridgeport  Brass  Co.,  104 U.  S.  3 
Am.  &  Eng.  303,]  and  James  v.  Campbell,  Id.  366  [1 
&  Eng.  341,]  it  has  been  settled  by  the  supreme  cour 
the  Commissioner  of  Patents,  in  allowing  the  1st  a 
claims,  exceeded  his  jurisdiction,   because  the  inv( 
which  was  first  applied  for  and  was  'complete  in  itseli 
clearly,  si)ecifically,  and  fully  described  in  the  original 
fication  and  in  the  claim,  and  an  expanded  claim  woul 
essarily  include  an  invention  which  was  not  sought    i 
described  in  the  original  patent;    and,  furthermore, 
there  could  have  been  no  inadvertence  or  mistake,  be  ; 
the  original  patent  and  the  accompanying  documents   i 
that  the  patentee  'did  not  intend  it'  (the  patent)  't 
brace  any  such  broad  invention '  as  was  described  in  t  • 
issue.    The  defendant  also  says,  that  the  jxatentee,  i  . 
application  for  the  first  issue,  ineffectually  endeavor  * 
alter  the  description  of  the  invention,  so  as  to  omit  th 
tening  of  the  door  frames  to  each  other  as  a  necessai  | 
tegral  part  of  the  invention,  and  that  the  second  clai 
the  first  reissue  cannot  fairly  be  construed  to  permit « 
omission,  and,  therefore,  that  the  patentee  is  estopped  I 
insisting  upon  a  broad  construction  of  the  1st  and  2d  c  \ 
of  the  present  reissue,  and  that  these  claims  are  object 
ble  on  account  of  the  laches .  of  the  patentee.    The 
wrapper  and  contents'  of  the  first  reissue  were  not  a  ps : 
the  record  in  the  Scovill  Case." 

In  order  to  show  the  changes  made  in  the  specific  i 
and  claims  of  the  first  reissue,  as  they  passed  througl 
Patent  Office,  the  specification  and  claims  of  that  reiss  i 
granted,  and  the  specification  and  claims  of  the  same  a 
plied  for,  are  here  placed  in  parallel  columns,  the  pa] 
the  latter  which  are  not  contained  in  the  former  beii  i 
italics  and  brackets,  and  being  numbered  severally  fr 
to8: 
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As  Applied  For 

'^Thisinyention  relates  to 
an  improvement  in  the  fronts 
of  post-office  boxes,  and  con- 
sists in  making  said  fronts, 
including  tiie  doors  and  box 
frames,  of  metal,  said  box 
frames  being  constructed  so 
as  to  overlap  and  cover,  in 
whole  or  in  part,  the  front 
edffes  of  the  wooden  pigeon 
holes  to  which  they  are  af- 
fixed [^and  in  securing  said 
frames  to  said  pigeon  holes 
by  rivets  or  s(^ewsJ]  The 
body  of  the  boxes  is  to  be 
made  of  wood  in  the  usual 
manner,  viz.,  a  series  of  pig- 
eon holes,  but  the  front  of 
the  box  and  the  door  frame 
are  made  of  iron  or  other  suit- 
able metal.  Each  door  frame 
or  box  front  is  so  made  that 
it  aids  in  covering  the  edge 
of  the  wooden  partition  or 

is 
pigeon  holes  and  ['may  bel 

A 

connected  with  the  other 
frames  above,  below,  and  on 
each  side  of  it  in  such  a  man- 
ner that  the  frames  will  make 
a  continuous  f  mntage,  no  part 
of  which  can  be  removed  from 
the  outside  without  pulling 
down  other  parts,  Vor  the 
several  fraTnes  may  he  secur- 
ed or  otherwise  fastened  di- 
rectly to  the  wooden  pigeon 
holeSj  each  one  independent 
of    the  other,    if  desired.] 

185  U.  S.  408-450. 


As  Granted,* 

'^This  invention  relates  to 
an  improvement  in  the  fronts 
of  post-office  boxes,  and  con- 
sists in  making  said  fronts, 
including  the  doors  and  box 
frames,  of  metal,  said  box 
frames  being  constructed  so 
as  to  overlap  and  cover,  in 
whole  or  in  part,  the  front 
edges  of  the  wooden  pigeon 
holes  to  which  they  are  af- 
fixed. The  body  of  the  boxes 
is  to  be  made  oi  wood  in  the 
usual  manner*  viz.,  a  series  of 
pigeon  holes,  but  the  front  of 
the  box  and  the  door  frame 
are  made  of  iron  or  other  suit- 
able metal.  Each  door  frame 
or  box  front  is  so  made  that 
it  aids  in  covering  the  edge 
of  the  wooden  partition  or 
pigeonholes,  and  is  connected 
with  the  other  frames  above, 
below,  and  on  each  side  of  it 
in  such  manner  that  the 
frames  will  make  a  continu- 
ous frontage,  no  part  of  which 
can  be  removed  from  the  out- 
side without  pulling  down 
other  parts.  Each  frame 
made,  as  before  stated,  of 
metal,  has  all  around  it  a 
flange,  a  a,  which  protects 
the  outside  or  ed^^  of  the 
woodwork.  The  sides  of  the 
frame  b  b  enter  and  fit  closely 
a^inst  the  wood  forming  the 
pigeon  holes,  and  may  be  con- 
tinuous or  notched  out  at  in- 
tervals, and  each  frame  has 


^^The  drawings  forming  part  of  this  reissue,  No.  4,963,  are  given  on  p  613. 
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Each  frame  made,  as  before 
stated,  of  metal,  has  all  around 
it  a  flange,  a  a,  which  pro- 
tects the  outside  or  edges  of 
the  wood  work.  The  sides 
of  the  frame  b  b  enter  and  fit 
closely  against  the  wood 
forming  the  pigeon  holes,  and 
may  be  continuous  or  notched 
out  at  intervals,  and  each 
frame  has  attached  to  it  one 
leaf  of  two  or  more  hinges,  c 
c.  The  door  may  be  of  any 
desirable  metal,  solid  where 
the  lock  d  is  attached,  and 
having  an  opening,  e,  below, 
in  which  a  plate  of  glass  is 
secured.  [*  Cast  with  the  door 
and  over  the  opening  e  for 
glass  may  be  a  network  or 
ornamental  open  work^  ad- 
mitting lights  and  at  the 
same  time  preventing  the  in- 
troduction of  a  hand  if  the 
glass  be  broken^  or  rodsff 
may  be  located  behind  the 
plate  for  the  same  purpose.  ] 
The  door  is  so  constructed 
that,  when  shut,  it  enters 
within  the  frame  \^see  g  g^^ 
so  that  it  cannot  be  lifted 
from  its  hinges.  When  the 
frames  are  all  in  place,  each 

is 
frame     \^7nay    be']     riveted 

A 

through  the  woodwork  to  its 
four  neighbors  (see  h  A,  Pig. 
2,)  and  in  this  way  form  a 
continuous  metal  frontage 
'  or  each  separateframe  may 
e  screwed  oi^  otherwise  fast- 
ened to  the  wood  work  inde- 


I 


attached  to  it  one  leaf  of  two 
or  more  hinges,  c  c.  The  door 
may  be  of  any  desirable  met- 
al, solid  where  the  lock  d  is 
attached,  and  having  an  open- 
ing, e,  below,  in  which  a  plate 
of  glass  is  secured.  I  prefer 
to  locate  rods  /  /  behind  the 

Slate,  to  prevent  the  intro- 
uction  of  a  hand  if  the^lass 
be  broken.  The  door  is  so 
constructed,  that,  when  shut, 
it  enters  within  the  frame,  so 
that  it  cannot  be  lifted  from 
its  hin^.  When  the  frames 
are  all  m  place,  each  frame  is 
riveted  through  the  wood- 
work to  its  lour  neighbors 
(see  hhy  Pig.  2,)  and  m  this 
way  forms  a  continuous  met- 
al frontage.  The  door  for 
each  frame  has  a  small  spring 
bolt,  i,  and  a  lock,  d^  attach- 
ed to  it,  the  two  operating  to- 
g ether,  and  formmg,  in  the 
ands  of  th6  postmaster,  a 
perfect  safeguard  against  all 
entrance  to  the boxoy means 
of  the  key,  as  is  more  partic- 
ularly set  forth  in  letters  pat- 
ent granted  to  me  on  the  24th 
day  of  October,  1871,  and 
numbered  120,177. 
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pendent  of  Us  neighboring 
frames.]  The  door  for  each 
frame  has  a  small  spring  bolt, 
t,  and  a  lock,  d^  attached  to 
it,  the  two  operating  together, 
and  forming,  in  the  hands  of 
the  postmaster,  a  perfect  safe- 
guard a^inst  all  entrance  to 
ihe  box  by  means  of  the  key, 
as  is  more  particularly  set 
forth  in  letters  patent  granted 
to  me  on  the  24th  day  of  Oc- 
tober, 1871,  and  numbei'ed 
120,177. 

"What  I  claim  as  the  in- 
vention of  the  said  Linus 
Yale,  Jr.,  deceased,  is.  First. 
The  combination  of  several 
box  frames  with  each  other 
and  with  pigeon  holes,  as  de- 
scribed, by  means  of  rivets 
passing  through  the  frames 
and  the  wood  work  entering 
between  the  said  frames,  the 
combination  being  substan- 
tially as  described.  Second. 
The  combination  of  two  or 
more  metallic  frames  and 
doors  and  locks  with  pigeon 
holes,  said  frames  having 
flanges,  which  protect  and 
enclose,  wholly  or  in  part, 
the  front  ed^es  of  said  pigeon 
holes,  ["Third.  The  com- 
bination  of  several  metallic 
box  frames  with  each  other 
and  with  pigeon  holes ^  said 
box  frames  being  sec7cred  to 
said  pigeon  holes  i7idepend' 
ently  of  ea>ch  other ^  by  means 
of  sciews  or  other  similar 
fastening^  as  described.^ ^] 


''What  I  claim  as  the  in- 
vention of  the  said  Linus 
Yale,  Jr.,  deceased,  is,  1. 
The  combination  of  several 
box  frames  with  each  other 
and  with  pigeon  holes,  as  de- 
scribed, by  means  of  rivets 
passing  through  the  franies 
and  the  wood  work  entering 
between  the  said  frames,  the 
combination  being  substan- 
tially as  described.  2.  The 
combination  of  two  or  more 
metallic  frames  and  doors  and 
locks  with  pigeon  holes,  said 
frames  havmg  flanges,  which 
protect  and  enclose,  wholly 
or  in  part,  the  front  edges  of 
said  pigeon  holes." 
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On  the  8th  of  May,  1872,  the  Patent  Office  examiner 
called  the  attention  of  the  applicant  to  the  fact  that  the  fol- 
lowing matters  in  the  new  specification  were  not  warranted 
by  the  original  patent,  namely :  the  words  "or  screws,"  in 
the  part  marked  "one,"  the  words  "may  be,"  in  the  parts 
marked  "2"  and  "6,"  the  parts  marked  "3,"  "4,"  and 
"7,"  and  the  third  claim,  being  the  part  marked  "8." 

On  the  9th  of  May,  1872,  the  applicant  appealed  to  the 
Commissioner  of  Patents  in  person,  because  the  examiner 
had  refused  to  examine  the  case  on  its  merits,  in  view  of 
the  introduction  of  such  new  matter ;  but,  on  the  next  day, 
the  applicant  virtually  withdrew  his  appeal,  by  amending 
his  application  as  follows :  He  erased  part  "  1; "  he  erased 
the  words  "maybe,"  in  parts  "2"  and  "6,"  and  substi- 
tuted in  each  case  the  word  "is ;"  he  erased  parts  "3"  and 
"4  "  and  substituted  for  the  latter  the  words,  "  I  prefer  to 
locate  rods//  behind  the  plate  to  prevent  the  introduction 
of  a  hand  it  the  glass  be  broken."  He  also  erased  part 
"7,"  and  claim  3,  part  "8,"  and  submitted  the  case  for 
further  action. 

The  application  was  then  reconsidered,  and  twice  re- 
jected, and  from  the  second  rejection  the  applicant  ap- 
pealed to  the  examiners  in  chief  who  reversed  the  decision 
of  the  examiner,  and  the  reissue  was  granted,  July  9,  1872. 

In  view  of  these  facts.  Judge  Shipman,  in  his  decision  in 
the  present  case  said :  "  It  is  unquestionable  that  the  pat- 
entee, when  he  made  his  original  application,  intended  to 
say  that  his  invention  did  not  consist  simply  in  making,  by 
his  combination  of  metallic  doors,  door  frames,  and  wooden 
boxes  a  continuous  metallic  frontage,  but  that  it  also  con- 
sisted in  the  way  in  which  the  frontage  was  made  continu- 
ous ;  viz.,  by  the  connection  of  the  adjoining  frames  with 
each  other.  His  definite  and  exact  specification  shows  that 
he  supposed  that  his  patentable  invention  was  thus  limited. 
He  described,  with  precision  and  clearness,  that  his  metal- 
lic frontage  was  to  be  so  constructed  that  the  frames  were 
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to  be  fastened  to  each  other  at  top,  bottom,  and  sides,  and 
not  merely  to  the  wood  Work.  '  A  specific  invention,  com- 
plete in  itself,'  was  described  'fully  and  clearly,  without 
ambiguity  or  obscurity.'  Under  the  definitions  which  are 
given  in  the  decisions  which  have  been  referred  to,  and  in 
Swain  T.  &  Mnfg.  Co.  t).  Ladd,  102  U.  S.  408  [13  Am.  & 
Eng.  1,]  of  the  inadvertence,  accident,  or  mistake  which 
permits  a  reissue,  when  a  patent  is  said  to  be  inoperative 
on  account  of  a  defect  or  insufficiency  in  the  specification, 
which  arose  through  such  inadvertence  or  mistake,  and  also 
of  the  nature  of  the  defectiveness  or  insufficiency  which  is 
meant  by  the  statute,  there  was  no  mistake,  although  the 
patentee  might  have  fallen  into  an  error  of  judgment,  or 
into  an  erroneous  conclusion  of  fact ;  and,  furthermore,  the 
original  patent,  according  to  the  definitions  contained  in  the 
recent,  and  perhaps,  in  the  earlier  cases,  was  not  defective 
nor  Insufficient,  either  in  its  descriptive  portion  or  in  its 
claims.  The  second  claim  of  the  first  reissue,  construed  in 
the  light  of  the  contemporaneous  facts  which  are  shown  in 
the  'file  wrapper  and  contents,'  cannot  be  fairly  construed 
to  mean  a  metallic  frontage,  irrespective  of  the  fastening  of 
the  frames  to  each  other  through  the  wood  work.  Were 
this  claim  to  be  construed  without  study  of  the  history  of 
the  application  as  it  made  its  way  through  the  Patent  Of- 
fice, and  of  the  amendments  which  it  was  compelled  to  un- 
dergo, it  would  probably  receive  the  construction  which 
naturally  belongs  to  the  first  claim  of  the  present  reissue. 
But  the  patentee  abandoned,  under  pressure  from  the  Pat- 
ent Office,  the  clauses  in  the  application  which  made  the 
fastening  of  the  frames  to  each  other  to  be  optional,  and 
abandoned  also  a  proposed  third  claim,  which  described  the 
box  frames  as  secured  to  the  pigeon  holes  '  indei)endently 
of  each  other,  by  means  of  the  screws  or  other  similar  fast- 
ening.' In  view  of  the  fact  that  the  Patent  Office  excluded 
from  the  descriptive  part  of  the  specification  suggestions  of 
any  other  method  of  fastening  than  that  by  which  the  frames 
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were  to  be  fastened  to  each  other,  it  would  be  siugular  if 
the  intent  of  the  office  was  to  include  in  the  second  claim 
such  other  method  of  construction.  If  this  claim  has  prop- 
erly, and  the  applicant  knew  that  it  was  intended  to  have, 
a  narrow  construction — and  of  this  knowledge  I  think  there 
can  be  little  doubt— the  plaintiff  would  not  insist  that 
the  Ist  and  2d  claims  of  the  present  reissue  ought,  in  view 
of  the  decision  in  Miller  v.  Bridgeport  Brass  Co.,  supra,  to 
be  80  conatmed  as  to  be  any  broader  than  the  3d  claim, 
which  requires  the  combination  of  door  frames,  doors,  and 
pigeon  holes  to  be  by  means  of  rivets  or  bolts  which  attach 
the  frames  both  to  the  wood  work  and  to  each  other." 

It  was  held  that  there  was  no  infringement ;  and,  on  that 
ground,  the  bill  was  dismissed. 

We  concur  in  these  views  of  the  circuit  court,  and  in  the 
result  which  is  reached.  In  view  of  the  numerous  recent 
decisions  of  this  court  on  the  subject  of  reissued  patents,  it 
would  serve  no  good  purpose  to  expand  or  amplify  the  views 
80  well  expressed  by  the  judge  at  circuit.  They  are  sup- 
ported by  the  decisions  in  Miller  v.  Bridgeport  Brass  Co., 
104  U.  S.  350  [13  Am.  &  Eng.  303  ;]  Mahn  v.  Harwood,  112 
U.  S.  354  [15  Am.  &  Eng.  322  ;]  Parker  &  W.  Co.  v.  Yale 
Clock  Co.,  12311.  S.  87[p.  194  an^e;]  Matthews r.  Iron-Clad 
Mnfg.  Co.,  123  U.  S.  347  [p.  455  ante.} 

Our  conclusion  makes  it  unnecessary  to  consider  the  de- 
fence raised  in  the  answer,  and  urged  in  argument,  that  the 
post-office  boxes  used  by  the  defendant  were  used  by  him 
as  Postmaster  of  the  United  States  at  the  City,  of  New  York ; 
that  the  boxes  were  the  property  of  the  United  States  and 
were  rented  by  it  to  sundry  persons ;  that  the  rent  was  a 
pai-t  of  the  postal  revenue  of  the  United  States  and  was  not 
a  source  of  personal  emolument  to  the  defendant ;  that  it 
was  not  within  the  power  of  the  defendant  to  remove  or 
alter  the  boxes  ;  and  that  the  use  of  such  boxes  at  the  post- 
office,  while  the  defendant  was  postmaster,  was  not  an  in- 
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f  ringement  of  the  patent  by  him,  and  did  not  make  him  lia- 
ble to  tiiis  suit. 
Decree  affirmed. 
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Practice.     Plea  in  bar.    Record,    Decree,     Statement  by  clerk  of 

the  court. 

1.  Where  the  defendants  pleaded  in  bar  an  adjudication  and  decree 
in  their  favor  in  a  prior  suit  by  the  complainant  against 
them  for  the  same  infringement  and  put  in  evidence  a  copy 
of  the  decree,  th6  complainant  put  in  evidence  a  statement  of 
the  clerk  of  the  Court  granting  the  decree,  which  statement 
was  dated  nearly  two  years  after  the  decree  was  made,  to  the 
effect  that  no  proof  or  testimony  was  filed  in  the  suit  by  either 
party;  that  complainant  did  not  appear  nor  was  represented 
by  counsel,  and  that  the  decree  dismissing  complainant's  bill 
was  granted  on  default  of  complainant.  Heldy  that  the  court 
must  look  to  the  record,  and  not  to  the  statement  of  the  clerk 
of  the  Court,  made  two  years  afterward,  and  that  the  decree 
on  its  face,  absolute  in  its  terms  was  an  adjudication  oi  the 
merits  of  the  controversy,  and  constituted  a  bar  to  any  further 
litigation  of  the  same  subject  between  the  parties,     (p.  633.) 

[Citations  in  the  opinion  of  the  court :] 

Durant  v.  Essex  Company,  7  Wall.  107.    p.  635. 
Bigelow  V.  Winaor,  1  Gray,  299.    p.  636. 
Cooper  Eq.  PI.  270.    p.  636. 
Story's  Eq.  PI.  {  793.     p,  636. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Indiana,  in  favor  of  defendant, 
dismissing  plaintiflfs  bill  in  action  for  an  alleged  infringe- 
ment of  reissued  letters  patent. 

The  facts  are  fully  stated  in  the  opinion. 

*  See  Explanation  of  Notes,  page  III. 
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Argument  of  oounseL 

Mr.  William  If.  King^  for  appeUarU : 

A  f onner  verdict  or  dismissal  on  a  bUl  filed  for  an  inji] 
tion  to  restrain  the  use  of  a  patent  is  not  a  bar  to  a  sal 
quent  suit,  unless  a  judgment  was  rendered  on  such  verc  < 
against  the  plaintiff,  or  the  dismissal  was  on  the  merits. 

Allen  »•  Blunt,  2  Robb,  Pat.  Cas.  28S\  S.Ord  Story,  T  ; 
1  Greenl.  Ev.  Redf .  ed.  563. 

A  former  adjudication  is  an  estoppel  only  as  to  the  m  , 
ters  in  issue,  or  points  in  controversy,  upon  the  determi  ! 
tion  of  which  the  judgment  was  rendered. 

Cromwell  v.  Sac  County,  94  U.  S.  351 ;  Buerk  t?.  Imha<  i 
ser,  10  Off.  Gaa.  907 ;  De  Plorez  v.  Reynolds,  16  Blatch.  4  I 

A  decree  is  not  final  if  it  does  not  make  the  question  i 
the  novelty  of  the  claim  res  adjudicata, 

Rumford  Chemical  Works  v.  Hecker,  2  Ban.  &  Ard.  3 

A  decree  of  the  Circuit  Court  taken  jK>ro  covfesso  will  i  i 
preclude  full  inquiry  and  investigation  by  another  court 

Everett  v.  Thatcher,  3  Ban.  &  Ard.  435. 

A  suit  which  is  dismissed  for  want  of  prosecution  is  i 
bar  to  a  subsequent  suit  for  the  same  cause  of  action. 

American  Diamond  Rock  Boring  Co.  v.  Sheldon,  4  Bs  i 
&  Ard.  551. 

The  record  shows  no  ground  upon  which  it  was  dismisse : 
except  the  want  of  appearance  of  the  plaintiff ;  and  a  d  i 
missal  for  that  cause  is  not  conclusive  in  favor  of  the  c  i 
fendant,  even  upon  another  suit  for  the  same  relief. 

Mitf .   Ch.   PL  238 ;  Carrington  v.  Holly,  1   Dick.  28 
Rosse  V.  Rust,  4  Johns,  ph.  299  ;  Badger  v.  Badger,  1  Cli : 
237,  245i;  Porter  v.  Vaughn,  26  Vt.  624. 

ilecord  must  show  conclusive  judgment. 

Hartley  v.  Gregory,  9  Neb.  279. 

If,  upon  the  face  of  the  record,  anything  is  left  to  conJ€  i 
ture  as  to  what  was  necessarily  involved  and  decided,  the  i 
is  no  estoppel  in  it  when  pleaded,  and  nothing  conclusi  > 
in  it  when  offered  in  evidence. 

Russell  V.  Place,  94  U.  S.  606  [11  Am.  &  Eng.  226  ;]  Bar 
of  U.  S.  V.  Beverley,  1  How.  134. 
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In  order  that  a  judgment  may  constitute  a  bar  to  another 
suit,  it  must  be  rendered  in  a  proceeding  between  the  same 
parties,  or  their  privies ;  and  the  point  of  controversy  mm-x 
be  the  same  in  both  cases  and  must  be  determined  on  its 
merits. 

Hughes  V.  U.  S.,  4  Wall.  232  ;  Walden  «.  Bodley,  14Pet. 
166. 

After  a  nonsuit  a  new  action  may  be  brought. 

Oscanyan  v.  Winchester  Repeating  Arms  Co.,  103  U.  S. 
261. 

(No  counsel  appeared  for  appellee.) 

Mr.  Justice  Lamar  delivered  the  opinion  of  the  court : 
This  is  a  suit  in  equity  brought  in  the  Circuit  Court  of 
the  United  States  for  the  District  of  Indiana  by  Nelson 
Lyon  against  the  Perin  and  Gaff  Manufacturing  Company, 
praying  an  injunction  and  damages  for  an  alleged  infringe- 
ment of  reissued  letters  patent,  No.  9,198,  dated  May  11, 
1880,  owned  by  complainant,  for  an  improvement  in  "me- 
tallic stiff eners  for  boots  and  shoe  heels." 

The  bill  of  complaint,  after  the  usual  recitals  necessary  in 
a  suit  of  this  character,  among  other  things,  sets  forth  that 
before  the  commencement  of  this  action,  to  wit,  in  Septem- 
ber, 1881,  complainant  having  been  informed  and  believing 
that  the  defendant  was  manufacturing  an  instrument  which 
infringed  said  reissued  letters  patent,  filed  his  bill  in  equity 
against  the  said  defendant  in  the  United  States  Circuit 
Court  for  the  Southern  District  of  Ohio  to  restrain  said  de- 
fendant from  further  infringement ;  that  the  Company  ap- 
peared therein  and  answered,  setting  forth,  among  other 
things,  the  defence  that  said  reissued  letters  patent  was  in- 
valid for  want  of  novelty  in  the  invention,  and  was  not 
granted  in  accordance  with  law,  denying  also  that  the  instru- 
ment used  infringed  the  said  reissued  letters  patent,  and 
denying  that  complainant  was  entitled  to  any  of  the  relief 
therein  prayed,  to  which  answer  complainant  filed  his  repli- 
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cation :  that  the  statutory  time  for  taking  testimony  having 
expired,  and  an  extension  thereof  not  halving  been  granted, 
and  the  complainant  not  having  been  able  to  get  the  proof 
of  the  infringement  in  time,  no  evidence  of  the  facts,  mat- 
ters, or  things  alleged  in  his  complaint  was  offered  or  taken, 
and  upon  the  call  of  the  case  before  the  court,  counsel  for 
complainant  not  appearing,  a  decree  was  entered,  dismissing 
the  bill ;  and  that  none  of  the  issues  were  tried,  and  no  de- 
cision rendered  on  the  merits  thereof,  the  suit  having  been 
dismissed  merely  for  want  of  prosecution. 

The  defendant  interposed  a  plea  that  the  prior  adjudica- 
tion and  decree  of  the  suit  mentioned  in  said  plea  (which  is 
the  same  suit  set  forth  in  said  bill  of  complaint)  is  a  bar  to 
the  present  suit.  The  court  below  found  the  plea  to  be  good 
and  sufficient ;  thereupon  complainant  filed  his  replication. 
The  cause  being  at  issue  was  referred  to  a  master  in  chancery 
to  take  testimony,  and  to  return  the  same  into  court  with 
his  conclusion  of  law  thereon.  Testimony  was  taken,  and 
the  master  made  and  filed  his  rei)ort,  in  and  by  which  said  mas- 
ter concluded,  as  a  matter  of  law,  that  the  decree  mentioned 
in  said  plea  stands  as  an  absolute  adjudication  of  the  rights 
of  the  parties  upon  the  merits,  and  reported  and  found  that 
the  averments  of  the  plea  was  sustained  by  the  evidence. 

Exceptions  to  said  master's  report  having  been  overrule<l 
by  the  court  and  the  report  confirmed,  a  decree  was  en- 
tered that  the  defendant's  plea  was  well  taken  in  law  and 
sustained  by  the  proofs,  and  the  bill  was  dismissed.  An 
appeal  from  this  decree  brings  the  case  here. 

(a)  Tlie  only  material  question  for  consideration  is  as  to  the 
effect  of  the  decree  of  the  Circuit  Court  of  the  United  States 
for  the  Southern  District  of  Ohio,  rendered  May  4,  1882, 
which  is  correctly  found  to  be  still  in  full  force,  as  a  bar  to 
the  prosecution  of  this  suit. 

It  is  well  settled  that  in  order  to  render  a  matter  res 
adjvdicata^  there  must  be  a  concurrence  of  the  four  condi- 
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tions,  viz :  (1)  IderUity  in  the  thing  sriedfor  ;  (2)  identity 
cf  the  cause  of  action  ;  (3)  identity  of  persons  and  parties 
to  the  action;  and  (4)  identity  of  the  quality  in  the  persons 
for  or  against  whom  the  claim  is  made.  2  Bouv.  [L.  D.] 
467.  All  these  elements  or  conditions  exist  in  this  case^  as 
shown  by  the  master's  report,  which  was  to  the  effect  that 
the  averments  of  said  plea  were  sustained  by  the  evidence ; 
that  there  was  no  controversy  as  to  the  identity  of  the  cause 
of  action,  or  of  the  identity  of  the  i>arties  in  the  two  suits ; 
that  the  bill  was  sworn  to  by  the  complainant,  and  the  an- 
swer was  sworn  to  by  the  defendants,  and  the  cause  sub- 
mitted in  due  course ;  and  that  the  decree  rendered  in  the 
suit  pending  in  the  court  of  Ohio  was,  as  it  professed  to  be, 
an  absolute  adjudication  of  the  rights  of  the  parties  upon 
the  merits,  without  any  qualifying  clause,  and  was  ooncln- 
sive  of  the  rights  attempted  to  be  litigated  in  this  case. 

The  dispute,  however,  seems  to  be  as  to  the  nature  ot  the 
former  judgment — ^that  is,  whether  it  is  a  final  judgment  or 
decree.  It  is  contended  on  the  part  of  appellant  that  such 
judgment  was  merely  one  of  n/)l  pros — ^a  decree  entered  by 
default — ^and  is,  therefore,  not  a  bar  to  the  prosecution  of 
this  suit.  To  sustain  this  view  of  the  case  he  has  recourse 
to  a  statement  by  the  clerk  of  the  Circuit  Court  of  the 
United  States  for  the  Southern  District  of  Ohio  (wherein 
the  decree  was  rendered,)  under  his  hand  and  seal,  dated 
nearly  two  years  after  said  decree  was  rendered,  to  the  ^^et^ 
that  no  proof  or  testimony  was  filed  in  said  cause  in  his 
office  either  for  the  complainant  or  the  defendant ;  that  at 
the  time  of  the  granting  of  said  decree.  May  4,  1882,  the 
complainant  did  not  appear,  nor  was  he  represented  by 
counsel ;  and  that  said  decree  dismissing  the  complainant's 
bill  was  granted  on  default  of  the  complainant. 

The  decree  itself  is  in  words  and  figures  following,  to  wit : 
"The  United  States  of  America,  1 

Western  Division  of  the  Southern  Dis-  \  ss : 

trict  of  Ohio,  J 

"At  a  stated  term  of  the  Circuit  Court  of  the  Western 

185  U.  S.  700-701. 
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Opinion  of  the  court 

Division  of  the  Southern  District  of  Ohio,  in  the  Sixth  Judi- 
cial Circuit  of  the  United  States  of  America,  begun  and  had 
in  the  court  rooms  at  the  City  of  Cincinnati,  Ohio,  in  said 
district,  on  the  first  Tuesday  of  April,  being  the  fourth  day 
of  that  month,  in  the  year  of  our  Lord  one  thousand  eight 
hundred  and  eighty-two,  and  of  the  independence  of  the 
United  States  of  America  the  one  hundred  and  sixth.  ^ 

"Present:  The  Hon.  John  Baxter,  Circuit  Judge,  and 
Hon.  Phillip  B.  Swing,  District  Judge. 

"On Thursday,  the  fourth  day  of  May,  1882,  among  the 
proceedings  had  were  the  following,  to  wit : 
"Nelson  Lyon  "] 

The  Perin  and  Gaff  Manufac-  f  ^^^'  ^"  ^^^*y- 
turing  Co.  J 

"  This  cause  coming  on  for  hearing,  and  being  submitted 
to  the  court  upon  bill,  answer,  and  replication,  and  having 
been  duly  considered,  the  court  finds,  adjudges,  and  de- 
crees thai  the  equities  are  with  the  defendant ;  that  the 
bill  of  complaint  be  dismissed,  and  that  defendant  recover 
its  costs,  to  be  taxed." 

This  is  the  record  to  which  the  court  must  look,  and .  not 
to  the  statement  of  the  clerk  of  the  court  made  two  years 
afterwards.  This  decree  on  its  face  is  absolute  in  its  terms, 
is  an  adjudication  of  the  merits  of  the  controversy,  and, 
therefore,  constitutes  a  bar  to  any  further  litigation  of  the 
same  subject  between  the  same  parties.  As  was  said  by  this 
court  in  Durant  t>.  Essex  Company,  7  Wall.  107,  109.  "A 
decree  of  that  kind,  unless  made  because  of  some  defect  in 
the  pleadings,  or  for  want  of  jurisdiction,  or  because  the 
complainant  has  an  adequate  remedy  at  law,  or  upon  some 
other  grounds  which  does  not  go  to  the  merits,  is  a  final  de- 
termination. Where  words  of  qualification,  such  as  '  with- 
out prejudice,'  or  other  terms  indicating  a  right  or  privilege 
to  take  further  legal  proceedings  on  the  subject,  do  not  ac- 
company the  decree,  it  is  presumed  to  be  rendered  on  the 
merits." 

125  V.  8.  701-708. 
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To  the  same  effect  see  Bigelow  v.  Winsor,  1  Gray,  299, 301, 
where  it  is  said  :  "  Sometimes,  indeed,  a  party  plaintiff  in 
equity,  who,  becauae  he  is  not  prepared  with  his  proofs,  or 
for  other  reasons,  desires  not  to  go  into  a  hearing,  but  rattier 
to  have  his  bill  dismissed,  in  the  natnre  of  a  discontinnance 
or  nonsuit  in  an  action  at  law,  may  be  allowed  to  do  so ;  but 
we  believe  the  uniform  practice  in  such  case  is  be  enter 
' dismissed  without  prejudice.'" 

Likewise  Cooper,  Eq.  PI.  270,  as  follows  :  *'A  plea  in 
bar,  stating  a  dismissal  of  a  former  bill,  is  conclusive  against 
a  new  bill,  if  the  dismissal  was  upon  hearing,  and  if  tbar 
dismissal  be  not,  in  direct  terms,  'without  prejudice.'" 
See  also  Story's  Eq.  PI.  §  793,  and  authorities  there  cited. 

The  authorities  to  sustain  this  view  of  the  case  might  be 
multiplied,  but  those  cited  are  sufficient,  and  demonstraw 
the  uniformity  of  the  rule.  It  is  clear  to  this  court  that 
the  decree  below  dismissing  the  bill  is  in  harmony  with  the 
law,  and  it  is  therefore  affirmed. 

Its  V.  8.  TOM. 

Patent  In  salt  i 

No.  128,843.     Barealom,  J.  Jnly  9,  1872.     Metalliu  Sliffener 
for  Boots  and  Shoes.    Reissue  No.  9,198,  May  11, 1880. 


Oct.,  1887.]  LYON  v.  THE  PERIN  &  GAFF  MNFG.  00.  637 


INDEX  DIGEST 


OP 


DECISIONS  OF  THE  SUPREME  COURT  OF  THE  UNITED 
STATES  IN  PATENT  CASES  REPORTED  IN 

THIS  VOLUME. 


Abandoned  ApplioatioiL 

See  Bill  in  Equity,  1. 

Abandonment. 

1.  The  law  governing  the  question  of  dedication  or  abandon- 

ment of  patented  invention,  is  that  in  force  at  the  date 
of  the  application  for  the  original  patent.  Beedle  v, 
Bennett 142 

2.  If  the  invention  is  in  public  use  or  on  sale  at  a  date  more 

than  two  years  before  the  application  for  a  patent  upon 
it,  it  will  be  conclusive  evidence  of  abandonment  and 
the  patent  will  be  void.    Andrews  o.  Hovey    ....    268 
See  Particular  Patents,  11,  19,  20,  35,  30  ;  Prior  Public  Use 
or  Sale,  1-8. 

FaUure  to  claim. 

See  BeisBue,  3,  6,  13. 

Account  of  Profits. 

1.  If  the  unauthorised  use  by  the  defendant  of  a  patented 

«  process  produced  a  definite  saving  in  the  cost  of  man- 
ufacture, he  must  account  to  the  patentee  for  the 
amount  so  saved.  It  is  a  measure  of  profits.  Tilgh- 
man  v.  Proctor 552 

2.  A  court  in  equity  will  require  an  infringer  to  account  for 

the  gains  and  profits  which  he  has  made  from  the  use 
of  a  patented  invention  instead  of  limiting  the  re- 
covery to  the  amount  of  royalties  paid  to  the  patentee 
by  third  persons,  under  Act  of  1870,  sec  55.  Tilgh- 
man  r.  Proctor 652 


f 

) 
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3.  Where  the  patent  in  suit  has  been  adjudged  invalid  hj 
this  oonrt  in  a  suit  against  another  defendant,  and  sob* 
seqnently  in  this  sait  the  conrt  had  adjudged  the  patent 
valid,  Ae/<f,  that  it  afforded  no  ground  for  not  holding 
that  the  defendants  must  account  for  all  the  profits, 
gains,  and  savings  made  during  the  whole  period  of 
their  infringement  after  the  date  of  the  first  adjudi- 
cation that  such  patent  was  invalid.  Tilghman  r. 
Proctor 55*2 

Aoquiesoenoe. 

1.  Where  one  of  the  defences  set  up  to  the  infringement  of  a 
process  was  that  of  an  implied  license,  and  in  it  ap- 
peared that  appellees  purchased  a  set  of  instruments 
under  another  of  appellant's  patent  (rollers)  and  with 
his  knowledge  and  consent,  which  rollers  were  re- 
turned, hut  their  frames  retained  and  other  similar  ones 
obtained  elsewhere,  and  appellees  contended  that  hj 
this  transaction  appellant  gave  his  consent  to  their  use 
of  his  process,  hdd,  there  was  not  sufficient  evidence 
of  such  consent,  that  the  use  of  the  rollers  did  not  nec- 
essarily involve  the  use  of  the  process  and  that  there 
was  no  proof  that  anything  was  said  about  the  process. 
Lawther  v.  Hamilton 396 

Actual  Dama^ee. 

1.  In  an  action  at  law  for  the  infringement  of  a  patent  the 
plaintiff  can  recover  a  verdict  for  only  the  actual  dam- 
ages which  he  has  sustained,  and  the  amonnt  of  such 
royalties  or  licence  fees  as  he  has  been  accustomed  to 
receive  from  third  persons  for  the  use  of  the  invention, 
with  interest  thereon  from  the  time  when  they  shonld 
have  been  paid  by  the  defendants,  is  generally,  though 
not  always,  taken  as  the  measures  of  his  damages ;  but 
the  court  may,  whenever  the  circumstances  of  the  case 
appear  to  require  it,  inflict  vindictive  or  punitive  dam- 
ages by  rendering  the  judgment  for  not  more  than 
thrice  the  amount  6f  the  verdict.    Tilghman  v.  Proctor  o^ 

AMrreffation. 

See  Particular  Patents,  3,  5. 

Axnendments  to  Applioatlon. 

See  Particular  Patents,  29 ;  Reissue,  8. 

AnalOffOUB  Use. 

See  Particular  Patents,  2. 
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BiU  in  Equity. 

BUI  to  obtain  patent. 

1.  Where  bill  in  equity  to  obtain  a  patent  under  R.  8.  sec. 

4915  was  brought  more  than  two  years  after  the  last 
action  on  the  application  of  which  applicant  had  no- 
tice, is  the  decree  of  the  Supreme  Court  of  the  District 
of  Columbia  on  appeal  from  the  Commissioner,  and  no 
excuse  for  laches  was  set  up  in  the  bill,  none  shown  in 
the  proofs,  nor  was  it  alleged  that  the  delay  was  un- 
avoidable, held,  that  sec.  4894  regarding  the  applica- 
tion as  abandoned  for  failure  to  prosecute  within  two 
years,  applied.    Gandy  v.  Marble 184 

2.  Where  a  bill  in  equity  is  brought  to  obtain  a  patent  under 

R.  S.  sec  4915,  such  a  suit  is  in  fact  and  necessarily  a 
part  of  the  application  for  the  patent,  and  is  to  be  gov- 
erned by  the  rule  as  to  laches  and  delay  declared  by 
section  4894  to  be  attendant  upon  an  application,  but 
it  may  be  shown  to  the  satisfaction  of  the  Court  that  the 
delay  in  the  prosecution  of  the  application  was  un 
avoidable  in  support  of  an  allegation  to  that  effect  in 
the  bill.    Gandy  V.  Marble 184 

Burden  of  Proof. 

1.  The  plaintiff  has  the  burden  of  proving  the  amount  of 
profits  the  defendants  have  made  by  the  use  of  his  in- 
vention.   Tilghman  v.  Proctor 552 

Certiorari. 

1.  Where  the  contention  of  the  plaintiff  was  that  the  in- 
ventor only  knew  of  the  invalidity  of  his  first  reissue 
in  an  earlier  suit  upon  the  same,  and  did  not  have  evi- 
dence of  these  facts  in  the  record,  h»  should  have 
brought  by  certiorari  before  this  Court  such  parts  of  the 
record  as  the  defendants  had  omitted  to  biing  before 
us.     Hoskin  v.  Fisher 585 

Ohanffe  in  Location. 

See  Particular  Patents,  5. 


Olaim. 


1.  Claims  must  be  construed  with  rderence  to  the  specifica- 
tion ;  and  where  the  latter  imposes  a  restriction  or  lim- 
itation upon  an  element  of  a  combination,  a  claim  for 
the  combination  cannot  be  so  construed  as  to  avoid 
such  limitation.  Snow  r.  Lake  Shore  and  Michigan 
Southern  Ry.  Co 76 

See  Fftrticnlar  Patents,  1,  7,  24. 
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Failure  to  Oaim, 

See  Particular  Patents,  30 ;  Reittne,  2,  6,  13. 

Oombination 

See  Particular  Patents,  1,  3»  7, 10, 2S,  99 ;  Prior  PubUc  Use.  1, 

Ckinoh»iT«iia00  of  Oominiasicmer's  DeoUdoiL 


1.  The  determination  of  questions  like  those  involved  here 
by  the  GommisBi<mer  of  Patents  in  the  grant  of  a  patent^ 
is  not  oonclnsiTe  upon  the  courts  as  to  the  questions 
respecting  the  validity  of  such  patents,  and  mnch  leas 
so  as  regards  other  patents.    Andrews  v.  Hovey  ...   477 

See  Rules  of  the  Patent  Office,  1. 


OoBStruotion  of  Statutes. 


Act  1B32,  {  3,  see  Reissue,  4. 

Act  1836,  {  6,  see  Prior  Public  Use  or  Sale,  2,  7. 

((  1   IV  it  II  II  tt 

^'        { 13,  see  Reissue,  4. 
*'  .     {  15,  see  Prior  Public  Use  or  Sale,  2,  7. 
Act  1839,  {*  6,  see  Term,  1,  3,  4. 

"        J   7,  see  Prior  Public  Use  or  Sale,  1, 2-4, 6, 7;  Pro- 
cess, 6* 
Act  1861,  {  16,  see  Term,  1,  3,  4. 
Act  1870,  —    see  Prior  Public  Use  or  Sale,  5. 
J  24,         **         "         "  "     1. 

{  53,  see  Particular  Patents,  15;  Reissue,  4. 
i  55,  Account  of  Profits,  2. 
R.  S.,  {     725,  see  Contempt,  1. 

{  4886,  see  Experimental  Use,  2. 
i  4894,  see  Bill  in  Equity,  1,  2. 

i  4916,  see  Reissue,  4,  5. 
2  4917,  see  Disclaimer,  1,  3. 
{4922, 


4t 


U  «4 


Ck>ntexnpt. 

1.  When  the  defendant  below  had  been  fined  for  contempt  in 
the  violation  of  a  preliminary  injunction  and  had  given 
bond,  and  the  proceeding  was  based  on  a  right  which 
depended  on  the  validity  of  a  patent,  held,  that  section 
725  Revised  Statutes  did  not  make  the  action  of  the 
Circuit  Court  in  this  case  such  a  matter  of  discretion 
that  the  order  imposing  the  fines  was  not  reviewable. 
Worden  v.  Searls 1^ 
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2.  This  case  remanded  to  the  court  below,  with  directions  to 
dismiss  the  bill,  without  prejadice  to  the  power  and 
right  of  the  Circuit  Court  to  punish  the  contempt  by  a 
proper  proceeding.    Worden  v.  Searls 16 

€k>ntraot. 

1.  Evidence  offered  by  plaintiff  tending  to  establish  an  agree- 
ment respecting  the  sale  of  a  particular  patent,  re- 
viewed  and  held,  sufficient  to  entitle  plaintiff  to  have 
the  issue  submitted  to  the  jury.     Uumiston  v.  Wood  .    413 

See  Jurisdiction,  2. 

1.  A  court  of  equity  will  itself  administer  full  relief  by  award- 
ing, as  an  equivalent  or  a  substitute  for  legal  damages, 
a  compensation  computed  and  measured  by  the  same 
rule  that  courts  of  equity  apply  in  the  case  of  a  trustee 
who  has  wrongfully  used  the  trust  property  to  his  own 
advantage.    Tllghman  v.  Proctor    .........    5r>2 

See  Actual  Damages,  1 ;  Profits,  4. 

1.  Where  the  defendants  pleaded  in  bar  an  ac^udication  and 
decree  in  their  favor  in  a  prior  suit  by  the  complainant 
against  them  for  the  same  infringement  and  put  in  e\'i-  ' 
dence  a  copy  of  the  decree,  the  complainant  put  in 
evidence  a  statement  of  the  clerk  of  the  Court  granting 
the  decree,  which  statement  was  dated  nearly  two 
years  after  the  decree  was  made,  to  the  effect  that  no 
^  proof  or  testimony  was  filed  in  the  suit  by  either 
party;  that  complainant  did  not  appear  nor  was  repre- 
sented by  counsel,  and  that  the  decree  dismissing 
complainant's  bill  was  granted  on  default  of  complain- 
ant. Held,  that  the  court  must  look  to  the  record,  and 
not  to  the  statement  of  the  clerk  of  the  Court,  made 
two  years  afterward,  and  that  the  decree  on  its  face, 
absolute  in  its  terms,  was  an  adjudication  of  the  merits 
of  the  controversy,  and  constituted  a  bar  to  any  further 
litigation  of  the  same  subject  between  the  parties. 
Lyon  t>.  The  Perin  &  Gaff  Mnfg.  Co 630 

XXefenoe. 

See  Acquiescence,  1. 

Delay. 

See  Bill  in  Equity,  1,  2. 

Delay  in  Applying  for  Patent 

See  Particular  Patents,  19,  25. 

Delay  in  Reissuing, 

See  Reissue,  11,  12. 
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Dofloription. 

Diaolaimer. 

1.  Sections  4917  and  4922  Hevised  Statates,  have  reference 

to  the  same  sets  of  circamstances  as  groands  for  dis- 
claimer, the  former  anthorizing  the  filing  of  a  dis- 
claimer and  the  other  legalising  snits  brought  on 
patents  snch  as  have  been  amended  under  the  first- 
mentioned  section.     Hailes  v.  Albany  Stove  Co.  ...   336 

2.  A  disclaimer  is  properly  employed  for  the  surrender  of  a 

separate  claim,  or  some  other  distinct  and  separable 
matter,  which  can  be  exscinded  withont  mutilating  or 
changing  what  is  left  standing.  Perhaps  it  may  be  used 
to  limit  a  claim  to  a  particular  class  of  objects,  or  to 
change  the  form  of  a  claim  which  is  too  broad ;  bnt 
certainly  it  cannot  be  used  to  change  the  character  of 
the  invention.     Hailes  r.  Albany  Stove  Co 338 

3.  A  particular  disclaimer  AeM,  to  be  an  attempt  to  secure  a 

new  patent  by  an  amended  specification  and  supple- 
mental description  and  not  a  proper  disclaimer  under 
R.  S.  sees.  4917  and  4922.    Hailes  v.  Albany  Stove  C6.  336 
See  Drawings,  1 ; 

Beinue  for  Matter  Disclaimed, 
See  Reissue,  3. 

DrawinfiTS. 

1.  Held  that  the  drawings  annexed  to  the  patent  cannot  be 
used,  even  on  an  application  for  a  reissue,  mnch  less  on 
a  disclaimer,  to  change  the  patent  and  make  it  embrace 
a  different  invention  from  that  described  in  the  speci- 
fication.   Hailes  r.  Albany  Stove  Co. 336 

Bqulvalent. 

See  Particular  Patents,  28  ;  Process,  2. 

Bstoppel. 

See  Claim,  1  ;  Decree,  1  ;  Particular  Patents,  1  ;  Reissue,  6. 

Ezperimental  Use. 

1.  Proof  of  experimental  use  on  the  part  of  patentee  should 

be  full,  unequivocal,  and  convincing,  where  the  period 
covered  by  the  alleged  use  for  more  than  two  years 
prior  to  application  has  been  clearly  established. 
Smith  &  Griggs  Mnfg.  Co.  r.  Sprague, 243 

2.  Use  by  the  inventor  of  a  machine  in  order  to  devise  by  ex- 

periment improvements  upon  the  same  to  perfect  it,  is 
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permissible,  even  where,  as  an  incident,  the  product  of 
the  machine  is  sold,  bnt  where  th^  nse  is  mainly  for 
trade  and  profit  and  the  experiments  for  improvements 
ate  incidental,  then  the  principal  and  not  the  incident 
gives  character  to  the  nse,  and  the  latter  is  a  pnblic 
nse  nnder  the  statnte  (K.  B.  sec  4886),  and  comes 
within  its  prohibition  if  it  takes  place  more  than  two 
years  before  the  application  for  the  patent.    Smith  & 

Griggs  Mnfg.  (k).  v.  Spragne, 243 

See  Public  Use,  2. 

Bzpired  Patent. 

See  Jurisdiction,  1 ;  Particular  Patents,  13. 

Bvidenoe. 

1.  A  stipulation  in  the  suit  on  a  reissued  patent  included  the 
evidence  taken  in  another  suit,  and  a  certified  copy  of 
the  original  patent  appearing  in  the  record  under  the 
certificate  of  the  clerk  of  the  Circuit  Ck>nrt  that  it  was 
a  part  of  the  record  and  of  the  proceedings  in  the  cause, 
although  there  was  no  original  patent  in  evidence,  this 
court  assumes  the  same  to  be  properly  in  the  case. 
Hoskin  c.  Fisher,      585 

See  Contract,  1. 

File  "Wrapper  and  Contents. 

See  Reissue,  8. 

Forei^rn  Patent. 

See  Term,  1-4. 

Identity. 

Jtlentity  of  Processes. 

See  Particular  Patents,  12  ;  Product,  1. 

Identity  of  Successive  Reissues, 
See  Reissue,  10. 

Identity  of  Original  and  Reissue. 

See  Particular  Patents,  16,  30  ;  Reissue,  11. 

Identity  of  Domestic  and  Foreign  Patent, 
See  Term,  1. 

Improvement. 

See  Particular  Patents,  1. 

"Inadvertence,  Accident  or  Mistake." 

See  Particular  Patents,  15  ;  Reissue,  9. 
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IiiMngwiniont. 

See  PwrtiealAr  Pfttents,  1,  8,  9,  18,  21,  27. 

Iidunotlon. 

1.  Where  the  bill  of  oomplaiDt  made  the  nsiial  aTermeoti  as 

to  inventioii,  the  procarement  of  letters  patent,  owner- 
ship of  the  same,  mannfactnie  under  the  patent,  public 
acqaiescenoe  in  its  validity,  infringement,  and  pcmjed 
for  an  answer  under  oath,  an  aooountini^  in  damages 
'^  and  for  an  i^jonction  and  the  demurrer  was  general 

and  set  ap  no  particular  ground,  had,  that  the  court 
below  erred  in  sustaining  the  demurrer  and  in  dismiss- 
ing the  bill.    McOoy  v.  Nelson ^"^ 

2.  Where  the  patent  had  been  issued  for  fifteen  months  he- 

fore  the  bill  praying  for  an  iig unction  and  an  aooonnt 
was  filed,  and  having  nearly  sixteen  years  then  to  run. 
and  the  bill  alleged  that  the  public  had  generally  ac- 
knowledged and  acquiesced  in  the  validity  of  the 
patent,  and  that  the  invention  had  been  pnt  in  pnurtiee 
by  the  plaintiff,  and  had  been  of  greater  utility,  kddy 
that  it  vras  not  necessary  to  show  a  recovery  at  law  to 
warrant  Jurisdiction  in  equity  for  an  injunction  and  an 
account.    McCoy  v.  Nelson ^■ 

Intereet. 

See  Profits,  4. 

Interferenoe  in  the  Patent  Office. 

1.  The  fact  that  in  an  interference  in  the  Patent  Office,  wliexe 
the  question  has  been  distinctly  raised,  a  patent  was 
issued  to  Oreen,  with  the  knowledge  on  the  part  of  tbf 
Patent  Office,  that  there  had  been  a  public  use  of  the 
invention  more  than  two  years  before  his  application, 
is  not  controlling  upon  this  court    Andrews  r.  Hovey.  4 

Invention. 

See  Particular  Patents,  2,  3,  4,  5,  6,  8,  26  ;  Process,  5. 

Juriadiotlon. 

1.  When  a  patent  is  in  force  at  the  time  of  filing  the  bill,  and 

there  was  then  time  for  procuring  a  preliminary  in- 
junction, the  jurisdiction  of  the  court  is  not  defeated 
by  the  expiration  of  the  patent  before  final  decree. 
Beedle  v.. Bennett 1*- 

2.  Where  in  a  suit  at  law  in  a  state  court  for  the  recovery  of 

license  fees  under  a  written  contract,  the  plaintiff  i^ 
covered  damages,  and  the  defendant  by  writ  of  error 
bronght  the  suit  into  this  court  as  involving  a  Federal 


-     ! 


Paoe. 
qneatioD,  and  the  defendBnt  in  error  moved  in  thU 
court  to  dismiSH  tbe  writ  of  error  for  want  of  Jnriadic 
tion,  and  abto  moved  to  affirm  the  judgment  of  the 
state  court,  held,  that  the  moUon  to  dismiss  mnet  be 
denied  because  the  validitj  of  a  second  reisene  snbse- 
qnent  to  that  under  which  tbe  license  was  given,  bad 
been  set  up  in  a  defence  below,  and  that  preaented  in 
»  Federal  qneetion.    HtU  that  the  motion  to  affirm  the 
Judgment  of  the  state  conrt  most  be  granted  because        z' 
tbe  same  was  clearly  right    Dale  Tile  Hiifg.  Co.  v.      ' 
Hyatt 508 

^  A  bill  in  equity  in  a  circuit  court  of  the  United  States  by 
tbe  owner  of  letters  patent  to  enforce  acontract  for  the 
nse  of  the  patent  right,  or  to  set  nside  such  a  contract, 
because  defendant  has  not  complied  with  its  terms,  is 
not  within  the  acts  of  Congreae  by  which  an  appeal  to 
this  court  is  allowable  in  cases  arising  under  the  patent 
laws,  without  regard  to  tbe  value  of  the  matter  in  con- 
troversey.     Dale  Tile  Hnfg.  Co.  v.  Hyatt 508 

4.  In  an  action  of  aaeumpsit  in  a  state  court  for  the  recovery 
of  license  fees  under  a  writt«n  contract  the  plaintiff 
recovered  damages  and  the  deftndant  brought  the  salt 
into  this  court  aa  involvinga  Federal  question,  and  the 
defendent  in  error  moved  in  this  conrt  to  dismiss  the 
writ  of  error  for  want  of  jurisdiction.  SdA,  that  as 
the  question  at  issue  in  the  state  court  was  not  of 
priority  of  invention  or  of  the  validity  or  constmction 
of  any  patent,  hut  simply  whether  the  reels  mode  sod 
•old  were  the  same,  or  snbetantially  the  same,  aa  men- 
tioned in  the  contract,  no  Federal  qnestion  was  pre- 
eented.    Felix  v,  Scbamweber 5^1 

UKster's  Beport 

9.  ffdrf,  that  in  dealing  with  certain  eseeptiona  to  tbe  mas- 
ter's report,  that  the  conclQsionsof  the  master,  depend- 
ing upon  the  weighing  of  conflicting  testimony,  hare 
every  reasonahle  presumption  in  their  tavor,  and  are 
not  to  be  set  aside  or  modified,  anleaa  there  clearly 
appears  to  have  been  error  or  mistake  on  his  part. 
Tilghman  p.  Proctor 553 


See  Particnlar  Patents,  6. 

Kew  Matter. 

See  Particular  Patents,  30  ;  Beissue,  5. 
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Novelty. 

See  Particalar  Pfttents,  3,  5, 17. 

Object  of  Invention. 

See  Reissue,  7 

Particular  Patents. 

1.  Claim  1  of  lettere  pateat,  No.  47,764,  C.  B.   Bristol,  Msf 

16,  1865,  Harness  Hooks,  construed  and  keldi  in  Tiew 
of  the  state  of  the  art,  that  the  patented  inventioD  wis 
hat  one  of  a  series  of  improvements,  all  having  the  same 
general  object  and  purpose,  and  that  the  claim  of  the 
patent  must  be  restricted  to  the  precise  form  and  ar- 
rangement of  the  parts  as  described  in  the  specification 
and  to  the  purpose  indicated  therein. 
Hdd,  farther,  that  all  the  parts  claimed,  witJi  one  excep 
tion,  were  old  and  had  been  used  in  a  similar  combina- 
tion in  other  things  of  the  same  general  character,  and 
that  the  defendant,  not  using  the  excepted  part,  escaped 
infringement.    Bragg  v.  Fitch ^ 

2.  Letters  patent.  No.  48,728,  granted  to  John  Searle,  July 

11,  1865,  for  a  Process  for  imparting  Age  to  Wines, 
construed  and  held^  that  the  application  of  artificial 
heat  to  ripen  wine  being  old  and  the  application  of  ar- 
tificial heat  to  the  outside  of  casks  to  ripen  wine  ooo- 
tained  therein  being  old,  it  did  not  require  invention  to 
apply  artificial  heat  to  the  inside  of  the  casks  to  ripen 
the  wine  in  the  same.  HM^  further,  that  there  was 
no  invention  in  applying  steam  pipes  to  the  interior  of 
a  cask  for  the  purpose  of  heating  the  wine  contained 
therein,  steam  pipes  having  been  previously  applied  to 
the  interior  of  a  closed  tub  for  the  purpose  of  heating 
water  in  the  same.     Dreyfus  v,  Searle ^^ 

3.  Claim  of  patent.  No.  51,085,  granted  Rathbone  and  Hailes, 

November  21, 1865,  Coal-Stoves,  for  a  "  circular  stove  " 
having  a  perforated  fire-pot  with  a  grate-bottom  haring 
provision  for  the  admission  of  air  below  the  point  of 
suspension  of  said  fire-pot,  hdd^  to  be  met  by  prior 
patents  showing  all  the  elements  of  the  claim  save  the 
circTtlar  cylinder,  that  element  being  old  |>er  se,  on  tbe 
ground  that  no  invention  was  required  to  combine 
these  features.    Hailes  v.  Albany  Stove  Co 336 

4.  Letters  patent.  No.  63,419,  F.  Munson,  April  2, 1868,  Gon- 

pon  and  Bond  Register,  for  a  book  spaced  for  each  bond, 
and  its  coupons  in  proximity  when  paid,  with  appropri- 
ate descriptive  matter,  held,  in  view  of  an  earlier  book 
with  no  place  for  the  bonds,  and  adapted  for  the  sr- 
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rangemeot  of  the  coupons  in  the  order  of  payment,  in- 
stead of  in  gronpSf  that  there  was  no  invention  in  the 
special  anangement  of  the  bonds  and  coupons  together. 
Munson  v.  Mayor  of  New  York .    466 

5.  The  first  and  second  claims  of  letters  patent,  No.  104,377, 

granted  June  4,  1870,  to  John  M.  Thatcher,  Fire-Place 
Heater,  construed  and  keld^  that  simply  transferring 
the  well-known  Aiel  magazine  from  an  outstanding 
base-burning  stove  to  a  fire-place  heater,  when  each  of  ^  / 
the  parts  performed  the  same  functions  and  operated  in 
the  same  way  as  in  the  old  relations,  produces  an  ag- 
gregation of  old  elements,  and  does  not  possess  patent- 
able  novelty.    Thatcher  Heating  Co.  v.  Burtis     ...      37 

6.  If,  however,  to  adopt  these  separate  elements  to  each,  so 

that  they  can  act  in  one  organization,  required  the  use 
of  means  not  within  the  range  of  mere  mechanical 
skill,  then  the  means  of  efiecting  a  mutual  arrange- 
ment of  the  part?  would  be  patentable.  Thatcher 
Heating  Co.  r.  Burtis 37 

7.  Held,  frirther,  the  claims  were  for  the  combination  of  the 

elements,  no  matter  how  or  by  what  means  it  might 
be  effected,  and  such  a  patent  cannot  be  sustained. 
Thatcher  Heating  Co.  v.  Burtis 37 

8.  Letters  patent,  No.  168,164,  A.  B.  Lawther,  September 

28,  1875,  Processes  for  Treating  Oleaginous  Seed,  cor^ 
slrued  to  be  for  a  new  mode  of  using  and  applying  old 
instrumentalities — a  new  and  patentable  process  con- 
sisting in  altogether  omitting  one  of  the  steps  of  the 
former  processes,  hddj  sufficiently  described  in  view  of 
the  fact  that  the  several  steps  were  well  known  in  the 
art,  limited  to  the  use  of  the  kind  of  instrumentality 
described,  held  valid  and  infringed.  Lawther  v.  Ham- 
ilton      396 

9.  aaim  3  of  letters  patent  No.  215,679,  granted  May  20, 

1879,  upon  the  application  of  Leonard  Meller  and  Ed- 
mund Hoffinann,  to  George  Bartholomae,  assignee, 
Beermaking,  for  ''The  process  of  preparing  and  pre- 
serving beer  for  the  market^  which  consists  in  holding 
it  under  controllable  pressure  of  carbonic  acid  gas  from 
the  beginning  of  the  kraeusen  stage  until  such  time 
as  it  is  transferred  to  kegs  and  bunged,  substantially 
as  described  "  construed  to  be  for  an  art  or  method 
patentable  as  a  process,  irrespective  of  the  apparatus 
or  instrumentality  for  carrying  it  out,  held,  novel,  valid, 
and  infringed.  New  Process  Fermentation  Co.  v. 
Mans 157 
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10.  CUim  1  of  letters  patent,  No.  137,933,  G.  B.  Snow,  Jane 

11,  1872,  Bell  Ringer  for  '*The  combination  of  the 
cylinder  A,  piston  G,  piston  rod  D,  slotted  rod  C,  and 
crank  B,  when  constmcted  and  operated  sabatantially, 
Sac.,**  construed  and  limited  in  view  of  the  state  of  the 
art  and  of  the  specification  to  involve  as  one  material 
part  of  the  invention  the  detachment  of  the  piston  from 
the  piston  rod,  keld,  thatasteambellrin^er  oonstracted 
•^  under  letters  patent,  No.  154,394,  C.  H.  Hudson,  August 

25, 1874,  Steam  Bell-Ringing  Apparatus  not  containing 
this  contrivance  did  not  infringe  the  patent,  although 
the  most  important  features  of  the  bell-ringers  were 
suggested  by  the  invention  of  the  patentee.  Snow  r. 
Lake  Shore  and  Mich.  Southern  Railway  Ck> 76 

11.  The  first,  second,  third,  fourth,  and  sixth  claims  of  Leo- 

nard A.  Sprague's  patent,  No.  228, 136,  dated  May  25th, 
1880,  and  the  second,  third  and  fifth  claims  of  Leonard 
A.  Sprague*8  patent,  No.  231,199,  dated  August  17, 
1880,  both  for  Improvements  in  Machines  for  making 
Buckle-Levers,  declared  invalid  by  reason  of  more 
than  two  years'  public  use  before  the  date  of  applica- 
tion for  said  patent.  Smith  A  Griggs  Mnfg.  Co.  v. 
Sprague 243 

12.  Reissued  letters  patent,  Kos.  2,355,  process,  and  2,356, 

product,  September  11,  1866,  (original  No.  40,964,  H. 
Tucker,  December  15,  1863,)  Bronzing  or  Coloring 
Iron,  limited  in  view  of  the  state  of  the  art  to  a  sim- 
ultaneous and  joint  oxidation  of  the  iron  and  the  oil 
after  the  application  of  the  oil  to  a  cleansed  surface  of 
cast  iron.  The  process,  held,  not  infringed  ;  the  pro- 
duct limited  to  an  article  made  by  the  particular  pro- 
cess, held,  not  infringed  by  an  article  made  by  a  differ- 
ent process,  though  not  distinguishable  by  mere  in- 
spection. Plummer  r.  Sargent 1 

13.  Reissued  letters  patent,  No.  3,265,  granted  Charles  W. 

and  Frederick  Siemens,  January  12,  1869,  for  an  Im- 
proved Regenerator-Furnace,  (original  No.  41,788, 
Maroh  1,  1864,)  declared  to  have  expired  July  19,  1878, 
by  the  expiration  of  patent  granted  by  Great  Britain, 
upon  the  same  invention.  No.  167,  dated  January  22, 
1861,  and  sealed  July  19, 1861.    Siemens  r.  Sellers    .    284 

14.  Reissued  letters  patent,  No.  4.372,  N.  Green,  May  9, 1871 

(original  No.  73,425,  January  14,  1868,)  Driven  Wells, 
construed  to  cover  a  process  and  hdd,  that  certain  mat- 
ter found  only  in  the  reissued  patent,  being  (1)  that  the 
end  of  the  tube  should  form  an  air-tight  connection  with 
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the  surronnding  earth :  (2)  that  the  tube  iteeli  should  be 
air-tight,  and  (3)  that  the  pump  should  be  attached  to 
it  by  an  air-tight  connection,  were  matters  of  reasona- 
ble inference  from  the  language  of  the  original  speci- 
fication, as  explained  by  testimony,  or  by  common 
knowledge  and  were  no  enlargement  of  the  original 
invention.     Eames  v.  Andrews 98 

15.  Held,  further  that  they  were  such  corrections  of  a  sped-  ^^  ' 

fication  defective  from  an  insufficient  description  of  ^ 

the  process  intended  to  be  patented  as  are  authorized 
in  case  of  inadvertence,  accident,  or  mistake,  by  Act 

1870,  sec.  53.     Eames  r.  Andrews 98 

16.  The  claim  in  the  original  patent,  No.  73,425,  was  for 

**  the  herein  described  process  of  sinking  wells  where 
no  rock  is  to  be  penetrated,  yiz :  by  driving  or  foroe- 
ing  a  rod  to  and  into  the  water  under  ground  and  with- 
drawing it  and  inserting  a  tube  in  its  place  to  draw 
the  water  through,  substantially  as  herein  described." 
That  of  the  reissue,  No.  4,372,  was  for  '*  the  process  of 
constructing  wells  by  driving  or  forcing  an  instrument 
into  the  ground  until  it  is  projected  into  the  water 
without  removing  the  earth  upward,  as  it  is  in  boring, 
substantially  as  herein  described."  Hddf  that  each 
of  these  claims  was  for  the  same  invention.  Eames  v, 
Andrews 98 

17.  Green's  reissued  patent,  No.  4,372,  hM,  not  anticipated 

by  earlier  patented  processes  for  obtaining  water  by 
bored  wells,  or  artesian  wells  or  by  any  earlier  pub- 
lished description,  none  of  them  being  found  as  fhll, 
clear,  and  exact  as  would  be  required  in  a  specifica- 
tion of  a  patent  or  such  a  descrip^iou  as  would  enable 
a  properly-qualified  person  to  put  the  invention  into 
practical,  operation  from  the  description  alone.  Eames 
V.  Andrews 98 

18.  Green's  reissued  patent.  No.  4,372,  held,  infringed  by  a 

process  which  employed  boring  to  a  point  near  the 
water  and  then  driving  a  tubing  into  the  water  in  such 
a  way  as  to  make  an  air-tight  connection  of  the  sur- 
rounding earth  with  the  lower  part  of  the  tube. 
Eames  c.  Andrews 98 

19.  Nelson  W.  Green's  patent,  No.  4,372,  granted  May  9, 

1871,  for  Driven  Wells,  upon  an  application  filed  Feb- 
ruary 24,  1871,  for  a  reissue  of  patent,  No.  73,425, 
dated  January  14,  1868,  declared  valid,  and  hM,  that 
his  delay  of  more  than  two  years  in  making  applica- 
tion for  the  patent  after  an  experimental  use  by  him  of 
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his  particular  inveDtion,  nnder  the  circamstanoes  re- 
cited in  the  agreed  statement  of  facta,  rebntting  the 
presumption  of  dedication  or  abandonment  which 
might  arise  nnder  the  law  in  force  at  the  time  of  his 
application.    Beedle  v,  Bennett 142 

20.  Reiasned  letters  patent,  No.  4,372,  granted  to  Nelson  W. 

Green,  May  9.  1871,  for  Improvements  in  the  Meth- 
ods of  constructing  Artesian  Wells,  original  patent,  No. 
73,425,  January  14,  1868,  declared  invalid  on  account 
of  public  use  more  than  two  years  before  the  date  of 
filing  the  application  for  the  original  patent,  the  con- 
sent of  the  inventor  thereto  or  its  absence  being  im- 
material.    Andrews  v.  Hovey 268 

21.  Letters  patent,  No.  70,627,   £.  W.  8oott,  November  5, 

1867,  Whip-Sock,  for  a  whip-aocket  made  in  one  piece, 
with  a  lever  pivoted  in  a  longitudinal  slot  in  the  wall 
of  the  same,  where  the  whip-handle  when  inserted  is 
pinched  by  the  lever  above  and  below  its  pivot,  Aef<f, 
not  infringed  by  a  whip-socket  made  in  two  parts  pivoted 
together  in  such  a  way  that  the  whip-handle  when 
inserted  is  pinched  by  the  socket  above  and  below  the 
pivot  and  constructed  in  accordance  with  letters  patent, 
No.  70,075,  Curtis  &  Worden,  October  22,  1867,  "Self- 
Adjusting  Whip-Holder."  Its  reissue,  No.  5,400,  May 
6,  1873,  which  claimed  a  lever  applied  to  a  part  of  a 
whip-socket,  whereas  the  original  described  and 
claimed  the  lever  applied  to  a  whip-socket  as  a  whole, 
heldy  unduly  enlarged  and  invalid.    Worden  v.  Searls.    16 

22.  The  first  and  second  claims  of  reissued  letters  patent,  No. 

8,783,  granted  July  1,  1879,  to  the  Yale  Lock  Manufac- 
turing Company,  (original  No.  119,212,  S.  N.  Brooks, 
administrator,  September  19, 1871,)  Post-Office  Box,  de- 
clared invalid  if  construed  broadly,  as  being  fi>r  mat- 
ter not  admitted  in  original  by  inadvertence  or  mis- 
take, and  not  to  have  been  infringed  if  construed  nar- 
rowly. The  Court  concurs  in  the  views  and  in  the  re- 
sult reached  by  the  court  below  in  this  case  as  reported 
in  22  Blatch.  294.    Yale  Lock  Mnfg.  Co.  v,  James.     .    603 

23.  Where  by  the  terms  of  the  specification  and  claim,  in  the 

then  existing  state  of  the  art,  and  according  to  the 
intention  of  the  patentee,  his  patent,  No.  128,411, 
Matthews,  J.,  June  25,  1872,  Soda  Water  Fountain, 
was  limited,  and  a  fountain  in  which  the  caps 
were  connected  with  the  outer  cylinder  by  pure  tin 
Folder,  without  rivets  or  fianges,  and  would  not  have 
been  infringed  by  defendeut's  fountain  where  the  caps 
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were  fastened  to  the  body  at  both  ends  by  a  solder  half 
tin  and  half  lead,  as  well  as  by  rivets  and  flanges,  hddy 
that  the  claim  of  its  reissne,  No.  8)834,  Angnst  5, 1879, 
taken  ont  seven  years  after  the  original  patent,  and  a 
year  or  two  after  patentee's  knowledge  of  the  alleged 
infringement,  if  limited  and  oonstmed  in  view  of  the 
specification  (which  was  identical  with  the  original,) 
was  not  infringed  ;  bat  if  extended  to  cover  a  fonntain, 
the  outer  cylinder  and  the  ends  of  which  are  fastened 
together  in  any  other  manner  than  by  a  solder  of  pore 
tin,  was  enlarged,  by  omitting  an  essential  element  of 
patentee's  invention,  and  invalid.  Matthews  v.  Iron. 
CladMnfg.   Co 455 

24.  Where  the  only  claim  of  the  original  patent  was  for 

*'  the  tin  vessel,  incased  by  a  [steel]  cylinder,  and  ends 
[soldered  to  the  latter,]  in  the  matter  substantially  as 
described,'*  the  claim  was  strictly  limited  to  the  man- 
ner of  fastening  described  in  the  specification,  and 
keldy  that  the  reissue  claims  which  repeated  the  claim 
omitting  the  bracketed  words  should  be  construed  in 
the  same  manner,  but  if  construed  to  effect  the  en- 
largement of  the  invention  it  was  invalid.  Matthews 
V.  Iron-Clad  Mnfg.  Co 455 

25.  Where  the  original  letters  patent.  No.  110,222,  F.  H. 

Fisher,  Dec  20,  1870,  Hydraulic  Mining  Apparatus, 
contained  a  single  combination  claim,  and  the  reissue, 
No.  8,876,  Sept.  2,  1879,  made  after  an  unexplained 
delay  of  more  than  eight  years,  contained  in  claims  2 
and  3  sub-combinations  not  claimed  in  the  original ; 
hddj  that  the  delay  was  not  accounted  for  and  was  un- 
reasonable and  that  the  failure  to  make  the  sub-corn 
bination  claims  in  the  original  was,  after  the  unex- 
plained delay,  an  abandonment  and  dedication  of 
them  to  the  public.    Hoskin  r.  Fisher 585 

26.  Claim  2  of  reissued  letters  patent,  No.  8,914,  dated  Sep- 

tember 30,  1879,  granted  to  Frederick  Weir,  for  an  im- 
provement in  Bailroad  Frogs,  (original  No.  215,548, 
May  20,  1879,)  for  "a  th)g  composed  substantially  of 
the  two  center  rails  B,  B^,  joined  to  form  the  Y-shaped 
point,  united  to  outside  diverging  or  wing  rails  by 
means  of  two  channel  or  U  irons  D  D,  one  wing  of 
which  channel  or  U  iron  is  formed  to  fit  the  web  of  the 
abutting  rails,  combined  to  form  the  point  of  the  frog, 
and  upon  the  other  side  fitting  the  web  of  the  wing  or 
diverging  rail,  respectively,  and  secured  by  bolts  or 
rivets  passing  through  the  webs  of  the  rails  and  the 
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Bides  of  the  channel  ban,  sabstantially  as  shown," 
constraed  and  limited,  in  view  of  the  words  "sab- 
stantiallj  as  shown,''  to  the  two  omtor  rails  B  B 
joined  to  form  the  Y-shaped  point,  and  hdi^  in  view 
of  a  prior  patent,  No.  173,804,  Morden,  Feb.  22,  1876, 
describing  the  U-shaped  trough  for  the  purpose  of  con- 
necting outer  rails,  leaving  the  central  rails  to  be 
secured  by  means  of  a  V-shaped  recess  in  the  bed  of 
the  plate  at  the  wide  end  of  the  trough,  that  there 
was  no  invention  in  dividing  the  trough  into  two,  so 
as  to  connect  the  central  rails  on  each  side  by  means  of 
a  separate  U-shaped  trough  with  the  outer  railexter- 
ior  to  them  ;  and  that  the  claim  was  invalid  for  lack 
of  invention.     Weir  v.  Morden 590 

27.  Claim  2  of  reissue,  No.  9,097,  A*.  Beck,  February  24, 

1880,  Quilting  Machine,  original  patent,  No.  190,184, 
May  1,  1877,  for  "  The  combination  with  a  series  of 
vertically  reciprocating  needles  mounted  in  a  laterally 
reciprocating  sewing  frame,  of  conical  feed-rolls, 
and  a  mechanism  for  causing  them  to  act  inter- 
mittingly  during  the  intervals  between  the  formation 
of  stitches,  substantially  as  herein  shown  and  de- 
scribed," UmUed  to  the  mechanism  described  and 
claimed,  held,  not  infringed  by  a  machine  for  the  same 
purpose  and  producing  the  same  result,  but  by  different 
means,  and  hdd,  that  the  cylindrical  feed  rollers  for 
*  feeding  in  a  circular  direction,  employed  in  the  alleged 
infringing  machine  were  not  the  equivalents  of  the 
"  conical  rollers  "  specified  as  an  element  in  the  second 
claim.    Dryfoos  v,  Wiese 425 

28.  ffddf  that  plaintiff's  patent  cannot  be  extended  so  as  to 

cover  all  mechanism  for  giving  a  circular  direction  to 
the  feed  motion,  nor  to  the  process  of  operation  of  the 
mechanism  described  in  his  patent,  and  the  defendent's 
mechanism  in  each  form  of  his  machine  cannot  be  re- 
garded as  merely  an  equivalent  for  the  plaintiff's 
mechanism.     Dryfoos  v.  Weise 495 

29.  Claims  1  and  2  of  reissue,  No.  9,303,  H.  R.  Heyl,  July 

12,  1881,  Device  for  inserting  Metallic  Staples,  assumed 
to  be  valid,  construed  and  limited  to  the  specific  com- 
binations and  arrangements  of  parts  described  and 
shown,  in  view  of  original  patent,  No.  195,603,  Sep- 
tember 25,  1877,  of  patentee's  voluntary  limitations 
and  amendments  in  his  reissue  application,  and  of  the 
prior  state  of  the  art,  and  held,  not  infringed  as  lim- 
ited.   Crawford  v.  Heysinger 367 
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tidw  of  the  cbumel  buB,  sabBtantialljr  asatiown," 
coiistn)«d  and  limited,  in  vien  of  the  nords  "snb- 
itantiall;  as  abown,"  to  tbe  two  center  rails  B  B 
joined  to  fonu  the  T-ehftped  point,  end  held,  in  Tiew 
of  e  prior  patent.  No.  173,604,  Horden,  Feb.  23,  1878, 
deecdbing  the  U-etaaped  tiongb  for  the  pnrpowof  con- 
necting oater  rails,  leaving  the  central  rails  to  be 
secared  bj  means  of  a  V-abaped  reoeHs  in  the  bed  of 
the  plat«  at  the  wide  end  of  the  trungta,  that  there 
was  no  Inveotion  in  dividing  tbe  tiongh  into  two,  so 
as  to  connect  tbe  central  nula  on  eacbmde  hy  means  of 
a  separate  U-ebaped  trough  with  tbeonter  rail'ester- 
ior  to  them  ;  and  that  the  claim  was  invalid  for  lack 
of  invention.     Weir  v.  Horden 530 

Claim  2  of  reiasne.  No.  9,097,  A*  Beck,  Febroary  24, 
1880,  Qnitting  Machine,  original  patent.  No.  190,184, 
May  1,  187T,  for  "  The  combination  with  a  series  of 
vertically  reciprocating  needles  monnted  in  a  laterally 
redpiocating  sewing  ftame,  of  conical  feed-rails, 
and  a  mechanisni  for  causing  them  to  act  inter- 
mittingly  daring  the  intervals  between  tbe  formation 
of  stitches,  sabataatially  as  beiein  sbown  and  de> 
scribed,"  UmiUd  to  tbe  mechanism  described  and 
claimed,  hrld,  not  infringed  by  a  machine  for  the  same 
purpose  and  producing  the  same  reenlt,  bnt  by  different 
means,  and  Md,  that  the  cylindrical  feed  lolleis  for 
feeding  in  acircnlor direction,  employed  in  the  allied 
infringing  machine  were  not  tbe  equivalents  of  tbe 
"conical  rollers"  specified  as  an  element  in  the  second 
claim.     Dryfooe  e.  Wieee 436 

Hdd,  that  plaiutifTs  palent  cannot  be  extended  so  as  to 
cover  all  mechanism  for  giving  a  circnlar  direction  tn 
tbe  feed  motion,  nor  ia  the  process  of  operation  of  the 
mechanism  described  in  his  patent,  and  the  defendent's 
mechanism  in  each  form  of  his  machine  cannot  be  re- 
garded as  merely  an  equivalent  for  the  plaintiff's 
mecbanism.    Dryfooe  v.  Weise 4SS 

Claims  1  and  3  of  reissue,  No.  9,303,  H.  R  Heyl,  Jnly 
12,  1881,  Device  for  inserting  Metallic  Staples,  assumed 
to  be  valid,  constmed  and  limited  to  the  apeciOc  oom- 
binatioQB  and  arrangements  of  parts  described  and 
shown,  in  view  of  original  patent.  No.  195,603,  Sep- 
tember 35,  1877,  of  patentee's  volnntary  limitations 
and  amendments  in  bis  reiasne  application,  and  of  the 
prior  state  of  the  art,  and  hdd,  not  infringed  as  lim- 
ited.   Crawford  v.  Heysinser 3«T 
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90.  The  first  eight  claims  of  reissned  letters  patent,  No.  10,- 
062,  A.  E.  Hotchkias,  March  14,  1882,  Clock-Move- 
ment, original  patent.  No.  221,310,  November  4,  1879, 
heldf  to  be  a  case  of  the  afnendment  of  a  patent  so  as 
to  cover  improvements  not  covered  by  the  original  pat- 
ent and  which  came  into  use  by  others  than  the  pat- 
entee and  his  licensee,  free  from  the  protection  of  the 
patent;  held  to  be  **new  matter''  and  not  for  the 
''same  invention"  which  wiw  originally  patented, 
and  held  abandoned  or  waived  by  failure  to  secure 
them  in  the  original  patent.  Parker  &  Whipple  Co.  v. 
Yale  Clock  Co 194 

Prior  Public  Use. 

1.  Semble,  that  in  a  patent  claiming  combinations  and  sub- 
combinations of  old  elements,  the  defence  of  public 
use  for  more  than  two  years  prior  to  date  of  filing  the 
application  may  be  made  to  a  single  one  or  more  of 
the  claims  as  separate  and  distinct  inventions,  and 
that  the  two  years'  limitation  will  run  against  such 
claim  or  claims,  irrespective  of  the  fact  that  other 
claims  joined  in  the  same  patent  were  not  yet  invented. 
Smith  &  Griggs  Mnfg.  Co.  v,  Sprague 243 

See  Particular  Patents,  11,  20. 

Prior  Public  Use  or  Sale. 

1.  The  language  of  section  24  of  the  Act  of  1870,  now  section 

4886  of  the  Bevised  Statutes,  is  to  the  same  effect, 
and  carries  out  the  policy  inaugurated  by  the  act  of 
1839,  i.  c.  that  public  use  or  sale  for  more  than  two 
years  piior  to  the  application,  in  order  to  invalidate 
the  patent,  does  not  require  as  an  element,  the  knowl- 
edge, consent  or  allowance  of  the  applicant  Andrews 
V.  Hovey 268 

2.  Section  7  of  the  Act  of  1839,  construed  in  connection  with 

Act  of  1836,  sections  6,  7  and  15,  provides  that  when 
the  purchase  or  construction  of  the  patented  machine 
or  article  took  place  at  a  time  more  than  two  years 
prior  to  the  application,  whether  with  or  without  the 
knowledge,  consent  or  allowance  of  the  patentee,  the 
patent  ia  invalid.     Andrews  v.  Hovey 268 

3.  Act  1839,  { 7,  construed  to   consist  of  two  clauses,   in 

which  the  first  clause  relates  to  the  particular  right  of 
a  particular  defendant  to  use  a  particular  machine, 
manufacture,  or  composition  of  matter  after  and  not- 
withstanding the  grant  of  the  patent ;  and  the  second 
clause  relates  wholly  to  the  validity  of  the  patent. 
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All  the  decisions  relating  to  this  section,  reyiewed  in 
their  relation  to  the  purchase,  sale,  or  use  of  the  inven- 
tion more  than  two  years  before  the  application  con- 
tained in  the  second  daose.    Andrews  v.  Hovey  ...    477 

4.  A  fraudulent  snrreptitlons  purchase  or  oonstmction  or  use 

of  an  invention  prior  to  the  application  for  a  patent 
probably  would  not  affect  the  right  of  the  patentee 
under  section  7  of  the  Act  of  1839.   Andrews  v.  Hovey.  477 

5.  The  argument  sought  to  be  founded  upon  the  various 

phases  assumed  by  the  provisions  of  the  Act  of  July 
8,  1870,  in  its  passage  through  the  two  houses  of  Con- 
gress is  very  unsafe  and  unreliable  as  a  basis  of  judi- 
cial action,  particularly  when  the  only  inference  to  be 
drawn  is  one  as  to  what  view  €k>ngress  took  of  the  Act 
of  1839  in  enacting  the  Act  of  1870.  Andrews  v, 
Hovey 477 

6.  No  question  arising  in  a  patent  suit  reviewable  in  this 

Court  can  be  regarded  as  finally  settled,  so  as  to  estab- 
lish the  law  for  like  cases,  until  it  has  been  determined 
in  this  Court.  The  Circuit  Courts  having,  in  several 
instances,  held  that  under  section  7,  Act  1839,  a  pat- 
ent was  not  invalid  by  a  public  use  and  sale  without 
the  consent  and  allowance  of  the  inventor,  these  decis- 
ions are  not  controlling  in  the  Supreme  Court  of  the 
United  States  where  no  direct  adjudication  has  been 
made  by  that  court  upon  the  particular  point.  An- 
drews r.  Hovey 477 

7.  Under  sections  6,  7  and  15,  of  the  Act  of  1836,  in  connec- 

tion with  sections  7  of  the  Act  1839,  purchase,  sale,  or 
use  of  the  invention  more  than  two  years  before  the 
application,  without  regard  to  the  consent  or  allow- 
ance of  the  inventor,  renders  the  patent  invalid.  An- 
drews V,  Hovey 477 

8.  This  case  is  decided  in  conformity  with  the  decree  in  An- 

drews V,  Hovey,  123  U.  S.  267  (p.  268  ante),  124  U.  S. 
694   (p.  477  afUe)f  in   view  of  stipulation  of  counsel. 

Andrews  i*.  Cone 506 

See  Abandonment,  2  ;  Interference  in  Patent  Office,  1 ;  Rules 
of  the  Patent  Office,  1. 


1.  Where  a  process  is  capable  of  being  carried  on  by  a  variety 
of  apparatus,  the  validity  of  the  claim  is  not  affected 
by  the  want  of  novelty  in  the  apparatus  if  the  process 
is  new  and  produces  a  new  result.  New  Process  Fer- 
mentation Co.  r.  Maus ,   .    157 
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S.  A  claim  for  a  procesa  conBisting  of  Mveial  steps  maj  be 
limited  by  the  state  of  the  art  bdiI  the  description  in 
the  patent  to  the  initrnmentalitiei  or  their  equivalents 
as  thns  described,  nbicb  are  esaeolial  to  tbe  carrying 
oat  of  the  process  claimed.    Lawtber  v.  Hamilten  .  .    396 

3.  A  patent  safflcieutly  describes  a  process  when  by  tbe  aid  of 

the  knowledge  derived  from  the  state  of  tbe  art  the 
same  may  be  carried  out  iVom  tbe  description  in  the 
patent  by  those  skilled  in  the  particnlar  maDDfactnie. 
In  this  instance  tbe  several  steps  in  tbe  process  being 
well  known  in  tbe  art  when  the  pat«ntwas  applied  for 
required  no  particnlar  explanation.  Lawtherc.  Hamil- 
tan 39e 

4.  WherethenewpTOCeasreqnireagreater care, orevengreat«r 

skill  on  the  part  of  the  workman  than  formerly,  it  does 
not  change  its  character  as  aproceas  or  materially  affect 
its  utility.     Lawthcr  v.  Hamilton 396 

5.  The  omission  of  one  step  In  an  old  process  with  an  im- 

proved result  constitutes  a  new  process.  Lawtber  r. 
Hamilton '. 396 

6.  The  seventh  section  of  the  Act  of  1839  includes  a  process 

as  well  OB  "  a  machine,  mannfactare,  or  composition  of 

matter."     Andrews  r.  Hovey 477 

See  Account  of  Profits  1,  Particnlar  Patents  3,  8,  9,  12,  14, 
15, 17,  18,  38. 

Frooeaa  uid  Produot. 

IiUerrelation  of  Pmetm  and  Pntdnet. 

See  Particular  Patents,  12;  Prodnct,  1. 

Product. 

1.  Tbe  fkct  that  by  carefhl  worhmaoahip  the.prodncts  of  two 
processes  are  indistinguishable  by  mere  inspection,  does 
not  establish  tbe  identity  of  the  ptoceeaes;  and  as  the 
patent  for  the  product  most  be  limited  to  the  particular 
process,  tbe  inquiry  must  be  detennined  by  a  compari- 
son between  the  methods  actnally  employed.  Plnmmer 

V.  Sargent 1 

See  Particnlar  Patents,  12. 

Proflta. 

1.  Upon  a  bill  io  equity  by  the  owner  against  infringers  of  a 
patent,  the  plaintiff  is  entitled  to  recover  tbe  amount 
of  gains  and  profits  that  tbe  defendants  have  made  by 
the  use  o!  his  invention,    Tilgbman  v.  Proctor    ...    552 

S.  The  infringer  in  eqnity  is  liable  for  actual,  not  for  possi- 
ble, gains;  for  the  fruits  of  the  advantage  which  he 
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deriyed  from  the  use  of  the  inyentioa  over  that  which 
he  would  have  had  in  using  other  means  then  open  to 
the  public,  and  adequate  to  enable  him  to  obtain  an 
equally  beneficial  result.  If  there  was  no  advantage 
in  the  use  of  the  plaintiff's  invention  there  can  be  no 
decree  for  profits,  and  the  plaintifi's  only  remedy  is 
by  action  at  law  for  damages;  if  there  was,  that  ad- 
vantage is  the  measure  of  the  profits  to  be  accounted 
for,  even  if  from  other  causes  the  business  in  which 
that  invention  was  employed  by  the  defendants  did 
not  result  in  profit.    Tilghman  9.  Proctor, 552 

3.  In  determining  the  question  as  to  the  amount  of  profits 

made  by  the  infringing  use  of  the  patented  process,  the 
expense  of  using  the  new  (patented)  process  is  doubt- 
less to  be  ascertained  by  the  manner  in  which  the  de- 
fendants have  in  fact  conducted  their  buHiness,  and  not 
by  the  manner  in  which  they  might  have  conducted 
it;  but  as  to  the  comparative  expense  of  the  old  process, 
the  cost  at  which  the  defendants  used  it,  if  at  all,  is 
not  conclusive  evidence  that  the  old  process  could  not 
have  been  used  at  a  less  cost.    Tilghman  r.  Proctor  .    5S$ 

4.  Profits  allowed  in  equity  for  the  infringement  of  a  patent 

are  unliquidated  damages,  which,  in  the  absence  of 
special  circumstances,  do  not  bear  interest  until  after 
their  amount  has  been  judicially  ascertained.  In 
this  case  interest  should  be  allowed  upon  the  amount 
found  due  the  plaintiff  by  this  Court  from  the  date 
when  the  master's  roport  was  submitted  to  the  court 

below.     Tilghman  v.  Proctor 552 

See  Account  of  Profits,  1,  2,  3;  Burden  of  Proof;  1. 


Public  Use. 


1.  Where  a  machine  was  used  by  a  manufacturer  in  the  reg- 

ular conduct  of  his  business,  by  his  own  workmen,  and 
in  the  view  of  such  part  of  the  public  as  reported  to  his 
establishment  for  the  purpose  of  buying  or  selling,  lidi^ 
that  such  use  was  a  public  use.  Smith  &  Griggs 
Mnfg.  Ck>.  V,  Sprague 243 

2.  Where  on  a  question  of  prior  public  use  the  invention  in 

question  consisted  not  in  the  machine  as  a  unit,  but  in 
new  combinations  of  old  elements,  each  of  which  con- 
stituted a  new  invention,  and  were  so  claimed,  and 
the  machine  was  practically  usefhl  and  its  product 
was  used  comroeroially  and  profitably  in  the  ordinary 
course  of  business,  A«M,  that  such  use  was  not  experi- 
mental, although  the  inventor  was  engaged  in  improve- 


INDEX  DIGEST.  669 

Paob. 
ments  bj  which  it  was  hoped  and  expected  that  the 
machine  would  be  made  more  valuable  and  nsefulf  and 
which  were  embodied  in  other  claims  in  the  same  pat- 
ent.    Smith  &  Griggs  Mnfg.  Co.  v.  Spragne 243 

See  Experimental  Usei  2. 

Punitive  Daxnacres. 

See  Actual  Damages,  1 

Beissue. 

1.  If  the  amended  specification  does  not  enlarge  the  scope  of 

the  patent  by  extending  the  claim  so  as  to  cover  more 
than  was  embraced  in  the  original,  and  thns  cause  the 
patent  to  include  an  invention  not  within  the  original, 
the  rights  of  the  public  are  not  thereby  narrowed,  and 
the  case  is  within  the  remedy  intended  by  statute. 
Eames  v,  Andrews 98 

2.  If  in  the  reissue  the  scoi>e  of  the  original  is  so  enlarged 

as  to  cover  and  claim  as  a  new  invention,  that  which 
was  not  in  the  original  specification  as  a  part  of  the  in- 
vention described,  or,  if  described,  was  by  reason  of 
not  being  claimed,  virtually  abandoned  and  dedicated 
to  public  use,  the  reissue  is  unauthorized.  Eames  r. 
Andrews 98 

3.  Wher3  in  the  original  there  was  a  disclaimer  ol  an  earlier 

patent  and  it  appeared  in  a  subsequent  interference 
proceeding  it  was  determined  that  such  subsequent 
patent  was  for  a  different  invention,  the  omission  of 
the  disclaimer  in  a  reissue  was  proper.  Eames  f.  An- 
drews        98 

4.  In  all  the  statutes  on  the  subject  of  reissues — ^Act  1832, 

sec.  3 ;  Act  1836,  sec.  13  ;  Act  1870,  sec.  53,  and  R.  S. 
4916,  the  only  authority  granted  the  Commissioner  is 
one  to  issue  a  new  patent  for  '*  the  same  invention/' 
and  it  does  not  follow  that  what  w^is  indicated  in  t{ie 
original  specifications,  drawing,  or  model  is  to  be  con- 
sidered as  part  of  the  invention,  unless  the  court  can 
see  from  a  comparison  of  the  two  patents  that  the  ori- 
ginal patent  embodied,  as  the  invention  intended  to  be 
secured  by  it,  what  the  claims  of  the  reissue  are  in- 
tended to  cover.  Parker  &  Whipple  Co.  v.  Yale  Clock 
Co 194 

5.  Where  new  substantive  matter  was  introduced  into  the  re- 

issue patent  for  the  description  in  the  specification  as 
a  foundation  for  certain  claims,  and  these  claims 
themselves  might  have  been  the  subject  of  another  ap- 
plication for  a  patent  at  the  time  the  original  patent 
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was  applied  for  and  taken  out,  leaving  that  patent 
valid  and  operative  in  respect  to  the  claima  it  covered, 
hdd,  that  it  was  *'  new  matter  "  under  B.  S.  sec.  4916. 

Parker  A  Whipple  Go.  v.  Yale  Clock  Co 194 

6.  In  the  absence  of  evidence  of  any  attempt  to  secoieby  the 

iL  original  patent  the  inventions  covered  by  the  first 

eight  claims  of  the  reissaei  these  inventions  must  be 
regarded  as  abandoned  or  waived,  so  fkr  as  the  reissue 
in  question  is  concerned,  subject,  however,  to  the  right 

!  "*  to  have  a  new  application  for  a  patent  to  cover  them. 

/  Parker  A  Whipple  Co.  v.  Yale  Clock  Co 194 

'  7.  Heldy  that  a  statement  in  the  original  specification  of  the 

"^  object  of  the  invention  in  certain  general  terms  cannot 

have  the  effect  of  making  the  reissue  one  for  the  same 
invention  as  that  of  the  original,  when  it  otherwise 
would  not  be.  Parker  &  Whipple  Co.  t?.  Yale  Clock 
Co 194 

8.  Where  the  applicant  in  soliciting  a  reissue,  limited  his 

claims  in  view  of  the  objections  of  the  Patent  Office, 
iiis  reissue  claims  were  construed  in  view  of  the 
amendments  in  his  file  wrapper  and  contents,  and  he 
was  held  bound  by  his  claimn  as  so  limited  in  subse- 
quent suits.    Crawford  v.  Heysinger 367 

9.  **  The  repetition  of  the  original  specification  in  the  reissue, 

word  for  word,  (except  only  in  the  unimportant  varia- 
tion of  omitting  the  word  **  closely")  *  *  *  as 
well  as  the  testimony  of  the  patentee,  proves  that  there 
was  no  defect  or  insufficiency  in  the  original  specifica- 
tion, and  no  error,  inadvertence,  or  mistake  in  framing 
it.     Matthews  v.  Iron  Clad  Mnfg.  Co 455 

10.  The  reissue  in  suit  being  a  second  reissue,  and  the  first  re- 

issue not  being  found  iu  the  record,  no  presumption  of 
law  arises  that  the  first  and  second  reissues  were  for 
the  same  invention  with  similar  second  and  third 
claims.  To  ha#  the  advantage  of  the  first  reissue  it 
should  have  been  put  in  evidence.    Hoskin  v.  Fisher  .    565 

11.  The  original  patent  and  the  second  reissue  being  properly 

before  the  court,  a  comparison  of  the  two  may  be  made 
to  determine  the  validity  of  the  second  reissue;  and  in 
view  of  the  absence  in  the  record  of  the  first  reissue, 
held,  that  for  the  purpose  of  determining  the  question 
of  delay  in  obtaining  the  second  reissue,  the  case  stood 
for  the  purpose  of  such  comparison,  as  if  there  never 
had  been  any  first  reissue.     Hoskin  v.  Fisher    ....    585 

12.  The  delay  in  filing  the  application  for  the  reissue  in  suit 

not  accounted  for  nor  shown  to  be  reasonable  renders 
such  reissue  invalid.    Hoskin  v.  Fisher 58$ 


13.  Where  it  does  not  appear  that  any  attempt  has  been  made 
to  secote  bjr  the  original  patent  the  inventions  coTered 
by  the  new  claims  in  the  reissue,  these  inventions  must 
be  regarded  as  having  been  waived  or  abandoned  so  far 
aa  the  reissne  is  concerned.     Hcekin  n.  Fisher  ....    6S5 
See  Drawing,  1;  Evidence,  1;  Particnlor  Patents,  i'2-30. 
Beiitue  for  Subcombination, 
See  Particniar  Patents,  25. 
BtilM  of  the  Patent  Offloe. 

1.  The  promnlgation  and  enfbicement  of  a  mie  of  the  Patent 

Office,  that  the  patent  would  not  be  granted  if  the  in- 
vention had  been  in  public  use  or  on  sale,  with  the  con- 
sent or  allowance  of  the  inventor,  for  more  than  two 
yeara  before  his  application,  cannot  be  regarded  as 
liaving  the  effect  of  a  Jndicial  or  anthoritative  adjndi- 
cation  of  the  qnestioo.     Andrews  r.  Hovey 477 

2.  The  practice  adopted  by  an  ExecDtive  Department  of  the 

Government  doea  not  apply  to  the  validity  of  patents 
by  reason  of  pre-ezietiDg  acts  or  omissions  of  the  in- 
ventor of  the  character  involved  in  this  snit,  bnt  is 
properly  a  jndipial  qneation.    Andrews  v.  Hovey    .  .    4T7 
Specification. 

1.  The  theory  of  ihe  operation  of  a  patented  invention  may 
be  derived  wholly  fhim  the  testimony  of  experts,  and 
need  not  be  stated  in  the  specification  of  a  patent  if 
the  thing  to  be  done  is  so  deaerilied  in  the  Bpecifleation 
that  it  can  be  produced.    Eamee  v.  Andrews  ....     98 

See  Process,  3;  Geissae,  7. 
Sub-combination- 

See  Farticuiar  Patents,  35;  Prior  Public  Cse,  1. 
Term. 

1.  Where,  on  comparison  of  an  American  with  an  English 
patent,  they  described  the  same  thing  in  all  essential 
partictilais,  the  English  spedflcation  being  more  de- 
tailed, and  its  drawings  more  minnte  and  fall,  and 
having  bnt  one  claim,  sufficient,  under  the  English 
system,  to  entitle  patentees  to  their  entire  invention, 
and  at  least  as  broad  and  comprehensive  as  all  four  of 
the  American  patent  claims,  aud  the  American  patent 
contained  improvementa  not  exhibited  in  tbe  English 
patent,  tbey  were  held  identical  within  the  purview  of 
Acts  1861,  sec.  16,  and  1839,  sec.  6,  limiting  the  term 
of  a  domestic  patent  to  that  of  the  prior  foreign  patent 
of  the  same  invention.    Siemens  e.  Sellers 284 
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3.  A.  p»t«Dt  cumot  be  exempt  ttma  tbeoperation  of  the  law 
limiting  its  term  la  caae  of  a  pitiviaiu  foreign  patent 
npon  the  Mme  iDveatton,  by  addiDg  some  new  im- 
provementB  to  the  iDTeotion  aad  cannot  be  conatraed 
•a  Tunning  pMtlj  from  one  <Ut«  and  pnrtlj'  from  an- 


3.  The  ixiDdition,  imposed  bj  the  Act  of  183S  (sec  6,)  that 
the  term  of  a  patent  for  an  invention,  which  has  been 
pat«ut«d  in  a  fbretgn  oonntry,  ehali  commence  to  nm 
fiom  the  time  of  pahlication  of  the  foreign  patent,  was 
not  repealed  or  abrogated  bj  the  Act  of  1961  (sec.  IS;) 
and  the  term  of  an  American  patent)  ia  limited  to  nm 
fh>m  the  date  (or  sealing  which  is  equivalent  to  the 
publication)  of  the  English  patent.     Siemens  r.  Sellers  384 

i.  Hie  Act  of  1661,  sec  16,  was  only  intended  to  change  the 
length  of  the  term  daring  which  patents  should  be 
in  fbrce,  and  not  the  point  of  the  commenoemenL  Tbe 
lattai  continued  as  before,  "  the  date  of  issne"  aa  de- 
fined bj  the  previous  laws,  referring  to  the  issne  of  the 
United  States  patent  itself  when  no  foreign  patent  had 
been  previously  obtained,  or  to  that  of  the  latter  when 
SDch  patent  had  been  obtained.    Siemens  t.  Sellns    . .  SIM 

See  Particular  Patents,  13. 


Theory  of  Invention, 

See  Specification,  1. 

TKle. 

1.  An  interest  in  the  net  proceeds  of  collection  for  infringe- 
menta  of  patent  does  not  neceesarilyinvolvean  Interest 
in  the  patent  itself.    Tilghman  v.  Proctor 6 

UtIUty. 

See  Process,  4. 

VaUdlty. 

See  Proceaa,  1. 
Verdict 

1.  Where,  npon  a  certain  state  of  facts,  if  proven  to  their  satis- 


faction, the  jnr;  would  have  been  warranted  in  finding  a 
verdict  for  the  plaintiff,  Md,  that  it  was  error  in  the 
Circuit  Court  to  direct  a  verdict  for,  the  defendants. 
Hnmistoa  e.  Wood 413 


Void  Patent 

Bee  Abandonment,  2 
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Writ  of  Brror. 

1.  Held  J  in  allowing  a  writ  of  error  to  the  Gonrt,  the  certificate 
of  the  Chief  Justice  of  a  State  Court  that  a  Federal 
question  arose  is  not  conclusive  upon  this  Court  and 
cannot  supply  the  want  of  evidence  of  such  fact  in  the 
record.    Felix  v,  Schamweber. 
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Abandonment 155 
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Presumption  of  abandonment 381 

Failure  to  claim  as  an  abandonment, 240 
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Commissioner. 
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Sufficient  description  of  a  process 410 
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The  original  patent  cannot  be  revived  by  a  disclaimer  in  the  re- 
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Bzplration  of  Patent. 

Jurisdiction.    Expiration  of  patent  afler  bill  filed 154 
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Jurisdiction.    Expired  patent 154 

Experiment. 

Delay  for  the  sole  purpose  of  experiment  is  no  abandonment  265 
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Public  use  and  experimental  use  distinguished 265 

Held  not  experimental  use 265 

Failure  toOlaim. 

Failure  to  claim  as  an  adandonment 240 

Foreifirn  Patent 

Term  of  domestic  patent  as  affected  by  prior  foreign  patent  333 
Date  of  English  patent  is  that  of  filing  the  complete  specifica- 
tion   333 

Gains  and  Profits. 

Measure  of  damages,  when  actual  gains  and  profits    ....    582 

Identity. 

Identity  of  two  processes 14 


666  INDEX  TO  NOTES. 

a 

Pack. 

Identity  of  Produots. 

Identity  of  prodacto  made  by  different  processes  .   /.   .   .    .  13 

InventiozL 

Variation  in  the  invention  based  on  the  original  drawing  .   .  364 

Change  in  location  not  involving  invention 452 

Jurisdiotion. 

Specific  performance 519 

Recovery  of  license  fees  under  a  contract  .   .   .  ' SS8 

Expired  patent 154 

Expiration  of  patent  after  bill  filed 154 

liioezuae-Fee.  i 

License-fee  as  measare  of  damages 582 

Jurisdiction.    Recovery  of  license-fees  under  a  contract     .   .  53d 

Meaaure  of  Damafires. 

License-fee  as  measure  of  damages 582 

Measure  of  damages,  when  actual  gains  and  profits    ....  582 

Model. 

The  model  as  basis  for  reissue 239 

"New  Matter." 

"New  matter" 239 

New  matter  invalidates  reissue 239 

Object  of  Invention. 

Statement  of  the  object  of  invention 240 

Original  Drawing. 

Variation  in  the  invention  based  on  the  original  drawing     .  364 
The  original  patent  cannot  be  revived  by  a  disclaimer  in  the 

reissue     .   .   .  '. 364 

Patentability. 

Process — when  patentable ,..'.......  409 

Process — when  not  patentable 409 

Process  patentable  irrespective  of  the  instrumentality    .   .   .  181 

A  process  is  an  art 410 

Sufficient  description  of  a  process 410 

Identity  of  two  processess 14 

Identity  of  products  made  by  different  processes 13 

Limitation  of  product  to  particular  process 13 

Process — ^when  patentable 409 

Process — when  not  patentable 409 

Process  patentable  irrespective  of  the  instrumentality  .   .   .  181 


Produot 

EimitatioDOfprodnct  topnrtictilBrproreea 13 

Public  Use. 

Public  nse  and  experimental  use  distingaisbed '365 


ConclnsiTeneeBofrelfiaae  proceeding 603 

The  model  aa  basis  for  reissue 239 

The  origiaal  patent  cannot  be  revised  hy  a  disclaimer  in  tbe 

reissue 304 

Permissible  variation  on  reissue 138 

Enlarged  claims,  when  allowable  on  reissue 138 

New  matter  invalidates  reissue 239 

Speolflo  PeifarmaDOd, 

Jurisdiction.    Specific  perfc 


Statement  of  theory  in  specification 138 

Date  of*  English  patent  is  that  of  filing  the  complete  ep^M- 

cation      333 

Claims  sboQid  be  coustmed  in  %1ew  of  the  specification  ...      95 

Claims  should  be  coiuitrued  in  view  of  the  epedflcation  and 

drawings 95 

"Substantial!;  as  set  forth." 

"Substantiallj asset  forth,"  efiect  on  construction  of  clnim  550 
Term  of  Patent. 

Term  of  <lomestic  pateut  as  affected  by  prior  foreign  patent  33.? 
Variation. 

I'ermissible  variation  ou  reissue 138 


t 


3  bios  0li2  HAA  ASA 


